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Summary of the Argument

Unless otherwise noted, citations are from IPR2023-00468

● Metrom effectively concedes prima facie obviousness
● Metrom’s secondary considerations evidence fails

Grounds 1A131 and 1A227 (Claims 1, 11 and 14): Grisham

● Douglas discloses tracking train location
● Challenged claims do not require pinpoint accuracy

Grounds 1B131 and 1B227 (Claims 2-4): Grisham + Douglas

● POSITA would have been motivated to combine Grisham 
and Richardson

● High degree of predictability in art supports reasonable 
expectation of success for combination

Grounds 1C131 and 1C227 (Claims 5 and 6): Grisham + 
Richardson

● Grisham and McDaniel disclose determining speed of 
first and second rail vehicles

● Proposed combination need not eliminate all nuisance 
alarms to render challenged claims obvious

Grounds 1D131 and 2D227 (Claim 10): Grisham + McDaniel
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Summary of the Argument

Unless otherwise noted, citations are from IPR2023-00468

● Claims 7-9: POSITA would not have been concerned 
about interference between UWB and GPS

● Claims 17 and 19: Grisham discloses an antenna that 
sends/receives separation distance data over air

Grounds 2A131 (Claims 7-9, 17 and 19) and 2A227 (Claims 
7-9, 17-19, 21 and 24-26): Grisham + Nixon

● Limitation [18B] is satisfied for same reasons as in 
Grounds 1C131 and 1C227

● Richardson discloses calibration information related to 
vehicle length and mounting location of transceivers

Ground 2C131 (Claim 18): Grisham + Nixon + Richardson

● Conti’s challenged “expert” opinions on UWB lack proper 
support

Petitioners’ Motion to Exclude

● Claim 17: Suzuki discloses antenna that sends/receives 
separation distance data over air

Grounds 3A131 (Claims 1, 7-8, 11-14 and 17) and 3A227
(Claims 1, 7-8, 11-14, 17-19 and 24-25): Suzuki or Suzuki 
+ Grisham
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Overview of ’131 and ’227 Patents

Independent Claims
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Differences Between Claim 1 of Each Patent

Compare 468 Ex. 1001 at 30:44-31:12 with 470 Ex. 1001 at 30:40-59

’131 Patent, Claim 1 ’227 Patent, Claim 1

“a first vehicle mounted module” and
“a second vehicle mounted module”

“one or more vehicle mounted modules”

“a first transponder sensor module” and
“a second transponder sensor module”

“a transponder sensor module”

“a first radio communication unit” and
“a second radio communication unit”

“a first ultra wideband unit”

“a first control electronics module” and
“a second control electronics module”

“a control electronics module”

“a first user interface module” and
“a second user interface module”

“a user interface module”
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’131 Patent, Claim 1

468 Ex. 1001, 30:44-31:12

’131 Patent
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’227 Patent, Claim 1

470 Ex. 1001, 30:40-59

’227 Patent
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The Board Already (Correctly) Rejected PO’s Attempt to 
Unduly Narrow the Relevant Art

Petitioners: “POSITAs would have had a background in wireless 
electronics, including at least a bachelor’s degree in electrical 
engineering or a related field, and would have at least two years of 
experience with using such electronics for control systems 
applications such as collision-avoidance systems or positioning 
systems.”

Paper 5 at 7

Paper 22 at 4 (emphasis added)

Patent Owner: “The hypothetical POSITA would have had a 
background in wireless electronics, including at least a bachelor’s 
degree in electrical engineering or a related field, and would have at 
least two years of experience with using such electronics for control 
systems applications such as railway collision-avoidance systems or 
railway positioning systems.”

Paper 10 at 11

Board: “For purposes of our decision, we adopt Petitioner’s 
proposed level of skill in the art.”
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Grounds 1A131 and 1A227

Claims 1, 11 and 14 Are Obvious in 
View of Grisham

Metrom effectively concedes prima facie 
obviousness

Metrom’s secondary considerations evidence fails 
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Grisham Discloses a Collision Avoidance System

Ex. 1006, 2:16-31, cited in Paper 5 at 10

Grisham
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Grisham Discloses the Vehicle Mounted Modules (VMMs) 
Required by the Challenged Claims

Ex. 1006, Fig. 21, 24:25-29, cited in Paper 5 at 11-17 and Ex. 1003, ¶¶105-24; see also Ex. 1006, 23:40-49

Grisham discloses first and second VMMs, comprising first and second 
transponder sensor modules (TSMs), control electronics modules 
(CEMs), and user interface modules (UIMs), in communication.

Grisham First rail 
vehicle

Second rail vehicle

TSM

CEM

UIM
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Grisham Discloses Using a Time of Flight (ToF) Technique to 
Determine Separation Distance

Ex. 1006, 24:18-24, cited in Paper 5 at 18-19 and Ex. 1003, ¶¶125-27

Grisham
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PO Has Failed to Establish that POSITAs in the Railroad 
Industry Were Reluctant to Innovate

Paper 43 at 1-2, citing Ex. 1061

In re Farrenkopf, 713 F.2d 714, 718 (Fed. Cir. 1983)
“That a given combination would not be made by 

businessmen for economic reasons does not mean 
that persons skilled in the art would not make the 
combination because of some technological 
incompatibility. Only the latter fact would be relevant.”

Contemporaneous patenting activity contradicts Patent Owner’s 
disparagement of POSITAs in the railroad industry:
● 100+ U.S. patent applications related to the railroad industry were 

filed in 2004, when Grisham published
● Another 90+ were filed in the year before the priority date of the 

challenged patents
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PO’s Alleged Secondary Considerations Evidence Fails to 
Overcome Obviousness of the Challenged Claims

• Patent Owner Fails to Meet Its Burden of Establishing:

• Long-Felt, Unresolved Need

• Skepticism

• Commercial Success

• Copying

• Industry Praise



15
Demonstrative Exhibit – Not Evidence

PO’s Alleged Secondary Considerations Evidence Fails to 
Overcome Obviousness of the Challenged Claims

• Patent Owner Fails to Meet Its Burden of Establishing:

• Long-Felt, Unresolved Need

• Skepticism

• Commercial Success

• Copying

• Industry Praise
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PO Fails to Establish a Long-Felt, Unresolved Need

● Metrom argues “that there was a long-felt and unresolved 
need for a ‘radio-based maintenance of way (MOW) 
collision avoidance system.’”

– Grisham already resolved the alleged unresolved need (Paper 5 at 
9-10)

• Nike, Inc. v. Adidas AG, 955 F.3d 45, 55 (Fed. Cir. 2020)

– PO’s theory is NOT commensurate with the claims

• Claims are NOT limited to MOW vehicles (Ex. 1053, 136:17-
137:10)

• Grisham teaches MOW in any event (Ex. 1006, 22:42-23:32, 
claim 8, Figs. 19-20; see also Ex. 1039, 3)

Paper 43 at 3-4
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PO Fails to Establish a Long-Felt, Unresolved Need

● Metrom “also argues that there were failures of every other 
UWB/RADAR communications systems to go to market and 
‘most experts’ thought UWB was ‘dead’ by 2010-2012.”

– ’131 claim 1 not limited to UWB (Ex. 1051, 123:22-124:8)

– Grisham “us[es] UWB technology” (Paper 5 at 9)

– PO’s declarants were admittedly NOT knowledgeable of the state of 
the art (Ex. 1053, 150:2-151:19)

– “UWB was not dead after all.” (Ex. 2024, 2 (emphasis added))

Paper 43 at 4-5
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PO’s Alleged Secondary Considerations Evidence Fails to 
Overcome Obviousness of the Challenged Claims

• Patent Owner Fails to Meet Its Burden of Establishing:

• Long-Felt, Unresolved Need

• Skepticism

• Commercial Success

• Copying

• Industry Praise
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PO Fails to Establish Industry Skepticism

● PO’s declarant does NOT have a sufficient basis to assert 
skepticism in the industry

– Non-expert Gunther’s opinion is based on his impressions of a 
single unnamed individual (Ex. 2009, ¶¶37-40; Ex. 1052, 79:16-
80:12)

● Metrom’s unspecific, hearsay evidence does not establish 
that industry experts were skeptical “about whether or how 
a problem could be solved or the workability of the claimed 
solution.” WBIP, LLC v. Kohler Co., 829 F.3d 1317, 1335 (Fed. 
Cir. 2016)

● PO’s theory is NOT commensurate with the scope of the 
claims

Paper 43 at 5-7
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PO’s Alleged Secondary Considerations Evidence Fails to 
Overcome Obviousness of the Challenged Claims

• Patent Owner Fails to Meet Its Burden of Establishing:

• Long-Felt, Unresolved Need

• Skepticism

• Commercial Success

• Copying

• Industry Praise
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PO Fails to Establish Commercial Success

● PO misidentifies the relevant market

– Claims are NOT limited to MOW vehicles (Ex. 1053, 136:17-137:10)

● The alleged features that created the commercial success 
were known in the prior art

– Ormco v. Align, 463 F.3d 1299, 1312 (Fed. Cir. 2006)

– Grisham teaches each of the limitations at issue (Ex. 1006, 22:42-
23:32, Figs. 19-20, claim 8; see also Ex. 1039, 3)

● No profitability or market share evidence provided

Paper 43 at 7-8
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PO Fails to Establish Commercial Success

● PO fails to demonstrate a nexus with AURA

– Claim chart (Ex. 2023) is insufficient (Ex. 1051, 92:3-19)

– PO failed to demonstrate “coextensiveness” (Ex. 1051, 117:5-10)

– Unclaimed and material features (Ex. 2016, 1-6; Ex. 2019, 1-4; Ex. 1054, 
125:20-141:7):

• “operator-defined detection and alarm criteria, with integrated, 
expandable hardware options”

• “key machine function monitoring” (e.g., gas consumption)
• “remote data recording”
• “customizable user interface”
• “aluminum and specific molded Radome materials”
• “adaptive spacing limits” with “three modes” of equipment speed
• “integrated data recorder”

Paper 43 at 8-10
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PO’s Alleged Secondary Considerations Evidence Fails to 
Overcome Obviousness of the Challenged Claims

• Patent Owner Fails to Meet Its Burden of Establishing:

• Long-Felt, Unresolved Need

• Skepticism

• Commercial Success

• Copying

• Industry Praise
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PO Fails to Establish Copying

● “[C]opying requires the replication of a specific product.” 
Liqwd, Inc. v. L’Oreal USA, Inc., 941 F.3d 1133, 1137 (Fed. Cir. 
2019) (Paper 18 at 4)

– PO and its declarant provide NO evidence that the Helix System is a 
replication of PO’s AURA system

● Board already found that PO failed to account for the 
additional features of the Helix system

– PO “has not shown that the sales of the Helix are commensurate 
with claim 1 or that the features in claim 1 drive sales of Helix 
systems.” (Paper 18 at 9)

Paper 43 at 10-11
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PO Fails to Establish Copying

● Petitioner Piper filed patent applications concerning 
UWB/time of flight ranging months prior to Mr. Garcia 
joining Piper (Ex. 1056)

● Piper demonstrated its UWB technology prior to Mr. Garcia 
joining Piper  (Ex. 1057)

● PO fails to demonstrate access prior to these developments

● PO fails to demonstrate nexus

Paper 43 at 10-11
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PO Fails to Establish Copying

● PO presents NO evidence of direct copying

– PO’s declarant admits he can’t prove his theory in court:

• Q. “. . . So simply, do you believe, you, Mr. Gunther, believe that 
David Garcia took the knowledge he learned from you and 
wrongly used it in the Piper products?”

• A. “. . . I cannot prove it. I could not prove it in a court of law 
with what I have physically observed.”

• Ex. 1052, 168:1-15

Paper 43 at 10-11
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PO’s Alleged Secondary Considerations Evidence Fails to 
Overcome Obviousness of the Challenged Claims

• Patent Owner Fails to Meet Its Burden of Establishing:

• Long-Felt, Unresolved Need

• Skepticism

• Commercial Success

• Copying

• Industry Praise
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PO Fails to Establish Industry Praise

● PO provides NO separate arguments for industry praise

Paper 22 at 11; Paper 49 at 23



29
Demonstrative Exhibit – Not Evidence

Grounds 1B131 and 1B227

Claims 2-4 Are Obvious in View of 
Grisham and Douglas

Douglas discloses tracking train location

Challenged claims do not require pinpoint accuracy
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’131 and ’227 Patents, Claim 2

’227 Patent

470, Ex. 1001, 30:60-65

468, Ex. 1001, 31:13-20

’131 Patent
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Douglas Tracks Train Location to Avoid Collisions, Exactly as 
Required by the Challenged Claims

Ex. 1011, Fig. 7a, 2:32-34, cited in Paper 43 at 13

Metrom: Douglas “know[s] that the trains are generally in the same 
zone and the tracks on which the trains are moving.”

Douglas

Paper 22 at 17-18
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Douglas Tracks Train Location to Avoid Collisions, Exactly as 
Required by the Challenged Claims

Ex. 1011, 4:32-49, cited in Paper 5 at 21

Apparatus 32 “provide[s] each train with a list of rail links and tracks 
each train will travel, the direction of movement of each train, and 
other trains located in the zone of  station 30”

Douglas

Paper 10 at 24
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PO’s Criticism of Douglas Is Misplaced, as the Challenged 
Claims Do Not Require the Level of Accuracy PO Demands

Paper 43 at 14

’131 Patent

Ex. 1001, 31:15-20

Paper 49 at 27
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PO’s Criticism of Douglas Is Misplaced, as the Specification 
Does Not Require the Level of Accuracy PO Demands

’131 Patent

Ex. 1001, 26:50-54

Ex. 1001, 13:9-12

Ex. 1001, 12:45-47

Ex. 1001, 12:7-10

Paper 43 at 14
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Grounds 1C131 and 1C227

Claims 5 and 6 Are Obvious in View 
of Grisham and Richardson

POSITA would have been motivated to combine 
Grisham and Richardson

High degree of predictability in art supports 
reasonable expectation of success for combination
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’131 and ’227 Patents, Claim 5

468, Ex. 1001, 31:28-32

470, Ex. 1001, 31:6-15

’227 Patent

’131 Patent
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The Specification’s Description Highlights the Similarity 
Between Offset Transponders in Claim 5 and Richardson

Paper 10 at 28

Ex. 1001, Fig. 9

’227 Patent

’131 Patent

TSM
TSM
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A POSITA Would Have Been Motivated to Improve Grisham’s 
Accuracy Using Offset Transponders as Taught by Richardson

Ex. 1008, Figs. 6 and 7, cited at Paper 5 at 25-26

Richardson: Having multiple UWB transceivers offset by a distance rb
causes the location information to be more precise by limiting the 
dilution of precision (DOP).

Richardson

Paper 43 at 15-16, 
citing Ex. 1008, 213
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Petitioners’ Expert Explained Exactly Why a POSITA Would 
Have Been Motivated to Combine Grisham and Richardson

Ex. 1003, ¶148

Scott Andrews
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Grounds 1D131 and 2D227

Claim 10 Is Obvious in View of 
Grisham and McDaniel

Grisham and McDaniel disclose determining speed 
of first and second rail vehicles

Proposed combination need not eliminate all 
nuisance alarms to render challenged claims 

obvious
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’131 and ’227 Patents, Claim 10

468, Ex. 1001, 31:66-32:3

470, Ex. 1001, 31:45-49

’227 Patent

’131 Patent
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***

PO’s Suggestion that Neither Grisham Nor McDaniel Discloses 
Determining Vehicle Speed Is Simply Wrong

Ex. 1053, 62:21-24, cited in Paper 43 at 18

Grisham

Ex. 1006, 23:64-24:24, cited in Paper 5 at 13

Carl Conti

***
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PO’s Suggestion that Neither Grisham Nor McDaniel Discloses 
Determining Vehicle Speed Is Simply Wrong

Ex. 1015, [0022], cited in Paper 43 at 18

McDaniel

Ex. 1015, [0039], cited in Paper 5 at 29
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PO’s Argument About the Elimination of Nuisance Alarms Is a 
Red Herring, Ignoring McDaniel’s Disclosure

Paper 43 at 19, citing Paper 5 at 29-30; Ex. 1003, ¶¶153-56

In re Fulton, 391 F.3d 1195, 1200 (Fed. Cir. 2004)
“[O]ur case law does not require that a particular 
combination must be the preferred, or the most 
desirable, combination described in the prior art in 
order to provide motivation for the current invention.”

McDaniel eliminates nuisance alarms in the train yard when 
two trains on the same track move slowly because McDaniel 
explains how to change the threshold warning distance based 
on slow speed
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Grounds 2A131 and 2A227

’131 Claims 7-9, 17 & 19, and ’227 
Claims 7-9, 17-19, 21 & 24-26, Are 

Obvious in View of Grisham and Nixon
Claims 7-9: POSITA would not have been concerned 

about interference between UWB and GPS

’131 Claims 17 and 19: Grisham discloses an 
antenna that sends/receives separation distance 

data over air
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’131 and ’227 Patents, Claim 7

468, Ex. 1001, 31:41-48

470, Ex. 1001, 31:23-29

’227 Patent

’131 Patent
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Petitioners’ Expert Explained Why UWB and GPS Provide 
Redundancy and Diversity, Which PO’s Expert Lauds

Ex. 1003, ¶179, cited in Paper 5 at 35-36

Ex. 1053, 41:20-22, cited in Paper 43 at 22 Carl Conti

Scott Andrews
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Petitioners’ Expert Explained Why UWB and GPS Provides 
Redundancy and Diversity, Which PO’s Expert Lauds

Ex. 1003, ¶177, cited in Paper 5 at 35-36

Scott Andrews

Ex. 2007, 115:10-20, cited in Paper 43 at 21
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A POSITA Would Not Have Been Concerned About Interference 
Between UWB and GPS

Ex. 1059 at 28, 67, cited in Paper 43 at 20

FCC
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’131 Patent, Claim 17

468, Ex. 1001, 32:51-53

’131 Patent
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Grisham Discloses Sending/Receiving Separation Distance 
Data as Required by Claim 17 of the ’131 Patent

Ex. 1006, Fig. 22, cited in Paper 5 at 40

Grisham Paper 5 at 40
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Grisham Discloses Sending/Receiving Separation Distance 
Data as Required by Claim 17 of the ’131 Patent

Ex. 1006, Fig. 21, 23:66-24:8, cited in Paper 43 at 22-24

Grisham
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Grisham Discloses Sending/Receiving Separation Distance 
Data as Required by Claim 17 of the ’131 Patent

Ex. 1006, Fig. 21, 23:66-24:24, cited in Paper 43 at 22-24

Grisham
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Ground 2C131

Claim 18 Is Obvious in View of 
Grisham, Nixon, and Richardson

Limitation [18B] is satisfied for same reasons as in 
Grounds 1C131 and 1C227

Richardson discloses calibration information 
related to vehicle length and mounting location of 

transceivers
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’131 Patent, Claim 18

Ex. 1001, 33:1-12

’131 Patent
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The Petition Properly Cross-References to Claim 5, Which 
Shows that Richardson Discloses Calibration Information

Paper 5 at 42

Paper 5 at 25-26
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Petitioners’ Expert Explained How Richardson Discloses 
Calibration Information with Respect to Claim 5 and Claim 18

Ex. 1003, ¶¶147-48, cited at Paper 5 at 26, 42

Richardson
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Petitioners’ Expert Explained How Richardson Discloses 
Calibration Information with Respect to Claim 5 and Claim 18

Ex. 1008, Fig. 6, cited at Paper 5 at 25

Richardson

Ex. 1003, ¶205, cited at Paper 5 at 42-43
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Grounds 3A131 and 3A227

’131 Claims 1, 7-8, 11-14 & 17, and ’227 
Claims 1, 7-8, 11-14, 17-19 & 24-25, Are 

Obvious in View of Suzuki, Either Alone or 
in Combination with Grisham

’131 Claim 17: Suzuki discloses antenna that 
sends/receives separation distance data over the air 
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’131 Patent, Claim 17

’131 Patent

468, Ex. 1001, 32:51-53
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Suzuki Discloses Sending/Receiving Separation Distance Data

Ex. 1005, [0014]-[0015], [0020], cited in Paper 5 at 51-52; Ex. 1005, [0016], cited in Paper 49 at 16

Suzuki
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Petitioners’ Motion to Exclude
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Mr. Conti’s UWB Opinions Lack Proper Support and Should Be 
Excluded Under Fed. R. Evid. 602, 702, 703, and 37 C.F.R. § 42.65(a)

● The Board should exclude Ex. 2012, ¶¶ 41-50, 71-74 (468) 
and Ex. 2012, ¶¶ 41-50, 69-72 (470)

– Mr. Conti’s UWB opinions allege the state of railroad collision 
technology and UWB at the time of the invention, the failure of 
every other UWB/RADAR communications system to go to market, 
and interference between UWB and GPS

– Mr. Conti has no experience with UWB systems

– Mr. Conti’s opinions on UWB at the time of the invention are based 
on his personal lack of experience

– Because Mr. Conti did not have personal experience with UWB, he 
necessarily did not have experience with combining UWB and GPS

Papers 54 and 61
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Mr. Conti Has No Experience with UWB Systems

Ex. 1053, 48:13-24

Carl Conti

Ex. 2012, ¶41
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Mr. Conti’s Opinions on UWB at the Time of the Invention Are 
Based Only on His Own Lack of Experience

Ex. 1053, 114:10-115:5

Ex. 2012, ¶42

Carl Conti
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Mr. Conti’s Opinions on UWB at the Time of the Invention Are 
Based Only on His Own Lack of Experience

Ex. 1053, 150:2-10; Ex. 2024, 2

Ex. 2012, ¶50

Carl Conti
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Mr. Conti Did Not Have UWB Experience, so He Could Not Have 
Experience with UWB in Combination with GPS Either

Ex. 1053, 189:20-190:3

Ex. 2012, ¶71

Carl Conti
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PO’s Motion to Submit 
Supplemental Information
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PO Cannot Satisfy the Supplementation Requirements 
Because It Has Had Exs. 2032-36 Since 2018

Paper 37 at 2-3

37 C.F.R. § 42.123(b)
“The motion to submit supplemental information must 

show why the supplemental information reasonably 
could not have been obtained earlier, and that 
consideration of the supplemental information would 
be in the interests-of-justice”
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Supplementation of Exs. 2030-31 Would Not Serve the Interests of 
Justice Because They Are Irrelevant, as the Board Already Found

Paper 18 at 7-8

EX2030-31 “are Piper’s sales collateral.”

Paper 18

Paper 37 at 2
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PO’s Motion to Strike
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Ex. 1060 and Related Text in Petitioners’ Reply Directly Respond to 
the Inaccurate Conti Testimony Cited in the PO Response

Ex. 2012, ¶72 n.3

Ex. 1060, 5:38-43

Consolidated Trial Practice Guide at 73

“A party also may submit rebuttal evidence in support 
of its reply.”

Carl Conti

Ex. 1060
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