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Overview

• Motions
• Person of Ordinary Skill in the Art ("POSITA")
• The Objective Indicia of Non-Obviousness are Compelling
• Specific Grounds

o Failure to make prima facie case
oNo motivation to combine references
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Patent Owner's Motion to Supplement 
(Paper 37)
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37 C.F.R. § 42.123 Filing of supplemental information.

• (b) Late submission of supplemental information. . . . The motion to submit 
supplemental information must show:
o [1] why the supplemental information reasonably could not have been obtained earlier, and
o [2] that consideration of the supplemental information would be in the interests-of-justice.
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[1] Could Not Have Reasonably Been Obtained Earlier

• Exhibits 2030 and 2031: obtained Oct. 2023 and Petitioner previously refused 
production of similar documents.

• Exhibits 2032-36: newly relevant due to intervening event.
o"Patent Owner's Motion was precipitated by an intervening event." Hyberbranch Medical Tech., 

Inc. v. Incept LLC, IPR2016-01836, Paper 58 at 7 (expert report in parallel district court case 
constituted an intervening event that "served to enlighten" patent owner as to the relevance of 
the supplemental information)
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[2] The Interest of Justice

• Submission of new exhibits is in the interests of justice when those exhibits allow for a 
more complete record and when submissions will not delay the trial schedule. See 
Sony Interactive Entertainment, LLC. v. Intellectual Pixels Ltd., IPR2020-01248, Paper 
28 at 5
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Petitioner's Motion to Exclude 
(Paper 54)
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FRE 602 and 702

• Rule 602. Need for Personal Knowledge
o A witness may testify to a matter only if evidence is introduced sufficient to support a finding that 

the witness has personal knowledge of the matter. Evidence to prove personal knowledge may 
consist of the witness’s own testimony.

• Rule 702. Testimony by Expert Witnesses
o A witness who is qualified as an expert by knowledge, skill, experience, training, or education 

may testify in the form of an opinion or otherwise if the proponent demonstrates to the court that 
it is more likely than not that:
 (a) the expert’s scientific, technical, or other specialized knowledge will help the trier of fact 

to understand the evidence or to determine a fact in issue;
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Person of Ordinary Skill in the Art ("POSITA")

Petitioner POSITA:
• "[has] a background in wireless 

electronics, including at least a bachelor’s 
degree in electrical engineering or a related 
field, and would have at least two years of 
experience with using such electronics 
for control systems applications such as 
collision-avoidance systems or positioning 
systems. Extensive experience and 
technical training may substitute 
for educational requirements, while 
advanced education such as relevant MS or 
PhD might substitute for experience."

Ex. 1003, ¶ 27.
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Patent Owner POSITA:
• "[has] a bachelor’s degree in electrical 

engineering with at least two years of 
experience in the field of designing safety 
systems for railroads. Such a person would 
have a general understanding of the 
challenges involved with developing 
railroad-specific safety and collision 
avoidance systems. They would also be 
familiar with prevailing technologies that 
were generally available and if those 
technologies were used in the railroad 
industry for safety and collision avoidance 
systems."

Ex. 2012, ¶ 37.



Carl Conti's Experience
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Ex. 2012, pp. 52-54.



Patent Owner's Motion to Strike 
(Paper 47)
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Petitioner Cannot Add or Alter Grounds in their Reply

• “Petitioner may not submit new evidence or argument in reply that it could have 
presented earlier, e.g. to make out a prima facie case of unpatentability.” 
PTAB Consolidated Trial Practice Guide (November 2019) at 73–75.

• Exhibit 1060 is offered on a prima facie issue – the scope and content of the prior art 
as related to Ground 2A.

• Petitioner did not submit Exhibit 1060 as supplemental evidence under 37 C.F.R. 
42.123
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Merits Argument
IPR2023-00468 (Patent No. 9,043,131)
IPR2023-00470 (Patent No. 8,812,227)

SIEMENS MOBILITY, INC., ET AL.
v. 

METROM RAIL, LLC  



Lincoln's Lectures on Discoveries and Inventions, 1858-59
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"Next came the Patent laws. These began in England in 1624; and, in this country, with the adoption of our 
constitution. Before then [these?], any man might instantly use what another had invented; so that the 
inventor had no special advantage from his own invention. The patent system changed this; secured to the 
inventor, for a limited time, the exclusive use of his invention; and thereby added the fuel of interest to 
the fire of genius, in the discovery and production of new and useful things." 

Retrieved from http://www.abrahamlincolnonline.org/lincoln/speeches/discoveries.htm on March 13, 2024; citing R. Basler, The 
Collected Works of Abraham Lincoln, 1953.



35 U.S.C. Section 103 - Obviousness
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"A patent for a claimed invention may not be obtained, notwithstanding that the claimed invention is 
not identically disclosed as set forth in section 102, if the differences between the claimed invention and the prior art 
are such that the claimed invention as a whole would have been obvious before the effective filing date of the claimed 
invention to a person having ordinary skill in the art to which the claimed invention pertains. Patentability shall not be 
negated by the manner in which the invention was made."

35 U.S.C. § 103.

"Under 103, the scope and content of the prior art are to be determined; differences between the prior art and the 
claims at issue are to be ascertained; and the level of ordinary skill in the pertinent art resolved. Against this 
background, the obviousness or nonobviousness of the subject matter is determined. Such secondary considerations as 
commercial success, long felt but unsolved needs, failure of others, etc., might be utilized to give light to the 
circumstances surrounding the origin of the subject matter sought to be patented. As indicia of obviousness 
or nonobviousness, these inquiries may have relevancy."

Graham v. John Deere, 383 U.S. 1, 17‐18 (1966).



The Inventions Are Objectively Not Obvious
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POR 6‐15, Surreply 18‐25



Person of Ordinary Skill
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Person of Ordinary Skill (POSITA)

PATENT OWNER DEMONSTRATIVE-NOT EVIDENCE.18

Petition at 7, POR at 4‐5, Conti Decl., Exhibit 2012 at ¶¶ 37, 40

Petitioner Patent Owner



Comparison between Mr. Andrews and Mr. Conti
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Andrews (Exhibit 1003) Conti (Exhibit 2012)

Professional Expert Witness
Exhibit 2007 Tr. 13:11‐14:2

Professional Railway Safety Consultant 
Exhibit 2012 at 52‐54

Focuses on supporting IPR petitioners in the 
automotive space
Exhibit 2005, 2007 Tr. 42:2‐16

Focuses on developing and advising regarding 
railroad safety equipment
Id. at ¶14 and p. 52, Exhibit 1053 Tr. 14:20‐
15:8, 24:18‐26:22

Little, if any, experience in rail safety Exhibit 2007, Tr. 
45:11‐12, 20‐22; 49:4‐7

Nearly entire career in railway safety
Id.

Primary source of income is patent 
litigation consulting
Exhibit 2007 Tr. 13:11‐14:2

Primary source of income is railway industry safety 
consulting
Id.

POR at p.5



Compelling Indicia of Non-Obviousness
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The Objective Evidence is Highly Probative
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Petitioners Opposed the Introduction of Objective Evidence at Every Opportunity

Opposed Patent Owners Motion for Additional Discovery (Paper No. 15)

Opposed Patent Owners Motion to Submit Supplemental Information (Paper No. 40)

Moved to Strike Certain Opinions Regarding Objective Indicia by Conti (Paper No. 54)

Offered no Declarants in Response to Metrom's Copying and Industry Characteristics Evidence

Offered no Evidence Regarding the Content of Other Projects before Helix

Indeed, evidence of secondary considerations may often be the most probative and cogent 
evidence in the record. It may often establish that an invention appearing to have been 
obvious in light of the prior art was not. It is to be considered as part of all the evidence, 
not just when the decisionmaker remains in doubt after reviewing the art.

Stratoflex, Inc. v. Aeroquip Corp., 713 F.2d 1530, 1538-39 (Fed. Cir. 1983)

PO Surreply at 19, 24‐25



Metrom Invented, Achieved Success, and Was Then Copied
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Garcia Presents at the 
NextGen Rail Conference
10‐18‐2018

"AURA" marketed from 6‐2‐
2013 forward

First provisional Filed
5‐19‐2011

Garcia Joins 
Piper in 2020

Piper Introduces Helix Between 
8/5/21 and 10/2/22

2011 2012 2013 2014 2015 2016 2017 2018 2019 2020 2021 2022 2023

Exhibit
1001

Exhibit
2016

Exhibits
2032‐36

Exhibit 
2011 at ¶36,

Exhibits 
2017‐18

Exhibit
2009 
at ¶47

$15 million + in Sales by Metrom 



There is a Presumption of Nexus in this case – AURA is the invention Claimed and 
Disclosed
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"As WBIP correctly argues, there is a presumption of nexus for objective 
considerations when the patentee shows that the asserted objective evidence is tied to a 
specific product and that product 'is the invention disclosed and claimed in the patent.'"

WBIP, LLC v. Kohler Co., 829 F.3d 1317, 1329 (Fed. Cir. 2016) (citing J.T. Eaton & Co. v. Atl. Paste & Glue Co., 106 
F.3d 1563, 1571 (Fed. Cir. 1997); Crocs, Inc. v. Int'l Trade Comm'n, 598 F.3d 1294, 1310-11 (Fed. Cir. 2010); Brown 
& Williamson Tobacco Corp. v. Philip Morris, Inc., 229 F.3d 1120, 1130 (Fed. Cir. 2000); Demaco Corp. v. F. 
Von Langsdorff Licensing, Ltd., 851 F.2d at 1392-93)



Evidence For Nexus

• Declarations: Cooklev (Exhibit 2011, ¶¶ 40-41); Gunther (Exhibit 2009, ¶¶ 19-21); 
Marchi (Exhibit 2008, ¶ 23)

• Deposition Transcripts: Marchi (Exhibit 1054, Tr. 146:13-148:20); Gunther (Exhibit 
1052, Tr. 114:22-115:12; 192:6-193:3)

• Additional Exhibits: 2002 (Claim chart – reading on Petitioner Piper); 2013 (Sales 
collateral describing Piper's systems); 2016-20 (Sales collateral covering Piper's 
"Helix" and Metrom's "Aura" collision avoidance systems); Metrom sales collateral 
describing Aura); 2021-23 (Claim charts and comparisons); 2030-31 (Piper sales 
collateral distributed at NextGen Rail, November 2023)

• No Reply Declarants
• No Responsive claim chart for Helix
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POR 14‐15; PO Surreply 18‐19; Paper 14 at 4; Paper 37 at 6



"To protect its inventions embodied in the AURA CAS, filed patent applications . . 
. . These applications issued as the Asserted Patents."
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Exhibit 1001, pgs 1, 10; Exhibit 2016, pgs 5‐6, Exhibit 2008 ¶ 23



AURA Is Purchased for Collision Avoidance, Not Unclaimed Features
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Exhibit 1052 (Gunther) Tr. 114:22‐115:5; See also Exhibit 1054 (Marchi) Tr. 148:7‐20



Long Felt Need
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"Evidence of a long felt but unresolved need tends to show non-obviousness because it 
is reasonable to infer that the need would have not persisted had the solution 
been obvious."

WBIP, LLC v. Kohler Co., 829 F.3d 1317, 1332 (Fed. Cir. 2016)



Evidence for Long Felt Need
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• Declarations: Conti (Exhibit 2012, ¶¶ 42-50); Gunther (Exhibit 2009, ¶ 19); Marchi 
(Exhibit 2008, ¶¶ 11, 15-16, 19, 23)

• Deposition Transcripts: Conti (Exhibit 1053, Tr. 24:18-26:22); Marchi (Exhibit 1054, Tr. 
44:10-17; 45:21-46:9; 46:21-47:14; 48:16-21; 55:8-16); Gunther (Exhibit 1052, Tr. 
36:16-37:4, 79:16-80:8)

POR, PO Surreply, Paper 57, Opposition to Motion to Exclude



Marchi – Nothing Else Worked

PATENT OWNER DEMONSTRATIVE-NOT EVIDENCE.29

Exhibit 1054 (Marchi) Tr. 44:10‐17



Skepticism of Others
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"Doubt or disbelief by skilled artisans regarding the likely success of a combination 
or solution weighs against the notion that one would combine elements in references 
to achieve the claimed invention."

WBIP, LLC v. Kohler Co., 829 F.3d 1317, 1335 (Fed. Cir. 2016)



Evidence for Skepticism
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• Declarations: Conti (Exhibit 2012, ¶¶ 41, 46, 48-49); Gunther (Exhibit 2009, ¶¶ 35-
41); Marchi (Exhibit 2008, ¶ 11, 15, 19, 23)

• Deposition Transcripts: Conti (Exhibit 1053, Tr. 50:4-52:8; 98:10-100:15; 117:10-23; 
126:5-127:2; 128:3-129:8; 154:7-155:9; 155:14-156:21; 157:11-159:6; 159:20-
161:3; 161:24-162:14; 166:14-168:18); Marchi (Exhibit 1054, Tr. 44:10-17; 45:21-
46:9; 46:21-47:14; 48:16-21; 55:8-16); Gunther (Exhibit 1052, Tr. 36:16-37:4, 79:16-
80:8); Exhibit 2024

• No counter-declarations

POR 10‐11, PO Surreply 19‐21, Paper 57, Opposition to Motion to Exclude



Conti – Industry was Skeptical
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Exhibit 1053 (Conti) Tr. 128:3‐129:8; Paper 57 at 2‐3



Gunther – Interference Concerns for Radios used with UWB
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Exhibit 1052 (Gunther) 141:1‐15 Paper 57 at 3



Commercial Success
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"When a patentee can demonstrate commercial success, usually shown by 
significant sales in a relevant market, and that the successful product is the invention 
disclosed and claimed in the patent, it is presumed that the commercial success is due to 
the patented invention."

J.T. Eaton & Co. v. Atl. Paste & Glue Co., 106 F.3d 1563, 1571 (Fed. Cir. 1997)



Evidence for Commercial Success
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• Declarations: Cooklev (Exhibit 2011, ¶¶ 39-41); Gunther (Exhibit 2009, ¶ 16); Marchi 
(Exhibit 2008, ¶¶ 18-19, 22-23, 25-26)

• Deposition Transcripts: Marchi (Exhibit 1054, Tr. 146:13-147:22; 148:1-20); Gunther 
(Exhibit 1052, Tr. 94:1-18)

• Other Exhibits: 2016, 2019, 2021, 2022, 2023, Proposed Exhibit 2030 ("hundreds of 
Amtrak's . . . vehicles"), Proposed Exhibit 2031

POR 11‐12, PO Surreply 21‐22, Paper 37 at p. 6



Evidence for Commercial Success
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Exhibit 2008 (Marchi Decl.) at ¶26; Exhibit 2031; Exhibit 2014



Copying
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"The prior art was open to the Regina Corporation. Yet it has not adopted the Domestic 
device or followed the structure of the Bennett patent. To paraphrase the language of the 
Supreme Court in Diamond Rubber Co. v. Consol. Rubber Tire Co., 220 U. S. at page 
441, 31 S. Ct. 444, 55 L. Ed. 527, it gives the tribute of its praise to the prior art, the 
tribute of its imitation to the Clements invention."

Clements Mfg. Co. v. Regina Corp., 34 F.2d 931, 935 (2d Cir. 1929)



Evidence of Copying 
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•Declarations: Gunther (Exhibit 2009, ¶¶42-47); Marchi (Exhibit 2008, ¶¶ 27-29); 
Cooklev (Exhibit 2011, ¶¶ 34-39)

•Deposition Transcripts: Marchi (Exhibit 1054, Tr. 96:9-98:20, 150:18-154:8, 157:8-
162:14); Gunther (Exhibit 1052, 94:1-18, 158:1-172:24) 

•Other Exhibits: 2002, 2013, 2016, 2018, 2019, 2020, 2021, 2022, 2025, Proposed 
Exhibits 2030-2036

•No Reply Declarants

POR 12‐14, PO Surreply 23‐25, Paper 
14, Paper 37, Paper 41



David Garcia – from Parson's/Metrom to Petitioners/Piper
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Exhibit 2025; Exhibit 1054, Marchi Dep. Tr. 157:13‐20



Evidence of Copying – Metrom/Parsons-Parsons/Garcia-Garcia/Piper
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Exhibit 2035, 2036 page 2, lns 9‐17; page 7 lines 12‐15, 2032 page 2



The Board Can Draw Adverse Inferences Against Petitioners
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Evidence Controlled by Petitioners

David Garcia and Copying (Piper's Vice President)

Technical Evidence Regarding Helix (Piper)

Evidence Regarding Market Demand for Helix (Piper)

Evidence Regarding Failure and Skepticism in the Industry (All Petitioners)

"The rule even in criminal cases is that if a party has it peculiarly within his power to 
produce witnesses whose testimony would elucidate the transaction, the fact that he does 
not do it creates the presumption that the testimony, if produced, would be unfavorable."

Graves v. United States, 150 U.S. 118, 121 (1893)



Petitioners Failed to Meet Their Burden
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Outline of Presentation
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• Grounds 1A131 and 3A131: Claims 1 and 17 are not shown to be Prima Facie
Obvious
o No motivation provided to modify Grisham or Suzuki

• Grounds 1A227, 2A227, and 3A227: Claims 1 and 17 are not shown to be Prima 
Facie Obvious

o No motivation provided to modify Grisham or Suzuki
• Ground 1B131: Claims 2-4 are not Unpatentable

o Douglas does not "track a location"
• Ground 1C131: Claims 5-6 are not Unpatentable

o Motivation to combine is conclusory and lacks rational underpinning
• Ground 1D131 and 3D131: Claim 10 is not Unpatentable

o Motivation to combine is conclusory and lacks rational underpinning



Outline of Presentation
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• Ground 2A131: Claims 7-8 are not Unpatentable
o Motivation to combine is conclusory and lacks rational underpinning

• Grounds 2A131 and 3A131: Claim 17 is not shown to be Prima Facie Obvious
o Neither Grisham nor Suzuki transmits separation distance

• Grounds 2B131 and 3C131: Claim 18 is not shown to be Prima Facie Obvious
o Neither Grisham nor Suzuki is operable to receive calibration information

• Ground 2A227: Claim 21 is not shown to be Prima Facie Obvious
o Failure to articulate a motivation to combine references

• Ground 3A227: Claim 24 is not shown to be Prima Facie Obvious
o Neither Suzuki or Grisham communicates to determine a separation 

distance



Petitioners' Expert Admits that not all of his Opinions are Supported by Evidence
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Paper 22 (POR) at p. 5.



Petitioners' Expert Admits that not all of his Opinions are Supported by Evidence
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Paper 22 (POR) at p. 6.



Petitioners' Expert Admits that not all of his Opinions are Supported by Evidence
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Paper 22 (POR) at p. 6.



Petitioners' Expert Admits that not all of his Opinions are Supported by Evidence
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Ex. 2007 (Andrews Dep. Tr. at 105:11-19)



Petitioners' Expert Admits that not all of his Opinions are supported by Evidence

PATENT OWNER DEMONSTRATIVE-NOT EVIDENCE.49

Ex. 2007 (Andrews Dep. Tr. at 121:19-
122:2



Petitioners' Expert Admits that not all of his Opinions are supported by Evidence

PATENT OWNER DEMONSTRATIVE-NOT EVIDENCE.50

Ex. 2007 (Andrews Dep. Tr. at 46:5-12)



Ground 1B131: Claims 2-4 are not Unpatentable*
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Douglas does not “track a location of the first vehicle mounted module and a location of the second vehicle mounted module”

Paper 5 (Pet.) at 21

Ex. 1001 at 31:13-20

*Grounds 1B227 (Cl. 2-4), 2C227 (Cl. 22, 27-28)



Ground 1B131: Claims 2-4 are not Unpatentable*
"links to be traversed" is not "track a location"
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Douglas does not “track a location of the first vehicle mounted module and a location of the second vehicle mounted module”

Ex. 1011 (Douglas)
*Grounds 1B227 (Cl. 2-4), 2C227 (Cl. 22, 27-28)



Ground 1C131: Claims 5-6 are not Unpatentable*
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Paper 5 (Pet.) at 26

Ex. 1001 at 31:28-32

*Grounds 3B131 (Cl. 5-6), 1C227 (Cl. 5-6), 3B227 (Cl. 5-
6)



Ground 1D131 and 3D131: Claim 10 is not Unpatentable*
Modifying Grisham/Suzuki with McDaniel will not avoid nuisance alerts
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Paper 5 (Pet.) at 30-31

Ex. 1001 at 31:28-32

2D227 (Cl. 10), 2E227 (Cl. 16), 3E227 (Cl. 10), 3F227 (Cl. 16)



Ground 2A131: Claim 17 is not shown to be Prima Facie Unpatentable*
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Pet. (Paper 2) at p. 40

Grisham does not “send and receive data representing the separation distance”

*Claims 18-20 depend from Claim 17



Ground 2A131: Claim 17 is not shown to be Prima Facie Unpatentable*
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Grisham does not need to “send and receive data representing the separation distance”

Ex. 1006 (Grisham) at 23:64-24:8; Sur-reply at pp. 13-14Ex. 1006 (Grisham), Fig. 22
*Claims 18-20 depend from Claim 17



Ground 3A131: Claim 17 is not shown to be Prima Facie Unpatentable*

Pet. (Paper 2) at p. 67

Petition does not show that Suzuki “send[s] and receive[s] data representing the separation distance”
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*Claims 18-20 depend from Claim 17



Ground 2C131: Claim 18 is not shown to be Prima Facie Unpatentable

Prior art not shown to be "operable to receive calibration information related to . . . ”

Pet. (Paper 2) at p. 42
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Ground 3B131: Claim 18 is not shown to be Prima Facie Unpatentable

Prior art not shown to be "operable to receive calibration information related to . . . ”

Pet. (Paper 2) at pp. 73-74
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Ground 3A131: Claims 1, 7-8 , 11-14 and 17 are not Unpatentable*

Claim 1

Suzuki is not operable to communicate “to detect/determine a separation distance between the first rail vehicle and the second vehicle”

PATENT OWNER DEMONSTRATIVE-NOT EVIDENCE.60

***

Claim 17

*Claims 2-16 depend from Claim 1; Claims 18-20 depend from Claim 17
Ground 3A227 (Cl. 1, 7-8, 11-14, 17-19, 24-25)



Ground 3A131: Claims 1, 7-8, 11-14 and 17 are not Unpatentable*

Paper 5 (Pet.) at p. 58

Suzuki is not operable to communicate “to detect/determine a separation distance between the first rail vehicle and the second vehicle”
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*Claims 2-16 depend from Claim 1; Claims 18-20 depend from Claim 17



Ground 2A131: Claims 7-8 are not Unpatentable*

Paper 5 (Pet.) at p. 37

No motivation to combine Grisham and Nixon to render the claims obvious
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*Ground 2A227 (Cl. 7-8)



Ground 2A131: Claims 7-8 are not Unpatentable*

Paper 5 (Pet.) at p. 37

No motivation to combine Grisham and Nixon to render the claims obvious
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*Ground 2A227 (Cl. 7-8)



Ground 2A131: Claims 9 is not Unpatentable*

Paper 5 (Pet.) at p. 58

No motivation to combine Grisham and Nixon to render the claims obvious
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*Ground 2A227 (Cl. 9)



Ground 2A227: Claim 21 is not shown to be Prima Facie Unpatentable

Paper 5 (Pet.) at p. 37
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Ground 3A227: Claim 24 is not shown to be Prima Facie Unpatentable

Pet. (Paper 2) at p. 67
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Claim 1 Claim 24

*Claims 25-28 depend from Claim 24


