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I. INTRODUCTION 

Pursuant to Board authorization (Paper 38), Viking Drill & Tool, Inc. 

(“Viking”) files this motion to strike.  

Viking moves to strike the paragraphs of an expert declaration that were 

untimely, misleadingly, and improperly filed with Patent Owner Hongjia Wang’s 

(“Patent Owner”) November 7, 2023 Corrected Response, along with the portions 

of the Corrected Response relying on those paragraphs. The Board expunged 

Patent Owner’s response on November 1, 2023 for failure to comply with Board 

rules and allowed Patent Owner to refile to correct clerical errors. 

But rather than correct clerical errors, the Patent Owner filed—a week 

later—an expert declaration that had been substantially and substantively revised 

and supplemented, without informing the Board or Viking of this fact. In doing so, 

Patent Owner violated at least 37 C.F.R. §§ 42.5, 42.6, 42.11, 42.120, and 42.123, 

as well as the Board’s November 1, 2023 Notice expunging Patent Owner’s 

November 1, 2023 submissions (“Expungement Notice”). Good cause exists for 

the relief requested as set forth below.  
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II. BACKGROUND1 

Patent Owner’s Response was originally due on October 3, 2023. Following 

Patent Owner’s two requests for extension, which Petitioner agreed to (see Papers 

22, 24 at 2), Patent Owner’s response became due on October 31, 2023. Paper 22, 

24.  

Patent Owner filed its Response at 12:03 a.m. Eastern time on November 1, 

2023. Paper 26. Patent Owner also failed to serve these papers on Viking, despite 

certifying that the papers had been served. On the same day, the Board expunged 

all papers and exhibits as being in violation of at least “37 CFR 42.6(a)(2), (a)(3), 

and (d) as well as footnote 1 of the Scheduling Orders…”. Ex. 1037 at 3. The 

Board also counseled Patent Owner’s attorneys “that further violations of the 

Board’s Orders and Rules may result in sanctions to its lead attorney.” Id. The 

Board allowed Patent Owner to “refile” its papers and exhibits “in accordance with 

Board Orders and Rules. Id.      

Viking also notified Patent Owner of its failure to serve the papers and 

exhibits. Ex. 1039. After reviewing the now-expunged Patent Owner’s exhibits, 

 

1 For the convenience of the Board, Petitioner is filing a chronology of events (Ex. 

1031) with this Motion. 
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Viking apprised Patent Owner that paragraphs 52-120 appeared to be missing from 

the declaration of Patent Owner’s expert, Dr. William J. Endres (“Dr. Endres”) 

(Exhibit 2034). Id. at 2. Viking also noted that the declaration of Dr. Endres 

(Exhibit 2034) filed in IPR2023-00473, was identical to the declaration of Dr. 

Endres (Exhibit 2034) filed in IPR2023-00474 and appeared to be missing 

testimony. Id.   

On November 4, 2023, Patent Owner’s counsel emailed Viking’s counsel 

with a purported “Combined Declaration of William J. Endres in Support of Patent 

Owner’s responses to Viking Drill & Tool’s Petitioners for Inter Partes Review of 

U.S. Patent No. 11,007,583.” This declaration has never been filed before the 

Board.  

 Finally, on November 7, 2023, the Patent Owner filed a “Corrected and 

Supplemental” Declaration for IPR2023-00474 with Patent Owner’s Corrected 

Response (Paper No. 30). Ex. 2034. This declaration, signed on November 6, 2023, 

now contained new paragraphs 52-107. These paragraphs 52-107 (“Viking’s 

Grounds Based on Zhou Alone or in View of Bannister and Gentry and/or Durfee 

Are Erroneous”) and (“Viking’s Grounds Based on Welty in View of Bannister 

and Durfee and/or Korb and/or Zhou Are Erroneous”) were not present in the 

October 31, 2023 Declaration. Compare Ex. 1033 at 3-4, with Ex. 2034 at 3-31. 

Patent Owner also supplemented and revised multiple citations and various 
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typographical errors in the Patent Owner Response. Patent Owner did not inform 

Viking (or the Board) that its re-filed materials went far beyond correcting the 

formatting errors like the Board required and instead, included substantive 

revisions and additions.   

On November 21, 2023, Petitioner deposed Dr. Endres. Dr. Endres testified 

that his original declaration was substantively revised after the original November 

1, 2023 filing. See Ex. 1035. Dr. Endres testified that material had been removed 

from the November 1, 2023 filing, and that after this date, Patent Owner revised 

the material that had been removed and then added it into the declaration that was 

filed with the Board on November 7, 2023: 

“On October 31st there was a large section of 

information of the original draft that they had provided 

for me to work with, and there was material there that 

had some technical misinterpretations that needed fixing, 

actually removing, and there was also a fair amount of 

legal language that I’m not capable of signing to, and 

there was not time once I noticed that for those to be 

resolved. So it was submitted with…that material 

removed. So in that sense, the technical information 

absent the misinterpretations and absent the legal 

language, was brought back in.” 

Ex. 1035 at 20:24-21:12. This was the first time Viking learned that the new 

paragraphs 52-107 contained substantive revisions made after the initial filing 
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rather than correction of an omission.   

Then, on November 28, 2023, Viking deposed another Patent Owner 

declarant, David Fisher. In this deposition, Mr. Fisher testified that he had never 

been shown his “corrected” declaration filed on November 6, 2023, which was 

filed as Ex. 2036. Mr. Fisher also testified that he never signed off on any 

corrections. See Ex. 1036 at 17:4-8 (“I don’t remember seeing it at the time…”), 

(“[I saw this document] like yesterday and today.”). Viking then noted that 

Exhibits 2050, which were referenced by the Corrected Response brief and Mr. 

Fisher’s declaration, had never been served on Viking, and that Patent Owner 

never filed these exhibits with the Board. Id. at 82:19-83:5, 108:13-24. After this 

deposition, Patent Owner served these exhibits on Viking. Ex. 1043.  

After receiving the final version of Dr. Endres’ deposition testimony on 

December 6, 2023, Viking requested a call with the Board to seek authorization to 

file a motion to strike. On that call, Patent Owner admitted that they “filed what 

they could” on November 1, 2023 because Dr. Endres refused to sign off on certain 

paragraphs in his declaration, and that those paragraphs had been added back into 

the declaration after the November 1, 2023 due date. Patent Owner stated that these 

paragraphs were not new paragraphs because these were originally statements 

written in Patent Owner’s response, and later “put into the mouth” of the expert.  
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III. RELEVANT LEGAL STANDARDS 

Motions to strike may be granted pursuant to the Board’s authority under 37 

C.F.R. § 42.5(a) (“The Board may determine the proper course of conduct in a 

proceeding . . .”) and 42.7(a) (“The Board may expunge any paper . . . that is not 

authorized under this part or in a Board order or that is filed contrary to a Board 

order.”).  

For example, the Board has previously found that the timeliness of filing 

may be grounds for striking exhibits and papers. See Samsung Electronics 

America, Inc. v. Kannuu PTY LTD, IPR2020-00738, Paper No. 100 (PTAB Sept. 

21, 2021); Stahls’ Inc. v. Jodi A. Schwendimann, IPR2020-00633, Paper No. 34 

(PTAB June 23, 2021); Painteq, LLC v. Orthocision, Inc., IPR2022-00335, Paper 

No. 27 (PTAB March 6, 2023). Moreover, under 37 C.F.R. § 42.12(a)(7), the 

Board can impose sanctions on a party for “any other improper use of the 

proceeding, including actions that harass or cause unnecessary delay or an 

unnecessary increase in the cost of the proceeding.” Sanctions may include 

“expunging … a party from filing a paper,” “excluding evidence,” or “providing 

for compensatory expenses, including attorney fees.” 37 C.F.R. § 42.12(b). 

 Under C.F.R. § 42.120(a), a Patent Owner is authorized to file a single 

response to the petition. While late actions may be excused, 37 C.F.R. § 42.5(c) 

requires either a showing of good cause, or a Board decision that consideration on 
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the merits would be in the interests of justice. 

IV. RELIEF REQUESTED  

Viking respectfully requests that the Board strike the supplemented and 

revised material that Patent Owner untimely and misleadingly filed with its 

Corrected Response under the cover of correcting clerical errors.  Specifically, 

Viking requests that the Board strike: 

(a) Paragraphs 52-107 of Exhibit 2034 (paragraphs added to Dr. Endres’ 

declaration after the deadline for submission and without seeking permission from 

the Board or notifying Viking); 

(b) Exhibits 2050, 2053, and 2054 (documents cited in Patent Owner’s 

Corrected Response and Ex. 2036 which have not been filed with the Board); 

(c) The portions of Patent Owner’s Corrected Response that rely on the 

improper supplemental evidence and evidence not filed before the Board (Paper 30 

at 11-14, 19-24, 36, 41-49); 

(d) Paragraphs 43, 49, 51 of Exhibit 2036 (citing Exhibits 2050, 2053, 

and 2054 which have not been filed with the Board). 

Viking requests this relief as appropriate sanctions against Patent Owner for 

repeatedly violating the Board’s rules and orders and also as redress for prejudice 

to Viking.   
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V. ARGUMENT 

 Striking the improperly and misleadingly filed material is the appropriate 

sanction against Patent Owner in this instance.  Patent Owner has repeatedly 

violated the Board’s orders, has filed untimely material without seeking 

permission, and was not forthright when submitting untimely material.  Further, 

Patent Owner’s violations and misleading conduct has prejudiced Viking.  The 

Board has the authority to sanction a party for violating its rules and should do so 

here, both to deter parties from ignoring the Board’s rules and engaging in 

misleading conduct and to remedy the prejudice to Viking.  E.g., 37 C.F.R. § 

42.12(a), (b); see also 37 C.F.R. §§ 42.5(a), 42.7(a).   

A. Patent Owner’s Evidence and Argument Was Untimely, In 
Violation of Board Rules 
 

Paragraphs 52-107 of Ex. 2034 and the arguments and the related portions of 

the Patent Owner’s Corrected Response that rely on these sections of the exhibit 

(Paper 30 at 11-14, 19-24, 36, 41-49) should be struck as untimely. The changes 

made by Patent Owner to the Patent Owner’s Corrected Response and Ex. 2034 

extend far beyond the formatting revisions originally authorized by the Board in its 

November 1, 2023 Order. Ex. 1037 at 3. Not only did Patent Owner fail to seek 

leave from the Board to correct the numerous errors present in its original Patent 

Owner Response and exhibits, but Patent Owners surreptitiously filed corrected 
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versions nearly a week later without either 1) informing the Board, or 2) informing 

Petitioners of these changes, in violation of at least 37 C.F.R. § 42.123 (filing of 

supplemental information) and 37 C.F.R. § 42.11(a) (duty of candor).   

Under 37 C.F.R. §42.5(c), late filings require either a showing of good 

cause, or a Board decision that consideration on the merits would be in the interests 

of justice.  Patent Owner does not dispute that these papers and exhibits were 

untimely and has failed to provide any satisfactory explanation as to why they were 

untimely. Patent Owner’s own expert even testified in deposition that Patent 

Owner was revising his declaration up until submission, and that Patent Owner 

filed what they could. See Ex. 1035 at 19:16-21:12. Nor would allowing the late 

filings here be in the interests of justice, as Patent Owner was not forthright and 

instead sought to use the opportunity to refile to correct clerical errors to instead 

supplement the record with late-filed evidence.  

Exhibits 2050, 2053, and 2054 should also be stricken.  Patent Owner’s 

Corrected Response and another declaration (Ex-2036) cite these exhibits, but they 

have never been filed with the Board.  This violates 37 C.F.R. § 42.6(c), which 

states that “[e]ach exhibit must be filed with the first document in which it is cited 

except as the Board may otherwise order.” See 37 C.F.R. § 42.6(c). These exhibits 

also were not served on Petitioner at all in either the November 1, 2023 filing, or 

the November 7, 2023 filing. In fact, these exhibits were only served upon 

https://www.law.cornell.edu/definitions/index.php?width=840&height=800&iframe=true&def_id=54b12794d27226018013acefbbb074bb&term_occur=999&term_src=Title:37:Chapter:I:Subchapter::Part:42:Subpart:A:Subjgrp:216:42.6
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Petitioners on November 28, 2023, after Petitioners asked about Ex. 2050 during 

the deposition of David Fisher. See Ex. 1036 at 82:19-83:5, 108:13-24; Ex. 1043. 

Patent Owner still has not even tried to file Exhibits 2050, 2053, and 2054. The 

Board should not permit Patent Owner to do so at this point (well after the 

deposition has concluded) and Patent Owner should be precluded from relying on 

them.    

B. Viking Has Been Prejudiced 

 Patent Owner seeks to use untimely revisions and supplemental evidence, 

filed without permission, to materially change and bolster the record in its favor.  

Furthermore, Patent Owner was not forthright regarding the substantive 

supplements and revisions in its late filings, leaving it to Viking to discover at the 

deposition of Dr. Endres. Patent Owner’s gamesmanship prejudiced Petitioner. For 

one, Patent Owner’s expert testified that some material was taken out of the 

original November 1, 2023 filing because he did not agree with the positions. Ex. 

1035 at 20:24-21:12. Patent Owner then used gamesmanship to get those 

arguments back into the record, in a revised and supplemented form, by taking 

advantage of the opportunity to refile to correct formatting errors to slip in the 

substantive evidence. See Ex. 1037 at 3. Allowing this to stand would give Patent 

Owner an unfair advantage.  Furthermore, Patent Owner’s actions have cut into 

Petitioner’s already truncated time to respond to Patent Owner’s Response. It 
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would be unfair and prejudicial to allow Patent Owner to use Petitioner’s 

discovery/reply period to further develop its arguments and theories. Viking has 

also been prejudiced by being forced to confront shifting, supplemental arguments 

presented for the first time after the filing deadline.   

In contrast to the prejudice Viking has suffered and would suffer, striking 

the untimely material would not prejudice the Patent Owner. Rather, it would 

simply hold the Patent Owner to the arguments and evidence that were originally 

filed. 

C. There Are Exacerbating Factors  

 Here there are exacerbating factors that make the remedies Viking seeks all 

the more appropriate.  First, as explained above Patent Owner was not forthright 

about its untimely filing of argument and evidence. It misleadingly used the 

opportunity to correct clerical errors to try to inject late argument and evidence into 

the trial.  Second, here much of the untimely evidence and argument was a result of 

an effort to try to get arguments into the trial that Patent Owner’s expert would not 

initially sign off on, making it all the more inappropriate to allow it in now.  Third, 

Patent Owner is a repeat offender, having been previously warned by the Board on 

November 1 that “that further violations of the Board’s Orders and Rules may 
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result in sanctions to its lead attorney.”2 Ex. 1037 at 3. 

VI. CONCLUSION AND REQUEST FOR ALTERNATE RELIEF 

For the reasons stated above, Viking respectfully asks that the Board strike 

paragraphs 52-107 of Exhibit 2034, Exhibits 2050, 2053, and 2054, and the 

relevant portions of pages 11-14, 19-24, 36, 41-49 of the Patent Owner Response, 

both as a sanction to deter future disregard for Board rules by Patent Owner and to 

remedy prejudice to Viking.    

If the Board denies the Petitioner’s motion, Petitioner respectfully requests 

permission to: (i) seek additional relevant discovery (including without limitation, 

production of Patent Owner’s drafting history with respect to the Endres 

Declaration and depositions of Patent Owner’s expert and declarant), and (ii) seek 

 

2 Patent Owner has also violated additional rules.  The P-TACTS portal shows that 

Patent Owner initially filed the Patent Owner Response and corresponding exhibits 

on November 1, 2023, meaning that the originally filing (due October 31) was 

already untimely under the Board’s Scheduling Order. Paper No. 16. Furthermore, 

these documents were not served until Petitioner requested service, in violation of 

37 C.F.R. § 42.6(e).  
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attorney’s fees for the necessary delay and an unnecessary increase in the cost of 

the proceeding incurred by Petitioners.  

 

Dated:  December 20, 2023 Respectfully submitted, 

 
/Mitchell R. Williams/                       
J. Derek Vandenburgh (Lead Counsel) 
Reg. No. 32,179 
Iain A. McIntyre, Reg. No. 40,337 
Mitchell R. Williams, Reg. No. 74,776 
Saukshmya Trichi, pro hac vice 
Katherine Chen, pro hac vice 

     Carlson, Caspers, Vandenburgh & Lindquist, P.A. 
     225 South Sixth Street, Suite 4200 
     Minneapolis, MN 55402 
     Telephone: (612) 436-9600 
     Facsimile: (612) 436-9650  

dvandenburgh@carlsoncaspers.com  
imcintyre@cralsoncaspers.com 
mwilliams@carlsoncaspers.com 
strichi@carlsoncaspers.com 
kchen@carlsoncaspers.com 

      
     Attorneys for Petitioner  
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