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I. PRECISE RELIEF REQUESTED

Pursuant to 35 U.S.C. § 317(a), Petitioner Hopewell Pharma Ventures, Inc.
(“Petitioner”) and Patent Owner Ares Trading S.A. (“Patent Owner”) jointly
request that this inter partes review proceeding involving U.S. Patent No.
10,849,919 (“the *919 patent”) be terminated based on an agreement between
Petitioner and Patent Owner (“the Parties”).

Petitioner and Patent Owner have settled their dispute regarding the 919
patent, including both this proceeding and Patent Owner’s assertion of the *919
Patent in the related district court litigation, Merck KGaA et al. v. Hopewell
Pharma Ventures, Inc., et al., Case No. 1:22-cv-01365 (D. Del.). The Parties do
not anticipate any further litigation between them concerning the 919 patent.

II. REASONS FOR GRANTING THE MOTION

Generally, the Board expects that a proceeding will terminate after the filing
of a settlement agreement between parties made in connection with, or in
contemplation of, the termination of the proceeding, unless the Board has already
decided the merits of the proceeding. See, e.g., Patent Trial and Appeal Board
Consolidated Trial Practice Guide (Nov. 2019) at 86. The Board authorized filing
of the instant motion on August 9, 2023. Guidance as to the content of a motion to
terminate is provided in IPR2013-00428, Paper No. 56. There, the Board indicated

that a joint motion, such as this one, should (a) include a brief explanation as to why
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termination is appropriate; (b) identify all parties in any related litigation involving
the patent at issue; (c) identify any related proceedings currently before the Office;
and (d) discuss specifically the current status of each such related litigation or
proceeding with respect to each party to the litigation or proceeding. /d. at 2. This
motion satisfies each of the above requirements.

A.  Brief Explanation of Why Termination is Appropriate

Good cause exists to terminate this proceeding under 37 C.F.R. § 42.74 and
37 C.F.R. § 42.72, because the parties are jointly requesting termination and the
Office has not yet instituted trial nor “decided the merits of the proceeding before
the request for termination is filed.” See 35 U.S.C. § 317(a). The parties have
resolved their disputes regarding the *919 patent and executed an agreement that
contemplates requesting termination of this proceeding and terminating or
dismissing the Parties’ related proceeding regarding the *919 patent in Merck
KGaA et al v. Hopewell Pharma Ventures, Inc., et al., Case No. 1:22-cv-01365 (D.
Del.). Terminating this proceeding thus serves the interests of judicial economy as
well as the mutual interests of the parties.

B. Identification of All Parties in Any Pending Related Litigation
Involving the Patent at Issue

e The following litigation is related to the 919 patent and the Parties:
Merck KGaA et al v. Hopewell Pharma Ventures, Inc., et al., Case

No. 1:22-cv-01365 (D. Del.), filed October 17, 2022, and currently

2.
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pending (the “Hopewell Action”). The Plaintiffs are Merck KGaA,
Merck Serono SA, and Ares Trading SA, and the Defendant is
Hopewell Pharma Ventures, Inc.

The 919 patent has also been asserted in the following three cases.
These cases are currently pending and do not involve Hopewell
Pharma Ventures, Inc.:

(1) Merck KGaA et al. v. Accord Healthcare, Inc. et al., Case No.
1:22-cv-00974 (D. Del.). The Plaintiffs are Merck KGaA,
Merck Serono SA, and Ares Trading SA, and the Defendants
are Accord Healthcare, Inc., and Intas Pharmaceuticals Ltd.

(2) Merck KGaA et al. v. Aurobindo Pharma USA, Inc. et al.,
Case No. 1:23-cv-00039 (D. Del.). The Plaintiffs are Merck
KGaA, Merck Serono SA, and Ares Trading SA, and the
Defendants are Aurobindo Pharma USA, Inc., and Aurobindo
Pharma Limited. This action has been consolidated with the
Hopewell Action.

(3) Merck KGaA et al. v. Apotex Inc. et al., Case No. 1:23-cv-
00655 (D. Del.). The Plaintiffs are Merck KGaA, Merck
Serono SA, and Ares Trading SA, and the Defendants are

Apotex Inc., and Apotex Corp.
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C. Related Proceedings Currently Before the Office

The following pending patent applications are related to the 919 patent.
U.S. Patent Application No. 17/932,796 is a continuation application of U.S. Patent
Application No. 16/949,278, which is a divisional application of U.S. Patent
Application No. 16/199,119, which issued as the 919 patent and claims the benefit
of expired U.S. Provisional Application No. 62/590,442.

There are no other inter partes review proceedings involving the 919
patent. Petitioner has also filed [IPR2023-00480 against Patent No. 7,713,947 and
IPR2023-00481 against Patent No. 8,377,903, owned by Merck Serono S.A., an
affiliate of Ares; both [PRs are pending and also are directed to treating Multiple
Sclerosis with cladribine.

D.  Current Status of Each Such Related Litigation or Proceeding
With Respect to Each Party in the Litigation or Proceeding

Sections I1.B and II.C above indicate the status of the related litigations and
proceedings with respect to each party to the litigation.

III. AGREEMENT
Pursuant to 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(b), the Parties’

agreement made in connection with, or in contemplation of, the termination of the
proceeding 1s in writing, and a true and correct copy is being filed concurrently

herewith as Exhibit 1070.! There are no other agreements, oral or written, between

I The agreement is being filed via the Patent Trial and Appeal Board
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the parties made in connection with, or in contemplation of, the termination of this

proceeding. The parties are also filing concurrently herewith a joint request under

35U.S.C. § 317(b) and 37 C.F.R. § 42.74(c) to treat this agreement as business

confidential information and keep it separate from the files of the 919 patent.

IV. CONCLUSION

For all of these reasons, the Parties respectfully request termination of this

proceeding.

Date: August 15, 2023

1101 K Street, NW, 10™ Floor
Washington, D.C. 20005
(202) 371-2600

Date: August 15, 2023
60 State Street
Boston, MA 02109
(617) 526-6567

Respectfully submitted,

STERNE, KESSLER, GOLDSTEIN & Fox P.L.L.C.

/Eldora L. Ellison/

Eldora L. Ellison, Ph.D., Esq.
Registration No. 39,967
Lead Counsel for Petitioner

WILMER CUTLER PICKERING HALE
AND DORR LLP

/Emily R. Whelan/

Emily R. Whelan
Registration No. 50,391
Counsel for Patent Owner

P-TACTS system with access to the “Parties and Board only.”
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CERTIFICATE OF SERVICE (37 C.F.R. § 42.6(e))

I certify that the above-captioned JOINT MOTION TO TERMINATE
PROCEEDING and Exhibit 1070 were served in their entireties on August 15,

2023, upon the following parties via electronic mail:

Emily R. Whelan (Lead Counsel)
Deric Geng (Back-up Counsel)
Cindy Kan (Back-up Counsel)

WILMER CUTLER PICKERING HALE AND DORR LLP
Emily. Whelan@wilmerhale.com
Deric.Geng@wilmerhale.com
Cindy.Kan@wilmerhale.com
WHMerckMavencladIPRs@wilmerhale.com

Respectfully submitted,

STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C.

/Eldora L. Ellison/

Eldora L. Ellison, Ph.D., Esq.

Registration No. 39,967

Lead Counsel for Petitioner
Date: August 15,2023

1101 K Street, NW, 10* Floor
Washington, DC 20005
(202) 371-2600
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