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Petitioner Has Not Taken Inconsistent Positions: Only terms in controversy need

be construed, and only to the extent necessary to resolve the controversy. Nidec
Motor Corp. v. Zhongshan Broad Ocean Motor Co., 868 F.3d 1013, 1017 (Fed. Cir.
2017) (internal citations omitted). Here, neither party argues that any terms require
construction for the Board to resolve the dispute. Rather, K-fee attempts to argue
that Petitioner should be required to make arguments from a related district court
case that dealt with issues of non-infringement of its Vertuo product, which are not
relevant here. At the same time, K-fee agrees with Petitioner that no constructions
are needed for purposes of this IPR. POPR, 17. As the Board found in a similar
proceeding between these parties, for the purposes of resolving the dispute, the
Board need not expressly construe any terms. IPR2022-01574, Paper 12, 17.
Petitioner could not have foreseen and addressed K-fee’s argument that
Petitioner’s positions are inconsistent, or that judicial estoppel applies. POPR, 16-
18, 56-61. This is because (1) it is well-known that the Board recognizes that
constructions proposed by parties before the PTAB and district court may differ
because of different issues in dispute; (2) the Petition demonstrates that there are no
inconsistent arguments; and (3) judicial estoppel does not apply for multiple reasons.
First, the Board has previously found that a party may advance a more detailed
meaning of a term in district court (which deals with different issues such as

infringement) while also asserting that the Board need not expressly construe the
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term to resolve patentability. Chanel v. Molo Design, IPR2022-00543, Paper 7, 9-
10 (PTAB Aug. 12, 2022) (finding no inconsistency with district court constructions
and declining to deny institution). Thus, Petitioner did not ignore the district court
claim construction order as K-fee contends. POPR, 16. Petitioner acknowledged
that the district court construed® “barcode™ in a related patent but noted that the
Grounds are not impacted by these constructions and explained that no claim terms
require construction here. Pet. 33. K-fee does not disagree. POPR, 17.

Second, Petitioner has not taken any inconsistent positions as K-fee contends.
In district court, there was an issue as to whether the optical code on Nespresso’s
Vertuo capsules constituted a “barcode” according to K-fee’s claims. The district
court’s claim construction included K-fee’s representations to the EPO about the
meaning of a “barcode,” which K-fee characterized in attempt to avoid invalidity in
Europe by the Jarisch reference. EX1052, 12-13. K-fee now argues that the use of
Jarisch in this Petition is inconsistent with the district court claim construction.
However, there is no inconsistency because Petitioner relies on Jarisch for the
claimed location of the system’s optical code, but on Yoakim for its express
disclosure of using a “barcode.” Pet. 56-57. Petitioner could not have foreseen that

K-fee would suggest that Yoakim’s disclosure of a “barcode” could be insufficient

1 Currently on appeal to the Federal Circuit Case No. 2022-2042.
2 Construed to have its plain and ordinary meaning, as explained before the EPO.

2
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by drawing a comparison to the use of “barcode” in Nespresso’s marketing
documents for consumers. POPR, 57. Such marketing documents have no relevance
as to whether the technical disclosure in Yoakim discloses a “barcode” to a POSITA.
Petitioner’s expert confirmed that the district court’s construction does not change
his opinion that Yoakim discloses a “barcode” to a POSITA. EX1003, 11 141, 210.
Yet K-fee’s expert is curiously silent on the entire issue of Yoakim or Jarisch’s
disclosures relating to “barcode” (see EX2001), presumably because K-fee is
currently arguing the opposite of its POPR position on appeal to the Federal Circuit.
Third, “Patent Owner does not cite any authority squarely holding that judicial
estoppel is applicable in Board proceedings.” Precision Planting, LLC v. Deere &
Company, IPR2019-01044, Paper 17, at 35 (P.T.A.B. Dec. 2, 2019). Also, as
explained supra, Petitioner’s position is not inconsistent at all, let alone “clearly
inconsistent” as required for judicial estoppel. POPR, 58. Moreover, the district
court’s construction remains on appeal at the Federal Circuit, counseling against
applying judicial estoppel. Trustees in Bank. of N. Am. Rubber Thready Co., Inc. v.
U.S., 593 F.3d 1346, 1358-59 (Fed. Cir. 2010) (dissenting).

Petitioner Has Satisfied its Burden to Demonstrate a Lack of Priority: For the

first time, K-fee argues that FIGS16-18 explicitly disclose all elements of these
claims, including a “barcode provided on the bottom side of the flange” via element

2.4.2. Although K-fee previously argued (unsuccessfully, IPR2022-01574, Paper 12,
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24) that the gearwheel element on the outer circumference of the capsule flange
(2.4.2) from these figures constituted a “repeat pattern,” K-fee now stretches the
disclosure even further arguing that 2.4.2 constitutes a barcode on the bottom of the
flange (POPR, 42)—a position that Petitioner could not have anticipated because it
IS so unsupportable. This argument fails because none of FIGS16-18 deal with a
barcode at all—they disclose a “toothed ring.” EX1047, 36:30-36. It also fails
because element 2.4.2 is located on the outer circumference of the capsule flange,
not the bottom of the flange as claimed. Id. 35:9-11, 41:19-31; see IPR2022-01574,
Paper 12, 24. K-fee further argues that there is a “sensor” or “camera” discussed in
FIG18; however, the disclosure is clear that it senses the “shape of the teeth” and
has no disclosure of reading a barcode under the flange. EX1047, 43:11-19.
K-fee’s remaining arguments for why a barcode could be put on the bottom
of the flange fail to satisfy written description, and collapse into its prior arguments
that multiple distinct embodiments from EX1047 would be combined. IPR2022-
01574, Paper 12, 25-27. K-fee’s expert on these points simply parrots the POPR
and offers no facts or analysis that undermine Petitioner’s position. Pet. 38-47.
K-fee also provides a new explanation of FIG16 to attempt to argue that it
discloses an “annular convexity,” but this argument could not have been anticipated
because it is non-sensical. EX1047 discloses only capsules with flat covers—none

that are bowed or convex. This is particularly true, since FIG16A depicts the water
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inlet 28 flush with the flat top of the capsule, which would not be the case if the
capsule had an annular convexity. Pet. 43. K-fee now argues that FIG16A supports
this limitation because it simultaneously depicts the state of the capsule both before
and after piercing—i.e., convex while under pressure prior to piercing and flat after
piercing. POPR, 50. This interpretation is illogical, and not supported by any
disclosure in EX1047, let alone any discussion of FIG16. K-fee fails to acknowledge
that the figures in the priority document, taken as whole, disclose only a capsule with
a flat cover. Rather, a POSITA would interpret the curved line of FIG16 as depicting
the depth and inner circumference of the capsule body. EX1003, §159. Thus, there
Is also no priority because this limitation is absent from EX1047.

325(d): K-fee includes a new discussion of self-serving prosecution from a co-
pending application filed after the date of this Petition. POPR, 29. However, K-fee
later providing that Examiner with specific references, and the Examiner’s treatment
of those references, is irrelevant to whether he materially erred in allowing the *430
claims. K-fee’s later-obtained, applicant-initiated prosecution has no bearing on
whether the prior 430 patent claims were allowed in error, or on factor (c). K-fee’s
argument on this point fails to address the test for material error and does not dispute
the relevance of Jarisch’s disclosure. Compare Pet. 24-28 with POPR, 30-31. And
K-fee’s challenges to Rossi’s consideration and disclosure have been rejected

(IPR2022-01574, Paper 12, 48-50), further supporting material error here.
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