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Overview of the ’430 Patent and the ’923 Patent

3

’430 Patent (EX1001), 1: 22-24, 28-34, FIGs. 2 and 19; 
’923 Patent (EX1001), 1: 22-24, 28-34, FIGs. 2 and 19.
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Technology Background: Capsule Identification Using Barcodes

4

Barcode-Based Capsule 
Identification

(EX1037, Boyd, FIGs. 2-3)
Controlling Extraction 

Parameters Using a Label or 
Marking Like a Barcode

(EX1039, Schifferle, FIG. 1)

System Based on Barcode Result
(EX1042, Lillard, FIG. 4)

Petition ’430 Patent (Paper 1), 8-12;
Jobin Decl. ’430 Patent (EX1003), ¶¶97-110;

Petition ’923 Patent (Paper 1), 9-12;
Jobin Decl. ’923 Patent (EX1003), ¶¶97-110.

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Technology Background: Pump Control Was Well-Known in 
Single-Serve Beverage Machines

5

Pumps in Single-Serve Machines
(EX1019, Beaulieu, Figures 1, 4A) Petition ’430 Patent (Paper 1), 4;

Petition ’923 Patent (Paper 1), 3.
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Technology Background: Ribs, Grooves and Turbulent Flow in the 
Prior Art

6

Petition ’430 Patent (Paper 1), 6-8;
Petition ’923 Patent (Paper 1), 6-8.

(EX1033, Sweeney, FIG. 2) (EX1034, Rubino, FIG. 2)(EX1031, Claydon, FIG. 3) (EX1032, Erickson, FIG. 1) (EX1035, Mariller, FIG. 1)
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Institution Grounds

7

Petition ’430 Patent (Paper 1), 33;
Petition ’923 Patent (Paper 1), 35.

’430 Patent

’923 Patent
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The ’430 and ’923 Patents 
Are Unpatentable as 
Obvious
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Overlapping Issues 

9

’430 Patent and ’923 Patent

• Free of a filter is disclosed

• Motivation to combine Yoakim and Jarisch

• Howle is not a POSITA
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Separate Issues

10

’430 Patent

• Rossi’s pump control and 
motivation to combine

• Sidewall indentations

’923 Patent

• Rapparini’s grooves and 
motivation to combine

• Turbulent flow
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Claim 1 of the ’430 Patent

11

’430 Patent (EX1001), claim 1.

1. A beverage system for making a beverage, comprising:

[1.a] a single-serve capsule comprising: a base element with a cavity, in which a raw beverage material is provided

[1.b] a flange extending outwardly from the base element, the flange comprising a top side and an opposing bottom side;

[1.c] a cover that is fastened to the top side of the flange to close the cavity;

[1.d] and a barcode provided on the bottom side of the flange; and

[1.e] a beverage machine comprising: a sensor/detector configured to read the barcode;

[1.f]
a brewing chamber configured to receive the base element of the single-serve capsule and having an end portion that 
opposes the bottom side of the flange; and

[1.g] a pump controlled to supply water into the single-serve capsule;

[1.h] wherein the single-serve capsule is free of a filter that is located inside of the cavity,

[1.i]
the single-serve capsule also comprises: (i) an upper end portion that has an annular convexity and a lower end portion 
that has an annular concavity relative to the central axis of the base element; and

[1.j] (ii) a barrier layer to prevent moisture or aroma from escaping out of the single-serve capsule;

[1.k]
wherein the beverage machine also comprises: (i) a mandrel that is configured to pierce the cover in a region that is offset 
from the central axis of the base element;

[1.l]
(ii) a seal that is configured to seal against the cover in a region between a peripheral edge of the flange and the region of 
the cover that is pierced by the mandrel;

[1.m] (iii) a pair of holding arms for engaging the single-serve capsule; and

[1.n] (iv) a dropping box for the single-serve capsule to fall into;

[1.o]
wherein the pump is controlled to push the water into the single-serve capsule only upon a determination that the 
read barcode agrees with a stored reference.
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Claim 7 of the ’430 Patent

12

’430 Patent (EX1001), claim 7.

7. A beverage system for making a beverage, comprising:

[7.a] a single-serve capsule comprising: a base element with a cavity, in which a raw beverage material is provided,

[7.b] a flange extending outwardly from the base element, the flange comprising a top side and an opposing bottom side;

[7.c] a cover that is fastened to the top side of the flange to close the cavity;

[7.d] and an identifier provided on the bottom side of the flange, the identifier being a barcode; and

[7.e] a beverage machine comprising: a sensor/detector,

[7.f]
a brewing chamber configured to receive the base element of the single-serve capsule and having an end portion that 
opposes the bottom side of the flange; and

[7.g] a pump controlled to supply water into the single-serve capsule;

[7.h] wherein the single-serve capsule is free of a filter that is located inside of the cavity,

[7.i]
the single-serve capsule also comprises: (i) an upper end portion that has an annular convexity and a lower end portion that 
has an annular concavity relative to the central axis of the base element;

[7.j] (ii) a barrier layer to prevent moisture or aroma from escaping out of the single-serve capsule; and

[7.k] (iii) a side wall having indentations;

[7.l]
wherein the beverage machine also comprises: (i) a mandrel that is configured to pierce the cover in a region that is offset 
from the central axis of the base element;

[7.m]
(ii) a seal that is configured to seal against the cover in a region between a peripheral edge of the flange and the region of the 
cover that is pierced by the mandrel;
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Claim 7 of the ’430 Patent (Cont’d)
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’430 Patent (EX1001), claim 7.

[7.n] (iii) a pair of holding arms for engaging opposite sides of the single-serve capsule; and

[7.o] (iv) a dropping box for the single-serve capsule to fall into;

[7.p]

wherein the beverage machine, by reading or detecting the identifier with the sensor/detector, is configured to determine if 
the single-serve capsule belongs to a group of single serve capsules operable for use with the beverage machine, and only if 
the beverage machine determines that the single-serve capsule belongs to the group of single serve capsules 
operable for use with the beverage machine is the pump controlled to push the water into the single-serve capsule.
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Claims 1 and 7 of the ’923 Patent
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’923 Patent (EX1001), claims 1 and 7.

1. Single-serve capsule for making a beverage, having

[1.a] a base element made of metal

[1.b] with a cavity that is free of a filter,

[1.c] and in which a raw beverage material is provided,

[1.d] the cavity including radially spaced and vertically oriented ribs,

[1.e] the capsule having a flange which is provided on the base element,

[1.f] and the cavity being closed by a metal cover, which is fastened on a top side of the flange,

[1.g] the base element comprises a wall region extending between the flange and a bottom region of the base element,

[1.h]
the wall region includes radially spaced and vertically oriented grooves that are free from extending entirely to the 
bottom region,

[1.i] wherein the capsule has an identifier, which makes it possible to individualize the respective single-serve capsule, and

[1.j] the identifier is a barcode provided on a bottom side of the flange which is directed away from the metal cover.

[7.]
The single-serve capsule according to claim 1, wherein the cavity has grooves defined between the ribs, and the 
grooves in the cavity generate turbulence of water in the cavity.
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Free of a Filter in the Cavity Limitation

15

 ’430 Patent (Ex.1001), claims 1, 7;
’923 Patent (Ex.1001), claims 1, 10.

Claim element [1.h]/[7h]: wherein the single-serve capsule is free of a filter 
that is located inside of the cavity,

Claim 1: Single-serve capsule for making a beverage, having […] with a cavity 
that is free of a filter […]

Claim 10: The single-serve capsule according to claim 9, wherein […] the cavity 
is free of a filter

’430 Patent

’923 Patent

Nespresso USA, Inc. Ex. 1071
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Free of a Filter Inside the Cavity – Disputed Issues

16

POR ’430 Patent (Paper 15), 10-15; 
POR ’923 Patent (Paper 15), 20-27; 
Reply ’430 Patent (Paper 18), 9-13; 
Reply ’923 Patent (Paper 18), 6-10.

• Yoakim meets the “free of a filter” limitation by disclosing that 
filters inside the capsule cavity are optional/alternative features

• Yoakim’s capsules do not require a filter
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Free of a Filter Inside the Cavity – Alternative Optional Features 
Satisfy Negative Limitations

17

Reply ’430 Patent (Paper 18), 10;
Reply ’923 Patent (Paper 18), 7.

“The question that remains is whether properly describing alternative 
features—without articulating advantages or disadvantages of each feature—
can constitute a ‘reason to exclude’ under the standard articulated in Santarus. 
We hold that it can.”

Inphi Corp. v. Netlist Inc., 805 F.3d 1350, 1355 
(Fed. Cir. 2015) (emphasis added)

“If alternative elements are positively recited in the specification, they may be 
explicitly excluded in the claims.”  

MPEP 2173.05(i) Nespresso USA, Inc. Ex. 1071
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Free of a Filter Inside the Cavity – Yoakim and the Challenged 
Patents Both Disclose Optional Filters

18

Yoakim (EX1004), [0171], [0461];
Reply ’430 Patent (Paper 18), 10-12;

Reply ’923 Patent (Paper 18), 8-9. 

’430 Patent/ ’923 PatentYoakim

[0461] (Excerpt):

’430 and ’923 Patents (EX1001), 1:50-52
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Free of a Filter Inside the Cavity – Howle Relies on EX1047’s 
Optional Filter to Support The “Free of a Filter” Limitation

19

Howle Decl. ’430 Patent (EX2017), ¶79;
Reply ’430 Patent (Paper 18), 10;

Reply ’923 Patent (Paper 18), 7. 

Howle Decl. ’923 Patent (EX2017), ¶41
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Free of a Filter Inside the Cavity – K-fee’s Optional Filter is Shown 
in the Cavity

20

Howle Decl. for IPR2023-00485 ’923 Patent (EX1071), ¶57;
Reply ’923 Patent (Paper 18), 7.

Sept. 2010 App. (EX1047); 41:13-19 

Sept. 2010 App. (EX1047); FIG. 16 (annotated)
Nespresso USA, Inc. Ex. 1071
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Free of a Filter Inside the Cavity – A Filter in the Cavity is Optional 
in Yoakim

21

Reply ’430 Patent (Paper 18), 12-13;
Reply ’923 Patent (Paper 18), 10.

In the sidewall

In the 
machine/device

In the lid

A filter could be present in:

Yoakim (EX1004), [0288], [0271], [0448]
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Free of a Filter Inside the Cavity – The Optional Additional Filtering 
Layer in [0171] Is Not In Addition to Other Filters In the Cavity

22

Reply ’430 Patent (Paper 18), 10-12;
Reply ’923 Patent (Paper 18), 8-10. 

Yoakim (EX1004), [0171] 

Yoakim (EX1004), FIG. 29 
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Free of a Filter Inside the Cavity – A POSITA Would Not Have 
Understood [0171] to Describe Multiple Filtering Layers

23

Reply ’430 Patent (Paper 18), 11;
Reply ’923 Patent (Paper 18), 8.

Jobin Depo Tr. (EX2019),57:23-58:5Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH
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Free of a Filter Inside the Cavity – Even Howle Does Not Support 
K-fee’s New Sur-Reply Interpretation of “Cavity”

24

Sur-Reply ’923 Patent (Paper 19), 17.

Howle says: K-fee argues:
The capsule cover’s slits are inside the cavity

Sur-Reply ’430 Patent (Paper 19), 20-21

Howle Depo. Tr. (EX1067), 49:19-50:5 
Nespresso USA, Inc. Ex. 1071
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Free of a Filter Inside the Cavity – K-fee’s Expert Cannot Explain 
Why A Filter Would Be Necessary

25

Reply ’430 Patent (Paper 18), 12;
Reply ’923 Patent (Paper 18), 9-10.

Howle cannot explain how the ’430 or ’923 Patent systems could work without 
a filter or the benefits of not using a filter

Howle Depo. Tr.  (EX1067), 66:23-25 Howle Depo. Tr. (EX1067), 68:5-12
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Free of a Filter Inside the Cavity – K-fee Cites a Plethora of Yoakim 
Paragraphs and Figures in its Patent Owner Response

26

POR ’430 Patent (Paper 15), 10-15;
POR ’923 Patent (Paper 15), 20-27;  

Reply ’430 Patent (Paper 18), 12-13;
Reply ’923 Patent (Paper 18), 10. 

To support its “free of a filter” arguments, K-fee cites the following 
portions of Yoakim in its POR:

[0010]; [0011]; [0012]; [0016]; [0017]; [0030]; [0080]; 
[0081];[0083]; [0113]; [0131]; [0139];[0171]; [0210];[0255]; 
[0265]; [0266]; [0271]; [0272]; [0288];[0300]; [0334]; [0337]; 
[0338]; [0343]; [0375]; [0376]; [0424]; [0444]; [0448]; [0450]; 
[0451]; [0452]; [0456]; [0460]; [0461]; [0462]; [0465]

FIGS. 28, 29, 39, 41, 42, 52, 54, 55, 61, 62, 63 Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH
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Free of a Filter Inside the Cavity – Petitioner’s Arguments Remain 
the Same

27

Reply ’430 Patent (Paper 18), 13-14;
Reply ’923 Patent (Paper 18), 11.

All of Petitioner’s Reply arguments are proper because they are: 
• consistent with the Petition; and 
• responsive to K-fee’s POR

“Petitioner’s reply argument ‘properly expands on and is a fair extension of its 
previously raised…argument’ that the combination…teaches [the] claim 
element[.]”

W. Digital Techs., Inc. v. Viasat, Inc., 2023 WL 8632391 at 
*9 (Patent Tr. & App. Bd. Dec. 13, 2023)

“‘[T]he introduction of new evidence in the course of the trial is to be expected in 
[IPR] trial proceedings’ and permissible ‘as long as the opposing party is given 
notice of the evidence and an opportunity to respond to it.’”

Rembrandt Diagnostics v. Alere, Inc., 76 F. 4th 1376, 1384 
(Fed. Cir. 2023)
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’923 – Grooves “Free From Extending Entirely” Limitation

28

’923 Patent (EX1001), claims 1 and 9.

Claims 1/9: […] , the wall region includes radially spaced and vertically oriented 
grooves that are free from extending entirely to the bottom region

Nespresso USA, Inc. Ex. 1071
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’923 – Grooves – Issues

29

POR ’923 Patent (Paper 15), 27-33;
Reply ’923 Patent (Paper 18), 11-16.

Undisputed Issues:  

• Rapparini discloses the claimed grooves in Figures 6/6bis

Disputed Issues: 

• A POSITA would not rely on Figure 10 of Rapparini

• The claimed grooves would have been obvious

Nespresso USA, Inc. Ex. 1071
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’923 – Grooves – The Petition’s Mapping 

30

Petition ’923 Patent (Paper 1), 43.
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’923 – Grooves – Rapparini Discloses Grooves Free From 
Extending Entirely to the Bottom Region

31

Reply ’923 Patent (Paper 18), 12, 15.

• Rapparini expressly discloses short 
ribs extending only along the side 
region

Rapparini (EX1008), [0011] Rapparini (EX1008), FIG. 6bis 

Nespresso USA, Inc. Ex. 1071
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’923 – Grooves – Rapparini Discloses Grooves Free From 
Extending Entirely to the Bottom Region

32

Reply ’923 Patent (Paper 18), 15.

• Rapparini is directed to configuring 
ribs of variable lengths along the 
body

Rapparini (EX1008), [0009] Rapparini (EX1008), FIG. 6bis 
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’923 – Grooves – Rapparini Discloses Grooves Free From 
Extending Entirely to the Bottom Region

33

Petition ’923 Patent (Paper 1), 53.

Jobin Decl. ’923 Patent (Ex.1003), ¶236 Rapparini (EX1008), FIG. 6bis
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’923 – Grooves – A POSITA Would Be Motivated to Combine 
Rapparini’s Grooves with Yoakim’s Capsule

34

Jobin Decl. ’923 Patent (EX1003), ¶198;
Petition ’923 Patent (Paper 1), 46-48;
Reply ’923 Patent (Paper 18), 15-16.
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’923 – Grooves – A POSITA Would Be Motivated to Combine 
Rapparini’s Grooves with Yoakim’s Capsule

35

Petition ’923 Patent (Paper 1), 46-48;
Reply ’923 Patent (Paper 18), 15-16.

Jobin Decl. ’923 Patent (Ex.1003), ¶199
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’923 – Grooves – K-fee’s POR and Sur-Reply Do Not Dispute That 
Figure 6bis Discloses the Claimed Grooves

36

Infringement Contentions ’923 Patent (EX1049), 9;
Rapparini (EX1008), FIG. 6bis (annotated);

Jobin Decl. ’923 Patent (Ex.1003), ¶199;
POR ’923 Patent (Paper 15), 27-33;

Sur-Reply ’923 Patent (Paper 19), 19-20.

K-fee’s Infringement 
Contentions (EX1049)

Rapparini FIG. 6bis
(EX1008)
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’923 – Grooves – Configuring Grooves to Not Extend to the 
Bottom Region is an Obvious Design Choice 

37

Reply ’923 Patent (Paper 18), 15.

Jobin Decl. ’923 Patent (EX1003), ¶238

Nespresso USA, Inc. Ex. 1071
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’923 – Grooves – The Claimed Grooves Would Have Been Obvious

38

Reply ’923 Patent (Paper 18), 15.

Jobin Decl. ’923 Patent (EX1003), ¶88

Nespresso USA, Inc. Ex. 1071
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’923 – Grooves – Prior Art Discloses Grooves Not Extending to the 
Bottom Region As a Means of Improving Stability 

39

Mariller (EX1035), [0027], FIG. 1; 
Claydon (EX1031), 1:27-37, FIG. 3; 

Erickson (EX1032), 5:15-19, FIG. 1; 
Reply ’923 Patent (Paper 18), 15; 

Jobin Decl. ’923 Patent (EX1003), ¶¶88, 89.

EX1035

EX1031

EX1032
Nespresso USA, Inc. Ex. 1071
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’923 – Grooves – The ’923 Patent and Rapparini Disclose Grooves 
for Stiffening 

40

’923 Patent
(EX1001)

Rapparini
(EX1008)

’923 Patent (EX1001), 12:6-9;
Rapparini (EX1008), [0009]. 
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’923 – Grooves – A POSITA Would Have Had Good Reason to 
Pursue Grooves to Not Extend to the Bottom Region

41

Reply ’923 Patent (Paper 18), 15.

“[When] there are a finite number of identified, predictable solutions, a 
person of ordinary skill in the art has good reason to pursue the known 
options within his or her technical grasp.”

KSR v. Teleflex, 550 U.S. 398, 421 (2007)
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’923 – Grooves – The Petition Relied on a Rounded Base Capsule 
in Yoakim

42

Yoakim (EX1004), FIG. 27; 
Jarisch (EX1005), FIG. 7; 

Rapparini (EX1008), FIG. 6bis; 
Petition '923 Patent (Paper 1), 47-48; 

Reply ’923 Patent (Paper 18), 13.

Jobin Decl. ’923 Patent (EX1003), ¶201
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DEMONSTRATIVE – NOT AN EXHIBIT

’923 – Grooves – Yoakim Discloses Rounded Bottom Capsules

43

Reply ’923 Patent (Paper 18), 13. 

Yoakim (EX1004), [0129], [0473]

Yoakim (EX1004), FIGS. 58-60;

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’923 – Grooves – A POSITA Would Not Have Relied On Figure 10 
of Rapparini to Modify Yoakim’s Capsule

44

Reply ’923 Patent (Paper 18), 14.

• Figure 10 depicts an insert for the basket of a Moka Pot, not a single-serve 
coffee capsule that could be used with Yoakim’s system

Rapparini (EX1008), [0060] 

Rapparini (EX1008), FIGS. 10 & 12

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’923 Grooves – Figure 10 Discloses Short Ribs

45

POR ’923 Patent (Paper 15), [0061]; 
Reply ’923 Patent (Paper 18), 14. 

Rapparini (EX1008), [0061]

Rapparini (EX1008), FIG. 10
Nespresso USA, Inc. Ex. 1071

Nespresso USA, Inc. v. K-Fee System GMBH
IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’923 Grooves – A POSITA Would Not Need to Incorporate Figure 
10’s Exact Configuration into Yoakim’s Capsule

46

Reply ’923 Patent (Paper 18), 14.

“It’s not necessary to show that a combination is ‘the best 
option, only that it be a suitable option.’”  

Intel Corp. v. Qualcomm Inc., 21 F.4th 784, 800 (Fed. Cir. 2021)
(emphasis added)

“[T]he appropriate obviousness analysis is not whether the 
conical shape of Figure 1 can be physically combined or 
‘reconciled’ with the non-conical shape of Figure 11. Rather, the 
correct legal standard is whether a skilled artisan, considering 
Roinestad as a whole, would have arrived at the claimed 
shapes.”  

Laitram, LLC v. Ashworth Bros., Inc., 2023 WL 3449148 at *8 (Fed. Cir.2023)
Nespresso USA, Inc. Ex. 1071

Nespresso USA, Inc. v. K-Fee System GMBH
IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’923 – Grooves – K-fee’s New Sur-Reply Arguments 

47

K-fee’s new argument was addressed by 
Jobin

Petition ’923 Patent (Paper 1), 47.

Jobin Decl. (EX1003), ¶¶ 200-202. Sur-Reply ’923 Patent (Paper 19), 22.
Nespresso USA, Inc. Ex. 1071

Nespresso USA, Inc. v. K-Fee System GMBH
IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’923 – Turbulent Flow Limitation

48

‘923 Patent (EX1001), claims 7 and 13.

Claims 7/13: The single-serve capsule according to claim [1/9], wherein 
the cavity has grooves defined between the ribs, and the grooves in the 

cavity generate turbulence of water in the cavity

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’923 Turbulent Flow – Yoakim in View of Rapparini Satisfies This 
Limitation

49

Petition ’923 Patent (Paper 1), 63. 

Jobin Decl. ‘923 Patent (EX1003), ¶¶277-278

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’923 – Turbulent Flow – Using Grooves on a Capsule Body Wall to 
Generate Turbulence Was Well-Known to a POSITA

50

Jobin relies on evidence to demonstrate knowledge in the art and motivation 
to combine

Petition ’923 Patent (Paper 1), 63.  

Jobin Decl. ‘923 Patent (EX1003), ¶279
Nespresso USA, Inc. Ex. 1071

Nespresso USA, Inc. v. K-Fee System GMBH
IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’923 – Turbulent Flow – Using Grooves on a Capsule Body Wall to 
Generate Turbulence Was Well-Known to a POSITA

51

Sweeney (EX1033), 2:30-35, FIG 2;
Rubino (EX1034), [0009], FIG 8;  

Jobin Decl. ‘923 Patent (EX1003), ¶¶ 90, 92, 279;
Pet. (Paper 1), p. 63

 

Sweeney 2003
(EX1033)

Rubino 2007
(EX1034)

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’923 – Turbulent Flow – The ’923 Patent Admits Using Grooves to 
Generate Turbulence Was Known to a POSITA

52

K-fee’s February 2011 German Application acknowledges that turbulence was known 
and can be easily achieved by a POSITA.

Reply ’923 Patent (Paper 18), 18-19.

February 2011 App. (EX1045), 21:26-37

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’923 – Turbulent Flow – The ’923 Patent Admits Using Grooves to 
Generate Turbulence Was Known to a POSITA

53

Reply ’923 Patent (Paper 18), 18-19;
Jobin Decl. ‘923 Patent (EX1003), ¶279.    

The ‘923 Patent claims do not require 
any particular level of turbulence

’923 Patent (EX1001), 4:47-52

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’923 – Turbulent Flow – Experimentation is Not Required

54

Reply ’923 Patent (Paper 18), 17-18. 

Howle contends that turbulent flow is sufficiently disclosed in the ’923 patent 
without any such support

Howle Depo Tr. ’923 Patent (EX1067), 89:16-21
Nespresso USA, Inc. Ex. 1071

Nespresso USA, Inc. v. K-Fee System GMBH
IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’923 – Turbulent Flow – Howle Admits A POSITA Would Know 
How to Configure Grooves to Generate Turbulent Flow

55

Howle Depo Tr. (EX1067),  88:16-25

Reply ’923 Patent (Paper 18), 18 

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’923 – Turbulent Flow – K-fee Mischaracterizes Yoakim’s 
Discussion of Laminar Flow

56

Paragraph 509 of Yoakim discusses liquid exiting the capsule membrane through 
outlets

perforator

POR ’923 Patent (Paper 15), 33-34;
Sur-Reply ’923 Patent (Paper 19), 26-27. 

Yoakim (EX1004), [0509] Yoakim (EX1004), FIG54

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’923 – Turbulent Flow – Yoakim’s Disclosure of Laminar Flow is 
Irrelevant

57

• Claims 7 and 13 of the ’923 Patent only require turbulence of liquid in the 
capsule’s cavity, not upon exiting the capsule

• Howle agrees:

Reply ’923 Patent (Paper 18), 17-19.

Howle Depo (EX1067), 85:16-86:4

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’923 – Turbulent Flow – Yoakim Confirms that Grooves Influence 
Fluid Flow in its Centrifugal Brewing System

58

Petition ’923 Patent (Paper 1), 63;
Jobin Decl. ’923 Patent (EX1003), ¶277;

POR ’923 Patent (Paper 15), 33-34.

Yoakim (EX1004), [0218]
Nespresso USA, Inc. Ex. 1071

Nespresso USA, Inc. v. K-Fee System GMBH
IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’923 – Turbulent Flow – Yoakim’s Disclosure of Laminar Flow is 
Irrelevant

59

• Jobin has consistently stated that a POSITA would understand that grooves in 
Yoakim’s capsule cavity would generate turbulence

Petition ’923 Patent (Paper 1), 63;
POR ’923 Patent (Paper 15), 33-34; 

Reply ’923 Patent (Paper 18), 17.

Jobin Depo. (EX2019), 43:9-10 

Jobin Decl. ’923 Patent (EX1003), ¶279 

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 – Pump Control Limitations 

60

 ’430 Patent (Ex.1001), claims 1 and 7.

Claim element [1.o]: wherein the pump is controlled to push the water into the 
single-serve capsule only upon a determination that the read barcode agrees 

with a stored reference

Claim element [7.p]: wherein the beverage machine, by reading or detecting the 
identifier with the sensor/detector, is configured to determine if the single-

serve capsule belongs to a group of single serve capsules operable for use with 
the beverage machine, and only if the beverage machine determines that the 
single-serve capsule belongs to the group of single-serve capsules operable for 
use with the beverage machine is the pump controlled to push the water into 

the single-serve capsule

Disclosed by Yoakim 
Disclosed by Rossi

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 – “Pump” Limitations – Undisputed Issues

61

• Yoakim discloses a pump to supply water

• Rossi discloses:

• activating the beverage production cycle only upon a 
determination that the capsule is operable for use with the 
machine

• determining whether the identifier agrees with a stored reference

• using identification/validation elements to determine whether the 
capsule is operable for use

Petition ’430 (Paper 1), 37, 61-62, 71-73, 77-80;
Jobin Decl. ’430 Patent (EX1003), ¶¶261-267, 287-294;

Decision ’430 Patent (Paper 9), 30-31;
Reply ’430 Patent (Paper 18), 14-18.

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 – Yoakim Discloses a Pump

62

Petition ’430 Patent (Paper 1), 34, 54, 61-62;
Jobin Decl. ’430 Patent (EX1003), ¶¶164-165, 227-229;  

Decision ’430 Patent (Paper 9), 29-30;
Reply ’430 Patent (Paper 18), 14-15.  

Yoakim (EX1004), [0180]Yoakim (EX1004), FIG. 1

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 – Yoakim Discloses Using Identification Means to Control 
the Pump

63

Petition ’430 Patent (Paper 1), 71-73;
Jobin Decl. ’430 Patent (EX1003), ¶¶261-267;

Reply ’430 Patent (Paper 18), 14-15.  

Yoakim (EX1004), [0477]
Nespresso USA, Inc. Ex. 1071

Nespresso USA, Inc. v. K-Fee System GMBH
IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 – Rossi is Designed to Control the Brewing Process

64

Petition ’430 Patent (Paper 1), 36-37;
Jobin Decl. ’430 Patent (EX1003), ¶¶172-174;  

Reply ’430 Patent (Paper 18), 15-16.

Rossi (EX1041), 3-4, FIG. 1

Rossi (EX1041), FIG. 1
Nespresso USA, Inc. Ex. 1071

Nespresso USA, Inc. v. K-Fee System GMBH
IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 – Rossi Ensures Only Appropriate Capsules Are Used For 
Safety

65

Petition ’430 Patent (Paper 1), 36-37;
Jobin Decl. ’430 Patent (EX1003), ¶¶172-174;  

Reply ’430 Patent (Paper 18), 15-16.

Rossi (EX1041), 5

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 – Rossi Utilizes Optical Codes to Control the System

66

Petition ’430 Patent (Paper 1), 71-73, 77-80;
Jobin Decl. ’430 Patent (EX1003), ¶¶263-265, 291-294;  

Reply ’430 Patent (Paper 18), 15-16.

Rossi (EX1041), 11

Rossi (EX1041), FIG. 1 (annotated)

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 – Rossi Discloses Comparing the Identifier to a Stored 
Reference

67

Petition ’430 Patent (Paper 1), 71-73, 77-80;
Jobin Decl. ’430 Patent (EX1003), ¶¶263-266, 291-294;

Reply ’430 Patent (Paper 18), 15-16.

Rossi (EX1041), 11
Nespresso USA, Inc. Ex. 1071

Nespresso USA, Inc. v. K-Fee System GMBH
IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 – Rossi’s Process

68

Rossi (EX1041), 6;
Petition ’430 Patent (Paper 1), 73-74, 77-80;

Jobin Decl. ’430 Patent (EX1003), ¶¶268-272, 287-294;
Reply ’430 Patent (Paper 18), 15-16.

Step 1
Recognizing an identifying 
element on the capsule and 

allowing the machine to take 
further steps only if it also 

recognizes a validation 
element

Step 2
Validating the validation 

element

Step 3
Automatically activating a 
cycle of production of the 
coffee product only after 

having recognized an 
identifying element in 

combination with a 
validated validation element

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 – Rossi Will Not Operate Brewing Unless Identification 
Element is Detected and Operability Determined

69

Rossi (EX1041), 7;
Petition ’430 Patent (Paper 1), 

27, 77-80;
Jobin Decl. (EX1003), ¶¶288-290;
Reply ’430 Patent (Paper 18), 16.

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 – Howle – Rossi Will Not Operate Brewing Before 
Identification

70

Reply ’430 Patent (Paper 18), 16.

Howle Depo. Tr. (EX1066), 176:9-19

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 – Validation Element Also Determines Operability For Use

71

Petition ’430 Patent (Paper 1), 27, 77 80;
Jobin Decl. (EX1003), ¶¶288-290; 
Reply ’430 Patent (Paper 18), 16.

Rossi (EX1041), 7

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 – Yoakim and Rossi Render the Limitation Obvious

72

Petition ’430 Patent (Paper 1), 71-73;
Reply ’430 Patent (Paper 18), 15-16.

Jobin Decl. ’430 Patent (EX1003), ¶265

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Motivation to Combine – Combining Rossi With Yoakim and 
Jarisch

73

Petition ’430 Patent (Paper 1), 46-47, 50-51.

• A POSITA would have been motivated to combine the single-serve 
brewing system capsule, and concepts of Yoakim, and the code location of 
Jarisch, with Rossi to predictably arrive at the challenged claims.

• Rossi is also art in the field of portion capsule beverage extraction and 
discloses an invention that may be applied to coffee/espresso machines

• Yoakim, Jarisch and Rossi are all designed to use capsule identifiers such 
as optical codes to optimize machine operation.

• Rossi expressly discloses that its invention is intended to improve 
capsule-based beverage systems like Yoakim’s and Jarisch’sNespresso USA, Inc. Ex. 1071

Nespresso USA, Inc. v. K-Fee System GMBH
IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Motivation to Combine – Rossi’s Capsule Recognition Process 
Provides Predictable Benefits For Yoakim and Jarisch’s Systems

74

Petition ’430 Patent (Paper 1), 79;
Jobin Decl. ’430 Patent (EX1003), ¶290.

Rossi (EX1041), 7
Nespresso USA, Inc. Ex. 1071

Nespresso USA, Inc. v. K-Fee System GMBH
IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Motivation to Combine – Expectation of Success When 
Combining Rossi With Yoakim and Jarisch

75

Rossi uses capsule-recognition technology already disclosed in Yoakim 
and Jarisch

Petition ’430 Patent (Paper 1), 49-51;
Jobin Decl. ’430 Patent (EX1003), ¶187.

Rossi (EX1041), 11

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 – Sidewall Indentations Limitation

76

 ’430 Patent (Ex.1001), claims 5 and 7.

Claim 5: […] wherein the side wall of the base element includes indentations

Claim element [7k]: (iii) a side wall having indentations;

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 – Sidewall Indentations – Yoakim Discloses a Capsule With 
Indentations on the Sidewall

77

Petition ’430 Patent (Paper 1), 75-76; 
Reply ’430 Patent (Paper 18), 19-20.  

Yoakim (EX1004), [0215]Yoakim (EX1004), FIG. 23 Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 – Sidewall Indentations – Yoakim Teaches Indentations in 
the Form of Teeth Or Other Structures

78

Petition ’430 Patent (Paper 1), 75-76; 
Reply ’430 Patent (Paper 18), 19.

Yoakim (EX1004), [0215]Yoakim (EX1004), FIG. 23 (annotated) Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 – Sidewall Indentations – The Body of the Capsule Is the 
Sidewall

79

Petition ’430 Patent (Paper 1), 75-76;
Jobin Decl. ’430 Patent (EX1003), ¶¶277-280;

Reply ’430 Patent (Paper 18), 19.

Yoakim (EX1004), FIG. 23 Yoakim (EX1004), [0215], [0420]
Nespresso USA, Inc. Ex. 1071

Nespresso USA, Inc. v. K-Fee System GMBH
IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 – Sidewall Indentations – A POSITA Would Have Been 
Motivated To Provide Indentations on the Sidewall

80

A POSITA would have been motivated to provide indentations on the sidewall 
to engage the capsule and rotate it for centrifugal extraction

Petition ’430 Patent (Paper 1), 75-76;
Jobin Decl. ’430 Patent (EX1003), ¶¶277-280;

Reply ’430 Patent (Paper 18), 19.

Yoakim (EX1004), [0215]

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 – Sidewall Indentations – Yoakim Explains How to Provide 
Indentations In The Capsule

81

Petition ’430 Patent (Paper 1), 75-76;
Jobin Decl. ’430 Patent (EX1003), ¶¶277-280;

Reply ’430 Patent (Paper 18), 19.

Yoakim (EX1004), [0215]Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 – Sidewall Indentations – Howle Agrees the Capsule’s Body 
Has an Inner Surface and Outer Surface

82

Reply ’430 Patent (Paper 18), 20.

Howle Dep. Tr. (EX1067), 36:10-19

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 – Sidewall Indentations – Indentations on Single-Serve 
Capsules Were Known 

83

Reply ’430 Patent (Paper 18), 20;
Petition ’430 Patent (Paper 1), 6, 76. 

Jobin Decl. ’430 Patent (EX1003), ¶¶87, 280 

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 – Sidewall Indentations – K-fee’s Sidewall Argument is 
Unsupported by Any Evidence and Contradictory

84

Howle Decl. ’430 Patent (EX2017), ¶75;
POR ’430 Patent (Paper 15), 25, 47; 

Reply ’430 Patent(Paper 18), 20-21.

• Howle’s complaints of “optical aberrations” caused by the sidewall 
indentations are unsupported by any evidence

• Howle’s argument that that indentations on the capsule’s body’s 
sidewall would negatively impact a barcode located under the 
capsule’s flange is contradicted by his opinion that a barcode on the 
flange could be readily combined with a toothed ring on the flange. 

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Motivation to Combine – Yoakim and Jarisch

85

Petition ’430 Patent (Paper 1), 46;
Petition ‘923 Patent (Paper 1), 43.

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Motivation to Combine – Yoakim and Jarisch

86

Petition ’430 Patent (Paper 1), 48-52;
Petition ‘923 Patent (Paper 1), 45-56.

Petition ‘923 Patent (Paper 1), 45 Jarisch (EX1005), FIG. 4 (annotated)

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Motivation to Combine – Undisputed Motivation Factors

87

Petition ’430 Patent (Paper 1), 46-47;
Petition ‘923 Patent (Paper 1), 43-44.

• Yoakim and Jarisch are analogous art in the field of portion capsule beverage 
extraction

• Each applications discloses an invention that may be applied to coffee/espresso 
machines

• Yoakim and Jarisch share a common applicant (Nestec S.A.) and a common 
inventor (A. Perentes)

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Motivation to Combine – A POSITA Would Be Motivated To 
Combine Yoakim and Jarisch

88

Reply ’430 Patent (Paper 18), 21-27;
Reply ’923 Patent (Paper 18), 19-26.

• Jarisch is intended to be combined with centrifugal brewing systems 
like Yoakim’s

• Yoakim benefits from Jarisch’s code location

• Substantial reconstruction is not required—Jarisch teaches 
precisely how to successfully modify Yoakim

• Jarisch’s “bit code” does not teach away from Yoakim’s “barcode”

• K-fee misrepresents Jarisch’s prosecution history

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Motivation to Combine – Jarisch’s System is Intended to Modify 
Centrifugal Brewing Systems like Yoakim’s

89

Jarisch (EX1005), [0034];
Reply ’430 Patent (Paper 18), 21; 

Reply ’923 Patent (Paper 18), 19-20. 

WO2010/026053 Yoakim

Yoakim (EX1004), FIG. 37Denisart (EX1007), FIG. 3

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Motivation to Combine – Yoakim Uses Optical Codes to Optimize 
Brewing Parameters

90

Petition ’430 Patent (Paper 1), 58;
Petition ’923 Patent (Paper 1), 54-55;
Reply ’430 Patent (Paper 18), 14-15.

Yoakim (EX1004), FIG. 61

Yoakim (EX1004), [0477], [0525]

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Motivation to Combine – Jobin Agrees That Moving the Code 
Location Is Beneficial

91

Jobin Decl. ’923 & ’430 Patent (EX1003), ¶113;
Reply ’923 Patent (Paper 18), 20;
Reply ’430 Patent (Paper 18), 22.

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Motivation to Combine – Yoakim Benefits From Jarisch’s Code 
Placement

92

Petition ’430 Patent (Paper 1), 47-49;
Reply ’430 Patent (Paper 18), 22-23;

Petition ’923 Patent (Paper 1), 44-46;
Reply ’923 Patent (Paper 18), 20-21.  

Jarisch (EX1005), [0022] Jarisch (EX1005), FIG. 5

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Motivation to Combine – Residue Is Left Over From Prior Brewing

93

Reply ’430 Patent (Paper 18), 22;
Reply ’923 Patent (Paper 18), 20. 

Howle Depo. Tr. ’430 & ’923 Patent (EX1067), 81:7-13Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Motivation to Combine – K-fee’s Argument that Centrifugal Forces 
Would Push Liquid Away from the Barcode Also Fails

94

Reply ’430 Patent (Paper 18), 23;
Reply ’923 Patent (Paper 18), 21.

• Yoakim utilizes a flow restriction seal that is designed to keep fluid from exiting 
the outlet (229) until a heightened pressure is reached

Yoakim (EX1004), [0507]

Yoakim (EX1004), FIG. 61 (annotated)
Nespresso USA, Inc. Ex. 1071

Nespresso USA, Inc. v. K-Fee System GMBH
IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Motivation to Combine – The Environment in a Coffee Brewing 
System Can Be “Harsh”

95

Howle Decl. ’430 Patent (EX2017), ¶151;
Reply ’430 Patent (Paper 18), 22;
Reply ’923 Patent (Paper 18), 20.  

Howle describes the environment in a coffee brewing system as a “harsh” 
environment from which materials would need protection

Howle Decl. ’923 Patent (EX2017), ¶95
Nespresso USA, Inc. Ex. 1071

Nespresso USA, Inc. v. K-Fee System GMBH
IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Motivation to Combine – The Piercing Location Would Impact 
Code Reading

96

Reply ’430 Patent (Paper 18), 22;
Reply ’923 Patent (Paper 18), 21.

• Howle testified that Yoakim’s Figure 61 depicts the piercing element in the same 
location as the barcode, which – upon closing – would pierce the membrane in the 
same location that is meant to be read after closing.

Yoakim (EX1004), Fig. 61 (annotated)

Howle Depo.  Tr. ’430 &’923 Patent  (EX1067), 96:13-21
Nespresso USA, Inc. Ex. 1071

Nespresso USA, Inc. v. K-Fee System GMBH
IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Motivation to Combine – No Substantial Reconstruction

97

Petition ’430 Patent (Paper 1), 48-49;
Petition ’923 Patent (Paper 1), 45-46;
 Reply ’430 Patent (Paper 18), 23-25;
Reply ’923 Patent (Paper 18), 21-24.

Jarisch teaches exactly how to move a code in a centrifugal system like 
Yoakim’s to the bottom of the flange and read it  

Jarisch (EX1005), FIG. 4 (annotated) 

Jarisch (EX1005), [0082]Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Motivation to Combine – Bodily Incorporation Not Required

98

• Jarisch depicts a straight chamber to 
transmit light

• None of Howle’s concerns about 
“undesired refraction” apply 

• Yoakim does not prohibit a straight 
chamber

• K-fee ignores a POSITA’s ordinary 
creativity to incorporate Jarisch’s straight 
chamber

Reply ’430 Patent (Paper 18), 24-26;
Reply ’923 Patent (Paper 18), 22-24.

Jarisch (EX1005), FIG. 4
Nespresso USA, Inc. Ex. 1071

Nespresso USA, Inc. v. K-Fee System GMBH
IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Motivation to Combine – Howle’s Inconsistent Positions

99

When arguing for Priority to K-fee’s applications, Howle says the opposite:

Reply ’430 Patent (Paper 18), 24-26;
Reply ’923 Patent (Paper 18), 22-24.

Howle Decl. ’430 Patent (EX2017), ¶74

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Motivation to Combine – No Substantial Reconstruction

100

Yoakim (EX1004), FIG. 61 (annotated);
Reply ’430 Patent (Paper 18), 23-26;
Reply ’923 Patent (Paper 18), 21-24. 

Liquid 
Flow Path

Not in liquid 
flow path

Jarisch (EX1005), FIG. 4 (annotated)

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Motivation to Combine – No Substantial Reconstruction

101

Reply ’430 Patent (Paper 18), 21-22;
Reply ’923 Patent (Paper 18), 23-26.

Like Yoakim, Jarisch teaches holding and driving the capsule in rotation: 

Jarisch (EX1005), [0023]

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Motivation to Combine – Jarisch and Yoakim are Highly 
Compatible 

102

Yoakim (EX1004), FIG. 61
Jarisch (EX1005), FIG. 4

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Motivation to Combine – Jarisch and Yoakim are Highly 
Compatible 

103

Reply '923 Patent (Paper 18), 13; 
Jobin Decl. '430 Patent (EX1003), ¶166;

All color has been added to figures.

Yoakim (EX1004), FIG. 61

Yoakim (EX1004), FIG. 62
Jarisch (EX1005), FIG. 4

Yoakim (EX1004) FIGs. 58-60

Jarisch (EX1005), [0006]

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Motivation to Combine – Jarisch’s Bit Code Does Not Teach Away 
From Yoakim’s “Barcode”

104

Decision ’923 Patent (Paper 9), 29;
Reply ’430 Patent (Paper 18), 26;
Reply ’923 Patent (Paper 18), 24.

K-fee has not provided any evidence that Yoakim uses the term “barcode” 
differently from its ordinary use in the art

Decision ’430 Patent (Paper 9), 33Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Motivation to Combine – Jobin Agrees Jarisch is Not Limited to a 
Bit Code

105

Reply ’430 Patent (Paper 18), 26;
Reply ’923 Patent (Paper 18), 24-25.

Jobin Depo. Tr. (EX2019), 86:2-14

Jarisch (EX1005), [0017], [0087]

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

Motivation to Combine – There Is No Inconsistency

106

Decision ’923 Patent (Paper 9), 28;
Decision ’430 Patent (Paper 9), 32;

Reply ’430 Patent (Paper 18), 5;
Reply ’923 Patent (Paper 18), 25-26.

• K-fee failed to analyze the prosecution claims, the Examiner’s rejection, or 
any of the references

• The prior art combination cited in this IPR is different from the prior art 
referenced during prosecution of Jarisch

• During prosecution of Jarisch, Petitioner never disparaged combining 
Yoakim with Jarisch, or with any other references

• Using Jarisch for its own disclosure and motivation is not inconsistent 
with Jarisch’s patentability over art lacking Jarisch’s teachings 

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



K-fee’s Foreign Priority 
Documents Do Not 
Support the Challenged 
Claims 

107

Petition ’430 Patent (Paper 1), 38-46;
Reply ’430 Patent (Paper 8), 1-9.

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – Undisputed Issues 

108

• February 2011 and July 2010 applications do not provide written description 
support for the claims

• September 2010 application does not provide written description support for 
claims 5 and 7-10 because it does not disclose “a capsule including indentations in 
the side wall”

Petition ’430 Patent (Paper 1), 38-39, 44;
Reply ’430 Patent (Paper 18), 1.

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – Disputed Issues

109

• September 2010 Application does not provide written description 
support for Claims 1-10 of the ’430 Patent because:

• No disclosure of a barcode “on the bottom side of the flange” in FIGs. 16-
18

• No “linked” disclosure for the ’430 Patent claimed invention 

‒ No “blaze marks” linking disparate embodiments

‒ Element 2.4.2 “detection means” is not a “common identifier”

‒ No common brewing chamber linking embodiments

• No disclosure of an upper end portion with an annular convexity

Petition ’430 Patent (Paper 1), 39-42;
Reply ’430 Patent (Paper 18), 1-9.

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – The September 2010 Application Fails to Disclose 
the ’430 Patent Claimed Invention

110

Petition ’430 Patent (Paper 1), 40;
Jobin Decl. ’430 Patent (EX1003), ¶¶149-150.

The embodiment depicted in Figure 1 
does not disclose:

• Holding arms
• Dropping box
• Barcode under the flange
• Capsule with annular convexity and 

annular concavity
• Seal

Sept. 2010 App. (EX1047),  FIG. 1 Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – The September 2010 Application Fails to Disclose 
the ’430 Patent Claimed Invention

111

Petition ’430 Patent (Paper 1), 41;
Jobin Decl. ’430 Patent (EX1003), ¶151.

The embodiment depicted in Figure 2 
does not disclose:

• Holding arms
• Dropping box
• Barcode under the flange
• Capsule with annular convexity and 

annular concavity
• Seal
• Indentations on the side wall of the 

capsule
Sept. 2010 App. (EX1047),  FIG. 2 Nespresso USA, Inc. Ex. 1071

Nespresso USA, Inc. v. K-Fee System GMBH
IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – The September 2010 Application Fails to Disclose 
the ’430 Patent Claimed Invention

112

Petition ’430 Patent (Paper 1), 41;
Jobin Decl. ’430 Patent (EX1003), ¶152.

The embodiments depicted in Figures 
3-15 do not disclose at least the 
following:

• Holding arms
• Dropping box
• Barcode under the flange
• Capsule with annular convexity and 

annular concavity
• Seal

Sept. 2010 App. (EX1047),  FIGs. 3-15

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – The September 2010 Application Fails to Disclose 
the ’430 Patent Claimed Invention

113

Petition ’430 Patent (Paper 1), 41-42;
Jobin Decl. ’430 Patent (EX1003), ¶153;

Reply ’430 Patent (Paper 18), 1.

The embodiment depicted in Figures 
16-18 does not disclose at least the 
following:

• Barcode under the flange
• Capsule with annular convexity and 

concavity

Sept. 2010 App. (EX1047),  FIGs. 16-18

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – No Written Description Support  for the 
Challenged Claims in EX1047

114

• Element 2.4.2 from Figures 16-18 does not disclose a barcode “on 
the bottom side of the flange”

• There is nothing in the EX1047 specification that teaches combining 
the barcode from Figure 2 with the embodiment of Figures 16-18

‒ The different embodiments disclosed in EX1047 are not linked

‒ Element 2.4.2 is not a “common identifier”

‒ There is no “common brewing chamber” that applies to all the embodiments

Reply ’430 Patent (Paper 18), 1-7.

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – Element 2.4.2 of Figures 16-18 Does Not Disclose a 
Barcode

115

• Element 2.4.2 is a physical structure

• This structure 2.4.2 is a “form-fitting means, friction-fitting means and/or 
detection means,” not a barcode

Reply ’430 Patent (Paper 18), 1-2.

Sept. 2010 App. (EX1047),  FIGs.  16A, 17C, 18

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – Element 2.4.2 Is a Toothed Ring

116

Reply ’430 Patent (Paper 18), 1-2;
Petition ’430 Patent (Paper 1), 41-42;

Jobin Decl. ’430 Patent (EX1003), ¶153.

Sept. 2010 App. (EX1047), 41:22-27

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – The Toothed Ring Is Not On the Bottom of Flange

117

Reply ’430 Patent (Paper 18), 2;
Petition ’430 Patent (Paper 1), 41-42;

Jobin Decl. ’430 Patent (EX1003), ¶153.

Sept. 2010 App. (EX1047), 35: 8-11

Sept. 2010 App. (EX1047), FIG. 18

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – Howle’s Testimony That 2.4.2 Is On The Bottom of 
The Flange Is Rebutted By Jobin

118

Petition ’430 Patent (Paper 1), 41-42. 
Sept. 2010 App. (EX1047), FIG. 17C

Jobin Decl. ’430 Patent (EX1003), ¶154

Jobin Depo. Tr., IPR2022-01574, (EX2018), 191:20-21.
Nespresso USA, Inc. Ex. 1071

Nespresso USA, Inc. v. K-Fee System GMBH
IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – Nothing in EX1047’s Specification Teaches 
Combining the Barcode from Figure 2 With Figures 16-18

119

• The different embodiments disclosed in EX1047 are not linked: 

1. No teaching or guidance for combining or linking disparate embodiments

2. Catchall statements do not link any claim features

3. Multiple-dependent claims do not provide ‘blaze marks’

Reply ’430 Patent (Paper 18), 3-4;
Petition ’430 Patent (Paper 1), 40-46;

Jobin Decl. ’430 Patent (EX1003), ¶¶155-160.

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – The Embodiments of EX1047 are Not “Linked” to 
Support the Claimed Invention

120

“A patent owner cannot show written description support by picking 
and choosing claim elements from different embodiments that are 
never linked together in the specification… The written description 
requirement is not met when, as here, the specification provides at 
best disparate disclosures that a skilled artisan might have been able 
to combine in order to make the claimed invention.” 

 Flash-Control LLC v. Intel Corp., 2021 WL 2944592, at *4 (Fed. Cir. 2021)
  

Petition ’430 Patent  (Paper 1), 40;
Reply ’430 Patent (Paper 18), 2.

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – The Embodiments of EX1047 Are Not “Linked” to 
Support the Claimed Invention

121

Reply ’430 Patent (Paper 18), 7. 

• Nothing in the EX1047 specification links Figure 2 and Figures 16-18: 

Sept. 2010 App. (EX1047), FIGS. 2 Sept. 2010 App. (EX1047), FIGS. 18

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – The Embodiments of EX1047 Are Not “Linked” to 
Support the Claimed Invention

122

Reply ’430 Patent (Paper 18), 7-8.

Obviousness cannot compensate for a lack of written description 
support

Petition ’430 Patent (Paper 1), 46
Nespresso USA, Inc. Ex. 1071

Nespresso USA, Inc. v. K-Fee System GMBH
IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – “What has been said” Does Not Combine 
Embodiments

123

Petition ’430 Patent (Paper 1), 45;  
Reply ’430 Patent (Paper 18), 2-3.

Sept. 2010 App. (EX1047), 37:38-38:9Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – Multiple-Dependent Claims Do Not Support 
Written Description

124

No claims directed to a barcode on the
bottom of the flange or numerous other
’430 Patent Limitations

Petition ’430 Patent (Paper 1), 45-46;  
Reply ’430 Patent (Paper 18), 2-3.

“Title 35 forbids this type of claim drafting 
because it can—as here— lead to bizarrely 
complex chains of cross-references claims” 
FWP IP ApS v. Biogen MA, Inc., 749 Fed.Appx. 
969, 977 (Fed. Cir. 2018).  

Sept. 2010 App. (EX1047), claims 8-12

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – 2.4.2  Not A “Common Identifier”

125

All embodiments confirm 2.4.2 is a “form-fitting means, friction-fitting means 
and/or detection means” that is a form of toothed ring or gearwheel

Reply ’430 Patent (Paper 18), 3-4.

Sept. 2010 App. (EX1047), FIG. 17c Sept. 2010 App. (EX1047), FIG. 18

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – 2.4.2  Not A “Common Identifier”

126

Element 2.4.2 detection means is always a physical structure

Reply ’430 Patent (Paper 18), 3.

Sept. 2010 App. (EX1047), 35:8-17

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – 2.4.2 Is Distinct From Other Identifiers

127

Reply (Paper 18), 3.

Sept. 2010 App. (EX1047), 44

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – No “Common Brewing Chamber” 

128

Sept. 2010 App. (EX1047), 30:17-19, 31:24-31;
Reply ’430 Patent (Paper 18), 4-5. 

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – No  “Common Brewing Chamber”

129

Jobin explained that the actual configuration and implementation of 
different brewing chambers is by no means uniform

Reply ’430 Patent (Paper 18), 4.

[…]

Jobin:

Jobin Depo. Tr. (EX2019), 26:8-27:5

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – Figure 1 and Figure 16 Are Different Embodiments  
Howle Agrees

130

Reply ’430 Patent (Paper 18), 5-6.

Howle Depo. Tr., IPR2022-01574 (EX1066), 153:5-10

Sept. 2010 App. (EX1047), FIG.1 (annotated), FIG.16 (annotated) Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – No “Common Brewing Chamber” 

131

Reply ’430 Patent (Paper 18), 5-7.

Sept. 2010 App. (EX1047), 41:27-35

Sept. 2010 App. (EX1047), 44:36, 
FIG. 16A (annotated)

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – No “Common Brewing Chamber” 

132

• Figure 2 has a different numbered brewing 
chamber than Figure 16

• Pierced from its base, not from cover like Figure 
16

Reply ’430 Patent (Paper 18), 5-7.

Sept. 2010 App. (EX1047), 44:25, 
FIG. 1 (annotated)

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – No “Common Brewing Chamber” 

133

Reply ’430 Patent (Paper 18), 6-7;  
Petition ’430 Patent (Paper 1), 4.

Favre (EX1018), FIG. 2 Favre (EX1018), 2:17-31

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – Nothing Links Figure 2 and Figures 16-18

134

Reply ’430 Patent (Paper 18), 7.

EX1047 is clear when its embodiments are intended to reference one another:

Sept. 2010 App. (EX1047), 39:5-9, 39:11-12, 39:29-30Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – No Disclosure of Annular Convexity in EX1047

135

Sept. 2010 App. (EX1047), FIG. 16A;
Petition ’430 Patent (Paper 1), 42; 

Reply ’430 Patent (Paper 18), 8.

Sept. 2010 App. (EX1047), FIG. 16A Jobin Decl. ’430 Patent (EX1003), ¶¶158-159
Nespresso USA, Inc. Ex. 1071

Nespresso USA, Inc. v. K-Fee System GMBH
IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – The Arched Line in Figure 16 Is Not the Capsule’s 
Membrane

136

Reply ’430 Patent (Paper 18), 8.

Sept. 2010 App. (EX1047), FIG. 16A

Jobin Depo. Tr., IPR2022-01574, (EX2018), 190:22-25

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – The Capsule in Figure 16 Is Pierced

137

Sept. 2010 App. (EX1047), FIG. 16A;
Reply ’430 Patent (Paper 18), 8.

Sept. 2010 App. (EX1047), FIG. 16A
Howle Depo Tr., IPR2022-01574, (EX1066), 170:4-11

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – K-Fee Admits That a Pierced Capsule Cover Would 
be Flattened

138

Reply ’430 Patent (Paper 18), 8.

POR ’430 Patent (Paper 15), 55

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – Figure 16 Depicts Shading, Indicating a 
Dimensional Image

139

Sept. 2010 App. (EX1047), FIG. 16A;
Howle Depo. Tr., IPR2022-01574, (EX1066), 169:23-170:3;

Reply ’430 Patent (Paper 18), 8.

Sept. 2010 App. (EX1047), FIG. 16A Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – EX1047 Depicts Only Flat Covered Capsules

140

Sept. 2010 App. (EX1047), see also FIGS. 2, 3, 4-5, 9-13, 15;
Jobin Decl. ’430 Patent (EX 1003), ¶158.

  

Sept. 2010 App. (EX1047), FIGs. 1, 6, 7-8 Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – The Arched Line Is the Rim of the Capsule 
Receding into the Curved Surface

141

Jobin Depo. Tr. IPR2022-01574 (EX2018), 190:3-10
Sept. 2010 App. (EX1047), FIG. 16A

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – Figure 16 Depicts the Depth and Inner 
Circumference of the Capsule’s Body and Rim

142

Sept. 2010 App. (EX1047), FIG. 16;’430 Patent (EX1001), FIG. 16

Jobin Decl. ’430 Patent (EX1003), ¶159

Pet. (EX1001), 43.

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – Figure 16B Shows No Annular Convexity

143

Petition ’430 Patent (Paper 1), 43-44;
Jobin Decl. ’430 Patent (EX1003), ¶159.

’430 Patent (EX1001), FIG. 16B

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’430 Priority – No Inconsistency With Jobin’s Treatment of Jarisch

144

Reply ’430 Patent (Paper 18), 9.

• Image is an unshaded cross-section

• Membrane is clearly identified

Jarisch (EX1005), FIG. 4 (annotated)

Jarisch (EX1005), [0036]

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485
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’923 Priority – Jarisch Is Prior Art to the ’923 Patent

145

• Undisputed Issues:

• No single foreign application discloses the ’923 Patent’s claimed invention.

• Disputed Issues:

• Krüger declaration should be given no weight and cannot be used to 
antedate Jarisch. 

POR ’923 Patent (Paper 15), 4-7;
Reply ’923 Patent (Paper 18), 1-6;

Sur-Reply ’923 Patent (Paper 19), 13-16.
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’923 Priority – Jarisch Is Prior Art to the ’923 Patent
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• No single foreign application discloses the ’923 Patent claimed 
invention

“An applicant cannot show possession of an invention based upon a combination of several 
distinct previous applications unless he shows that one of the applications discloses the 
invention… In sum, 35 U.S.C. § 120 requires an applicant to meet the disclosure requirement 
of § 112, ¶ 1 in a single parent application in order to obtain an earlier filing date for 
individual claims.’”

 Studiengesellschaft Kohle, MBH v. Shell Oil Co., 112 F. 3d 1561, 1564 
(Fed. Cir. 1997)

Reply ’923 Patent (Paper 18), 1. 
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’923 Priority – K-fee Does Not Dispute That No Single Foreign 
Application Discloses the ’923 Patent Claims
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• K-fee does not dispute that the February 
2011 Application:

• Is the only application disclosing grooves on the 
capsule body wall;

• Does not disclose a barcode at all, let alone one on 
the bottom of the capsule flange (claims 1-16); 

• Does not disclose comparison of a barcode with a 
stored reference (claims 6/14); and

• Does not disclose a capsule made of metal or with an 
electrically conductive section (claims 1-16)

Petition ’923 Patent (Paper 1), 40-41;
Jobin Decl. ’923 Patent (EX1003), ¶¶155-157.

Feb. 2011 App. (EX1045), FIG. 1
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’923 Priority – K-Fee Mis-Applies In re Stempel and Cannot 
“Swear Behind” Jarisch

148

• K-fee contends it can “swear behind” Jarisch by showing possession 
of “at least as much of the subject matter as relied upon by 
Petitioner from the Jarisch reference.” 

• However: 

‒ In re Stempel addressed specific facts and issues not applicable here

‒ Subsequent cases have limited In re Stempel and clarified that the complete 
invention must be shown

‒ Federal Circuit precedents and the MPEP confirm that a Rule 131 declaration 
cannot antedate an obviousness combination by showing possession of less 
than a complete claimed invention. POR ’923 Patent (Paper 15), 11-15;

Reply ’923 Patent (Paper 7), 4-5;
Reply ’923 Patent (Paper 18), 2; 

Decision ’923 Patent (Paper 9), 12-14. 
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’923 Priority – In re Stempel Addressed Specific Facts and Issues 
Not Applicable to the Present Case
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In re Stempel This Case

Application-At-Issue Includes genus-species claims No genus-species claims

Asserted Prior Art 
Reference

Discloses the same species claimed in 
the application but does not disclose 
the broader claimed genus

Discloses some, but not all, elements 
claimed in the application

Rule 131 Affidavit Inventor filed multiple affidavits 
demonstrating that they had 
conceived and reduced to practice the 
claimed species

Inventor filed a single declaration that 
alleges conception and reduction to 
practice of a single claim element of the 
application-at-issue (i.e. placing a code 
under the flange of a capsule), but not the 
claimed invention

Decision ’923 Patent (Paper 9), 12-14; 
Reply ’923 Patent (Paper 7), 4-5; 
Reply ’923 Patent (Paper 18), 2.
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’923 Priority – In re Stempel Addressed Specific Facts and Issues 
Not Applicable in the Present Case 

150

“The question before us is…When a domestic patent discloses only a single 
species of an invention and the applicant submits an affidavit under Rule 
131 showing completion of the invention of that species prior to the 
effective date of the reference (which does not claim it), can that reference 
be used as a basis of the rejection of generic claims in the application?”

 

Reply ’923 Patent (Paper 18), 2.

In re Stempel, 241 F.2d 755, 757 (1957 CCPA)
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’923 Priority – In re Tanczyn limited In re Stempel and Clarified 
the Requirements for Rule 131 Declarations
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“[I]t seems necessary to comment on and to restrict somewhat certain broad 
language in Stempel…We never intended by the language used in Stempel to 
authorize the overcoming of references by affidavits showing that the 
applicant had invented, prior to the reference date, a part, some parts, or even 
a combination of parts, used to create an embodiment of his claimed invention, 
where the part or parts are not within the scope of the claims being 
sought…The primary consideration is whether, in addition to showing what 
the reference shows, the affidavit also establishes possession of either the 
whole invention claimed or something falling within the claim, in the sense 
that the claim as a whole reads on it.” 

 

Reply ’923 Patent (Paper 7), 4;
Reply ’923 Patent (Paper 18), 2.

In re Tanczyn, 347 F.2d 830, 832-33 (CCPA 1965)
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’923 Priority – Federal Circuit Precedent Requires Earlier 
Conception of the “Complete and Operative Invention” 
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Petition ’923 Patent (Paper 1), 40-41;
Jobin Decl. ’923 Patent (EX1003), ¶¶155-157;

Reply ’923 Patent (Paper 18), 5;
Decision ’923 Patent (Paper 9), 14.

“To have conceived of an invention, an inventor must have formed in 
his or her mind ‘a definite and permanent idea of the complete and 
operative invention, as it is hereafter to be applied in practice.’”

 Mahurkar v. C.R. Bard, Inc., 79 F.3d 1572, 1577
(Fed. Cir. 1996)

• The ’923 Patent claims require, inter alia, a single-serve capsule including: 
(i) a capsule made of metal or with an electrically conductive section, (ii) a 
barcode at all, let alone one on the bottom of the capsule flange, (iii) 
comparison of a barcode with a store reference, and (iv) a wall region that 
includes radially spaced and vertically oriented grooves that are free from 
extending to the bottom region. 
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’923 Priority – Krüger Declaration Does Not Establish Conception 
of the Complete Invention
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• Krüger only establishes the filing date of his individual applications, but never 
establishes conception of the complete ’923 Patent’s claimed invention

Krüger Decl. ’923 Patent (EX2001), ¶22;
Reply ’923 Patent (Paper 18), 5-6.
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’923 Priority – Krüger Declaration Does Not Establish Conception 
of the Complete Invention

154

• K-Fee fails to explain how EX1045’s vertical grooves relate to other ’923 claim 
limitations, including:

‒ the rationale of a capsule utilizing both a barcode identifier and a groove identifier;

‒ how a capsule configuration that uses both types of identifiers would operate 

• For e.g., EX1045 teaches a groove configuration that includes a shoulder with “an 
enlarged diameter” that would impede reading a code on the bottom of the flange

‒ the fact that the grooved capsule in EX1045 includes a filter in the cavity, which the 
’923 claims prohibit

Feb. 2011 German App. (EX1045), 30:27-30;
Reply ’923 Patent (Paper 18), 5-6.

Nespresso USA, Inc. Ex. 1071
Nespresso USA, Inc. v. K-Fee System GMBH

IPR2023-00485



DEMONSTRATIVE – NOT AN EXHIBIT

’923 Priority – K-Fee Never Presents Evidence That Krüger 
Possessed the Complete and Operative Invention 
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“For conception, we look not to whether one skilled in the art could have thought 
of the invention, but whether the alleged inventors actually had in their minds the 
required definite and permanent idea.”

Reply ’923 Patent (Paper 18), 6.

Burroughs Wellcome v. Barr Lab’ys, 40 F.3d 1221, 1229-1232 
(Fed. Cir. 1994)
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’923 Priority – In re Spiller and In re Stryker Do Not Apply Here
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POR ’923 Patent (Paper 15), 15-18;
Reply ’923 Patent (Paper 18), 3.

In re Stryker, 58 CCPA 797, 799 
(cited in In re Spiller, 500 F.2d 1170, 1177)

• K-fee does not argue that additional features in its claims, which are not 
present in Jarisch, such as “the cavity including radially spaced and 
vertically oriented ribs,” would have been obvious over Jarisch

“In the case before us the differences between the claimed invention and 
the reference disclosure are so small as to render the claims obvious over 
the reference.”
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’923 Priority – Krüger Declaration Should be Given Very Little 
Weight
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• Declaration dated 13 years after EX1047 was filed, 1.5 years 
after litigation, and 3 months after Institution

• No corroborating evidence was submitted with declaration (e.g. 
lab notebook, other evidence, etc.)

“The testimony of an inventor often is a self-serving, after-the-fact attempt to 
state what should have been part of his or her patent application.” 

 
Bell & Howell Document Mgmt. v. AlketSys., 132 F.3d 701, 706 (Fed. Cir. 1997)

(emphasis added).

Reply ’923 Patent (Paper 18), 4.
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Howle Is Not a POSITA

158

Decision ’923 & ’430 Patent (Paper 9), 8;
Reply ’923 Patent (Paper 18), 26;
Reply ’430 Patent (Paper 18), 27.

POSITA
• Bachelor's degree in engineering
• Five years of experience in design of mechanical beverage 

systems, or similar products
• Experience with sensors for recognizing an identifier
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Howle’s Academic Experience and Other Accolades are Irrelevant
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POSITA
• Bachelor's degree in engineering
• Five years of experience in design of mechanical beverage 

systems, or similar products
• Experience with sensors for recognizing an identifier

Sur-Reply ’923 Patent (Paper 19), 2;
Sur-Reply ’430 Patent (Paper 19), 2;

Reply ’923 Patent (Paper 18), 26;
Reply ’430 Patent (Paper 18), 27;

Decision ’923 & ’430 Patent (Paper 9), 8.
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DEMONSTRATIVE – NOT AN EXHIBIT

Howle’s Academic Experience and Other Accolades are Irrelevant
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POSITA
• Bachelor's degree in engineering
• Five years of experience in design of mechanical beverage 

systems, or similar products
• Experience with sensors for recognizing an identifier

Sur-Reply ’923 Patent (Paper 19), 3;
Sur-Reply ’430 Patent (Paper 19), 3;

Reply ’923 Patent (Paper 18), 26;
Reply ’430 Patent (Paper 18), 27;

Decision ’923 & ’430 Patent (Paper 9), 8.
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There is No Dispute That Howle Does Not Meet the 5 Years of 
Experience In Design of Mechanical Beverage Systems

161

POSITA
• Bachelor's degree in engineering
• Five years of experience in design of mechanical 

beverage systems, or similar products
• Experience with sensors for recognizing an identifier

Reply ’923 Patent (Paper 18), 26;
Reply ’430 Patent (Paper 18), 27.

Howle W.D. Wash Trial. Tr. (EX1068), 54:8-11
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Howle’s Purported 1,300 Hours Designing and Analyzing Coffee 
Systems Do Not Add Up to the Required 5 Years of Experience
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Reply ’923 Patent (Paper 18), 26;
Reply ’430 Patent (Paper 18), 27.

Howle Depo. Tr. ’923 & ’430 Patent IPR (EX1066), 50:4-8
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Howle Also Does Not Have Five Years of Experience In Similar 
Products
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POSITA
• Bachelor's degree in engineering
• Five years of experience in design of mechanical 

beverage systems, or similar products
• Experience with sensors for recognizing an identifier

Sur-Reply ’923 Patent (Paper 19), 2;
Sur-Reply ’430 Patent (Paper 19), 2-3;

Reply ’923 Patent (Paper 18), 26-27;
Reply ’430 Patent (Paper 18), 27-28.
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Howle Also Does Not Have Five Years of Experience In Similar 
Products
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POSITA
• Bachelor's degree in engineering
• Five years of experience in design of mechanical 

beverage systems, or similar products
• Experience with sensors for recognizing an identifier

Sur-Reply ’923 Patent (Paper 19), 3;
Sur-Reply ’430 Patent (Paper 19), 3;

Reply ’923 Patent (Paper 18), 26;
Reply ’430 Patent (Paper 18), 27.
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In Contrast, Jobin Easily Meets the Definition of a POSITA 
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Jobin Decl. ’923 & ’430 Patent (EX1003), ¶¶5-30;
Jobin Depo. Tr. ’430 IPR (EX2018), 

37:12-19, 45:9-23, 67:22-70:19;
Jobin Depo. Tr. ’923 IPR (EX1072), 

37:12-19, 45:9-23, 67:22-70:19;
Reply ’923 Patent (Paper 18), 27;
Reply ’430 Patent (Paper 18), 28.

• Bachelor’s degrees in Mechanical Engineering and Industrial Design

• 30 years of experience in design of mechanical beverage systems, or similar 
products

• Actual hands-on coffee and beverage-system design experience (for companies like Sunbeam, 
PUR, Mr. Coffee, Margaritaville, Skybar, etc.), including a home-based beer dispensing system 
that utilized cartridge identification technologies. 

• Hired by the  USPTO as an expert in coffee capsule technology

• Substantial experience with sensors for recognizing identifiers 

Jobin’s testimony should 
be given more weight
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