UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

NOTICE OF ALLOWANCE AND FEE(S) DUE

| EXAMINER |
25215 7590 11/03/2020
The Dobrusin Law Firm P.C. SMITH, CHAIM A
29 W. Lawrence Street
Suite 210 | ART UNIT PAPER NUMBER |
Pontiac, MI 48342 1792
DATE MAILED: 11/03/2020
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. |  CONFIRMATION NO.
16/538,752 08/12/2019 Marc Kriiger 1859.029USD3 8143

TITLE OF INVENTION: PORTION CAPSULE HAVING AN IDENTIFIER

APPLN. TYPE ENTITY STATUS ISSUE FEE DUE PUBLICATION FEE DUE | PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE

nonprovisional UNDISCOUNTED $1200 $0.00 $0.00 $1200 02/03/2021

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS.
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE MAILING
DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS STATUTORY PERIOD
CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES NOT REFLECT A CREDIT
FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS PREVIOUSLY BEEN PAID IN
THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM WILL BE CONSIDERED A REQUEST
TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW DUE.

HOW TO REPLY TO THIS NOTICE:

I. Review the ENTITY STATUS shown above. If the ENTITY STATUS is shown as SMALL or MICRO, verify whether entitlement to that
entity status still applies.

If the ENTITY STATUS is the same as shown above, pay the TOTAL FEE(S) DUE shown above.

If the ENTITY STATUS is changed from that shown above, on PART B - FEE(S) TRANSMITTAL, complete section number 5 titled
"Change in Entity Status (from status indicated above)".

For purposes of this notice, small entity fees are 1/2 the amount of undiscounted fees, and micro entity fees are 1/2 the amount of small entity
fees.

II. PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b"
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing
the paper as an equivalent of Part B.

III. All communications regarding this application must give the application number. Please direct all communications prior to issuance to Mail
Stop ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Maintenance fees are due in utility patents issuing on applications filed on or after Dec. 12, 1980.
It is patentee's responsibility to ensure timely payment of maintenance fees when due. More information is available at

www.uspto.gov/PatentMaintenanceFees.
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PART B - FEE(S) TRANSMITTAL
Complete and send this form, together with applicable fee(s), by mail or fax, or via EFS-Web.

By mail, send to: Mail Stop ISSUE FEE By fax, send to:  (571)-273-2885
Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where appropriate. All
further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as indicated unless corrected
below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for maintenance fee notifications.
Note: A certificate of mailing can only be used for domestic mailings of the
Fee(s) Transmittal. This certificate cannot be used for any other accompanying
papers. Each additional paper, such as an assignment or formal drawing, must
have its own certificate of mailing or transmission.

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change of address)

25215 7590 11/03/2020 Certificate of Mailing or Transmission
The Dobrusin Law Firm P.C. I hereby certify that this Fee(s) Transmittal is being deposited with the United
States Postal Service with sufficient postage for first class mail in an envelope
29 W. Lawrence Street addressed to the Mail Stop ISSUE FEE address above, or being transmitted to
Suite 210 the USPTO via EFS-Web or by facsimile to (571) 273-2885, on the date below.
Pontiac. MI 48342 (Typed or printed name)
(Signature)
(Date)
| APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. |
16/538,752 08/12/2019 Marc Kriiger 1859.029USD3 8143
TITLE OF INVENTION: PORTION CAPSULE HAVING AN IDENTIFIER
| APPLN. TYPE | ENTITY STATUS | ISSUE FEE DUE | PUBLICATION FEE DUE I PREV. PAID ISSUE FEE | TOTAL FEE(S) DUE | DATE DUE |
nonprovisional UNDISCOUNTED $1200 $0.00 $0.00 $1200 02/03/2021
| EXAMINER | ART UNIT I CLASS-SUBCLASS |
SMITH, CHAIM A 1792 426-115000
1. Change of correspondence address or indication of "Fee Address” (37 2. For printing on the patent front page, list
CFR 1.363). (1) The names of up to 3 registered patent attorneys

or agents OR, alternatively, 1
(2) The name of a single firm (having as a member a
registered attorney or agent) and the names of upto 2

T o 2 registered patent attorneys or agents. If no name is
[ "Fee Address" indication (or "Fee Address" Indication form PTO/ listed, no name will be printed.

SB/47; Rev 03-09 or more recent) attached. Use of a Customer
Number is required.

. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

| Change of correspondence address (or Change of Correspondence
Address form PTO/SB/122) attached.

(o8]

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document must have been previously
recorded, or filed for recordation, as set forth in 37 CFR 3.11 and 37 CFR 3.81(a). Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

Please check the appropriate assignee category or categories (will not be printed on the patent) : [ Individual [ Corporation or other private group entity [ Government

4a. Fees submitted: (Jissue Fee [Ipublication Fee (if required) [dAdvance Order - # of Copies
4b. Method of Payment: (Please first reapply any previously paid fee shown above)

() Electronic Payment via EFS-Web (1 Enclosed check (1 Non-electronic payment by credit card (Attach form PTO-2038)

(] The Director is hereby authorized to charge the required fee(s), any deficiency, or credit any overpayment to Deposit Account No.

5. Change in Entity Status (from status indicated above)

NOTE: Absent a valid certification of Micro Entity Status (see forms PTO/SB/15A and 15B), issue
fee payment in the micro entity amount will not be accepted at the risk of application abandonment.
NOTE: If the application was previously under micro entity status, checking this box will be taken
to be a notification of loss of entitlement to micro entity status.

NOTE: Checking this box will be taken to be a notification of loss of entitlement to small or micro
entity status, as applicable.

| Applicant certifying micro entity status. See 37 CFR 1.29

| Applicant asserting small entity status. See 37 CFR 1.27

| Applicant changing to regular undiscounted fee status.

NOTE: This form must be signed in accordance with 37 CFR 1.31 and 1.33. See 37 CFR 1.4 for signature requirements and certifications.

Authorized Signature Date
Typed or printed name Registration No.
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

| APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. |  CONFIRMATION NO. |
16/538,752 08/12/2019 Marc Kriiger 1859.029USD3 8143
| EXAMINER |
25215 7590 11/03/2020
The Dobrusin Law Firm P.C. SMITH, CHAIM A
29 W. Lawrence Street
Suite 210 | ART UNIT PAPER NUMBER |
Pontiac, MI 48342 1792

DATE MAILED: 11/03/2020

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(Applications filed on or after May 29, 2000)

The Office has discontinued providing a Patent Term Adjustment (PTA) calculation with the Notice of Allowance.

Section 1(h)(2) of the AIA Technical Corrections Act amended 35 U.S.C. 154(b)(3)(B)(i) to eliminate the requirement
that the Office provide a patent term adjustment determination with the notice of allowance. See Revisions to Patent
Term Adjustment, 78 Fed. Reg. 19416, 19417 (Apr. 1, 2013). Therefore, the Office is no longer providing an initial
patent term adjustment determination with the notice of allowance. The Office will continue to provide a patent term
adjustment determination with the Issue Notification Letter that is mailed to applicant approximately three weeks prior
to the issue date of the patent, and will include the patent term adjustment on the patent. Any request for reconsideration

of the patent term adjustment determination (or reinstatement of patent term adjustment) should follow the process
outlined in 37 CFR 1.705.

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101 or (571)-272-4200.
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OMB Clearance and PRA Burden Statement for PTOL-85 Part B

The Paperwork Reduction Act (PRA) of 1995 requires Federal agencies to obtain Office of Management and Budget
approval before requesting most types of information from the public. When OMB approves an agency request to
collect information from the public, OMB (i) provides a valid OMB Control Number and expiration date for the
agency to display on the instrument that will be used to collect the information and (ii) requires the agency to inform
the public about the OMB Control Number’s legal significance in accordance with 5 CFR 1320.5(b).

The information collected by PTOL-85 Part B is required by 37 CFR 1.311. The information is required to obtain
or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is
governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 30 minutes to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon
the individual case. Any comments on the amount of time you require to complete this form and/or suggestions
for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office,
U.S. Department of Commerce, P.O. Box 1450, Alexandria, Virginia 22313-1450. DO NOT SEND FEES OR
COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria,
Virginia 22313-1450. Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection
of information unless it displays a valid OMB control number.

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements
of the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)
(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information
is used by the U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent
application or patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not
be able to process and/or examine your submission, which may result in termination of proceedings or abandonment
of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested assistance
from the Member with respect to the subject matter of the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

7. Arecord from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility
to recommend improvements in records management practices and programs, under authority of 44 U.S.C.
2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection
of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall
not be used to make determinations about individuals.

8. Arecord from this system of records may be disclosed, as aroutine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed
in an application which became abandoned or in which the proceedings were terminated and which application
is referenced by either a published application, an application open to public inspection or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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Application No. Applicant(s)
B . 16/538,752 Kriiger, Marc
Notice of Allowability Examiner ArtUnit | AIA (FITF) Status
CHAIM A SMITH 1792 No

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included

herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1.4} This communication is responsive to Amendment filed 27 July 2020.
(O A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on

2. An election was made by the applicant in response to a restriction requirement set forth during the interview on ; the
restriction requirement and election have been incorporated into this action.

3.0} The allowed claim(s) is/are 9,12-18 and 26-32 . As a result of the allowed claim(s), you may be eligible to benefit from the Patent
Prosecution Highway program at a participating intellectual property office for the corresponding application. For more information
, please see http://www.uspto.gov/patents/init_events/pph/index.jsp or send an inquiry to PPHfeedback@uspto.gov.

4[] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:

a) LJAll b) JSome  *c) (J None of the:

1. {0 Certified copies of the priority documents have been received.
2. [J Certified copies of the priority documents have been received in Application No.

3. [ Copies of the certified copies of the priority documents have been received in this national stage application from the
International Bureau (PCT Rule 17.2(a)).

* Certified copies not received:

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

5.] CORRECTED DRAWINGS (as "replacement sheets") must be submitted.

(O including changes required by the attached Examiner's Amendment / Comment or in the Office action of
Paper No./Mail Date .

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of each
sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d).

6..J DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s)
1.0 Notice of References Cited (PTO-892)

2.[¥] Information Disclosure Statements (PTO/SB/08), 6. (J Examiner's Statement of Reasons for Allowance
Paper No./Mail Date .

3.0 Examiner's Comment Regarding Requirement for Deposit 7. Other .
of Biological Material .

4.0 Interview Summary (PTO-413),
Paper No./Mail Date.
/CHAIM A SMITH/

Examiner, Art Unit 1792

5. (J Examiner's Amendment/Comment

/ERIK KASHNIKOW/
Supervisory Patent Examiner, Art Unit 1792

U.S. Patent and Trademark Office

PTOL-37 (Rev. 08-13)

Notice of Allowability Part of Paper No./Mail Date 20201014

K-FEE SYSTEM GMBH, EX2006, page 5
NESPRESSO USA, INC. v. K-FEE SYSTEM GMBH
IPR2023-00502, U.S. PATENT 10,994,923



Amendments to the Drawings

Replacement Drawings are submitted. No niw matter has boow added. Applicant requests

entry of the Replacensnt Drawings.

16
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REMARKRS

I the Offfce Action mailed Apeil 28, 2020, the Examiner rejected clatms 26-38,

By way of the foregoing smendments and the markings o shew changes Applicant has
amended the clayms, Na now matter has been addad,

The foregotng amendments are taken tn the brlerest of expediting prosecution and thare is no
tnfention of surrendering any renge of egudvalents to which Applicont would otherwise be entitled
1 view of the pior art

Further, by the present ameadment, 8 doss oot follow that the amended olabms have
become so perfect in thetr deseripion that no one could devise an equivalent. After amendmeny,
as before, Hmitations in the ability {0 deseribe the present invention in language in the patent claims
naturally prevent the Applicant from capluring svery suance of the investion or desenbing with
complete procision e range of s novelty o overy possible sguivalent Accordingly, the
foregoing anendments are made specifically in the merest of expediting prosecuticn and there is no

tnjention of swrendering sy renge of equivalents to which Applicant wonld otherwise be entitied.

It is alteped on pages 223 of the Office Action that the prionity applicstions fail 1o provide
adequate support or enablement for one or mawe of the claimy. This allegation s respecifilly
traversed.  Applicant submite all clalms and amondments are expreasly, implicitly, or inherently

supporied in the onginstly filed disclonwe
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s alloged on page 3 of the Office Action that there is vo disclosure of gomethod of wsing
a “systam” for making 3 coffes beverage. Applicant respeotfully disagress and submits one having
crcinary shill in the art can appreviate tha, in addition to disclosing s portion capsule, Apphicant’s
disclosure also refors to 2 coffes or beverage apparatus for uae with a postion capaide, sehich coact
a3 Usystem” o make  boversge. However, mnthe interest of expediting prosecution, Apphoant
has amendled the proambdes of claims  and 30 v rempve the term systen.”

It is allpged on page 3 of the Office Action that there 1s no disclosure of foading portion
capsules into the appasatus. Applicant respectfidly disagroes and kindly divects the Examiner’s

aitention to at least the following passage from Applicant’s prionity application DE 1 3010 031

OSE.Q dated July 22, 2010 Page 13, 1es. &7 " The identifier o remd, for example during the insertion

ol the capsule”™ In the ntersst of expoditing prosecution, the term “losding”™ i clabms ¥ and 3o i

now replaced with “userting”, to be consistent with the text of the discloswre. Accordingly,
Applicant submits the priority applications desoribe the claimed invention in sufficient detall syl
with reasonsble clanty that one shalled in the art can reasonably conclude that Applicant had
possession of the clsimed nvention

ftis shoped on prae ¥ of the Offtee Acticn that there 1y no disclosure of serting the top stde
of the flange andfor the foil id agatnyl & sead of the spparstus. Applicant respectfully disagrees
sl kindly divects the Examiner’s sttention © a1 least the following passage fram Applicant’s
priceity applicstion DE 10 2010 044 2518 Page 13, Ias. 37-31 o sonding surface 24,1 s provided
in the peripheral region 24 | and interacts with scaling action with a seal 21, which is arranged
on the bresving chamber 277 Page 5, Ins. 2425 “the periphery can be used as a stop andfor sealing

;"? S

surface™; and Claim a sealing surface 2.4.1) §s provided on the periphary 2417 Muoreoee,
reforring to Figs., 16A and 168 reprodused below, the top side of the Hange 17 or periphenviadye

reghon 2.4 andfor the Rl Bd € is sealed apaingt 8 seal 31 of the spparstus,

K-FEE SYSTEM GMBH, EX2006, page 8
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Accordingly, Applicant submits the prionty spplicetions deseribe the olaimed trvantion in
sufficiens detatl and with reasonable olarity that one skilled tn the ant can reasonably conclude that
Apphicant had posseasion of the claimed invention,

Ho1s alleged on page ¥ of the Office Action that thers s no disclosurs of loading 2 seeond

portion capsule, reading a sevond barcode, and controlling 8 second production provess based

thereon,  Applicant respectiidly disagroes and kindly directs the Examinet’s attention 1o g
the passage recited at Page 4, Ias. 10-18 b Appticant’s priofity application DE 10 2010 (31 9880
dated July 22, 2010 Furthermors, the identifisr makes it possitie for the cotfes maching to detect

which kind of capsule is lovated I s browing chamber and 1o sot the heversge-making or food-

making process, Lo, for exsmple the quantity of water, the pressuwrs thereof andfor the temperatore

thereof, comespondingly.” Gunphasiy addedd  Applicant submits the phrase “which kind of

o3

capsule”™ in the aforementioned passage contemplatss fo cowe having ordinary shill in the an
inserting different capnales nte the apparatag (1.0, the claimed Drst and second portion capsules)

and the torm “correspondingly” conteniplates 1o one having ordinary skill tn the art controlling o

sdiusting the brawing chavacteristics Qester quantity, pressuve andfor tevaperature) depenging on

13
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the kind of portion capeude Ingerted tuto the gpperatos (.o, depending on the read identifier on the
portion capsuie} The tater method steps disclosed and olaimaed by Applicant regarding sealing the
toge side of the Hange andior the fail lid sgainst a veal of the apparatus; percing the second foid lid
with the mandrel, and making the second beverage would then reasonably and correspondingly
folow 1o make g scoond coffes bevergge alter the second portion capaule iy buertad into the
apparatas. Accerdingly, Applicant submits one having skill i the art will readily conclude from
1 least the sforsmentioned passage an undlerstanding that at the thme of application Bling,
Applicant had in i1 possesston the claimed subject matier,
¥ is alleged on page 3 of the Offtee Action that there s no disclosare of plercing the foll
fid with 2 mandred of the apparatus. Applicant respectinlly disagrees and kindly dirscts the

Examiner’s aftention o ot lesst Flg 164, B and i corseaponding desoription which desoribe

%

8
prercing spike 29 that forms an opening in the Id 4

Accordingly, in view of & least the aforementioned remacks, Applicayt submits this
spplication s a proper divisional spplication snd oot 8 CIF as alleged on page 3 of the Oifice

Action., Applicsnt respectfully regquests the Exanuner soknowledge Applicsnt’s priceity clainn

Brawings

it is alleged on page 4 of the Offtce Action that certain claimsd features wre not shown in
the drawings. This allegation is respectfully raversed, Reforing o Figure 164 seproduced abeve
and s corresponding description, & waler inlet adapted 1o supply water I8 shown 8t reference
numeral 28, which iy arvanged slong & central axis of the portion capsule. Figure 184 also shows
that the edge region or Hange has o sealing suefios 2401, which sealingly intersots with the seal

31 sttached o the hrowing chamber 37,

K-FEE SYSTEM GMBH, EX2006, page 10
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B s alleged on page 4 of the Offfce Action that Applicant does not have suppaont for s
barpodde being on a battom side of a circumferantial Hange. Apphicant respeetfuily disagrees
Reforring to page 7 of Applicant’s priosity application DE 10 2010 031 9380 dated July 32, 2010

and Fig. 3 from thet priovity application, reproduced below, Applicant discloses at Ins. 27-29 Va3

symbolized by the arvaw 13, for the barcode to be provided on that side of the peripheral region of

the basic eloment whivh s directed away o the membrane”  The membrane is idonified w

reference numerna! 4 and i anached 1o the fop sde of the fangwiadye region. Apphicant submits
one having ordinary skill in the ant can noderstand from the sforemmentioned description gad the
bebowe Figure that the arow 13 points 1o the barcode belng ou the bottom side of the peripherad
region of flange, Accordingly, Applicant submifs the DE 10 2010 G311 988.0 priorty applicvation
dated July 32, 2010 desoribes the clabmad subjeot mstter I sofficient detail snd with reasonable
clarity that one skiled in the ant can reasonably conclude that Applicant had possession of the

chaimed subject matter,

Applicant inclodes herpwith Replaconent Sheets and a Sobstiinte Specification that

address the other drawing objections alleged on pagex 36 of the Office Astion.
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eeification

The Specifivation is ohjpoted to for allegedly failing fo provide antecedent basis for pertain
claimed featuves recited on pages 67 of the Ofice Action. These allegations are respestfully
fraversad.

It s slleged on page 4 of the Office Action that there 18 no antecedent basis in the
sperification for lvading 2 porticn capsule into the spparatus and reading the barcode with a
barcode reader. Applican respectfully disagrees and kindly directs the Hxaminer’s attention o at
feast at paragraph [D0038] “This portion capsule can be inserted into 8 brewing chamber 12, with
g Houid, in partondar water, flowing through it7 and YAdter the identifier has been read out the
wlentifier is conypared 10 2 stored reference.” Famgraph 000607 further provides antecedent basis
for reading the baroods by a deteotor 13,

B is alleged on page 4 of the Offfce Action that there s no antecedenmt basiy in the
speotfication for sealing the top side of the Hanges andéor the foil Hd against a seal of the apparatus.
Apphicant respectfully disagroes and kindly directs the Examiner’s atiention fo at least at paragraph
fO00T4] and Figures 18AB wheve it 15 disclosed that the edge region of the portivn capsale has a

svaling surface 2401, which sealingly intorsots with the seal 31 attached to the browing chamber

2

oy

£,

¥

el

B i alleged on page 4 of the Oifies Action that there v o antecsdent basis in the
spoctiicstion for forming a first ooffor bovernge.  Applicant respectfnlly disagrees snd Kindly
direets the Exanuner’s attention 1o st foast af pasagraph [00079] “Profersbly an extraction Hauid,
which is particularly weater or bot water, is brought under high pressure into the brewing chamber

of the device for producing 8 beverage. The extraction Higuid interscts with the raw matesiad of the

beversge i such & way thet so exteadt of g beversgs or § beverage is gonerated.™
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I i alleged on page 4 of the Offlce Action that thore s no antecedent basls in the
spectfieation for anloading a first or second portion capsuls from the apparstus. Applicant
respeotfidly disagross and kindly divects the BExaminer’s attontion 1o at least ab paragraph 021
YAs a resull, gjecting or romoving the portion capsule from the brewing chamber is made caster™
Applicant also subenils s within the knowledge of oue baving ordinare skill that a portion capsule
15 unlonded from a1 coffer machine before 8 sevond portion capsule is oaded, which the Office
Action appears to agree with (Ses Office Action page 13, “the first portion capside would heve 1o
be unloaded from the apparatus or the apparatus could not be used 0 make other coffee boverages.”

Regarding the method steps assoctuied with the second portion capsale § second coffee

heverags, Applicant divegts the Examiner’s attention 1o 2t loast the passage recited st Page 4, Ins.

P

13-13 in the prioity application DE 10 2010 051 988.0 dated July 22, 2010 “Furthermorg, the

identifier wakes i possible for the coffve machine to detect which kind of capsule is located in iy

brewing chamber and 1o set the beverage-making or Roodwmaking process, Le, for example the

23

quantity of water, the presswre thereol andior the temperature thereof, sorsgpondingly”™ and the

<

doscription af paragraph [00G15] of this speotficstion. The phrase “which kind of vapsuls” in the
aforementionsd passage comsmplates 10 one having covdinary skill in the an nserting differemt
capsules wto the appavatas (Lo, the claimed first portion capsule and then the clatmed second
portion capsule} and the termy “cerrsspondingly” contemplates o one having ordinary shill
controfling or adjusting the browing charscionafios {water quantity, prossure andfor fomperature)
depending cn the bind of portion capsule mssrted into the apparstus (Lo, deganding on the detected
identifier). The Inter muthod steps rogarding sexling the top side of the Sange andior the foil Hd
of the second portion capsude against o seal of the apparatus; plorcing the second foll Hid with the

mamdrel; and making the seopnd beverage would then reasonably and correspondingly oltow after

the secomd portion capsule is inserted fmo the apparatus.
¥
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Claim Objectinns
Cladmss 9 and 26 sre objeoted to for the veasons alleged on page 7 of the office action.
Without conceding the validity of these objections, Applicant subjects these objections are mogt

i view of the curvently amended claims

Claim Rejections 38 USC 112

i Claims 9~18 and 26-3% are rejected wnder 35 USC H12(a) or 35 USC 112 {pre-AlA), first
parsgraph, sy allegedly failing to comply with the written desoription reguirement.  These
rejections are vespeotfnlly traversed.

it i alleged on page 8 of the Offioe Acton that no method steps for maldng 2 coffes
baverage are positivaly recited i the specification. Applicant respectiully disagrees with this
allegation and subwits Applicant’s disclosure supports method steps for making a coffee beverage.
For example, onginally-filed clatm 9, which i3 part of the disclosure {Ree MPEP 2163), recites
moethod step of "Lise of 2 gngle-serve coprule scconding o olaim 1 Hr making 3 hot beversge™
Applivant’s specification further nclades numerous methed steps assoctated with making the
coffee beversge including at least the following: “This portion capsule can be jnseried info 2
brewing chamber 12, with a Bguid, tn partiondyr water, flowing through 117 (Ses {B00S8]) “the
portion capsule hax an idontifior that sllows o individhalize the respective portion cypaule” {Seo

OOGSRTY s harsodts is veadd cut by a detegtor 137 (Ses {00607 a semsor/detsction svdteny handles

¥

the identifier and compares # with a stored reference substantially™ (See [0007]), “the regpective
portion capsule can be assigned 1o 8 gronp of capsules that are suitsble for the coffee maching™

(See [DOOTT “ihe ooffes machine, in particalsr the waterproviding. pressure pump, will be

activated if the detected identifier matchey with the refersnve. Otherwise the coffee machine will

iR
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st start operting” (See [O0UTTY Vihe production process of beverage or food may be controlled,

<

for example by adiusting the temperature, the pressure andfor the amount of water™ {See {0015]
and JO023TY “the raw matenial is extracted or dissolved and therefors the beversge iy prodoesd”
{See [O0038]) “H s possihle io use the swiace of the edge for stopping andfor sealing™ {See
01T Vihe edge region hay o sonfing swefhce 2401, which sealingly tnteracts with the seal 31

.3

attached to the browing chamber 277 (See JWOT4T), “the water coming from g water inlet 28 flows
throogh the portion capaude™ {See [OROTEY, “the stream of the extraction higuid, which flows slong
the base eloment in the cavity, can be optimized by choosing & groovey' structare that is able, for
exsuple, o generate on the one hand & better or stronger turbulence 1 the extraction hguid™ (See
fOOOITX “slect the porticon capuule from the brewing chamber astonmatically™ (See {(OO80]
Accordingly, Applicant submits at lsast the aforemsntioned recited method steps render the alleged
38 USC N2 or 38 USC 112 (pre-ATAY, Bt paragraph rejection fmproper and Applicant
respectiuly requests the rejection be withdraws,

“sealing the {entire)

i35 atleged on page § of the Office Acton that there 1s no disclosare of
fop sidde of a flange andfor g Hirst foif Hid or a second foil Hid sgeinst the seal of the sppsratus.” This
allegation is respetfutly traversed, Applivent™s claim roguires “sealing the top side of the Hange
andéor the finst foil Bd against a seal of the apparatus”  This Himitation i supporied throughout
Applicant’s disclosure, inchuling, ot the very lenst paragraph [00074], which recttes i ralevant
prat, “the edge region hay a scaling surfsee 341, which sealingly interacts with the scal 31 attached
1o the brewing chamber 377 Reforing to Figs. 16A and 188 reproduced ahove, the fop side of
the flange 17 andfor the foil Bd 4 1y sealed against 2 seal 31 of the apparatus.

‘}

H is alleged on page 8 of the Office Actun that there is no distlosure of plercing a second
forl id with a mandrel thet is offset fom a conral axis of the portion capsule. This allegation is

respectidly traversed,  Applicent discloses 8 least at pavagraph {00073 that an opening in the
19
K-FEE SYSTEM GMBH, EX2006, page 15

NESPRESSO USA, INC. v. K-FEE SYSTEM GMBH
IPR2023-00502, U.S. PATENT 10,994,923



foil 4 1y made with a wandeed 32, Reforring o Fig. 16 reproaduced sbove, the mandrel 39 is offht
from s central axis of the portion capsule. Applicant alse kindly directs the Examiner’s attention
te the remarks inchuded above as o where Applicant’s disclosure supports the second portion
capsute.

it ix slleged on page B of the Offics Acton that there is no disclosure of uulosding o fin
porticn capsude fremn the apparatus. This sllegation ts respectinlly traversed.  Applivamt discloses
at loast at pavageaph [O0080] that the portions capsule can be gjected from the brewing chaneber,

it is alleged on page 8 of the Office Adon that olaim 9 fuils o waload the Brat portion
capsule from the apparatus. The Office Action goes on o sHlege on page ¥ of the office action
that “unless the first portion capsule ix anfoaded from the spparstus, a second capsude woudd not
b able 10 be insented fnto the spparalis © make & second beverage”™  Withawt conceding the
validity of this allegation, Claim ¥ is ansended in the interest of expuditing prosecution to inclode

a step of unloading the first portion capsule from the apparains,

2. Clatms =18 and 263 are refontod under 33 USC 12D ar 33 USC 1R {pre-ATA L sevond
paragraph, as sllopedly belng indefinite. These rgjections are respectfully traversed.  Withow
conceding the validity of this refection, and in the tnterest of expediting prosecution, Applicant has

amended the claims in 8 manner that ts believed o overcoms and remder this rejection maoot.

X Clatms 11 and 12 are rejected undar 3R USC 112() or pro-ATA 35 USTC 112, 4% pasagraph,
ay allegedly being of improper dependent form. This rejuction is respectfully traversed. Withowt
conceding the validity of this rejection, and i the tnterest of expediting prosecation, Applicant has

smended the clsims i 8 maneer that is believed o overcome and romder this rejection maeot.
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Chiwm Rejections ~ 33 U 183

MYy

Whan determvining H 8 clatm is olevivus, the Patent Offics (herealtsr "Office™} must make
“a ssarching companson of the claimed inventios ~ including all its Hmitations ~ with the teaching
of the price art™ In re Ochiag, 71 F 34 15365, 1372 (Fed. Civ. 1995} (emphasis added). 1 jost one
chairy {imitation is not accounted for, then the Office will be unable o mainiadn ity obviousness
rejestion, or the Oifice has failed o prosent ¢ prima facie case of obviousness. To support an

obviousness rejections “[alll werds in g olaim nwst be coustdered v judging the patentabuliny of

that claim ggatnst the prioract” Inre Wilson, 424 F2d 1382 1385 {UCPA 19701

i, Clatms 1R and 26-29 are rojectad under 33 UST 103(a} as allcgadly belng unpatentable
cver “Rruger™ (LS 2013/0129872), This rejection i respentfully traversed. In view of the olaim
amendments and remarks included in this Paper above, Applicant submils the rejection of the
pending claims wnder 38 URT 103¢3) as being papatentable over “Kruger™ (U5 20130129872 s
not proper. Apphicant respeatiuly requests the Sxaminer withdrawal this rejection and allow all

pending olaims,

2 Clavms 11 13-15, 17, 2639 are rejected under 35 US{T 1032 as allegedly buing
unpatentable over “Selifferle™ (US 005GI3030T) in view of “laniseh™ (LIS 01340063937,
“Hweeonpy” {US 000020059, "Bowd™ {US 00X004R621) and “"Rosst™ (WO 20100000},
This rejection I8 respectfully traversed.

Without conceding the validity of the rejection of these claims, or the appropriatensss of
the Examiner redying on a combination of Schafferde, Jarisch, Sweeney, Boyd, and Rosst to reject

these clatmg, Applicsnt submits clatms ¥ and 2% are sllowsble for gt leasy thelr inclusion of the

fimitation relating 1o the barcode beiag lecated on a bottom side of ¢ circomferential flange, the
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bottom side opposing 8 top side o which the foil Hd i sttached.  Accordingly, Applicant

g claims,

B

respectiully requests the Examiner withdrawal this rejection and allow all pendin

3 Clatm 12 s rejected wader 35 LR 103{a) @ allogedly being unpatentable over “Sohifferds™
{US 20030180391 tn wiew of “lartach™ (UN 20130064937, “NMevesney™ (US 200270020689,
“Bovd™ {US 200070048621} in view of "Ragsi™ (WQ J01/099806) tn view of “Rubing™ (EP 1
S48 T18). Thix rejection is respectiidly traversed.

Withowt conceding the validity of the rejection of olaim 12, or the appropristensss of the
Expminer relving on g combination of Schifforle, Jarisch, Bweeney, Bovd, Rossi, and Rubivo o
reject olaim 12, Applivent submits claim 12 ix gllowalde for ot least iy dependence on olaim 8,
which is balisved to be allowabde for at least the regsons mentionsd shove, Accondingdy, Apphican

respectfidly requests the Examiner withdvawsal this rejection and allow olatm 12

4. Clavms 16 and 18 are rejected vader 35 USC 103{R) ay allegedly being wnpatontable over
“Schifforfe” (LIS 20050150301 in xview of “larisch™ (US 01370063537, “Sweeney™ (UK
200200206591, “Boyd™ (LIS 2002004858211 in vlow of “Roest™ (WO 2010/000806) and Hurther in
view of “Mahlich™ (US 200400891581 This rejection is respectinlly fraversed.

Without conveding the validity of the rejection of cluims 18 aad 18, or the sppropristeness
of the Examiner relving on a combination of Schifferle, Jarisch, Sweeney, Bovd, Rossd, and
Mahlich to reject olaims 16 and 18, Apphicant subimits olaims 16 and 18 are allowable for af least
their dependence on olaim 9, which is believed to be allowable for at Teast the reasons mentioned
above Accordingly, AppHoant respectiilly reguests the Examiner withdrawal this rgjection and

shlow clatms Wand 18

3

W
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CONCLUSIONS

B view of Applicant’ s amendments and somarks, the Examinet’s rejections are believed to
be resdered moot. Accordingly, Applicet subsnits that the present applicativs: i3 in comdition for
allowance and requests that the Examniner pass the case to issue at the sarlizst conventence. Should
the Feanviver have any questions or wish 1o further discesy this apphoation, Applicent reguests that
the Exaniner contsct the undersigned af {348 2922920,

I for sceme rogson Applivant hes oot requesind a sufficient extension andfor hes ot padd g
sufficrend foe for this response adior for the edension necessary 10 provent the abandomment of thig
application, please consider this ax a vequest for an extension for the required e pesiod andéor

authorization 1o charge owr Deposit Aceomt No. SO-1087 for any foe which may be due.

Respecifudly submitted,

Dater Jule 30,2

Reg. No. 71,080

Attorney for Applicant

The Dobrogn Law Fiom, PO
W, Lawrence Strest - Suite 210
Pontiac, MY 48343

{348 32920

Customer Mo, 282138
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16/538,752 Kriiger, Marc
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DATE OF THIS COMMUNICATION.
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date of this communication.

- 1f NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any earned patent term
adjustment. See 37 CFR 1.704(b).

Status
1) Responsive to communication(s) filed on 23 January 2020.
OJ A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filedon .
2a)(J This action is FINAL. 2b) [v) This action is non-final.

3)(J An election was made by the applicant in response to a restriction requirement set forth during the interview
on ; the restriction requirement and election have been incorporated into this action.

4)[J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under £x parte Quay/e, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims*
5) Claim(s) 9-18 and 26-29 is/are pending in the application.

5a) Of the above claim(s) _____is/are withdrawn from consideration.

6) (O Claim(s)_____is/are allowed.

7) Claim(s) 26-29 is/are rejected.

8) [ Claim(s) ___is/are objected to.

9) (O Claim(s) ___are subject to restriction and/or election requirement
* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a
participating intellectual property office for the corresponding application. For more information, please see
http://www.uspto.gov/patents/init_events/pph/index.jsp or send an inquiry to PPHfeedback@uspto.gov.

Application Papers
10)¥ The specification is objected to by the Examiner.
11)) The drawing(s) filed on 12 August 2019 is/are: a){J accepted or b)) objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
Priority under 35 U.S.C. § 119

12)[J Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:

a)dd All b)( Some**  ¢)J None of the:
1.0 Certified copies of the priority documents have been received.
2.0 Certified copies of the priority documents have been received in Application No.

3.[0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).

** See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) [J Notice of References Cited (PTO-892) 3) E] Interview Summary (PTO-413)

Paper No(s)/Mail Date
4) ([ Other:

2) Information Disclosure Statement(s) (PTO/SB/08a and/or PTO/SB/08b)

Paper No(s)/Mail Date
U.S. Patent and Trademark Office

PTOL-326 (Rev. 11-13) Office Action Summary Part of Paper No./Mail Date 20200409
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Application/Control Number: 16/538,752 Page 2
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DETAILED ACTION

Notice of Pre-AlA or AIA Status

1. The present application is being examined under the pre-AlA first to invent
provisions.

Priority
2. Acknowledgment is made of applicant's claim for foreign priority based on

applications DE 1 2010 031 988.0, DE 10 2010 044 251.8, and DE 106 2011 010 534.4
filed in Germany on 22 July 2010, 02 September 2010, and 07 February 2011
respectively, the official translations of which were received 23 January 2020.

3. Under 35 U.S.C. 119(a) or (e), the claims in a U.S. application are entitled to the
benefit of a foreign priority date or the filing date of a provisional application if the
corresponding foreign application or provisional application supports the claims in the
manner required by 35 U.S.C. 112(a) or pre-AlA 35 U.S.C. 112, first paragraph.

4. This is to say that current application must be an application for a patent for an
invention which is also disclosed in the prior application(s), foreign or domestic. The
disclosure of the invention in the parent application and in the later-filed application
must be sufficient to comply with the requirements of 35 U.S.C. 112(a) or the first
paragraph of pre-AlA 35 U.S.C. 112, except for the best mode requirement. See
Transco Products, Inc. v. Performance Contracting, Inc., 38 F.3d 551, 32 USPQ2d 1077
(Fed. Cir. 1994)

5. The disclosure of the prior-filed applications, Applications No. DE 10 2010 (31
S88.0, DE 102010 044 2518, and DE 10 2011 010 534 .4, as well as US Applications

15/646980, 15/211823, and 13/744623 fail to provide adequate support or enablement
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in the manner provided by 35 U.S.C. 112(a) or pre-AlA 35 U.S.C. 112, first paragraph
for one or more claims of this application. Claims 9 — 18 and 26 — 29 are directed to a
method of using a “system” for making a coffee beverage. There is no disclosure of a
method of using a “system” for making a coffee beverage found in any of applicant’s
prior filed applications. Regarding claims 9 and 26 particularly, there is no disclosure of
loading a first portion capsule into an apparatus, sealing the top side of the flange
and/or the first foil lid against a seal of the apparatus, followed by the loading of a
second portion capsule into said apparatus, reading a second barcode therefrom,
controlling a second production process based on reading of said second barcode,
piercing the second foil lid with the mandrel of the apparatus, sealing the top side of the
flange and/or the second foil lid against a seal of the apparatus therefore for claims in
the current application are not entitled to the benefit of the claimed priority dates, foreign
or domestic and the priority date is the filing date of the application, that is 12 August
2019.

6. This application has been filed as a divisional application. The application
repeats a substantial portion of prior Applications No. 15/646980, 15/211823,
and13/744623, filed 11 July 2017, 15 July 2016, and 18 January 2013 respectively but,
by way of the claims adds significant disclosure not presented in the prior applications.
Because this application names the inventor or at least one joint inventor named in the
prior application, it should constitute a continuation-in-part of the prior application and

not a divisional application. Appropriate correction is required.
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Drawings

7. The drawings are objected to under 37 CFR 1.83(a). The drawings must show
every feature of the invention specified in the claims. Therefore, the following feature
must be shown or said features cancelled from the claims:

an apparatus adapted to supply heated water;

the introduction of heated water into first and second portion capsules through a

water inlet of the apparatus along the central axis of said portions capsules;

sealing the top side of the flange and/or the first foil lid and second foil lid against

a seal of the apparatus.
8. Specifically with respect to the claimed placement of a barcode as being located
on the “bottom” side of a circumferential flange, applicant’s figure 2 clearly shows the
position of the barcode reader (13) when it would read the barcode and where the
barcode would be located on the circumferential flange. Applicant’s figure 14 further
purports to show the location of the barcode and appears to be a view from the
membrane side as also shown in figure 2. Therefore it has been determined that these
views show what would be the bottom side of the flange and the location of the barcode
thereon. In the event that applicant differs in this interpretation of the claimed barcode
location then applicant must show the barcode’s location in the figures or the feature
cancelled from the claims.
9. Applicant is cautioned against the addition of new matter when making changes
to the drawings.

10.  Figures 1, 2, 3, 16, and 17 contain partial views.
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11.  The different views must be numbered in consecutive Arabic numerals, starting
with 1, independent of the numbering of the sheets and, if possible, in the order in which
they appear on the drawing sheet(s). Partial views intended to form one complete view,
on one or several sheets, must be identified by the same number followed by a capital
letter. View numbers must be preceded by the abbreviation “FIG.” Where only a single
view is used in an application to illustrate the claimed invention, it must not be
numbered and the abbreviation “FIG.” must not appear (MPEP § 608.02 V.(u)).

12.  The drawings are objected to as failing to comply with 37 CFR 1.84(p)(4)
because reference character “15” has been used to designate both an arrow in figure 2
and grooves in at least figures 19 and 22. Corrected drawing sheets in compliance with
37 CFR 1.121(d) are required in reply to the Office action to avoid abandonment of the
application. Any amended replacement drawing sheet should include all of the figures
appearing on the immediate prior version of the sheet, even if only one figure is being
amended. Each drawing sheet submitted after the filing date of an application must be
labeled in the top margin as either “Replacement Sheet” or “New Sheet” pursuant to 37
CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will be
notified and informed of any required corrective action in the next Office action. The
objection to the drawings will not be held in abeyance.

13.  Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in
reply to the Office action to avoid abandonment of the application. Any amended
replacement drawing sheet should include all of the figures appearing on the immediate
prior version of the sheet, even if only one figure is being amended. The figure or figure

number of an amended drawing should not be labeled as “amended.” If a drawing figure
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is to be canceled, the appropriate figure must be removed from the replacement sheet,
and where necessary, the remaining figures must be renumbered and appropriate
changes made to the brief description of the several views of the drawings for
consistency. Additional replacement sheets may be necessary to show the renumbering
of the remaining figures. Each drawing sheet submitted after the filing date of an
application must be labeled in the top margin as either “Replacement Sheet” or “New
Sheet” pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner,
the applicant will be notified and informed of any required corrective action in the next
Office action. The objection to the drawings will not be held in abeyance.
Specification

14.  The specification is objected to as failing to provide proper antecedent basis for
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(0). Correction
of the following is required:
There is no antecedent basis in the specification for the following limitations recited in
claims 9 and 26:

loading a first portion capsule into an apparatus;

reading a first barcode with a barcode reader;

sealing the top side of the flange and/or the first foil lid against a seal of the

apparatus;

forming a first coffee beverage;

unloading a first or second portion capsule from the apparatus;

loading a second portion capsule into the apparatus;

reading a second barcode with a barcode reader;
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15.

16.

controlling a second production process of a second coffee beverage;
piercing a second foil lid;
sealing the top side of the flange and/or the second foil lid of the second portion
capsule against a seal of the apparatus;
forming a second coffee beverage;
Claim Objections
Claims 9 and 26 are objected to because of the following informalities:

Claim 9 contains roman numerals enclosed within parentheses. These roman

numerals are not seen to be reference characters. Similarly for claim 26 where the

claims contains roman numerals, Arabic numerals, and lower case letters in

parentheses which are not reference characters. Only reference characters should be

enclosed by parentheses so as to avoid confusion in the claims.

17.

18.

Appropriate correction is required.
Claim Rejections - 35 USC § 112

The following is a quotation of the first paragraph of 35 U.S.C. 112(a):

(a) IN GENERAL.—The specification shall contain a written description of the
invention, and of the manner and process of making and using it, in such full, clear, concise,
and exact terms as to enable any person skilled in the art to which it pertains, or with which it
is most nearly connected, to make and use the same, and shall set forth the best mode
contemplated by the inventor or joint inventor of carrying out the invention.

The following is a quotation of the first paragraph of pre-AlA 35 U.S.C. 112:

The specification shall contain a written description of the invention, and of the
manner and process of making and using it, in such full, clear, concise, and exact terms as to
enable any person skilled in the art to which it pertains, or with which it is most nearly
connected, to make and use the same, and shall set forth the best mode contemplated by the
inventor of carrying out his invention.
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19.  Claims 9 — 18 and 26 — 29 are rejected under 35 U.S.C. 112(a) or 35 U.S.C. 112
(pre-AlA), first paragraph, as failing to comply with the written description requirement.
The claim(s) contains subject matter which was not described in the specification in
such a way as to reasonably convey to one skilled in the relevant art that the inventor or
a joint inventor, or for pre-AlA the inventor(s), at the time the application was filed, had
possession of the claimed invention.

20.  Firstitis noted that whilst applicant’s disclosure infers a portion capsule would be
used for making a coffee beverage, no actual method steps for making a coffee
beverage are positively recited in the specification.

21.  Regarding claims 9 and 26, with respect to sealing the top side of the flange
and/or foil lid of a portion capsule applicant discloses only the edge region has a sealing
surface. There is no disclosure of sealing the (entire) top side of a flange and/or a first
foil lid or a second foil lid against the seal of the apparatus.

22. Regarding claim 9 and 26, there is no disclosure of piercing a second foil lid with
the mandrel in a region that is offset from a central axis of a second portion capsule.

23.  Regarding claim 26, there is no disclosure of unloading a first portion capsule
from the apparatus.

24. These new recitations are therefore seen to constitute an issue of new matter
and as such must be deleted from the claims.

25.  Claims 9 — 18 are rejected under 35 U.S.C. 112(a) or pre-AlA 35 U.S.C. 112, first
paragraph, as based on a disclosure which is not enabling. Claim 9 fails to unload the
first portion capsule from the apparatus, which is/are critical or essential to the practice

of the invention but not included in the claim(s). See In re Mayhew, 527 F.2d 1229, 188
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USPQ 356 (CCPA 1976). Unless the first portion capsule is unloaded from the
apparatus a second capsule would not be able to be inserted into the apparatus to
make a second coffee beverage.

26. Claims 10 — 18 and 27 — 29 are rejected by virtue of their dependence on a
rejected base claim.

27. The following is a quotation of 35 U.S.C. 112(b):

(b) CONCLUSION.—The specification shall conclude with one or more claims particularly
pointing out and distinctly claiming the subject matter which the inventor or a joint inventor
regards as the invention.

The following is a quotation of 35 U.S.C. 112 (pre-AlA), second paragraph:

The specification shall conclude with one or more claims particularly pointing out and distinctly
claiming the subject matter which the applicant regards as his invention.

28. Claims 9 — 18 and 26 — 29 are rejected under 35 U.S.C. 112(b) or 35 U.S.C. 112
(pre-AlA), second paragraph, as being indefinite for failing to particularly point out and
distinctly claim the subject matter which the inventor or a joint inventor, or for pre-AlA
the applicant regards as the invention.

29. Regarding claim 9, it is unclear how many coffee beverages are to be made. In
line 18 heated water is introduced into a first portion capsule but no completed coffee
beverage is recited as being formed. A second portion capsule is then loaded into the
apparatus and a coffee beverage is recited as being formed. As recited this would
mean that a single coffee beverage is formed by introducing heated water first into a
first portion capsule and then introducing heated water into a second portion capsule
however the claim recites the second portion capsule is “to form the second coffee

beverage”.
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30. Regarding claim 9, it is not clear how a second coffee beverage could be formed
without first forming a first coffee beverage which is to say there is no basis for the
formation of a second coffee beverage since a first coffee beverage is not recited as
having been formed.

31.  Regarding claim 9, it is unknown how a second portion capsule could be loaded
into the apparatus since the first portion capsule is not recited as being unloaded from
the apparatus.

32. Regarding claim 26, there is no antecedent basis in line 13 for the term “the first
foil lid”.

33. Regarding claim 26, there is no antecedent basis in line 31 for the term “the
second foil lid”.

34. With respect to the recitation of the term “a system” in claims 9 and 26, a single
claim which claims both an apparatus and the method steps of using the apparatus is
indefinite under 35 U.S.C. 112, second paragraph (MPEP 2173.05(p) Il).

35.  Such claims may also be rejected under 35 U.S.C. 101 based on the theory that
the claim is directed to neither a “process” nor a “machine,” but rather embraces or
overlaps two different statutory classes of invention set forth in 35 U.S.C. 101 which is
drafted so as to set forth the statutory classes of invention in the alternative only.

36. Claims 9 and 26 are indefinite because the meaning of system is not clear. It is
not clear what additional structural limitations the term “system” adds to the product.
This rejection can be overcome by deleting the term “system”. For example, the claims
could be amended to read “A method of using a portion capsule and an apparatus for

making a coffee beverage”.
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37. Claims 10 — 18 and 27 — 29 are rejected by virtue of their dependence on a
rejected base claim.

38. The following is a quotation of 35 U.S.C. 112(d):

(d) REFERENCE IN DEPENDENT FORMS.—Subiject to subsection (e), a claim in dependent
form shall contain a reference to a claim previously set forth and then specify a further
limitation of the subject matter claimed. A claim in dependent form shall be construed to
incorporate by reference all the limitations of the claim to which it refers.

The following is a quotation of pre-AlA 35 U.S.C. 112, fourth paragraph:

Subject to the following paragraph [i.e., the fifth paragraph of pre-AlA 35 U.S.C. 112], a claim
in dependent form shall contain a reference to a claim previously set forth and then specify a
further limitation of the subject matter claimed. A claim in dependent form shall be construed
to incorporate by reference all the limitations of the claim to which it refers.

39. Claims 11 and 12 are rejected under 35 U.S.C. 112(d) or pre-AlA 35 U.S.C. 112,
4th paragraph, as being of improper dependent form for failing to further limit the subject
matter of the claim upon which it depends, or for failing to include all the limitations of
the claim upon which it depends.
40. Claim 9 recites that the first foil lid and second foil lid would be pierced with a
mandrel which is to say that the first foil lid and the second foil lid are to be provided
with holes as recited in claim 11, therefore it is not seen that claim 11 further limits claim
9 from which it depends.
41.  Claim 12 is rejected by virtue of its dependence on a rejected base claim.
42.  Applicant may cancel the claim(s), amend the claim(s) to place the claim(s) in
proper dependent form, rewrite the claim(s) in independent form, or present a sufficient
showing that the dependent claim(s) complies with the statutory requirements.

Claim Rejections - 35 USC § 103
43. The following is a quotation of pre-AlA 35 U.S.C. 103(a) which forms the basis

for all obviousness rejections set forth in this Office action:
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(a) A patent may not be obtained though the invention is not identically disclosed or described
as set forth in section 102, if the differences between the subject matter sought to be patented
and the prior art are such that the subject matter as a whole would have been obvious at the
time the invention was made to a person having ordinary skill in the art to which said subject
matter pertains. Patentability shall not be negatived by the manner in which the invention was
made.

44.  The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148
USPQ 459 (1966), that are applied for establishing a background for determining
obviousness under pre-AlA 35 U.S.C. 103(a) are summarized as follows:

1. Determining the scope and contents of the prior art.

2. Ascertaining the differences between the prior art and the claims at issue.

3. Resolving the level of ordinary skill in the pertinent art.

4. Considering objective evidence present in the application indicating

obviousness or nonobviousness.

45. Claims 9 — 18 and 26 — 29 are rejected under pre-AlA 35 U.S.C. 103(a) as being
unpatentable over Kriiger US 2013/0129872.
46. Regarding claims 9 and 26 Krlger discloses a method of using an apparatus and
a portion capsule for making a coffee beverage which method comprises providing an
apparatus (coffee machine) including a barcode reader (detector 13) and which
apparatus is capable of suppling heated (hot) water (paragraph [0061] and [0063]). A
first portion capsule would be loaded (inserted) into the apparatus, which first portion
capsule includes a first foil lid (membrane, cover foil) sealed to a base element (2)
having a cavity within which a powdered coffee material is located (paragraph [0023]).
The cavity includes a central portion, and a plurality of ribs (grooves 15) that are (i)

radially spaced, (ii) vertically oriented, and (iii) configured to extend toward the central

portion of the cavity (paragraph [0083] and fig. 19 and 22). The base element includes

a circumferential flange (17) having a top side and a bottom side with a first barcode

located on the bottom side (attached to the base element’s edge region) (fig. 2).
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47.  In order to make the coffee beverage the first barcode (identifier) would have to
be read with the barcode reader (13) (paragraph [0063]) which would then control a

production process of a first coffee beverage based upon the reading of the first

barcode (paragraph [0015]). The first foil lid would be pierced with a mandrel (29) of the

apparatus in a region that is offset from a central axis of the first portion capsule (fig. 16)

which would seal the top side of the flange and/or the first foil lid against a seal (21) of

the apparatus and heated water would be introduced into the first portion capsule

through a water inlet (28) of the apparatus that is arranged along the central axis of the

portion capsule (paragraph [0077]) after which the first portion capsule would have to be

unloaded from the apparatus or the apparatus could not be used to make other coffee

beverages.

48.  With respect to the loading of a second portion capsule into the apparatus and
the repetition of the same steps that were performed to make said first beverage to
make a second coffee beverage, once it was known to perform the claimed steps to
make the first coffee beverage it is not seen that patentability would be predicated on
the repetition of the same steps to make a second, third, fourth, or an even an infinite
number of said beverages absent strong and compelling evidence that a new and
unexpected result would be produced. Stated somewhat differently it would have been
obvious to not just the ordinarily skilled artisan but to anyone who knows how to use the
apparatus and capsule to make a coffee beverage to use said capsule and apparatus
taught by Krlger to make as many of said beverages as they would like. Regarding the
second barcode being different from the first barcode to control a second, i.e. different

process, obviously different coffee beverages such as espresso, filter coffee, and Café
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Americano would require different production processes and different barcodes to
control those production processes and the particular coffee beverage one would
choose to make would have also been a matter of personal taste.

49. Regarding claim 10, Krliger discloses the base element of the portion capsule
would be provided with a beverage raw material and then the base element would be
sealed by a membrane. Whilst Krliger discloses that “additionally the cavity could
contain one or several built-in elements such as, for example a filter’ the phrase
“additionally the cavity could contain” makes it obvious that such built-in elements would
be optional and the basic design is for the portion capsules, first and/or second to be
free of a filter (paragraph [0006]).

50. Claim 11 is rejected for the same reasons given above in the rejection of claim 9.
51. Regarding claim 12, Krliger discloses the introducing steps include inducing
turbulent flow (turbulence) of the heated water by the ribs (paragraph [0022]).

52. Regarding claims 13, 14, 15, and 17, Krlger discloses the read barcode
(detected identifier) would be compared to a stored reference and the apparatus would
be activated, in particular the water- providing pressure pump, if the read barcode
matches the stored reference (paragraph [0007]).

53. Regarding claims 16 and 18, Kriiger discloses the barcode reader (detection
system) would be placed in a media chute of the apparatus (paragraph [0007]).

54. Regarding claim 27, Kriiger discloses the production conditions would include
pressure, temperature, and/or an amount of the heated water (paragraph [0015]). With
respect to the production conditions associated with the first barcode being different

from the production conditions associated with the second barcode, the particular coffee
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beverage one would choose to make and enjoy would have been a matter of personal
taste, which is to say that obviously different coffee beverages such as espresso, filter
coffee, and Café Americano would require different production processes and different
barcodes to control those production processes.

55. Regarding claim 28, Krliger discloses the mandrel would have a chamfered distal
tip (fig. 16).

56. Regarding claim 29, Krliger discloses one or both of the introducing steps would
include inducing laminar flow of the heated water by the ribs (paragraph [0022]).

57. Claims 9-11, 13-15, 17, 26 — 29 rejected under pre-AlA 35 U.S.C. 103(a) as
being unpatentable over Schifferle US 2005/0150391 in view of Jarisch et al. US
2013/0064937, Sweeney et al. US 2002/0020659, Boyd et al. US 2002/0048621, and
Rossi WO 2010/099806.

58.  Schifferle discloses a method for making coffee by providing an apparatus a bar
code reader and supply of heated water (fig. 1, reference sign 28 and 3 paragraph
[0019]), loading a capsule into the apparatus (fig. 1 and 2, reference sign 20), the
capsule including a lid sealed to a base element having a cavity holding coffee powder
(fig. 1, reference sign 21, paragraph [0016]), the capsule having a circumferential flange
(fig. 1, reference signs 20 and 21), the barcode located just below the flange on the side
of the base element (fig. 1, reference sign 27), reading the barcode with the reader
(paragraph [0019]), controlling the coffee process according to the read barcode
(paragraph [0019], [0021]), piercing the lid (Figure 2, reference sign 13), introducing
heated water into the capsule along the central axis (paragraph [0021] — [0023], fig. 2),

putting holes in the lid (paragraph [0023]), controlling a production condition such as
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water amount (paragraph [0019]), a longitudinally extending mandrel with a chamfered
or angled distal tip (fig. 1, reference sign 13), and a water pump connected to the
controller (fig. 1, reference signs 2 and 7). Schifferle further shows the lid would be
sealed against a seal of the apparatus (fig. 2).

59.  Schifferle does not explicitly recite a foil lid, vertical ribs, the barcode located on
the flange bottom (claim 9), comparing the barcode with a stored reference (claim 13),
activating the machine or water pump if there is a match (claims 14, 15 and 17), the
capsule being free of a filter (claim 10), and use of a second capsule (claims 9 and 26).
60. Nevertheless it would have been obvious to one of ordinary skill in the art to use
the capsule and apparatus of Schifferle for a second capsule since the apparatus of
Schifferle was not a disposable apparatus to be discarded after a single use, since
Schifferle taught using different types of capsules and beverages, since coffee capsules
were commonly only used once before being discarded, and since brewing a second
serving coffee with a second capsule would have enabled more people to enjoy the
coffee of Schifferle.

61.  Sweeney discloses a method for making coffee by use of a capsule with vertical
ribs which extend inwardly (‘659, fig. 1 and 5, reference sign 20, paragraph [0014]), and
the capsule closed by a foil lid sealed to a flange top surface (‘659, fig. 1 and 2,
reference sign 16 and 22, paragraph [0055]).

62. It would have been obvious to one of ordinary skill in the art to incorporate the
claimed foil lid and vertical ribs into the invention of Schifferle, in view of Sweeney, since
both are directed to methods of making coffee, since Schifferle has already included a

capsule and lid, since coffee capsules commonly included vertical ribs and a foil lid as
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shown by Sweeney ('659, fig. 1, reference sign 20; paragraph [0055]), since Schifferle
already taught using elevated pressure during brewing (‘391, paragraph [0026]), since
the vertical ribs were used to reinforce and strengthen the capsule as taught by
Sweeney (‘659, paragraph [0014]), and since these changes would have been made
during the course of normal experimentation and optimization due to factors such as the
type of coffee brewing, the expected pressure, and the materials used for the capsule
and lid.

63.  Jarisch discloses that it was well established to place barcodes (small rectangles
65) on the bottom side of the flange of a portion capsule (fig. 2 and 3), that the location
of the barcode would be relevant to the location of the barcode reader and the
arrangement of said barcode on the portion capsule provides an improved way to
identify the capsule within an apparatus (beverage production machine) to ensure
reliable and convenient retrieval of information so as to adjust the working parameters
of the apparatus (paragraph [0014]) and therefore one would be motivated to modify
Schifferle in view of Sweeney and place the barcode on the flange as taught by Jarisch.
64. With respect to the claimed placement of a barcode as being located on the
“bottom” side of a circumferential flange, it is The Office’s position that applicant’s figure
2 clearly shows the position of the barcode reader (13) when it would read the barcode
and where the barcode would be located on the circumferential flange and figure 14
further shows the location of the barcode in a view from the membrane side which is
also as also shown in figure 2. Therefore it is seem that these views show what would
be the bottom side of the flange and the location of the barcode thereon as determined

from applicant’s figures and specification.
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65. In the event that applicant differs in this interpretation of the claimed barcode
location then Jarisch discloses a method for making coffee by reading a code (70)
located on the flange bottom (‘937, fig. 4, reference signs 62 and 72) and the capsule
sealed by a foil lid (‘937, paragraph [0036]).

66. Boyd discloses a method for making coffee by use of a capsule with a barcode
on its flange (621, fig. 2, reference signs 10 and 30).

67. Rossi discloses a method for making coffee by providing a capsule with barcodes
on its bottom surface (‘806, fig. 1, reference signs 2, 4, and 5), an absence of a filter
(808, fig. 1), a barcode reader below the capsule (‘806, fig. 1, reference sign 7), the
control unit comparing the barcode with pre-stored data (‘806, page 9, lines 19-26), and
only activating the machine if the barcode is recognized (‘806, page 11, lines 1 — 6, fig.
1, reference signs 8 — 10).

68. It further would have been obvious to one of ordinary skill in the art to incorporate
the claimed barcode on the flange bottom into the invention of Schifferle, in view of
Jarisch, Boyd, and Rossi, since all are directed to methods of making coffee, since
Schifferle already included a barcode below the flange in a sheltered area of the
capsule (‘391, fig. 1, reference sign 27), since coffee capsules commonly included a
barcode located on the flange surface as shown by Boyd (‘621, fig. 2, reference sign
30), since coffee capsules commonly included a code on the flange bottom as shown by
Jarisch (‘937, fig. 4, reference sign 72), since coffee capsules commonly included
barcodes on the bottom surface as shown by Rossi (‘806, fig. 1, reference signs 4 and
5), since the flange bottom area of Schifferle was also a sheltered area of the capsule

where the barcode would be less likely to be smudged or damaged as compared to the
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capsule bottom or sidewall, since coffee machines commonly included barcode readers
positioned below the capsules as shown by Rossi (‘806, fig. 1, reference sign 7), since
barcode readers placed below the capsules were also capable of reading the flange
bottom areas, and since placing plural barcodes in different locations on the capsule
would have further ensured that the capsule of Schifferle could be easily recognized
and used for brewing even if one or more of the barcodes became smudged or
damaged.

69. It further would have been obvious to one of ordinary skill in the art to incorporate
the claimed activation and comparing steps, and absence of a filter, into the invention of
Schifferle, in view of Jarisch, Boyd, and Rossi, since all are directed to methods of
making coffee, since Schifferle already included a water pump connected to the
controller and barcode reader (‘391, fig. 1, reference signs 2, 7, and 28) and controlling
a production condition such as water amount (‘391, paragraph [0019]), since coffee
capsules often did not include a filter as shown by Rossi, since Schifferle discloses
using capsules for making espresso, since hot beverages such as instant coffee and hot
chocolate commonly did not require a filter, since coffee apparatuses commonly
included a controller comparing a barcode with pre-stored data (‘806, page 9, lines 19-
26) as shown by Rossi, and since these modifications of Schifferle would have further
ensured that the coffee was brewed under acceptable conditions.

70.  As set forth above it is seen that Schifferle, in view of Jarisch, Boyd, and Rossi
disclose the lid would be pierced by a mandrel. It is further seen that Schifferle, in view

of Jarisch, Boyd, and Rossi disclose the lid would be pierced in a region that is offset
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from a central axis of the capsule by disclosing that small openings would be need to be
provided in the lid in order for the lid to be pervious to liquid ('937, paragraph [0037]).
71.  Regarding claim 29, since Schifferle, in view of Jarisch, Boyd, and Rossi have
taught the portion capsule as claimed it would be expected that the introducing steps
would induce laminar flow of the heated water by the ribs.

72.  Claim 12 s rejected under pre-AlA 35 U.S.C. 103(a) as being unpatentable over
Schifferle US 2005/0150391 in view of Jarisch et al. US 2013/0064937 in view of
Sweeney et al. US 2002/0020659 in view of Boyd et al. US 2002/0048621 in view of
Rossi WO 2010/099806 in view of Rubino EP 1 849 718.

73.  Schifferle, Jarisch, Sweeney, Boyd, and Rossi disclose the abovementioned
concepts. Schifferle, Jarisch, Sweeney, Boyd, and Rossi do not explicitly recite the ribs
inducing turbulent flow (claim 12). Rubino discloses a method for making coffee by use
of a capsule with vertical ribs (‘'718, fig. 8, reference sign 50) which provide optimal
conveyance of the water through the capsule (‘718, paragraph [0019] and [0004]). It
would have been obvious to the ordinarily skilled artisan to incorporate the claimed
turbulent flow into the invention of Schifferle, in view of Jarisch, Sweeney, Boyd,
Rubino, and Rossi, since all are directed to methods of making coffee, since Schifferle
already included a capsule with sidewalls (‘391, fig. 1, reference sign 20) as well as
controlling the water flow velocity and flow rate with the pump and controller (‘391, fig. 1,
reference signs 2 and 7), since coffee capsules commonly included vertical ribs which
extend inwardly and reinforce the sidewalls (‘659, fig. 1 and 5, reference sign 20;
paragraph [0014]), since coffee capsules commonly included vertical ribs to optimize

flow conditions within the capsule as shown by Rubino (718, paragraph [0019] and
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[0004], fig. 8, reference sign 50), and since turbulent flow within the capsule would
better ensure that the water was able to contact all of the coffee material within the
capsule of Schifferle and thus provide more effective brewing.

74. Claims 16 and 18 are rejected under pre-AlA 35 U.S.C. 103(a) as being
unpatentable over Schifferle US 2005/0150391 in view of Jarisch et al. US
2013/0064937 in view of Sweeney et al. US 2002/0020659 in view of Boyd et al. US
2002/0048621 in view of Rossi WO 2010/099806, and further in view of Mahlich US
2004/0089158.

75. Regarding claims 16 and 18 it is seen that Schifferle, Jarisch, Sweeney, Boyd,
and Rossi disclose the barcode reader would be placed within the media chute of the
apparatus (‘937, fig. 2 and 3). In the event that claims 16 and 18 can be construed as
differing from Schifferle, Jarisch, Sweeney, Boyd, and Rossi in reciting the barcode
reader would be placed in a media chute Mahlich discloses a method for making coffee
by use of a barcode reader below a media chute holding the capsules (fig.’158, 3,
reference signs 27, 1, and 12). It would have been obvious to the ordinarily skilled
artisan to incorporate the claimed media chute reader into the invention of Schifferle, in
view of Jarisch, Sweeney, Boyd, Rossi, and Mabhlich, since all are directed to methods
of making coffee, since Schifferle already included a barcode reader, since coffee
apparatuses commonly included a barcode reader located below a media chute as
shown by Mabhlich (‘158, fig. 3, reference signs 27, 1, and 12), since this would have
enabled the capsule to be automatically scanned and read before placement in the
brew chamber of Schifferle and thus provided faster and more accurate brewing without

the need for manual reading of the barcode.
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Response to Arguments
76.  Applicant's arguments filed 23 January 2020 have been fully and carefully
considered but they are not found persuasive.
77.  Applicant urges that Jarisch is not prior art asserting that applicant is entitled to a
priority date of 22 July 2010. This urging is not deemed persuasive.
78.  The current application must be an application for a patent for an invention which
is also disclosed in the prior applications, foreign or domestic. The disclosure of the
invention in the parent application and in the later-filed application must be sufficient to
comply with the requirements of 35 U.S.C. 112(a) or the first paragraph of pre-AlA 35
uU.sS.C. 112
79.  As set forth above after a careful review of applicant’s recently submitted foreign
priority document translations applications No. DE 1 2310 031 888.0, DE 14 2010 044
251.8, and DE 10 2011 010 534 4, as well as US Applications 15/646980, 15/211823,
and 13/744623 it is seen that the priority documents fail to provide adequate support or
enablement in the manner provided by 35 U.S.C. 112(a) or pre-AlA 35 U.S.C. 112, first
paragraph for one or more claims of this application due to the significant amount of
disclosure presented in the claims but not found in the previous applications to which
applicant claims benefit therefore applicant’s priority claim is denied.
80.  Further, whilst the application repeats a substantial portion of applicant’s prior
applications No. 15/646980, 15/211823, and 13/744623, by way of the claims the
application adds significant disclosure not presented in the prior applications to the
extent that this application cannot be seen to constitute a divisional application as filed

but should constitute a continuation-in-part of the prior application and not a divisional
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application. This is to say that any limitations in the claims not found in the priority
documents would only receive benefit of the filing date of the instant application.
Conclusion
81.  Any inquiry concerning this communication or earlier communications from the
examiner should be directed to CHAIM A SMITH whose telephone number is (571)270-
7369. The examiner can normally be reached on Monday-Thursday 09:00-18:00.
82. Examiner interviews are available via telephone, in-person, and video
conferencing using a USPTO supplied web-based collaboration tool. To schedule an
interview, applicant is encouraged to telephone the Examiner.
83. If attempts to reach the examiner by telephone are unsuccessful, the examiner’'s
supervisor, Erik Kashnikow can be reached on (571) 270-3475. The fax phone number
for the organization where this application or proceeding is assigned is 571-273-8300.
84. Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see https://ppair-
my.uspto.gov/pair/PrivatePair. Should you have questions on access to the Private
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free).
If you would like assistance from a USPTO Customer Service Representative or access
to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-

272-1000.
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/C.S./

Chaim Smith

Examiner, Art Unit 1792
12 April 2020

/ERIK KASHNIKOW/
Supervisory Patent Examiner, Art Unit 1792
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Remarks

In the Office Action dated November 08, 2019, claims 9-28 were rejected.

Claim Amendments

By way of the foregoing amendments and the markings to show changes Applicant has
amended the claims. No new matter has been added.

The foregoing amendments are taken in the interest of expediting prosecution and there is no
intention of surrendering any range of equivalents to which Applicant would otherwise be entitled
in view of the prior art.

Further, by the present amendment, it does not follow that the amended claims have
become so perfect in their description that no one could devise an equivalent. After amendment,
as before, limitations in the ability to describe the present invention in language in the patent claims
naturally prevent the Applicant from capturing every nuance of the invention or describing with
complete precision the range of its novelty or every possible equivalent. Accordingly, the
foregoing amendments are made specifically in the interest of expediting prosecution and there is no

intention of surrendering any range of equivalents to which Applicant would otherwise be entitled.

Claim Objections

The claims are objected to for reasons alleged on page 2 of the office action. Applicant has
renumbered the claims to correct this typographical error. The objection is believed to be overcome

and now moot.

Priority Applications
Applicant includes herewith certified English language translations of the priority

applications.

Specification Objection
The disclosure is objected to because the first sentence of the specification does not include

a status of the parent applications. Applicant includes herewith an amendment to the specification

to delete the entire paragraph [0001] of the specification. MPEP 608.01(a) states, [t]he order of

arrangement of specification elements as set forth in 37 CFR 1.77(b) is preferable (e.g., not

required). Moreover, because information relating to the status of related applications is provided

9
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in the Application Data Sheet that was filed with this application, Applicant submits also including
this information in the specification is cumulative. Accordingly, Applicant requests the specification

amendment be entered and the specification objection be withdrawn.

Claim Rejections — 35 USC 112
1. Claims 10 and 19 are rejected under 35 USC 112(a) or 35 USC 112(pre-AlA), first

paragraph, as allegedly failing to comply with the enablement requirement for the reasons alleged
on page 3 of the office action. This rejection is respectfully traversed.

Applicant submits one having ordinary skill in the art understands that there may be several
ways in which a capsule may function without a filter. For example, paragraph [00058] discloses:
“During this process the raw material i3 extracted or dissolved and therefore the beverage is
produced.” Accordingly, Applicant submits the elements of clairus 10 and 19 comply with the

enablement requirement. Applicant requests this rejection be withdrawrn.

2. Claims 10 and 19 are rejected under 35 USC 112(a) or 35 USC 112(pre-AlA), first
paragraph, as allegedly failing to comply with the written description requirement. This rejection
is respectfully traversed.

The Office Action alleges the limitations in claims 10 and 19 concerning the portion
capsule is free of a filter are not disclosed in the specification. Applicant disagrees, and submits
this limitation is found throughout Applicant’s patent application. For example, this limitation is
supported at least in the 3™ sentence of paragraph {0074}, “It is provided that the base clerment

contains the raw material and, if pecessary, build-in elements like a filter” {emphasiz added), and

also in the 7% sentence of paragraph [0002], “Additionally the cavity goudd contain one or several
buiit-in clements, such as, for example a filter” {emphasis added). Accordingly, Applicant submits
the elements of claims 10 and 19 comply with the written description requirement. Applicant

requieats this rejection be withdrawn.

2. Claims 9-28 are rejected under 35 USC 112(b) or 35 USC 112(pre-AIA), second paragraph,
as being indefinite for the reasons alleged on 4-5 of the office action. This rejection is respectfully

traversed.

10
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Applicant has amended the claims in the interest of expediting prosecution in a manner that
is believed to be sufficient to overcome and render this rejection moot. Accordingly, Applicant

requests this rejection be withdrawn

Claim Rejections — 35 USC 103

1. Claims 9-11, 13-15, 17, 19-23, and 26-28 are rejected under pre-AIA 35 USC 103(a) as
allegedly being unpatentable over “Schifferle” (US 2005/0150391A1) in view of “Jarisch” (US
2013/0064937A1), “Sweeney” (US 2002/0020659A1), “Boyd” (US 2002/0048621A1), and “WO
2010/099806A1). This rejection is respectfully traversed.

Claims 9 and 26

The Office Action cites Jarisch for its alleged teaching of “a method of making coffee by
reading a code located on the flange bottom” (Office Action, page 7). Without conceding the
validity of this alleged teaching in Jarisch, Applicant submits Jarisch is not prior art to Applicant’s
pending application. Applicant is entitled to a priority date of July 22, 2010, which is earlier than
the Jarisch priority date. Accordingly, Jarisch is not prior art to this pending application.
Accordingly, Applicant respectfully requests the rejection of claims 9 and 26 be withdrawn.
Applicant requests claims 9 and 26 and all claims depending from these independent claims be

allowed.

2. Claims 12 and 24-25 are rejected under pre-AIA 35 USC 103(a) as allegedly being
unpatentable over “Schifferle” (US 2005/0150391 A1) in view of “Jarisch” (US 2013/0064937A1),
“Sweeney” (US 2002/0020659A1), “Boyd” (US 2002/0048621A1), and “WO 2010/099806A1),
and further in view of “EP 1849718A1”. This rejection is respectfully traversed.

Without conceding the validity of this rejection, Applicant submits claim 12 is allowable
for at least its dependence on claim 9, which is believed to be allowable for the reasons mentioned

above. Claims 24-25 are cancelled; thus, the rejection of these claims is moot.

3. Claims 16, 18 are rejected under pre-AIA 35 USC 103(a) as allegedly being unpatentable
over “Schifferle” (US 2005/0150391A1) in view of “Jarisch” (US 2013/0064937A1), “Sweeney”
(US 2002/0020659A1), “Boyd” (US 2002/0048621A1), and “WO 2010/099806A1), and further

in view of “Mahlich”. This rejection is respectfully traversed.

11
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Without conceding the validity of this rejection, Applicant submits claims 16 and 18 are
allowable for at least their dependence on claim 9, which is believed to be allowable for the reasons

mentioned above.

Double Patenting

Claims 9-28 are provisionally rejected on the ground of non-statutory double patenting as
allegedly being unpatentable over the claims of co-pending application no. 16/438,818 in view of
“Schifferle” and “Sweeney”. This rejection is respectfully traversed. Without conceding the
validity of this rejection, Applicant has amended the claims to be further patentably distinct from
the aforementioned co-pending application. Accordingly, Applicant submits the alleged double

patenting rejection is moot, and Applicant requests it be withdrawn.

12

K-FEE SYSTEM GMBH, EX2006, page 48
NESPRESSO USA, INC. v. K-FEE SYSTEM GMBH
IPR2023-00502, U.S. PATENT 10,994,923



CONCLUSIONS

In view of Applicant’s amendments and remarks, the Examiner’s rejections are believed to
be rendered moot. Accordingly, Applicant submits that the present application is in condition for
allowance and requests that the Examiner pass the case to issue at the earliest convenience. Should
the Examiner have any questions or wish to further discuss this application, Applicant requests that
the Examiner contact the undersigned at (248) 292-2920.

If for some reason Applicant has not requested a sufficient extension and/or has not paid a
sufficient fee for this response and/or for the extension necessary to prevent the abandonment of this
application, please consider this as a request for an extension for the required time period and/or

authorization to charge our Deposit Account No. 50-1097 for any fee which may be due.

Respectfully submitted,

Date: January 23. 2020 /Paul J. Palinski/
Paul J. Palinski

Reg. No. 71,080

Attorney for Applicant

The Dobrusin Law Firm, P.C.

29 W. Lawrence Street - Suite 210
Pontiac, MI 48342

(248) 292-2920

Customer No. 25215
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DETAILED ACTION
Notice of Pre-AlA or AIA Status
The present application is being examined under the pre-AlA first to invent provisions.
Claim Objections
1. The numbering of claims is not in accordance with 37 CFR 1.126 which requires the
original numbering of the claims to be preserved throughout the prosecution. When claims are
canceled, the remaining claims must not be renumbered. When new claims are presented,
they must be numbered consecutively beginning with the number next following the highest
numbered claims previously presented (whether entered or not).
Misnumbered claims 26-27 been renumbered as 27-28. For examination purposes, it

will also be assumed that both claims 27-28 should depend from claim 26.

Priority
2. Acknowledgment is made of applicant's claim for foreign priority based on applications
filed in Germany on 2/7/11, 7/22/10, and 9/2/10. It is noted, however, that applicant has not
filed a certified translation of these applications as required by 37 CFR 1.55. A translation of
said applications has not been made of record in accordance with 37 CFR 1.55. See MPEP §§

215 and 216.

Specification
3. The disclosure is objected to because of the following informalities: the first sentence of

the specification should include the status of the parent applications.
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Appropriate correction is required.

Claim Rejections - 35 USC § 112

4, The following is a quotation of the first paragraph of 35 U.S.C. 112(a):

(a) IN GENERAL.—The specification shall contain a written description of the invention, and
of the manner and process of making and using it, in such full, clear, concise, and exact terms as to
enable any person skilled in the art to which it pertains, or with which it is most nearly connected, to
make and use the same, and shall set forth the best mode contemplated by the inventor or joint
inventor of carrying out the invention.

The following is a quotation of the first paragraph of pre-AlA 35 U.S.C. 112:

The specification shall contain a written description of the invention, and of the manner and
process of making and using it, in such full, clear, concise, and exact terms as to enable any person
skilled in the art to which it pertains, or with which it is most nearly connected, to make and use the
same, and shall set forth the best mode contemplated by the inventor of carrying out his invention.

5. Claims 10, 19 are rejected under 35 U.S.C. 112(a) or 35 U.S.C. 112 (pre-AlA), first
paragraph, as failing to comply with the enablement requirement. The claim(s) contains
subject matter which was not described in the specification in such a way as to enable one
skilled in the art to which it pertains, or with which it is most nearly connected, to make and/or
use the invention. Claims 10 and 19 recite “the portion capsule is free of a filter”. It is not clear
how an infusion capsule would function without some sort of filter device to retain the coffee
material.

6. Claims 10, 19 are rejected under 35 U.S.C. 112(a) or 35 U.S.C. 112 (pre-AlA), first
paragraph, as failing to comply with the written description requirement. The claim(s) contains
subject matter which was not described in the specification in such a way as to reasonably

convey to one skilled in the relevant art that the inventor or a joint inventor, or for pre-AlA the
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inventor(s), at the time the application was filed, had possession of the claimed invention.
Claims 10 and 19 recite “the portion capsule is free of a filter”. The application does not appear

to disclose this concept.

7. The following is a quotation of 35 U.S.C. 112(b):

(b) CONCLUSION.—The specification shall conclude with one or more claims particularly pointing out
and distinctly claiming the subject matter which the inventor or a joint inventor regards as the
invention.

The following is a quotation of 35 U.S.C. 112 (pre-AlA), second paragraph:

The specification shall conclude with one or more claims particularly pointing out and distinctly
claiming the subject matter which the applicant regards as his invention.

8. Claims 9-28 are rejected under 35 U.S.C. 112(b) or 35 U.S.C. 112 (pre-AlA), second
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject
matter which the inventor or a joint inventor, or for pre-AlA the applicant regards as the
invention.

9. Claim 9, lines 6-7 both recite “a base element” and “a cavity”. It is not clear if there are
two base elements and cavities, or just one.

10. Claim 19, lines 5 and 7 both recite “a cavity”. It is not clear if there are two cavities, or
just one.

11. Claim 19 recites the limitation "the barcode reader". There is insufficient antecedent
basis for this limitation in the claim. It is not clear if this is the same element as the “detector”,
or not.

12. Claim 20 recites “an amount of water”. It is not clear if this is the same as the “heated

water’ of parent claim 19, or not.
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13. Claim 26, lines 5 and 6 both recite “a cavity”. It is not clear if there are two cavities, or
just one.
14. Claim 26 recites the limitation "the barcode reader". There is insufficient antecedent

basis for this limitation in the claim. It is not clear if this is the same element as the “detector”,
or not.

15. Claim 26 does not include an unloading step for the first capsule. It is not clear if the
apparatus must be capable of holding two capsules simultaneously, or not.

16. Claims 27-28 were misnumbered as claims 26-27, and claim 27 depends from claim 25.

It is not clear if claim 27 should depend from claim 26 or not.

Claim Rejections - 35 USC § 103
17. The following is a quotation of pre-AlA 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102, if the differences between the subject matter sought to be patented and the
prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

18. Claims 9-11, 13-15, 17, 19-23, 26-28 rejected under pre-AlA 35 U.S.C. 103(a) as being
unpatentable over Schifferle [US 2005/0150391A1] in view of Jarisch et al [US
2013/0064937A1], Sweeney et al [US 2002/0020659A1], Boyd et al [US 2002/0048621A1], and
WO 2010/099806A1.

Schifferle teaches a method for making coffee by providing an apparatus a bar code
reader and supply of heated water (Figure 1, #28, 3; paragraph 0019), loading a capsule into the

apparatus (Figure 1-2, #20), the capsule including a lid sealed to a base element having a cavity
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holding coffee powder (Figure 1, #21; paragraph 0016), the capsule having a circumferential
flange (Figure 1, #20-21), the barcode located just below the flange on the side of the base
element (Figure 1, #27), reading the barcode with the reader (paragraph 0019), controlling the
coffee process according to the read barcode (paragraph 0019, 0021), piercing the lid (Figure 2,
#13), introducing heated water into the capsule (paragraph 0021-0023), putting holes in the lid
(paragraph 0023), controlling a production condition such as water amount (paragraph 0019), a
longitudinally extending mandrel with a chamfered or angled distal tip (Figure 1, #13), and a
water pump connected to the controller (Figure 1, #2, 7).

Schifferle does not explicitly recite a foil lid, vertical ribs, the barcode located on the
flange bottom (claim 9, 19), comparing the barcode with a stored reference (claim 13),
activating the machine or water pump if there is a match (claim 14-15, 17), the capsule being
filter free (claim 10, 19), and use of a second capsule (claim 26).

It would have been obvious to one of ordinary skill in the art to use the system of
Schifferle for a second capsule since the apparatus of Schifferle was not a disposable system to
be discarded after a single use, since Schifferle taught using different types of capsules and
beverages, since coffee capsules were commonly only used once before being discarded, and
since brewing a second serving coffee with a second capsule would have enabled more people
to enjoy the coffee of Schifferle.

Sweeney et al teach a method for making coffee by use of a capsule with vertical ribs
which extend inwardly (Figure 1 & 5, #20; paragraph 0014), and the capsule closed by a foil lid

sealed to a flange top surface (Figure 1-2, #16, 22; paragraph 0055).
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It would have been obvious to one of ordinary skill in the art to incorporate the claimed
foil lid and vertical ribs into the invention of Schifferle, in view of Sweeney et al, since both are
directed to methods of making coffee, since Schifferle already included a capsule and lid, since
coffee capsules commonly included vertical ribs and a foil lid as sown by Sweeney et al (Figure
1, #20; paragraph 0055), since Schefferle already taught using elevated pressure during brewing
(paragraph 0026), since the vertical ribs were used to reinforce and strengthen the capsule as
taught by Sweeney et al (paragraph 0014), and since these changes would have been made
during the course of normal experimentation and optimization due to factors such as the type
of coffee brewing, the expected pressure, and the materials used for the capsule and lid.

Jarisch et al teach a method for making coffee by reading a code located on the flange
bottom (Figure 4, #62, 72) and the capsule sealed by a foil lid (paragraph 0036).

Boyd et al teach a method for making coffee by use of a capsule with a barcode on its
flange (Figure 2, #10, 30).

WO 2010/099806A1 teach a method for making coffee by providing a capsule with
barcodes on its bottom surface (Figure 1, #2, 4-5), an absence of a filter (Figure 1), a barcode
reader below the capsule (Figure 1, #7), the control unit comparing the barcode with pre-stored
data (page 9, lines 19-26), and only activating the machine if the barcode is recognized (page
11, lines 1-6; Figure 1, #8-10).

It further would have been obvious to one of ordinary skill in the art to incorporate the
claimed barcode on the flange bottom into the invention of Schifferle, in view of Jarisch et al,
Boyd et al, and WO 2010/099806A1, since all are directed to methods of making coffee, since

Schifferle already included a barcode below the flange in a sheltered area of the capsule (Figure
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1, #27), since coffee capsules commonly included a barcode located on the flange surface as
shown by Boyd et al (Figure 2, #30), since coffee capsules commonly included a code on the
flange bottom as shown by Jarisch et al (Figure 4, #72), since coffee capsules commonly
included barcodes on the bottom surface as shown by WO 2010/099806A1 (Figure 1, #4-5),
since the flange bottom area of Schifferle was also a sheltered area of the capsule where the
barcode would be less likely to be smudged or damaged as compared to the capsule bottom or
sidewall, since coffee machines commonly included barcode readers positioned below the
capsules as shown by WO 2010/099806A1 (Figure 1, #7), since barcode readers placed below
the capsules were also capable of reading the flange bottom areas, and since placing plural
barcodes in different locations on the capsule would have further ensured that the capsule of
Schifferle could be easily recognized and used for brewing even if one or more of the barcodes
became smudged or damaged.

It further would have been obvious to one of ordinary skill in the art to incorporate the
claimed activation and comparing steps, and absence of a filter, into the invention of Schifferle,
in view of Jarisch et al, Boyd et al, and WO 2010/099806A1, since all are directed to methods of
making coffee, since Schifferle already included a water pump connected to the controller and
barcode reader (Figure 1, #2, 7, 28) and controlling a production condition such as water
amount (paragraph 0019), since coffee capsules often did not include a filter as shown by WO
2010/099806A1, since Schifferle taught using capsules for making espresso, since hot
beverages such as instant coffee and hot chocolate commonly did not require a filter, since

coffee systems commonly included a controller comparing a barcode with pre-stored data
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(page 9, lines 19-26) as shown by WO 2010/099806A1, and since these modifications of
Schifferle would have further ensured that the coffee was brewed under acceptable conditions.
19. Claims 12, 24-25 are rejected under pre-AIA 35 U.S.C. 103(a) as being unpatentable over
Schifferle, in view of Jarisch et al, Sweeney et al, Boyd et al, and WO 2010/099806A1, as applied
above, and further in view of EP 1849718A1.

Schifferle, Jarisch et al, Sweeney et al, Boyd et al, and WO 2010/099806A1 teach the
abovementioned concepts. Schifferle, Jarisch et al, Sweeney et al, Boyd et al, and WO
2010/099806A1 do not explicitly recite the ribs inducing turbulent flow (claim 12, 24). EP
1849718A1 teaches a method for making coffee by use of a capsule with vertical ribs (Figure 8,
#50) which provide optimal conveyance of the water through the capsule (paragraph 0019,
0004). It would have been obvious to one of ordinary skill in the art to incorporate the claimed
turbulent flow into the invention of Schifferle, in view of Jarisch et al, Sweeney et al, Boyd et al,
EP 1849718A1, and WO 2010/099806A1, since all are directed to methods of making coffee,
since Schifferle already included a capsule with sidewalls (Figure 1, #20) as well as controlling
the water flow velocity and flow rate with the pump and controller (Figure 1, #2, 7), since
coffee capsules commonly included vertical ribs which extend inwardly and reinforce the
sidewalls (Figure 1 & 5, #20; paragraph 0014), since coffee capsules commonly included vertical
ribs to optimize flow conditions within the capsule as shown by EP 1849718A1 (paragraph 0019,
0004; Figure 8, #50), and since turbulent flow within the capsule would better ensure that the
water was able to contact all of the coffee material within the capsule of Schifferle and thus

provide more effective brewing.
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20. Claims 16, 18 are rejected under pre-AlA 35 U.S.C. 103(a) as being unpatentable over
Schifferle, in view of Jarisch et al, Sweeney et al, Boyd et al, and WO 2010/099806A1, as applied
above, and further in view of Mahlich.

Schifferle, Jarisch et al, Sweeney et al, Boyd et al, and WO 2010/099806A1 teach the
abovementioned concepts. Schifferle, Jarisch et al, Sweeney et al, Boyd et al, and WO
2010/099806A1 do not explicitly recite the barcode reader placed in a media chute (claim 16,
18). Mahlich teaches a method for making coffee by use of a barcode reader below a media
chute holding the capsules (Figure 3, #27, 1, 12). It would have been obvious to one of ordinary
skill in the art to incorporate the claimed media chute reader into the invention of Schifferle, in
view of Jarisch et al, Sweeney et al, Boyd et al, WO 2010/099806A1, and Mabhlich, since all are
directed to methods of making coffee, since Schifferle already included a barcode reader, since
coffee systems commonly included a barcode reader located below a media chute as shown by
Mabhlich (Figure 3, #27, 1, 12), since this would have enabled the capsule to be automatically
scanned and read before placement in the brew chamber of Schifferle and thus provided faster

and more accurate brewing without the need for manual reading of the barcode.

Double Patenting

21. The nonstatutory double patenting rejection is based on a judicially created doctrine
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or
improper timewise extension of the “right to exclude” granted by a patent and to prevent
possible harassment by multiple assignees. A nonstatutory double patenting rejection is
appropriate where the conflicting claims are not identical, but at least one examined
application claim is not patentably distinct from the reference claim(s) because the examined
application claim is either anticipated by, or would have been obvious over, the reference
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman,
11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed.
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Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d
438, 164 USPQ 619 (CCPA 1970); In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may be
used to overcome an actual or provisional rejection based on nonstatutory double patenting
provided the reference application or patent either is shown to be commonly owned with the
examined application, or claims an invention made as a result of activities undertaken within
the scope of a joint research agreement. See MPEP § 717.02 for applications subject to
examination under the first inventor to file provisions of the AIA as explained in MPEP § 2159.
See MPEP §§ 706.02(1)(1) - 706.02(1)(3) for applications not subject to examination under the
first inventor to file provisions of the AIA. A terminal disclaimer must be signed in compliance
with 37 CFR 1.321(b).

The USPTO Internet website contains terminal disclaimer forms which may be used.
Please visit www.uspto.gov/patent/patents-forms. The filing date of the application in which
the form is filed determines what form (e.g., PTO/SB/25, PTO/SB/26, PTO/AIA/25, or
PTO/AIA/26) should be used. A web-based eTerminal Disclaimer may be filled out completely
online using web-screens. An eTerminal Disclaimer that meets all requirements is auto-
processed and approved immediately upon submission. For more information about eTerminal
Disclaimers, refer to www.uspto.gov/patents/process/file/efs/guidance/eTD-info-l.jsp.

22. Claims 9-28 (particularly claim 9) are provisionally rejected on the ground of
nonstatutory double patenting as being unpatentable over claims 1-9 (particularly claim 9) of
copending Application No. 16/438,818 in view of Schifferle and Sweeney et al. The ‘818
application does not claim a bar code reader, vertical ribs, piercing the lid, and controlling the
process. Schifferle teaches a method for making coffee by providing an apparatus a bar code
reader and supply of heated water (Figure 1, #28, 3; paragraph 0019), loading a capsule into the
apparatus (Figure 1-2, #20), the capsule including a lid sealed to a base element having a cavity
holding coffee powder (Figure 1, #21; paragraph 0016), the capsule having a circumferential
flange (Figure 1, #20-21), the barcode located just below the flange on the side of the base
element (Figure 1, #27), reading the barcode with the reader (paragraph 0019), controlling the
coffee process according to the read barcode (paragraph 0019, 0021), piercing the lid (Figure 2,

#13), introducing heated water into the capsule (paragraph 0021-0023), putting holes in the lid
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(paragraph 0023), controlling a production condition such as water amount (paragraph 0019), a
longitudinally extending mandrel with a chamfered or angled distal tip (Figure 1, #13), and a
water pump connected to the controller (Figure 1, #2, 7). Sweeney et al teach a method for
making coffee by use of a capsule with vertical ribs which extend inwardly (Figure 1 & 5, #20;
paragraph 0014) and closed by a foil lid sealed to a flange top surface (Figure 1-2, #16, 22;
paragraph 0055).

It would have been obvious to one of ordinary skill in the art to incorporate the claimed
process steps, reader, and vertical ribs into the invention of ‘818, in view of Sweeney et al and
Schifferle, since all are directed to methods of making coffee, since ‘818 already claimed
sidewall channels (claim 4, 7-8), a flange (claim 2), and a barcode identifier (claim 1), since
Schifferle already included a capsule with a barcode identifier and extracting a hot beverage
using the above mentioned steps, since coffee capsules commonly included vertical ribs and a
foil lid as sown by Sweeney et al (Figure 1, #20; paragraph 0055), since Schefferle already
taught using elevated pressure during brewing (paragraph 0026), since the vertical ribs were
used to reinforce and strengthen the capsule as taught by Sweeney et al (paragraph 0014), and
since these changes would have been made during the course of normal experimentation and
optimization due to factors such as the type of coffee brewing, the expected pressure, and the
materials used for the capsule and lid.

This is a provisional nonstatutory double patenting rejection.
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Any inquiry concerning this communication or earlier communications from the
examiner should be directed to DREW E BECKER whose telephone number is (571)272-1396.
The examiner can normally be reached on 8am-5pm Monday-Friday.

Examiner interviews are available via telephone, in-person, and video conferencing
using a USPTO supplied web-based collaboration tool. To schedule an interview, applicant is
encouraged to use the USPTO Automated Interview Request (AIR) at
http://www.uspto.gov/interviewpractice.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Erik Kashnikow can be reached on 571-270-3475. The fax phone number for the
organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published applications
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished
applications is available through Private PAIR only. For more information about the PAIR
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you
would like assistance from a USPTO Customer Service Representative or access to the

automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/DREW E BECKER/
Primary Examiner, Art Unit 1792
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