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Petitioner Has Not Taken Inconsistent Positions: Only terms in controversy need

be construed, and only to the extent necessary to resolve the controversy. Nidec
Motor Corp. v. Zhongshan Broad Ocean Motor Co., 868 F.3d 1013, 1017 (Fed. Cir.
2017) (internal citations omitted). Here, neither party argues that any terms require
construction for the Board to resolve the dispute. Rather, K-fee attempts to argue
that Petitioner should be required to make arguments from a related district court
case that dealt with issues of non-infringement of its Vertuo product, which are not
relevant here. At the same time, K-fee agrees with Petitioner that no constructions
are needed for purposes of this IPR. POPR, 12. As the Board found in a similar
proceeding between these parties, for the purposes of resolving the dispute, the
Board need not expressly construe any terms. IPR2022-01574, Paper 12, 17.
Petitioner could not have foreseen and addressed K-fee’s argument that
Petitioner’s positions are inconsistent, or that judicial estoppel applies. POPR, 11-
13, 36-41. This is because (1) it is well-known that the Board recognizes that
constructions proposed by parties before the PTAB and district court may differ
because of different issues in dispute; (2) the Petition demonstrates that there are no
inconsistent arguments; and (3) judicial estoppel does not apply for multiple reasons.
First, the Board has previously found that a party may advance a more detailed
meaning of a term in district court (which deals with different issues such as

infringement) while also asserting that the Board need not expressly construe the
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term to resolve patentability. Chanel v. Molo Design, IPR2022-00543, Paper 7, 9-
10 (PTAB Aug. 12, 2022) (finding no inconsistency with district court constructions
and granting institution). Thus, Petitioner is not “shielding” constructions from the
Board, as K-fee contends. POPR, 13. Instead, Petitioner acknowledged that the
district court construed® “barcode™? in a related patent but noted that the Grounds are
not impacted by these constructions and explained that no claim terms require
construction here. Pet. 35. K-fee does not disagree. POPR, 11-12.

Second, Petitioner has not taken any inconsistent positions as K-fee contends.
In district court, there was an issue as to whether the optical code on Nespresso’s
Vertuo capsules constituted a “barcode” according to K-fee’s claims. The district
court’s claim construction included K-fee’s representations to the EPO about the
meaning of a “barcode,” which K-fee characterized in attempt to avoid invalidity in
Europe by the Jarisch reference. EX1052, 12-13. K-fee now argues that the use of
Jarisch in this Petition is inconsistent with the district court claim construction.
However, there is no inconsistency because Petitioner relies on Jarisch for the
claimed location of the system’s optical code, but on Yoakim for its express
disclosure of using a “barcode.” Pet. 55-56. Petitioner could not have foreseen that

K-fee would suggest that Yoakim’s disclosure of a “barcode” could be insufficient

1 Currently on appeal to the Federal Circuit Case No. 2022-2042.
2 Construed to have its plain and ordinary meaning, as explained before the EPO.

2
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by drawing a comparison to the use of “barcode” in Nespresso’s marketing
documents for consumers. POPR, 38. Such marketing documents have no relevance
as to whether the technical disclosure in Yoakim discloses a “barcode” to a POSITA.
Petitioner’s expert confirmed that the district court’s construction does not change
his opinion that Yoakim discloses a “barcode.” EX1003, {1 148, 243-244.

Third, “Patent Owner does not cite any authority squarely holding that judicial
estoppel is applicable in Board proceedings.” Precision Planting, LLC v. Deere &
Company, IPR2019-01044, Paper 17, at 35 (PTAB Dec. 2, 2019). Also, as explained
supra, Petitioner’s position is not inconsistent at all, let alone “clearly inconsistent”
as required for judicial estoppel. POPR, 38. Moreover, the district court’s
construction remains on appeal at the Federal Circuit, counseling against applying
judicial estoppel. Trustees in Bank. of N. Am. Rubber Thready Co., Inc. v. U.S., 593
F.3d 1346, 1358-59 (Fed. Cir. 2010) (dissenting).

Petitioner Has Satisfied its Burden to Demonstrate a Lack of Priority: K-fee

argues that the panel should consider recent priority determinations by examiners of
related applications, which Petitioner could not have addressed because they post-
date the filing of the Petition. POPR at 28-29. However, “[t]he written-description
inquiry is a question of fact, is context-specific, and must be determined on a case-
by-case basis.” IPR2022-01574, Paper 12, at 23-24 (citing Ariad Pharm., Inc. v. Eli

Lilly & Co., 598 F.3d 1336, 1351 (Fed. Cir. 2010) (en banc). To the extent the Board
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should consider a priority analysis of another patent, it should consider the thorough
analysis done for related US Patent 11,254,491, IPR2022-01574, Paper 12, at 23-27.

K-fee also presents new cases and arguments it has not previously presented
that Petitioner could not have foreseen. POPR, 29-32. K-fee claims that arguments
concerning In re Stempel are aligned with Federal Circuit precedent (id. 31), but that
Is wrong. The Federal Circuit does not allow a patentee to antedate an obviousness
combination by showing possession of less than a complete claimed invention. K-
fee’s new case, In re Rozmus (id. 31), is an unpublished decision arising from
USPTO prosecution where the applicant was facing a single-reference rejection in a
genus-species analysis, and submitted a declaration demonstrating possession of a
species of the claimed invention. But in 1996, the Federal Circuit clarified that it
requires an earlier conception of “the complete and operative invention” as claimed
to antedate a reference. Mahurkar v. C.R. Bard, Inc., 79 F.3d 1572, 1577 (Fed. Cir.
1996); see also IPR2020-01219, Paper 39, 16 (PTAB Jan. 10, 2022). This is
consistent with cases that limited In re Stempel to clarify that a complete invention
must be shown, even in the genus-species application. In re Tanczyn, 347 F.2d 830,
832 (CCPA 1965). K-fee’s critique of Petitioner’s cited cases (see Pet. at 42, n.4)
based on the MPEP fares no better (POPR, 31) because MPEP 715.02 confirms that
131 declarations “must establish possession of either the whole invention claimed or

something falling within the claim (such as a species of a claimed genus), in the
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sense that the claim as a whole reads on it.” Id. (citing Tanczyn).® Also, K-fee’s new
citation to In re Spiller (POPR, 31) does not apply because it would require K-fee to
contend that the difference between Kruger’s alleged possession of a code on the
bottom of the flange, and the remaining requirements of the claims, to be obvious.

325(d): K-fee includes a new discussion of self-serving prosecution from a co-
pending application filed after the date of this Petition. POPR, 25. However, K-fee
later providing a different Examiner with specific references, and the Examiner’s
treatment of those references, is irrelevant to whether the 923 Examiner materially
erred in allowing the claims. K-fee never explains how this could have any bearing
on factor (c), and it cannot. The same applies to factor (e), as it is irrelevant whether
the Examiner may have been aware of Jarisch from related prosecution since (i) none
of Yoakim, Jarisch or Rapparini were used in a 923 Patent rejection, and (ii) K-fee
does not dispute that the combination of Yoakim and Jarisch explicitly disclose the
limitation that led to the Reasons for Allowance, demonstrating material error in
allowing the ’923 claims. Compare Pet. 27-31 with POPR, 26-27; IPR2022-01574,

Paper 12, 48-50. Accordingly, exercising 325(d) is inappropriate here.

3 The MPEP also focuses on using Stempel to address whether or not an inventor
need show possession of all species within a genus, not less than a complete

invention within the claims. MPEP 715.03(1)(B).
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