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Ex Parte Reexamination
A request for Ex Parte Reexamination of claims 1-22 of United States Patent
Number 8,032,278 (“the ‘278 patent”) was filed 16 February 2021 (“the Request”). The
‘278 patent issued to Kenneth E. Flick on 4 October 2011, from application number
11/773,272 (“the 272 application”), filed 3 July 2007.
The Office mailed a Decision granting reexamination of claims 1-22 on 25 March
2021.

Claims 1-22 are subject to reexamination.

Related Proceedings

The application which issued as the ‘278 patent was application no. 11/773,272
(“the 272 application”), filed 3 July 2007.

The 278 patent was the subject of four previous Ex Parte Reexamination
proceedings; 90/013,587, filed 14 September 2014 (“First Reexamination”); 90/013,851,
filed 28 October 2016 (“Second Reexamination”); 90/014,309, filed 24 May 2019 (“Third
Reexamination”); and 90/014,419, filed 11 December 2019 (“Fourth Reexamination”).

In the Fourth Reexamination, an Order denying the request was mailed on 27

January 2020. Third Party Requester Innova Electronics Corporation filed a petition to
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review the examiner’s decision to deny reexamination on 25 February 2020. There has

been no decision on the petition.

Claim Interpretation
During reexamination, claims are given the broadest reascnable interpretation
consistent with the specification and Umitations in the specification are notread indo the

claims (Ii re Yamamoto, 740 F2d 1569, 222 UsP( 934 (Fed. Cir. 198473

Upon review of the original specification and prosecution history, the examiner
has found no instance of lexicographic definitions, either express or implied, that are
inconsistent with the ordinary and customary meaning of the respective terms.
Therefore, for the purposes of claim interpretation, the examiner concludes that there

are no claim terms for which Patent Owner is acting as their own lexicographer. See

MPEP §2111.01.1V.

The Office notes that there were several claim terms construed by the Patent Trial
and Appeal Board (PTAB) in a decision! on appeal in the Second Reexamination. Inthe

Decision, the PTAB also considered the construction of claim terms ordered in related

1 Reexamination Proceeding 90/013,851, Decisionon Appeal, 13 November 2018,
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District Court litigation? involving several patents by inventor Kenneth E. Flick,
including the ‘278 patent.

The construed claim terms are as follows:

Multi-Vehicle Compatible Controller, construed as “electronic circuitry that

performs one or more control functions, and can operate with more than one vehicle.”

Different Vehicles, construed as “vehicles from different manufacturers, different

models, or different trim levels of the same make or model, but having different
electronics.”

Enabling Data, construed as “data related to the at least one corresponding

vehicle device code for use by said multi-vehicle compatible controller, and which
enables the controller to use a particular vehicle device code from among plural such
codes for different vehicles by providing either (1) the code itself to the controller, or (2)

data that otherwise enables the controller to select or generate the code.”

The Court’s construction of these claim termsis consistent with the broadest
reasonable interpretation and is adopted for the purposes of the instant reexamination

proceeding.

2 Omega Patents, LLC v. CalAmp Corp., No. 6:13-cv-1950-Orl-40DAB (M.D. Fla.), Claim Construction Order,
20 February 2015.
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The Office also notes that the PTAB construed the claimed Vehicle Device Codes

as “signal from a vehicle device”. However, in light of the disclosure at col. 23, line 67
through col. 24, line 3, that “[t]he corresponding vehicle [device] code may be for
reading from the vehicle device 121. Similarly, the corresponding vehicle [device] code

may be additionally or alternatively for writing to the vehicle device 121", for the

purposes of the instant reexamination proceeding, the term Vehicle Device Codes will

be construed as “signal to or from a vehicle device.”

Priority
The 278 patent is a continuation-in-part of application 11/076,259, filed 9 March
2005, now U.S. Patent 7,720,597, which is a continuation of application 10/383,496, filed
7 March 2003, now U.S. Patent 7,149,623, which is a continuation of application
09/859,972 (“972 application”), filed 17 May 2001, now U.S. Patent 6,606,561.
The 278 patent also claimed priority under 35 U.S5.C. §119(e) to the following
provisional applications:

60/264,811, filed 29 January 2001;
60/258,005, filed 22 December 2000;
60/251,552, filed 6 December 2000;
60/252,125, filed 20 November 2000;
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60/246,4633, filed 7 November 2000;
60/236,890, filed 29 September 2000;
60/222,777, filed 3 August 2000; and
60/205,178, filed 17 May 2000.

As a continuation-in-part, the 278 patent is entitled to a priority date earlier than
the actual filing date of the 272 application only for those claims that are fully
supported by the earlier cited applications.

The Office notes that each of the independent claims of the 278 patent includes

several features that were not disclosed in the earlier cited applications, including the
fact that the tracking unit and its components are multi-vehicle compatible, that the
vehicle includes a vehicle data bus that extends throughout the vehicle to facilitate
communication between the controller and at /east one vehicle device using at least one
corresponding vehicle device code, and that the tracking unit includes a downloading
interface for permitting downloading of enabling data related to the at least one

corresponding vehicle device code.

3 The Office notes that the serial number of this provisional application contains a ty pographical error; the
provisional application presumably intended in the priority claim was actually 60/246,436.
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Since each of the independent claims of the 278 patent includes subject matter
not supported by its parent application, the patent is entitled only to a priority date of 3

July 2007, the actual application date of the 272 application.

The Claimed Invention

Independent Clair 1 is divected to s mudti-vehicle compatible tracking unit for a
vehicle comprising a vehicle data bus extending throughout the vehicle. The mult-
vehicle compatible tracking unit may comprise a vehicle position determining device, a
wireless communications device, and a multi-vehdcle compatible controller for
cooperating with the vehicle position determining device and the wireless
communications device to send vehicle position information. The multi-vehicle
compatible controller may be coupled to the vehicle data bus for communication
thereover with at least one vehicle device using at least one corresponding vehicle
device code from among a plurality thereot for different vehicles. The multi-vehicle
compatible tracking unit may comprise a downloading interface for permitting
downloading of enabling data related to the at least one corresponding vehicle

device code tor use by the multi-vehicle compatible controlier.

Ex Parte Reexamination — E/P Non-Final Rejection Part of Paper No.20210922
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independent Claims 13 and 18 are directed to multivehicle compatible tracking
units similar to that of Claim 1, but further recite the downloading interface comprising

a connector for temporary connection to a downloading device and a wireless recetver

for tempaorary connection to a downloading device, respectively.

Prior Art Cited in the Request
The following reference was cited by the third party Requester in the Request for
Ex Parte Reexamination:
U.S. Patent 6,611,740 to Lowrey et al. (“Lowrey”)

U.S. Patent 6,636,790 to Lightner etal. (“Lightner”).

Patent Owner’s Response
A response to the non-final Office action (“Response”) was filed by Patent
Owner on 23 August 2021.
The response included remarks, was well as a § 1.132 Declaration by Joseph C.
Alexander, III (“the Alexander Declaration”), and a number of supporting exhibits.

The claims have not been amended.

Ex Parte Reexamination — E/P Non-Final Rejection Part of Paper No.20210922
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Response to Arguments
Patent Owner has presented a number of arguments with respect to the rejected

claims. These arguments are addressed in turn below.

Related Litigation

At section I.A (Response, pages 8-10), Patent Owner reviews the history of past

litigation involving the 278 patent. There remarks are noted by the Office.

Related Reexaminations

At section I.B (Response, pages 10-12), Patent Owner cites past reexamination
proceedings in the Office involving the 278 patent and other patents assigned to
Omega Patents, LLC. These remarks are noted by the Office.

Patent Owner also argues that the past reexamination filings are duplicative and
harassing. However, such issues are addressed through the requirement that any
subsequent request for reexamination raise a substantial new question of patentability
(“SNQ”) that is different than those raised in any previous reexamination request. In
this case, such an SNQ was raised by the request, by virtue of (at least) the presentation
of new, relevant, and non-cumulative prior art that was not previously before the Office

with respect to the 278 patent.

Ex Parte Reexamination — E/P Non-Final Rejection Part of Paper No.20210922
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Arguments to the contrary are properly addressed through the filing of a petition
under 35 U.S.C. §1.182 as part of the Patent Owner’s statement. However, nosuch

statement or petition has been filed in the instant proceeding. See MPEP § 2240.11.

Misleading Information

At section 1.C (Response, pages 12-14), Patent Owner argues that Requester
misleadingly represented to the Office that the Lowrey reference was “recently
identified.”

However, in considering a request for reexamination, the only consideration is
whether the art presented raises an SNQ with respect to the requested claims. As
discussed above, the Lowrey reference was not previously before the Office with
respect to the 278 patent, and was non-cumulative to the art presented in previous
reexamination requests. As such, it raised an SNQ with respect to the requested claims.
See Order Granting Request for Ex Parte Reexamination, mailed 25 March 2021.

Whether or not the reference was ‘recently identified” by Requester is immaterial
to the Office’s determination of whether it raises an SNQ with respect to the requested
claims.

Patent Owner further requests confirmation of the claims in view of the ‘serial

harassment” made evident by the alleged ‘misleading information’. As discussed

Ex Parte Reexamination — E/P Non-Final Rejection Part of Paper No.20210922
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above, however, this issue is properly addressed through the filing of a petition under

35U.5.C. §1.182 as part of the Patent Owner’s statement. See MPEP § 2240.11.

Grant of Reexamination

At section I.D (Response, page 14), Patent Owner argues that the reexamination
should not have been ordered in view of requester’s ‘serial harassment’ of Patent
Owner.

However, the Office again notes that this issue is properly addressed through the
filing of a petition under 35 U.5.C. §1.182 as part of the Patent Owner’s statement. See

MPEP § 2240.1L.

Lowrey and Lightner

At section III.B (Response, pages 16-21), Patent Owner argues that the prior art
of record fails to disclose or suggest the claimed invention.

Specifically, Patent Owner argues that the prior art fails to disclose or suggest the
claimed feature of “said multi-vehicle compatible controller tobe coupled to the vehicle
data bus for communication thereover with at least one vehicle device using at least one
corresponding vehicle device code from among a plurality thereof for different

vehicles.”

Ex Parte Reexamination — E/P Non-Final Rejection Part of Paper No.20210922
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The Office respectfully disagrees.

At col. 2, lines 2-3, Lowrey discloses that the in-vehicle wireless appliance 13 (i.e,,
the claimed multi-vehicle compatible controller) interfaces with other vehicle systems
via the OBD-II connector, and furthermore that the OBD-II systems of the vehicle
exchange data over a shared, standardized electronic buss which effectively functions
as an on-board computer network in the vehicle, including many processors each of
which transmits and receives data, col. 1, lines 14-22 et seq. These disclosures alone
disclose the claimed “said multi-vehicle compatible controller to be coupled to the
vehicle data bus for communication thereover with at least one vehicle device.”

With respect to the claimed “corresponding vehicle device code’, Lowrey
additionally discloses a data-collection schema which is essentially a map that describes
the data that the wireless appliance collects from the vehicle’s engine computer and its
corresponding location in the computer’s memory (col. 6, lines 54-62 et seq.), and that
some of the data retrieved comprises diagnostic trouble codes [DTCs] that indicate a
specific problem with the vehicle (col. 1, lines 31-36 and col. 1, line 63 through col. 2,
line 14 et seq.).

The Office notes that consistent with the claim construction previously applied

by the PTAB (as discussed above in the Claim Construction section), the claimed

Ex Parte Reexamination — E/P Non-Final Rejection Part of Paper No.20210922
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“vehicle device code” is interpreted as “a signal to or from a vehicle device.” The
diagnostic data collected from the engine computer (i.e., signals from a vehicle device),
as well as the queries defined by the data-collection schema that specify which
diagnostic data is to be retrieved from the engine computer (i.e., signals to a vehicle
device), are both consistent with the Office’s interpretation of the claimed “vehicle
device codes’ as ‘a signal to or from a vehicle device'.

With respect to the claimed limitation that the vehicle device codes are “from
among a plurality for different vehicles”, Lowrey discloses that the schema, which
defines the data to be collected from the vehicle’s engine computer, is specific to a given
type of vehicle and is typically loaded onto the microcontroller before the wireless

appliance is installed in the vehicle, col. 6, lines 62-65 et seq.

Patent Owner also argues that the prior art of record fails to disclose or suggest
the claimed “downloading interface for permitting downloading of enabling data
related to the at least one corresponding vehicle device code for use by said multi-
vehicle compatible controller.”

The Office respectfully disagrees.

Ex Parte Reexamination — E/P Non-Final Rejection Part of Paper No.20210922
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In the Abstract, Lowrey discloses a data-transmission component configured to
transmit an outgoing data packet comprising the diagnostic data over a network and to
receive over the same network an incoming data packet that modifies the
communication software. The data-transmission component can download data
packets that can be processed to extract a new data-collection schema which the
wireless appliance uses to extract a revised set of data from the vehicle’s engine
computer, or to query a set of data that is relevant to a DTC that has been generated by
the vehicle, col. 7, lines 14-43 et seq.

As above, the Office notes that the downloaded new data-collection schema,
which is used to extracta revised set of data from the vehicle’s engine computer,
constitutes ‘signals to or from a vehicle device’ (i.e., vehicle device codes.)

Indeed, the use of vehicle device codes would berequired in order for the
wireless device to convey to the vehicle’s engine computer the specific device(s) for

which diagnostic data is being requested.

The Office has also considered the McAlexander Declaration with respect to the

prior art rejections. However, the assertions made under items 14 through 22 are

conclusory in nature and provide no evidence or rationale supporting such conclusions.

Ex Parte Reexamination — E/P Non-Final Rejection Part of Paper No.20210922
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Specifically, items 14 through 22 provide only opinions regarding what one of
ordinary skill in the art would understand as being taught {or not taught) by the prior
art references. However, there is no elaboration as to why a PHOSITA would have
interpreted the prior art in that way.

in this case, only the conclusions have been provided; no information with
respect to the basis of said conclusions was included in the McAlexander Declaration.

As such, the opinions provided are accorded little weight.

Secondary Considerations

At section IIL.B.1 (Response, pages 21-23), Patent Owner argues, supported by
the McAlexander Declaration, that secondary considerations support their allegation of
the non-obviousness of the claimed invention, specifically with respect to the claimed
feature of multi-vehicle compatibility. Patent Owner in fact repeatedly characterizes the
rejections as “combining a vehicle tracker prior art reference with a secondary reference
in an attempt to provide the multi-vehicle compatibility.” (Response, page 18, first
paragraph.)

The Office notes, however, that Lowrey alone explicitly teaches a vehicle

tracking unit with multi-vehicle compatibility.

Ex Parte Reexamination — E/P Non-Final Rejection Part of Paper No.20210922
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Specifically, Lowrey discloses that the wireless appliance can be easily installed
in nearly every vehicle with an OBD-II connector and can be easily transferred from one
vehicle to another (thus constituting the claimed multi-vehicle compatibility) at col. 4,
lines 59-63. Lightner, meanwhile, is relied upon only to provide additional details
regarding the vehicle-specific nature of the diagnostic vehicle data (i.e., vehicle device

codes).

Licensing

At section II1.B.2 (Response, pages 23-25), Patent Owner argues, supported by
the McAlexander Declaration (items 24.a-c and e), that secondary considerations with
respect to licensing support their allegation of the non-obviousness of the claimed
invention.

The Office notes that to be given substantial weight in the determination of
obviousness or nonobviousness, evidence of secondary considerations must be relevant
to the subject matter as claimed, and therefore the examiner must determine whether
there is a nexus between the merits of the claimed invention and the evidence of
secondary considerations. Ashland Oil, Inc. v. Delta Resins & Refractories, Inc., 776 F.2d
281, 305n.42,227 USPQ 657, 673-674 n. 42 (Fed. Cir. 1985), cert. denied, 475 U.S. 1017

(1986). The term "nexus" designates a factually and legally sufficient connection

Ex Parte Reexamination — E/P Non-Final Rejection Part of Paper No.20210922
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between the objective evidence of nonobviousness and the claimed invention so that the
evidence is of probative value in the determination of nonobviousness. Demaco Corp. v.
F. Von Langsdorff Licensing Ltd., 851 F.2d 1387, 7 USPQ2d 1222 (Fed. Cir.), cert. denied,
488 U.S. 956 (1988).

In this case, upon consideration of Patent Owner arguments and the statements
set forth in the McAlexander Declaration, it has been determined that there is no nexus
between the merits of the claimed invention and the submitted evidence.

The Office notes that to be given substantial weight in the determination of
obviousness or nonobviousness, evidence of secondary considerations must be relevant
to the subject matter as claimed, and therefore the examiner must determine whether
there is a nexus between the merits of the claimed invention and the evidence of
secondary considerations.

Patent Owner argues that the claimed multi-vehicle compatibility was important
for the overall licensing program. However, the Office notes that "Where the offered
secondary consideration actually results from something other than what is both
claimed and novel in the claim, there is no nexus 1o the merits of the claimed
invention.” {1 re Kao, 639 F.3d4 1057, 1068 (Fed. Cir. 2011} see also Tokai Covp. v. Egston
Enters, Inc., 632 F.3d 1358, 1369 (Fed. Cir. 2011} ("It commercial success is due to an

element in the prior art, no nexus exists."y, Ormico Corp. v Align Tech., Ine., 463 F3d4 1299,
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1312 (2006) ("Hif the feature that creates the commercial success was known in the prior
art, the success is not pertinent.”). In evaluating whether the requisite nexus exists, the
identified objective indicia must be directed to what was not known in the prior art,
including patents and publications, which may well be the novel combination or
arrangement of known individual elements. See KSR In#! Co. v Teleflex tnc., 550 1.5,
398, 41819 (2007, Veritas Techs LLC v Veean Software Corp., B35 F.3d 1406, 1414-15
{(Fed. Cir, 2016},

In this case, as noted above, Lowrey alone discloses that the wireless appliance
can be easily installed in nearly every vehicle with an OBD-II connector and can be
easily transferred from one vehicle to another (thus constituting the claimed multi-
vehicle compatibility) at col. 4, lines 59-63.

It is further noted that the fact that a jury and/or court considered ‘secondary
considerations’ relevant to a finding of non-obviousness during previous litigation
involving the ‘278 patent and two other patents is accorded little weight. The jury/court
made their determination based upon evidence, including depositions and witness
testimony, but that evidence, depositions, and witness testimony is not of record in the
instant reexamination proceeding such that the Office can make its own independent

analysis and determination.
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Commercial Success

At section II1.B.3 (Response, pages 25-27), Patent Owner argues, supported by
the McAlexander Declaration (items 24.c-f), that secondary considerations with respect
to commercial success support their allegation of the non-obviousness of the claimed
invention.

The examiner notes that objective evidence of nonobviousness including
commercial success must be commensurate in scope with the claims. In re Tiffin, 448
F.2d 791, 171 USPQ 294 (CCPA 1971) (evidence showing commercial success of
thermoplastic foam "cups" used in vending machines was not commensurate in scope
with claims directed to thermoplastic foam "containers" broadly). In order to be
commensurate in scope with the claims, the commercial success must be due to claimed
features, and not due to unclaimed features. Joy TechnologiesInc. v. Manbeck, 751 F.
Supp. 225, 229,17 USPQ2d 1257, 1260 (D.D.C.1990), aff'd, 959 F.2d 226, 228, 22 USPQ2d
1153,1156 (Fed. Cir. 1992) (Features responsible for commercial success were recited
only in allowed dependent claims, and therefore the evidence of commercial success
was not commensurate in scope with the broad claims at issue.).

An affidavit or declaration attributing commercial success to a product or
process "constructed according to the disclosure and claims of [the] patent application”

or other equivalent language does not establish a nexus between the claimed invention
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and the commercial success because there is no evidence that the product or process
which has been sold corresponds to the claimed invention, or that whatever commer cial

success may have occurred is attributable to the product or process defined by the

claims. Ex parte Standish, 10 USPQ2d 1454, 1458 (Bd. Pat. App. & Inter. 1988).

In this case, the McAlexander Declaration states that “CalAmp telemetry
devices “have enjoyed significant commercial success”. Although the commercial
success is directed to “the accused products”, the examiner notes that a nexus has not
been established. That is, the subjected statements and evidence does not establish a
nexus between the claimed invention and the commercial success because there is no
evidence that the product which has been sold corresponds to the claimed invention, or
that whatever commercial success may have occurred is attributable to the product
defined by the claims.

Patent Owner again argues that the claimed multi-vehicle compatibility was
important for the overall licensing program. However, the Office notes that "Where the
offered secondary consideration actually resulis from something other than what is
both claimed and novel in the claim, there is no nexus to the merits of the claimed
invention.” {1 re Kao, 639 F.3d4 1057, 1068 (Fed. Cir. 2011} see also Tokai Covp. v. Egston
Enters, Inc., 632 F.3d 1358, 1369 (Fed. Cir. 2011 {"If commercial success is due to an

element in the prior art, no nexus exists." )y, Ormico Corp. v Align Tech., Ine., 463 F3d4 1299,
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1312 (2006) ("Hif the feature that creates the commercial success was known in the prior
art, the success is not pertinent.”). In evaluating whether the requisite nexus exists, the
identified objective indicia must be directed to what was not known in the prior art,
including patents and publications, which may well be the novel combination or
arrangement of known individual elements. See KSR In#! Co. v Teleflex tnc., 550 1.5,
398, 41819 (2007, Veritas Techs LLC v Veean Software Corp., B35 F.3d 1406, 1414-15
{(Fed. Cir, 2016},

In this case, as noted above, Lowrey alone discloses that the wireless appliance
can be easily installed in nearly every vehicle with an OBD-II connector and can be
easily transferred from one vehicle to another (thus constituting the claimed multi-
vehicle compatibility) at col. 4, lines 59-63.

It is further noted that the fact that a jury and/or court considered ‘secondary
considerations’ relevant to a finding of non-obviousness during previous litigation
involving the ‘278 patent and two other patents is accorded little weight. The jury/court
made their determination based upon evidence, including depositions and witness
testimony, but that evidence, depositions, and witness testimony is not of record in the
instant reexamination proceeding such that the Office can make its own independent

analysis and determination.
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Copying by Others

At section 1I1.B.4 (Response, page 27), Patent Owner argues, supported by the
McAlexander Declaration (item 24.g), that secondary considerations with respect to
copying by others support their allegation of the non-obviousness of the claimed
invention.

The examiner notes that more than the mere fact of copying is necessary to make
that action significant because copying may be attributable to other factors such as a
lack of concern for patent property or contempt for the patentee’s ability to enforce the
patent. Cable Electric Products, Inc. v. Genmark, Inc., 770 F.2d 1015, 226 USPQ 881 (Fed.
Cir. 1985). Evidence of copying was persuasive of nonobviousness when an alleged

infringer tried for a substantial length of time to design a product or process similar to

the claimed invention, but failed and then copied the claimed invention instead. Dow
Chem. Co. v. American Cyanamid Co., 816 F.2d 617, 2 USPQ2d 1350 (Fed. Cir. 1987).
Alleged copying is not persuasive of nonobviousness when the copy is not identical to

the claimed product, and the other manufacturer had not expended great effort to

develop its own solution. Pentec, Inc. v. Graphic Controls Corp., 776 F.2d 309, 227 USPQ
766 (Fed. Cir. 1985). See also Vandenbergv. Dairy Equipment Co., 740 F.2d 1560, 1568,
224 USPQ 195, 199 (Fed. Cir. 1984) (evidence of copying not found persuasive of

nonobviousness) and Panduit Corp. v. Dennison Manufacturing Co., 774 F.2d 1082, 1098-
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99, 227 USPQ 337, 348, 349 (Fed. Cir. 1985), vacated on other grounds, 475 U.S. 809,

229 USPQ 478 (1986), on remand, 810 F.2d 1561, 1 USPQ2d 1593 (Fed. Cir. 1987)
(evidence of copying found persuasive of nonobviousness where admitted infringer
failed to satisfactorily produce a solution after 10 years of effort and expense).

The examiner notes that the statements by the Patent Owner and McAlexander
Declaration do not provide sufficient evidence with respect to which products copied
the claimed invention as well as providing evidence that the copied invention relates to
the instant patent. The declaration states that during previous litigation involving the
‘278 patent and two other patents, that the ‘claimed invention” was copied, without
providing evidence specific to the claimed invention of the ‘278 patent and a specific
infringing product which corresponds to said claimed invention of the 278 patent.
These statements are insufficient to show whether the claimed invention was copied.

The Office again notes that the fact that a jury and/or court considered
‘secondary considerations’ relevant to a finding of non-obviousness during previous
litigation involving the 278 patent and two other patents is accorded little weight. The
jury/court made their determination based upon evidence, including depositions and
witness testimony, but that evidence, depositions, and witness testimony is not of
record in the instant reexamination proceeding such that the Office can makeits own

independent analysis and determination.
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Customer Need

At section IIL.B.5 (Response, pages 28-31), Patent Owner argues, supported by
the McAlexander Declaration (items 24.h-i), that secondary considerations with respect
to customer need support their allegation of the non-obviousness of the claimed
invention. It is noted that the Declaration makes reference to depositions that are not of

record in the instant reexamination proceeding.

The McAlexander Declaration states that the accused products in the Calamp

litigation were developed because of “customer need.”

The Office notes that establishing long-felt need requires objective evidence that
an art recognized problem existed in the art for a long period of time without solution.
The relevance of long-felt need and the failure of others to the issue of obviousness
depends on several factors. First, the need must have been a persistent one that was
recognized by those of ordinary skill in theart. In re Gershon, 372 F.2d 535, 539, 152
USPQ 602,605 (CCPA1967) ("Since the alleged problem in this case was first
recognized by appellants, and others apparently have not yet become aware of its

existence, it goes without saying that there could not possibly be any evidence of either
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a long felt need in the. .. art for a solution to a problem of dubious existence or failure
of others skilled in the art who unsuccessfully attempted to solve a problem of which
they were not aware."); Orthopedic Equipment Co., Inc. v. All Orthopedic Appliances,
Inc., 707 F.2d 1376, 217 USPQ 1281 (Fed. Cir. 1983) (Although the claimed invention
achieved the desirable result of reducing inventories, there was no evidence of any

prior unsuccessful attemptsto do so.).

Second, the long-felt need must not have been satistied by another before the
invention by applicant. Newell Companies v. Kenney Mfg. Co., 864 F.2d 757, 768, 9
USPQ2d 1417, 1426 (Fed. Cir. 1988) (Although at one time there was a long-felt need for
a "do-it-yourself" window shade material which was adjustable without the use of tools,
a prior art product fulfilled theneed by using a scored plastic material which could be
torn. "[O]nce another supplied the key element, there was no long-felt need or, indeed,

a problem to be solved".)

In this case, the Patent Owner argues that the long-felt need involved a product

having a simple installation that did not require the splicing of wires. However,

Lowrey alone provided just such a product, years prior to the 2007 priority date of the

‘278 patent, by virtue of the product’s interface to the OBD-II connector.
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Limited Value

At section II1.B.6 (Response, pages 31-33), Patent Owner argues, supported by
the McAlexander Declaration (item 24.j), that secondary considerations with respect to
limited value support their allegation of the non-obviousness of the claimed invention.

The McAlexander Declaration states that the Accused Products would have
“limited value” if it were not for multi-vehicle compatibility.

The Office notes that the statements by Patent Owner and McAlexander
Declaration do not provide sufficient evidence that the "accused products” would have
limited value without the claimed multi-vehicle compatibility. The declaration merely
provided a statement without showing evidence as to whether the products would have
limited value with respect to claimed limitations.

It is again noted by the Office that Lowrey alone explicitly teaches a vehicle
tracking unit with multi-vehicle compatibility.

Specifically, Lowrey discloses that the wireless appliance can be easily installed
in nearly every vehicle with an OBD-II connector and can be easily transferred from one
vehicle to another (thus constituting the claimed multi-vehicle compatibility) at col. 4,

lines 59-63.
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Summary of the Grounds of Rejection
Ground 1: Claims 1,4-11, and 18-22 are unpatentable under 35 U.5.C. §103(a) as

obvious over Lowrey in view of Lightner.

Relevant Statutes
The following is a quotation of pre-AIA 35 U.S.C. 103(a) which forms the basis

for all obviousness rejections set forth in this Office action:

(a) A patent maynot be obtained though the invention is not identically disclosed or
described as setforth in section 102 of this title, if the ditferences between the subjectmatter
sought to be patented and the prior art are such that the subject matter as a whole would have
been obvious atthe time the invention was made to a person having ordinary skillin the art
to which said subject matter pertains. Patentability shallnot be negatived by the manner in
which the invention was made.

Claim Rejections

Ground 1: Lowrey and Lightner

Claims 1,4-11, and 18-22 are unpatentable under 35 U.S.C. §103(a) as obvious

over Lowrey in view of Lightner.

Claim 1
Regarding claim 1, Lowrey teaches a multi-vehicle compatible tracking unit for

a vehicle (see disclosure of in-vehicle wireless appliance 13 which can include hardware
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for global-positioning system (GPS) so that the location of the vehicle can be monitored
[i.e., a tracking unit], col. 10, lines 56-61 and drawing Figure 1; see also disclosure that
the wireless appliance can be easily installed in nearly every vehicle with an OBD-II
connector and can easily be transferred from one vehicle to another [i.e., multi-vehicle
compatible], col. 4, lines 59-63), comprising a vehicle data bus extending throughout
the vehicle (see disclosure of a shared, standardized electronic buss over which most
ECUs transmit status and diagnostic information, col. 1, lines 14-25 et seq.), the multi-
vehicle compatible tracking unit comprising:

a) a vehicle position determining device (see disclosure that hardware for
global-positioning system (GPS) may be included so that the location of the
vehicle can be monitored along with its data, col. 10, lines 56-61 et seq.);

b)a wireless communications device (see disclosure of a data-transmitting
component [e.g., aradio of cellular modem] that sends out the data packet
over an existing wireless network, col. 2, lines 55-59; see also disclosure that
the data transmission component that sends formatted data through cable
17 to antenna 14 which then radiates the data packet over airlink 9 to a base
station 11 included in a wireless network 4, col. 6, lines 14-26 et seq. and

drawing Figure 1);
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¢) a multi-vehicle compatible controller (see disclosure of the data-collection
component of in-vehicle wireless appliance 13, and that said data-collection
component includes a microcontroller, col, 6, lines 55-61; see also disclosure
that the wireless appliance can be easily installed in nearly every vehicle
with an OBD-II connector and can easily be transferred from one vehicle to
another [i.e.,, multi-vehicle compatible], col. 4, lines 59-63) for cooperating
with said vehicle position determining device and said wireless
communications device to send vehicle position information (see
disclosure that the data-collection component collects diagnostic data from
the engine computer 15, formats the data in a packet and passes the packet
to the data-transmission component, col. 6, lines 8-22 et seq.; see also
disclosure that hardware for global-positioning system (GPS) may be
included so that the location of the vehicle can be monitored along with its
data [i.e., vehicle location data is also collected by the data-collection
component, formatted, and passed to the data-transmission component],
col. 10, lines 56-61 et seq.);

d) said multi-vehicle compatible controller to be coupled to the vehicle data
bus for communication thereover with at least one vehicle device (see

disclosure that the in-vehicle wireless appliance 13 interfaces with other
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vehicle systems via the OBD-II connector, col. 2, lines 2-3; see also disclosure
that OBD-II systems exchange data over a shared, standardized electronic
buss which effectively functions as an on-board computer network in the
vehicle, including many processors each of which transmits and receives
data, col. 1, lines 14-22 et seq.; see also disclosure that the data-collection
component collects vehicle data from engine computer 15 via cable 16 [i.e,,
part of the claimed vehicle data bus], col. 6, lines 8-22 et seq. and drawing
Figure 1) using at least one corresponding vehicle device code (see
disclosure of the use of diagnostic trouble codes [DTCs] that indicate a
specific problem with the vehicle, col. 1, lines 31-36 and col. 1, line 63
through col. 2, line 14; see also disclosure of a data-collection schema, which
is essentially a map that describes the data that the wireless appliance
collects from the vehicle’s engine computer, and its corresponding location
in the computer’s memory, col. 6, lines 54-62; see also disclosure that the
appliance collects diagnostic data defined by the schema, formats the data
in a data packet, and then sends an outgoing packet over the airlink toa
wireless network, col. 6, line 65 through col. 7, line 4; the Office notes that
the disclosed diagnostic data collected from engine computer 15 by wireless

appliance 13, as well as the queries defined by the data-collection schema
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that specify which diagnostic data is to be retrieved from the engine
computer, are both consistent with the Office’s interpretation of the claimed
‘vehicle device codes’ as ‘a signal to or from a vehicle device’) from among
a plurality thereof for different vehicles (see disclosure that the schema,
defining the data to be collected from the vehicle’s engine computer, is
specific to a given type of vehicle and is typically loaded onto the
microcontroller before the wireless appliance is installed in the vehicle, col.
6, lines 62-65 et seq.); and

e) a downloading interface (see disclosure of the data-transmission component

configured to transmit an outgoing data packet comprising the diagnostic
data over a network and to receive over the same network an incoming data
packet that modifies the communication software, Abstract) for permitting
downloading of enabling data related to the atleast one corresponding
vehicle device code for use by said multi-vehicle compatible controller
(see disclosure of the ability to download a data packet containing a new
schema, col. 7, lines 14-26; see also disclosure that the host vehicle receives
the packet and processes it to extract the new data-collection schema, which
the wireless appliance uses to extract a revised set of data from the vehicle’s

engine computer, or to query a set of data that is relevant to a DTC that has
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been generated by the vehicle, col. 7, lines 33-43 et seq.; the Office notes that
the disclosed data packet containing a new schemais consistent with the
Office’s interpretation of the claimed ‘enabling data’ as including ‘data that
otherwise enables the controller to select or generate the code’, since said
new schema, which includes the data to collect and its location, enables the
wireless appliance to collect that particular data, i.e., to use that particular
vehicle device code from among plural such codes for different vehicles

corresponding to different schemas).

To the extent that Lowrey does not explicitly teach additional details of how the
diagnostic data is vehicle-specific, Lightner discloses these additional details at col. 6,

lines 26-34:
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It would have been obvious to one of ordinary skill in the art at the time of the
invention to incorporate the teachings of Lightner into that of Lowrey, since they both
relate to wireless in-vehicle appliances that utilize the vehicle’s OBD-II systems to
monitor diagnostic data from various on-board systems and to transmit such data over
a wireless connection to a host computer system, such that vehicle health and
performance can be remotely monitored. Furthermore, since the diagnostic data is
produced by the OBD-II system, and both references disclose the use of an OBD-II
system, any disclosure with respect to the diagnostic data generated by the disclosed

vehicle tracking system would apply equally to both references.

Claim 4

Regarding claim 4, Lowrey additionally teaches the tracking unit of claim 1
wherein said downloading interface comprises a wireless signal downloading
interface (see disclosure of the data-transmission component configured to transmit an
outgoing data packet comprising the diagnostic data over a network and to receive over
the same network an incoming data packet that modifies the communication software,
Abstract; see also disclosure that the transmission occurs wirelessly via airlink 9, col. 1,

line 60 through col. 2, line 42 et seq. and drawing Figure 1).
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Claim 5

Regarding claim 5, Lowrey additionally teaches the tracking unit of claim 4
wherein said wireless signal downloading interface comprises a wireless receiver (see
disclosure of the data-transmission component configured to transmit an outgoing data
packet comprising the diagnostic data over a network and to receive over the same
network an incoming data packet that modifies the communication software, Abstract)
for temporary connection to a downloading device (see disclosure of host computer
system 5 [i.e., downloading device] that can include multiple computers, software
pieces, and other signal processing and switching equipment such as routers and digital
signal processors, col. 6, lines 28-38, see also disclosure that the connection to the
downloading device takes place at longer intervals specified in the data-collection

schema, such as every 10 minutes [i.e., a temporary connection], col. 6, lines 18-22).

Claim 6

Regarding claim 6, Lowrey additionally teaches the tracking unit of claim 1
wherein the correspondingat least one vehicle codeis for reading from the at least
one vehicle device (see disclosure that the data-collection schema is essentially a map
that describes the data that the wireless appliance collects from the vehicle’s engine

computer, and its corresponding location in the computer’s memory, col. 6, lines 54-62
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et seq.; see also disclosure that the appliance collects diagnostic data defined by the
schema, col. 6, line 67 through col. 7, line 1; in other words, the data-collection schema
defines the claimed at least one vehicle device code, in that the schemais used to

generate queries to read data from a corresponding at least one vehicle device).

Claim 7

Regarding claim 7, Lowrey additionally teaches the tracking unit of claim 1
wherein the correspondingat least one vehicle codeis for writing to the at least one
vehicle device (see disclosure that a new schema can be transmitted to the wireless
appliance to query a set of data that is relevant to a DTC registered by the vehicle, or fo
‘clear’a DTC when it is deemed to no longer be problematic [i.e., writing to a vehicle device],

col. 7, lines 14-43).

To the extent that Lowrey does not explicitly disclose additional examples of at
least one vehicle code for writing to the at least one vehicle device, Lightner further
discloses such a feature (see disclosure that a data packet can be sent from the host
computer system to the wireless communication system, which is processed by the

microprocessor in the data collector/router to generate a signal that is sent to one of the
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vehicle’s microcontrollers for adjusting a setting in the particular microcontroller, col. 3,

line 22 through col. 4, line 8 et seq.).

It would have been obvious to one of ordinary skill in the art at the time of the
invention to utilize at least one vehicle code for writing to the at least one vehicle
device, since this would allow technicians to not only remotely diagnose problemsin a
vehicle based on downloaded diagnostic data, it would allow the technician to remotely

take action to address said problem.

Claim 8

Regarding claim 8, Lowrey additionally teaches the tracking unit of claim 1
wherein said downloading interface is also for permitting downloading of atleast one
programmin g instruction for said multi-vehicle compatible controller (see disclosure
of the ability to download a data packet containing a new schema, col. 7, lines 14-26; see
also disclosure that the host vehicle receives the packet and processes it to extract the
new data-collection schema, which the wireless appliance uses to extract a revised set of
data from the vehicle’s engine computer, to send out data at a revised frequency, or to

query a set of data that is relevant to a DTC that has been generated by the vehicle, col.
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7, lines 33-43 et seq.; see also disclosure that the wireless appliance can receive over a

network an incoming data packet that modifies the communication software, Abstract).

Claim 9

Regarding claim 9, Lowrey additionally teaches the tracking unit of claim 1
further comprising a remote transmitter (see disclosure the system can include a hand-
held device, e.g., a cellular telephone or portable digital assistant, that connects to the
host computer system through the Internet, col. 3, lines 56-63) and wherein said multi-
vehicle compatible controller also performs at least one vehicle remote control
function responsive to said remote transmitter (see disclosure that the disclosed
systems can be used for, inter alia, remote control of the vehicle [e.g., in response to theft

or traffic/registration violations], col. 11, lines 8-13).

Claim 10

Regarding claim 10, Lowrey additionally teaches the tracking unit of claim 9
wherein the at least one vehicle remote control function comprises at least one of a
vehicle security function, aremote keyless entry function, and a remote engine starting

function (see disclosure that the disclosed systems can be used for, inter alia, remote
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control of the vehicle [e.g., in response to theft or traffic/registration violations], col. 11,

lines 8-13).

Claim 11

Regarding claim 11, Lowrey additionally teaches the tracking unit of claim 1
wherein the wireless position determining device comprises a Global Positioning
System (GPS) receiver (see disclosure that hardware for global-positioning system
(GPS) may beincluded so that the location of the vehicle can be monitored along with

its data, col. 10, lines 56-61 et seq.).

Claim 18

Regarding claim 18, Lowrey teaches a multi-vehicle compatible tracking unit
for a vehicle (see disclosure of in-vehicle wireless appliance 13 which can include
hardware for global-positioning system (GPS) so that the location of the vehicle can be
monitored [i.e., a tracking unit], col. 10, lines 56-61 and drawing Figure 1; see also
disclosure that the wireless appliance can be easily installed in nearly every vehicle with
an OBD-II connector and can easily be transferred from one vehicle to another [i.e.,

multi-vehicle compatible], col. 4, lines 59-63), comprising a vehicle data bus extending
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throughoutthe vehicle (see disclosure of a shared, standardized electronic buss over
which most ECUs transmit status and diagnostic information, col. 1, lines 14-25 et seq.),
the multi-vehicle compatible tracking unit comprising;

a) a vehicle position determining device (see disclosure that hardware for
global-positioning system (GPS) may be included so that the location of the
vehicle can be monitored along with its data, col. 10, lines 56-61 et seq.);

b)a wireless communications device (see disclosure of a data-transmitting
component [e.g., aradio of cellular modem] that sends out the data packet
over an existing wireless network, col. 2, lines 55-59; see also disclosure that
the data transmission component that sends formatted data through cable
17 to antenna 14 which then radiates the data packet over airlink 9 to a base
station 11 included in a wireless network 4, col. 6, lines 14-26 et seq. and
drawing Figure 1);

¢) a multi-vehicle compatible controller (see disclosure of the data-collection
component of in-vehicle wireless appliance 13, and that said data-collection
component includes a microcontroller, col, 6, lines 55-61; see also disclosure
that the wireless appliance can be easily installed in nearly every vehicle
with an OBD-II connector and can easily be transferred from one vehicle to

another [i.e., multi-vehicle compatible], col. 4, lines 59-63) for cooperating
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with said vehicle position determining device and said wireless
communications device to send vehicle position information (see
disclosure that the data-collection component collects diagnostic data from
the engine computer 15, formats the data in a packet and passes the packet
to the data-transmission component, col. 6, lines 8-22 et seq.; see also
disclosure that hardware for global-positioning system (GPS) may be
included so that the location of the vehicle can be monitored along with its
data [i.e., vehicle location data is also collected by the data-collection
component, formatted, and passed to the data-transmission component],
col. 10, lines 56-61 et seq.);

d) said multi-vehicle compatible controller to be coupled to the vehicle data
bus for communication thereover with at least one vehicle device (see
disclosure that the in-vehicle wireless appliance 13 interfaces with other
vehicle systems via the OBD-II connector, col. 2, lines 2-3; see also disclosure
that OBD-II systems exchange data over a shared, standardized electronic
buss which effectively functions as an on-board computer network in the
vehicle, including many processors each of which transmits and receives
data, col. 1, lines 14-22 et seq.; see also disclosure that the data-collection

component collects vehicle data from engine computer 15 via cable 16 [i.e,,
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part of the claimed vehicle data bus], col. 6, lines 8-22 et seq. and drawing
Figure 1) using at least one corresponding vehicle device code (see
disclosure of the use of diagnostic trouble codes [DTCs] that indicate a
specific problem with the vehicle, col. 1, lines 31-36 and col. 1, line 63
through col. 2, line 14; see also disclosure of a data-collection schema, which
is essentially a map that describes the data that the wireless appliance
collects from the vehicle’s engine computer, and its corresponding location
in the computer’s memory, col. 6, lines 54-62; see also disclosure that the
appliance collects diagnostic data defined by the schema, formats the data
in a data packet, and then sends an outgoing packet over the airlink toa

wireless network, col. 6, line 65 through col. 7, line 4; the Office notes that

the disclosed diagnostic data collected from engine computer 15 by wireless
appliance 13, as well as the queries defined by the data-collection schema
that specify which diagnostic data is to beretrieved from the engine

computer, are both consistent with the Office’s interpretation of the claimed

‘vehicle device codes’” as ‘a signal to or from a vehicle device’) from among
a plurality thereof for different vehicles (see disclosure that the schema,
defining the data to be collected from the vehicle’s engine computer, is

specific to a given type of vehicle and is typically loaded onto the
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microcontroller before the wireless appliance is installed in the vehicle, col.
6, lines 62-65 et seq.); and

e) a downloading interface (see disclosure of the data-transmission component

configured to transmit an outgoing data packet comprising the diagnostic
data over a network and to receive over the same network an incoming data
packet that modifies the communication software, Abstract) for permitting
downloadingof enabling data related to the atleast one corresponding
vehicle device code for use by said multi-vehicle compatible controller
(see disclosure of the ability to download a data packet containing a new
schema, col. 7, lines 14-26; see also disclosure that the host vehicle receives
the packet and processes it to extract the new data-collection schema, which
the wireless appliance uses to extract a revised set of data from the vehicle’s
engine computer, or to query a set of data that is relevant to a DTC that has
been generated by the vehicle, col. 7, lines 33-43 et seq.; the Office notes that
the disclosed data packet containing a new schemais consistent with the
Office’s interpretation of the claimed ‘enabling data” as including ‘data that
otherwise enables the controller to select or generate the code’, since said
new schema, which includes the data to collect and its location, enables the

wireless appliance to collect that particular data, i.e., to use that particular
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vehicle device code from among plural such codes for different vehicles
corresponding to different schemas);

f) said downloadinginterface comprising a wireless receiver for temporary
connection to a downloading device (see disclosure of the data-
transmission component configured to transmit an outgoing data packet
comprising the diagnostic data over a network and to receive over the same
network an incoming data packet that modifies the communication
software, Abstract; see also disclosure that the transmission occurs
wirelessly via airlink 9, col. 1, line 60 through col. 2, line 42 et seq. and

drawing Figure 1).

To the extent that Lowrey does not explicitly teach additional details of how the
diagnostic data is vehicle-specific, Lightner discloses these additional details at col. 6,

lines 26-34:
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It would have been obvious to one of ordinary skill in the art at the time of the
invention to incorporate the teachings of Lightner into that of Lowrey, since they both
relate to wireless in-vehicle appliances that utilize the vehicle’s OBD-II systems to
monitor diagnostic data from various on-board systems and to transmit such data over
a wireless connection to a host computer system, such that vehicle health and
performance can be remotely monitored. Furthermore, since the diagnostic data is
produced by the OBD-II system, and both references disclose the use of an OBD-II
system, any disclosure with respect to the diagnostic data generated by the disclosed

vehicle tracking system would apply equally to both references.

Claim 19

Regarding claim 19, Lowrey additionally teaches the tracking unit of claim 18
wherein the corresponding at least one vehicle codeis for reading from the at least
one vehicle device (see disclosure that the data-collection schema is essentially a map
that describes the data that the wireless appliance collects from the vehicle’s engine
computer, and its corresponding location in the computer’s memory, col. 6, lines 54-62
et seq.; see also disclosure that the appliance collects diagnostic data defined by the

schema, col. 6, line 67 through col. 7, line 1; in other words, the data-collection schema
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defines the claimed at least one vehicle device code, in that the schemais used to

generate queries to read data from a corresponding at least one vehicle device).

Claim 20

Regarding claim 20, Lowrey additionally teaches the tracking unit of claim 18
wherein the correspondingat least one vehicle codeis for writing to the at least one
vehicle device (see disclosure that a new schema can be transmitted to the wireless
appliance to query a set of data that is relevant to a DTC registered by the vehicle, or to
‘clear’a DTC when it is deemed to no longer be problematic [i.e., writing to a vehicle device],

col. 7, lines 14-43).

To the extent that Lowrey does not explicitly disclose additional examples of at
least one vehicle code for writing to the at least one vehicle device, Lightner further
discloses such a feature (see disclosure that a data packet can be sent from the host
computer system to the wireless communication system, which is processed by the
microprocessor in the data collector/router to generate a signal that is sent to one of the
vehicle’s microcontrollers for adjusting a setting in the particular microcontroller, col. 3,

line 22 through col. 4, line 8 et seq.).
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It would have been obvious to one of ordinary skill in the art at the time of the
invention to utilize at least one vehicle code for writing to the at least one vehicle
device, since this would allow technicians to not only remotely diagnose problemsin a
vehicle based on downloaded diagnostic data, it would allow the technician to remotely

take action to address said problem.

Claim 21

Regarding claim 21, Lowrey additionally teaches the tracking unit of claim 18
wherein said downloading interface is also for permitting downloading of atleast one
programmin g instruction for said multi-vehicle compatible controller (see disclosure
of the ability to download a data packet containing a new schema, col. 7, lines 14-26; see
also disclosure that the host vehicle receives the packet and processes it to extract the
new data-collection schema, which the wireless appliance uses to extract a revised set of
data from the vehicle’s engine computer, to send out data at a revised frequency, or to
query a set of data that is relevant to a DTC that has been generated by the vehicle, col.
7, lines 33-43 et seq.; see also disclosure that the wireless appliance can receive over a

network an incoming data packet that modifies the communication software, Abstract).

Ex Parte Reexamination — E/P Non-Final Rejection Part of Paper No.20210922



Application/Control Number: 90/014,675 Page 47
Art Unit: 3992

Claim 22

Regarding claim 22, Lowrey additionally teaches the tracking unit of claim 18
further comprising a remote transmitter (see disclosure the system can include a hand-
held device, e.g., a cellular telephone or portable digital assistant, that connects to the
host computer system through the Internet, col. 3, lines 56-63) and wherein said multi-
vehicle compatible controller also performs at least one vehicle remote control
function responsive to said remote transmitter (see disclosure that the disclosed
systems can be used for, inter alia, remote control of the vehicle [e.g., in response to theft

or traffic/registration violations], col. 11, lines 8-13).

Allowable Subject Matter

Claims 2, 3, and 12-17 are confirmed.

STATEMENT OF REASONS FOR PATENTABILITY AND/OR CONFIRMATION
The following is an examiner's statement of reasons for patentability and/or

confirmation of the claims found patentable in this reexamination proceeding;
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Regarding claims 2, 3, and 13-17, these claims recite a downloading interface
comprising a wired downloading signal interface (claims 2 and 3) or a downloading
interface comprising a connector for temporary connection to a downloading device
(claims 13-17).

The prior art of record teaches a tracking unit for a vehicle comprising a wireless
appliance that collects diagnostic data from the vehicle and transmits said diagnostic
data to a host computer system via a wireless network/airlink. No wired downloading
interface or download interface comprising a connector is disclosed.

Requester urges the Office to use a broad interpretation of the claimed
‘connector” and ‘wired interface’, such that the prior art would read on the limitations.
However, the Office concludes that even under the BRI standard, such an interpretation
would beunreasonable. Under BRI, claims are interpreted in light of, and consistent
with, the specification. Requester’s proposed interpretation would be inconsistent with
what is disclosed by the Patent Owner in the specification and drawings.

For instance, at col. 24, lines 39-47, the 278 patent discloses that the wired
downloading interface may connect (via connectors 133a and 133b) directly to a
downloading device, such as a laptop computer, via RS232/429 protocol, USB, FireWire,

TCP/IP (Internet), or any other wired protocol, or alternately via a socket for accepting a
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memory card or other data storage media capable of transferring data. The wired

downloading interface is also illustrated in drawing Figure 13.

| DOWNLOADING INTERRACE
N R
SONNLOADED HORREAEL
CODES AND/OR Y .

. 13

With respect to claim 2, Requester proposes that a ‘wired” signal downloading
interface should beinterpreted broadly enough to encompass Lowrey’s cable 17
connecting wireless appliance 13 and antenna 14 (see Figure 1). However, the term
‘interface’” commonly refers to the boundary across which computer components or
systems exchange data. While Lowrey’s cable 17 interfaces wireless appliance 13 with
antenna 14, it does not interface with a downloading device, as is disclosed.

With respect to claim 13, interpreting the claimed connector as analogous to the
transmit/receive functionality of Lowrey’s data transmission component would be
inconsistent with the 278 patent’s disclosures regarding the connectors and the wired
downloading interface.

Indeed, the disclosed characterization of Lowrey’s in-vehicle appliance as

‘wireless” makes clear that the interface between the appliance and the downloading
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device is not a wired interface comprising a connector for connecting to a downloading

device.

On this basis, claims 2, 3, and 13-17 are confirmed.

Regarding claim 12, thereis no disclosure in the prior art of record that teaches
or fairly suggests a housing that contains all of the claimed vehicle position determining
device, wireless communications device, multi-vehicle compatible controller, and
download interface.

On this basis, claim 12 is confirmed.

Any comments considered necessary by PATENT OWNER regarding the above
statement must be submitted promptly to avoid processing delays. Such submission by
the patent owner should be labeled: "Comments on Statement of Reasons for

Patentability and/or Confirmation" and will be placed in the reexamination file.
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Conclusion

THIS ACTION IS MADE FINAL.

A shortened statutory period for response to this action is set to expire 2 months
from the mailing date of this action.

Extensions of time under 37 CFR 1.136(a) donot apply in reexamination
proceedings. The provisions of 37 CFR 1.136 apply only to “an applicant” and not to
parties in a reexamination proceeding. Further, in 35 U.S.C. 305 and in 37 CFR 1.550(a),
it is required that reexamination proceedings “will be conducted with special dispatch
within the Office.”

Extensions of time in reexamination proceedings are provided for in 37 CFR
1.550(c). A request for extension of time must specify the requested period of extension
and it must be accompanied by the petition fee set forth in 37 CFR 1.17(g). Any request
for an extension in a third party requested ex parte reexamination must be filed on or
before the day on which action by the patent owner is due, and the merefiling of a
request will not effect any extension of time. A request for an extension of timein a
third party requested ex parte reexamination will be granted only for sufficient cause,
and for a reasonable time specified. Any request for extension in a patent owner
requested ex parte reexamination (including reexamination ordered under 35 U.S.C.

257) for up to two months from the time period set in the Office action must be filed no
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later than two months from the expiration of the time period set in the Office action. A
request for an extension in a patent owner requested ex parte reexamination for more
than two months from the time period set in the Office action must be filed on or before
the day on which action by the patent owner is due, and the mere filing of a request for
an extension for more than two months will not effect the extension. The time for
taking action in a patent owner requested ex parte reexamination will not be extended
for more than two months from the time period set in the Office action in the absence of
sufficient cause or for more than a reasonable time.

The filing of a timely first response to this final rejection will be construed as
including a request to extend the shortened statutory period for an additional two

months. In no event, however, will the statutory period for response expire later than

SIX MONTHS from the mailing date of the final action. See MPEP § 2265.

The Patent Owner is reminded of the continuing responsibility under 37 CFR
1.565(a), to apprise the Office of any litigation activity, or other prior or concurrent
proceeding, involving U.S. Patent No. 8,032,278 throughout the course of this
reexamination proceeding. The third party requester is also reminded of the ability to
similarly apprise the Office of any such activity or proceeding throughout the course of

this reexamination proceeding. See MPEP §§2207, 2282 and 2286.
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The Patent Owner is reminded that any proposed amendment to the
specification and/or claims in the reexamination proceeding must comply with the
provisions of 37 C.F.R. § 1.530(d)-(j), must be formally presented pursuant to 37 C.F.R. §
1.52(a) and (b), and must include any fees required by 37 C.F.R. § 1.20(c). See MPEP §
2250(IV) for examples to assist in the preparation of proper amendments in

reexamination proceedings.

Any document filed by the Patent Owner must be served on the third party

requester (or requesters in a merged proceeding) in the reexamination proceeding in the

manner provided by 37 C.E.R. §1.248. See37 C.F.R. §1.550(f) and MPEP § 2266.03.
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All correspondence relating to this ex parte reexamination proceeding should be
directed:

By EFS-Web:  Registered Users may submit correspondence via EFS-Web, at
https://efs.uspto.gov/efile/myportal/efs-registered.

By Mail to: Mail Stop Ex Parte Reexam
Central Reexamination Unit
Commissioner for Patents
United States Patent & Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450

By FAX to: (571)273-9900
Central Reexamination Unit

By hand: Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

EFS-Web offers the benefit of quick submission to the particular area of the
Office that needs to act on the correspondence. Also, EFS-Web submissions are “soft-
scanned” (i.e., electronically uploaded) directly into the official file for the
reexamination proceeding, which offers parties the opportunity toreview the content of

their submission after the "soft scanning" process is complete.

Ex Parte Reexamination — E/P Non-Final Rejection Part of Paper No.20210922



Application/Control Number: 90/014,675 Page 55
Art Unit: 3992

Any inquiry concerning this communication should be directed to the Central

Reexamination Unit at telephone number 571-272-7705.

/LUKE S WASSUM/
Primary Examiner, Art Unit 3992

Conferees:

/Stephen ]. Ralis/
Primary Examiner, Art Unit 3992

Michael Fuelling /MF/
Supervisory Patent Examiner
Art Unit 3992

lsw
27 September 2021
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-- The MAILING DATE of this communication appears on the cover sheet with the corresponderice address --

a. Responsive to the communication(s) filed on 23 August 2021
(J A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on .

b. @ This action is made FINAL.
c. J A statement under 37 CFR 1.530 has not been received from the patent owner.

A shortened statutory period for response to this action is set to expire 2 month(s) from the mailing date of this letter.

Failure to respond within the period for response will result in termination of the proceeding and issuance of an ex parfe reexamination
certificate in accordance with this action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).

If the period for response specified above is less than thirty (30) days, a response within the statutory minimum of thirty (30) days

will be considered timely.

Part| THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION:
1. [ Notice of References Cited by Examiner, PTO-892. 3.0 Interview Summary, PTO-474.

2. O Information Disclosure Statement, PTO/SB/08. 4.0 .
Partll  SUMMARY OF ACTION

1a.

1b.

2.

Claims 1-22 are subject to reexamination.

Claims ___ are not subject to reexamination.

Claims ____ have been canceled in the present reexamination proceeding.
Claims 2-3 and 12-17 are patentable and/or confirmed.

Claims 1,4-11 and 18-22 are rejected.

Claims _____ are objected to.

The drawings, filedon _____ are acceptable.

The proposed drawing correction, filed on has been (7a) 0J approved (7b) [ disapproved.
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Acknowledgment is made of the priority claim under 35 U.S.C. 119(a)-(d) or (f).
a) JAl by [J Some*¢) [INone of the certified copies have
1 O been received.
2 (O not been received.
3 (J been filed in Application No. .
4 [J been filed in reexamination Control No.
5 {J been received by the International Bureau in PCT application No.
* See the attached detailed Office action for a list of the certified copies not received.

9. [ Since the proceeding appears to be in condition for issuance of an ex parte reexamination certificate except for formal
matters, prosecution as to the merits is closed in accordance with the practice under £x parie Quayle, 1935 C.D.
11, 453 O.G. 213.

10. J Other:

cc: Requester (if third party requester)
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