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SETTLEMENT AGREEMENT AND COVENANT NOT TO SUE

This Seitlement Agreement and Covenant Not to Sue (“Agreement”) Is entered into as of
Janvary 9S4, 2013 (the “Effective Date") by nnd between Omega Patents, LLC, & Georgia
limited Ifabillty company, having its principal place of business in Douglasville, Georgla
(“Omega” or “Covenantor"), and Kenneth Flick, tesiding in Douglasville, Georgia on the onc
hand, and OnStar, LLC a limited liabllity corporation having it principsl place of business nt 400
Renaissance Center, Detroit, Michigan (“OnStar”), and General Motors LLC having its place of
bushiess at 300 Rennissaice Conter, Detroit, Michigan (“GM") on the.other. GM and OnStar are
teforred to collectively in this Agreement as “Covenantees.” Covenantor, OnStar and GM are
reférred to in this Agreement together as “Parties” and individually as a “Party.” The Parlies
hereby ngree to the following:

WHEREAS, Omega filed an action against OnStar and OM. in a cnse styled Omega
Patents, LLC, v. General Motors LLC, et al., in the United States District Court for the Northern
District of Georgla (1:12-cv-01192-WSD, “ihe Litigation”) allcging infringeiment of United
States Patent Numbers 6,803,861, 6,804,605, 6,812,829, 6,816,089, 6,924,750, and 7,224,083

(callectively, “Patents-in-Suit");
WHEREAS, OnStar sl GM have denied liability in the Litigation;
WHEREAS, (he partics wish to avold the risk and cost associated with litigation; and

\WHEREAS, the Patities have with muiuni consent agreed to settle fully the clalns of
infringement of the asserted clalms of the Patents-In-Suit.

NOW, thercfore, in cxchange for mutual promises and covenants contained in this
Agreement, the Partics agree as follows:

1. DEFINITIONS
The terms set fortl below have e following meanings in the Agreement:

1.1, “OM Affilintes® means oll entities that ave, have been or will be, direotly or
indirectly, controlling OnStar, controlling GM, contiolled by OnStar, controlled
by GM, or under common control with OnStar or GM, including withowt
limitation General Motors Holdtings LLC and General Motors Company and all
entlties controlilng, controlled by, or under common controf with these entitles.

1.2.  “Covenanted Clajms” means Claims 1-8, 13-20, 25-30, 35-42 of U.S. Fatent No.
6,812,829, Claims 1-8, 13-20 of U.S. Patent No. 7,224,083, Clalms 1-25 of U.S,
Patent No. 6,924,750, Claims 1-54 of U.S. Patent No. 6,804,605, Claims 1-41 of
U.S. Patent No. 6,803,861, and Clalms 1-31 of U.S. Patent No. 6,816,089 or any

clalm in any other patent coextensive in scope wilh any of I%
Claims. .
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Omega - OnStar & OM Agreenient

“Non-Covenanted Claims” menns any Uniled Stales patent claims except those
defined as “Covenanted Clalns” In Section 1.2 above,

“OnStar Product” means any product, system, component, subassembly,
havdware, sofiware, sorvice, or a combination thereof, that Is cesigned, made,
have made, used, imported, exporled, sold, offered for sale, lcased, purchased,
Jlicensed, or otherwise disposed of by or for OnStar, GM and/or the GM Affillales
prior to, as of or aller the Bffective Date of this Agreement.

“Territory” means worldwide to the fullest geographical extent covered by the
Covenanled Claims,

COVENANTS AND RELEASES

2.1,

2.2,

2.3,

Covenant Not to Suc, The Covenantor an behalf of ltself, its successors, assigns
aud future assigns of the Covenanted Claims, covenants not sue or threaten to sue,
or iustruct, encourage, or take an affirmative action fo ald a third patty to sue or
threaten to sue, OnStar, GM or a GM Affiliate or any of their customers, dealors
or suppliers, direct or Indirect, for patent infringement, either direct, indirect, or
otherwise, as to the OnStar Products under any Covenanted Claim. To the extent
GM dealers sell non-OnStar Products, alone or In combination wilh OnStar
Products, this Covenanl does not exterxl to the nor-OnStar Products,

In tho event OnStar, OM or a GM Affillaic acquires a third parly aficr the
Effective Dale, the covenant granted herein extonds to that third party, but enly as
of the date of the closing of e acquisition of such third party,

In the event that any patent including Covenanted Claims (“Transferred Patent”)
is sold, assigned, or othenwise tensferred by a Covenantor, the Covenantor agrees
lo geaut OnStar, G, and the OM Affiliates a fully paid up, royalty free licenso to
make, use, have made, sell, offer to soll, import, expott, and othenvise fully
practice the invention of the Covennnted Claims of the Transferred Patent with
respect to the OnStar Products prior to the snle, assignment or other transfer of
rights. To the extent nccessary to implement the provisions of this paragraph,
Covennntor hereby grants a contingent leense to the Covenanted Claims for the
OnStar Products that awtomatically vests prior to any sale; asslgnment or transfer
ofany Transferred Patent,

Covenaator’s Releases. ‘The Covenantor releases and forever discharges OnStar,
GM and each GM Affillaic and thelr respective directors, officers employees,
ocustomers, dealers, and suppllets, dlvect and itlivect, from and against any and all
past and present claiws, obligations, liabllities, dnmages, and expenses (including
attomey’s fees), that wers or could have been assertgd in the Litigation or in any
other litigation against the OnStar Products wilh respect to the Covenanted
Claims.

OnStar’s and GM’s Relenses. OnStar and GM releass and forever discharge the

Covenantor and Its respeciive predecessors, directors, officers and c%
2
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3.

ey o

from and against any and all past and present claims, obligations, llabilitles,
damages, expenses (fitcluding attoruey’s fees), whether or not presently known by
OnStar or GM that were or could have been asserted with respeet o the
Covenanted Claims in (he Litigation or in any other litigntlon EXCEPT THAT
OnStar, GM and GM Affiliates relaln the right to assert any defense or
counterclaim that was or could have been bronght In the Litigation, or In any
other litigatlon, if any suit or other action s initinted that lnvolves OnStar, GM, a
GM Affiliate, or any of thelr respective dircctors, officers, agents, cmployees, or
indemnitecs, or involving any cuslomer, dealer or supplier, direct or indirect, of
OuStar, GM or n GM Affiliite with regard to any product or service of OnStar,
GM or a GM Affiliate.

Nuv Admissions, Nothing in this Agreement is an admission by either party of the
validity or invalidity of the Covenanted Claims, an admission by cither party of
any direct or indirect infringement of the Covenanted Claims, or an admisston by
any parly of any fact or issuc telated to the Litigation.

DISMISSAL OF LITIGATION

3‘10

Thning of Dismissal, Within five (5) court days aftcr the execution of this
Agreement, the Parties will execnle and file a stipulated motion dismissing
without prejudice Omega’s ¢laims against OnStar and GM arid dismissing without
prejudice OnStar's and GM’s counlerciaims against Omega as provided herein in
the form nftached hereto as Exhiblt A. The Partles will promptly proceed with all
additienal precedures needed to dismlss the Litigation.

STANDSTILL AGREEMENT

4.1,

4.2,

For Ihe two years immediately following the Effective Date of this Agreement,
nejther Omega not Kenneth Fllok shall file, cause to have filed, encourage, or
participate In any patent action against OnStar, GM or & GM Affiliale or, with
regard to any OnStar Produot, against any custamer, dealer or supplier, direct or
indivect, of OnStar, GM oi a GM Affiliate.

Notwithstanding the Standstill Agreenient in Paragraph 4,1, ench Parly retains the
right to assert any defense or coimterclaim if any suil or other action is Inlifated
by another Patty and/or lts officers, directors or employees, Similatly, cach Parly
retains (he right to file an.action to enforce the tetms of this Agreement at any
time durlng the term of this Agreement. -

CONSIDERATION

5.1,

In conslderation of the releases, covenants and conlingent license granted by
Covenantor and the dismissal of the Litlgation, OnStar and/or GM agrees (o pay
to Omega a non-rcfindable, one-time fee in the aggregate -amount of $50,000
(“Seltlement Fec”). The Scttement Fee Is due nnd payable within twenty (20)

business days of the Bffestive Date. Upon full and timely paw

3
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G.

Setilement Fee, tlie rights, releases, covenants and contingent Jicenses granted to
OnStar, GM aid GM Afiilintes.

§2. Cosls and Taxes. The Parlies agree that lhey bear their own costs and attorneys’
fees relating to the Litigation and (o the negotiation of this Agrecment. All taxes
imposed as a resull of the exisicnce of this Agreoment or fhe performance
hereunder will be paid by the party required (o do so by applicable law.

TERM

6.1, The term of this Agteement begins on the Bffective Date and continues until six
years after the expimtion of the last-to-oxplre of the Covenanted Claims.

6.2. Termination, "Uhis Agreement may not be terminated prior to expiration except

by mufual written agreement of the Parties,

MISCELLANEOUS PROVISIONS

1.1

7.2.

1.3.

Representntions and Warantles,  Covenantor and Kcenacth Flick each
represents and wareants that (i) as of the Bffective Date Omega owns each of the
patents that include the Covennnted Claims or bas the exclusivo right to grant
releases and. covenants with respect to the Covenanted Clalms and of the full
scope set forth herein; (i) Covenantor has nol assigned or otherwise transferred
any rights to the patonts that ingfude the Covenninted Claims that would prevent
Covenantor from entering into this Agreement and providing the full scope of
dghts, licenses, relenses and covenants set forth herein; and (lii) Covenantor has
the power and nuthority to enter this Agreement and bind 1t to each and every
obtigation hereof,

Assignment. Except as provided otherwise hereln, this Agreement is binding
upon, inwres lo the benefit of, and s enforcenble by the Partics and thejr
successors and assigns. No Patty may esslgn, delegate, sell, teansfer or otherwise
dispose of, uny or all of its rights or obligations under this Agreement to any other
person, business or catity, except as pact of a corporate reorganization or
restructuring or as part of the sale or transfer of all or substuntially all of the
Party’s business or assets (in the case of OnSlar or GM, its business or assets
receiving the bonefit of the lHeense and/or covenant herein). Covenantor will not
nssig, sell or otherwise transfer or grant any ownership fght or right to enforce
or recover under ainy Covenanted Claims unless an nssignec or transferce first
agrees to observe all rights, covenanis and releases provided by Covenantor and
such assignee or Iransferee executes an agreoment to be bound by all of the terms
and conditions of this Agrecment. Any asslgnment or transfer In violation of this
Section 5.2 Js null and void.

Confidentlality.
7.3.1. From and after the Effective Date of this Agreement, no Pajy vill
disclose the terms of this Agreement except:
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74,

(®  with the prior wrltten consent of the other party;

(V) to any govemmental body having jurlsdiction and speclficaily
requiring such disclosure;

(¢)  inresponse to a valid subpocna or as olerwise may be required by
lavy;

(d)  for the purposes of disclosure in connection with the Secwrilics and
Exchange Act of 1934, as amended, the Securities Act of 1933, as anjended, and
any other reporis filed with the Sceucltles and Exchange Commisslon, or any
other filings, reports or disclosures that nay be requiredt under the applicable laws
or regulalions of any country In the world}

{c) to a Parly’s accountants, legal cowmsel, tax advisors and other
financial and legal advisors, investors and potential Juvestors, subject to
obligations of confidentiality aud/or privilege at least os stringent as those
cohtained herein; '

()  during the course of Jitigation and subject 1o a profective order;
provided however, that any production uader a protective order would be
protected under an “Outside Attorncys Eyes Only” or higher confidentiality
designation;

(g)  with obligations of confidentlality at least as stringent as lhose
contained herein, to a counterparly in conpection with a proposed inerger,
acquisition, financing or similar teansaction; or

() by OnStar, GM or a GM Affillate if any term of this agreement is
breached by any Covenantor,

7.3.2. Notwithstanding the foregoing, a Parly may publicly disclose e
conclusion of the Litigation, the existence of this Agreement, the names
the Parties, wud the exisience of any license, relonse, and covenanl nof to
sue. Such disclosuro will otherwise exclude any specific terms or
condlilons of this Agreement.

7.3.3. Notwithstanding the foregoing, OnStar or GM may share lhis ngreement
with any GM Affilinte wnder the terms of Section 7.3 (Confideniiality),

Natices. All notices required or permitted to be glven in this Agreement will be
in writing and will be delivered by hand, or if dispatehed by propaid air courier
with, package (racing capabilitics or by registered o cellfied altmail, postage
prepaid, addressed as follows:

To Omegn and Kennoth Flick:  Copy To:
Omegn Patents LL.C Brian R, Gilchrist
5326 Presley Place Allen, Dyer, Dopipelt , Milbrath &

ATTORNEYS EYES ONLY
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Douglasville, GA 30135 Gllchrist, P.A.
255 S. Osango Ave, Suite 1401
Orlando, FL 32801

To OnStar: Copy To

OnStar General Counsel Mark D, Chuoy

OnStar, LLC General Motoys Legal Staff

Mail Code 482-D39-B32 Mail Code 482-C23-B21

400 Renaissance Cenfer 300 Rennlssance Center

Detrolt, Michigan 48265

Detroit, Michigon 48265

To GM: Copy To:

Chief IP Counsel Mark D. Chuey

General Motors LLC General Motors Legal Staff
Miil Code 482-C23-B21 Mail Code 482-C23-B21

300 Renaissanco Center
Deivoil, Michigan 48265

300 Renalssance Center
Delroit, Michigan 48265

7.5'

7!6‘

17

7.8.

7' 9'

Any party may givo writien notice of a change of address and, after notice of such
change has been recelved, any notice or request will thereafier be given to such
party as above provided at such changed address,

Governing Law, This Agreement.and matters connected with the performance of
this Agreement will be Interpreted, enforced and governed in accordance with the
laws of the United States of America and the State of Georgia, without reference
to conflict of laws principles.

Jurisdiction, The Partles agree that all disputes and Jtigation arising out of this
Agreement and its construiction or conceming any of the patonts described herein
be subject to the exoluslve jurisdiction of a courl residing in the Northem Distrlct
of Georgia.

Sovornbility. If any provislon of this Agreement is held to bo illegal or
unenforceable, the remainder of this Agreement will continve In full force and
cffect and be enforceable.

Entive Agreoment, The Pacties acknowledge that this is an enforceuble
agreement and this Agreement cmbodies the enlire undersianding of e Partles
with respeot (o the subject matter of the Agreement.

Maodifiention; Waiver. No modification or nmendment to this Agreement, nor
any waiver of any rights, will be effective unless assented to in writing Uy the
party to be cherged, and the walver of any breach or default will not constituic a
waiver of any olher right wnder this Apreement or any subsequent breach or
defoult.
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7.10.

711,

Dispute Resolution. Before any Parly can commencc any setion i court agalust
another Party, such Party will first give notico to the other Party of the basis for
the dispute and must seek to, resofve such dispute through conforrin with the
other Party for a period of thirty days. If agreement {s not renched within 30 days
aficr notice or such fnther period as the Partles may agree, only. then mny a Parly
bring such dispute before a court,

Future Litigatlon, If at any time, any Covenantor sues OnStat, GM or any GM
Affiliate for patent infringement of any Non-Covenanted Claim, Caveénantor
ugrees (hat the resulting suit will be brought in the Northern District of Georgia
and will be subject to the protective order cntered in the Litigatlon (Dkt, #31).

s 4k * %
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IN WITNESS WHEREOF, each Party has cavsed this Agreement to be slgned and
delivered either indivicually or by its duly anthorized officer, as tndicated below.

Omega Patents, LLC On8tar, LLC

Bw%% By: et
ibni-GEr

Name: Kenneth Flick Name: [HAN-GEYw0L

Title:éé‘./ ' Title: Cho GMSLTn Wwe

’
bate: /~2¢~-/.3 Date: - 49- >
Kemneth Fliek Goneral Motors LLC

M By:
8 himsel

Name: DAVISY < AREY ‘
Tile: DR cSoR- RONN BLECSRRNGCE,

Date; /-24-/3 Date: \ / DA ’) 12
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Exhibit A
Form of Agreed Dismissal

TN THE UNITBD STATES DISTRICT COURT
JFFOR THE NORTHERN DISTRICT OF GEORGIA.

ATLANTA DIVISION'
OMEGA PATENTS, LLC, $
§
Plaintift, $ CIVIL ACTION NO.
§ 1:12-cv-01192-WSD
Vs, §
§
GENERAL MOTORS LLC § JURY TRIAL PEMANDED
and ONSTAR, LL.C, §
§

Defendant,

STIPULATION OF DISMISSAL

IT IS HEREBY STIPULATED and AGREED by and between Plaintiff OMeoA
PATENTS, LLC (“Phaintiff’) and Defendants GBNERAL MoTonrs LLC aiid ONSTAR, LLC
("Defendants™), and by their attorneys, that pursuant to Fed.R.Clv.P, 41(a)(1)(A)Gi) Plaintiff's
cleims against Defendants In the above-captioned aclion be, and they herby are, dismissed
! without prejudice andt that Defendants' counterclaims agelnst Plaintiff in the above-captioned
action be, and they hereby are, dismissed without prejudice.

Plaintiff has not released, and nothing in this Stipulation shall be constriied as a reloase or
discharge of, any claim Plaintiff has or may have in the future against any other asserted
infringer of the patent-in-sult. All such rights have been, and are, expressly resctved.

Bach party shall bear its own costs and attorheys’ fecs.
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Ouiegd - OnStar & QM Agreement

Respectfutly submitted,

CERTIFICATY, OF SERVICE

10
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Form of Orvder of Disinissn]

IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF GEORGIA

ATLANTA DIVISION
OMEGA PATENTS, LLC, §
§
Plaintiff, § CIVIL ACTION NO.
§ 1:12-cv-01192-WSD
V8. §
§
GENERAL MOTORS LLC § JURY TRIAL DEMANDED
dnd ONSTAR, LLC, § ’
§
Defesndant.

ORDER OF DISMISSAL WITHOUT PREJUDICE AS TO
DEFENDANTS GENERAL MOTORS LLC AND ONSTAR, LLC

Recognizing the Stipulation of Dismissal flled by Plainliff OMEGA PATENTS, LLC and
Defendants GrNERAL MoTors LLC and ONSTAR, LLG, it Is

ORDERED that the claims nsseried by Plaintiff Omroa PATENTS, LLC against
Defendants GeNERAL MoTors LLC and ONSTAR, LLC be, and hereby are, dismissed without
prejudice and that the counterclaims asserted by Deféndants GeneraL MoTors LLC and
ONSTAR, LLC against Pluintiff OMEGA PATENTS, LLC be, and hereby are, dismissed wifhout
prejudice.  Nothing in this Order shall be constited as a relense or dlscharge of any clain
Plaintiff has or may have in the future against any other asserted infringer of the paterit-in-sult;

and

ORDERED that the parties shall bear their own attorneys’ fees, cxponses and costs.

wf
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