Case 6:13-cv-01950-PGB-DCI Document 145-84 Filed 02/25/16 Page 1 of 18 PagelD 12789

-1

PATENT LICENSE AND SETTLEMENT AGREEMENT

_ THIS AGREEMENT is made as of this,_:,a_’_‘ of December, 2003, by and
- between OMEGA PATENTS LLC a limited liability corporation of Georgia, with
offices at 5326 Presely Place, Douglasville, GA 30135 (“LICENSOR™), and TRILOGIX

ELECTRONICS SYSTEMS, INC., a corporztion of Canada, with offices at 2259
Gladwin Crescent Ottawa Ontario Canada (“LICENSEE") (collectively the “PARTIES™).

WITNESSETH:

WHEREAS, LICENSOR is the sole and exclusive owner of those patents
identified more fully in the attached Schedule A as applied to vehicle remote system
cantrols (collectively, the “Patents™); and )

WHEREAS, on or about May 6, 2003, Licensor brought an action against
LICENSEE in the United Staies District Court, Middle District of Florida (6:03-CV-578-
ORL-22KRS), alleging infringement of the Patents (the “Action™); and

WHEREAS, the parties have reached a settlement of the issues raised in the
Action; and

WHEREAS, as part and parcel of the settlement, LICENSOR bas agreed 10 grant
LICENSEB | nonexcluswe and nontmnsfuable license under thc Patents for usein the

updated frora time to time (e “Licensed Products™); and

WHEREAS, LICENSOR has the power and authority to grant to LICENSEE such
license.

NOW, THEREFRORE, in consideration of the mutual promises and covenants herein
contained, the parties hereto agree s follows:

1. LICENSE

A. LICENSOR bereby grants to LICENSEE, upon and subject to ail the -
tereos and conditions of this Agreement, a aonexclusive license under the Patents to
make, use, have made, and sell tho systems and methods embodying the invention(s)
described in the Patents in the Licensed Territory, as set forth in the attached Schedule A
for the Term specified jn Ssction 2, below.

B. As used in the Agreement, the Patents shall mean and include those
patents {dentified more fully in the attached Schedule A.
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LICENSOR to make, use, and sell the systems and methods embodymg the invention(s)
of the Patents. ‘

- D. LICENSEE may not grant sublicenses under this agreement without pnor
- express written consent of LICENSOR. C

2. TERM

A.  This Agreement shall be effective as of the date of execution by the
Parties and shall expire on November 30, 2008 unless sooner terminated by the Partics
pursuant to the terms of this Agreement (the “Term™).

B.  This Agreement shall be automatically renewed for an edditional ONE (1)
year extended Texm provided that (i) LICENSEE shall have fully complied with all of its
- obligations as set forth herein; and (ii) unless a party gives prior written notice to the
other party no later than September 30, 2008 of its intention not to renew this

Agreement.

3. COMPENSATION

A. In consxdetatlon for the hoenscs gmnted heteundcr. LICENSEE ag:ees to

o!' L:c:nsed Pmducts whm such L:ccnscd Pmdm:ts are oovu'ed by a subsisuug and
unexpired claim, in the country in which the Licensed Product is manufactured or sold, of
any patent of that country comprised within the Patents, The Royalty obligation shall
apply to all Licensed Products manufactured or sold by LICENSEE beginning on August
1,2003. The Royalty payment for the months of August, September and October of 2003
shaj] be made within THIRTY (30) days of execution of this agreement.

B.  Itisundersteod and agreed that only one royalty shall be paid hereunder
as to Licensed Product whether or not it is covered by more than one (1) claim of a
patent, by the claims of more than one (1) patent, or by the claims of patents of more than
one (1) country.

C The Royalty owed LICENSOR shall be calculated on a moathly calendar
basis (the “Royalty Period”) and shall be payable no later than THIRTY (30) days after
the termination of the preceding full monih. It is understood and agreed that such
payments shall be no less than U.S. $8,333 unlil such time that the cusnulative actual
Royalties paid to LICENSOR exceed the Guaranteed Mininnun Yearly Royalty as set
forth in Schedule A.

D.  Foreach Royalty Period, LICENSER shall provide LICENSOR with a
writien royalty statement in a form scceptable to LICENSOR. Such royalty statement
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shall be certified as accurate by a duly anthorized officer of LICENSEE reciting, on a
s--- -« .. country-by-country basis, the stock number, item, units sold, description, quantity
shipped and reportable sales for each Licensed Product. Such statements shall be
furnished to LICENSOR regardless of whether any Licensed Products were sold during
-~ the Royaity Period or whether any actual Royalty was owed.

B. LICENSER agrees to pay LICENSOR a Guaranteed Minimum Yearly
Royalty as recited in Schedule A which may be credited against LICENSEE's actual royalty
obligation to LICENSOR. In the event that LICENSEE’s actial Royalties paid LICENSOR
are less than the Guaranteed Minimym Yearly Royaity, LYCENSER, in addition to paying
LICENSOR its actual eamed Royalty, shall pay LICENSOR the difference between the
total earned Royalty and the Guaranteed Minimum Yearly Royalty.

F.  Nocosts incurred in the manufaétiaring. selling, advertising, and
distribution of the Licensed Products shall be deducted from Royalties, nor shall any
deduction be allowed for any uncollectible accounts or allowances,

G. A Royaity obligation shall accrue upon the sale of the Licensed Products
regardiess of the time of collection by LICENSEE. A Licensed Product shall be
considered “sold” when such Licensed Product is billed, invoiced, shipped, or paid for,
whichever occurs first.  Licensed Products, for which a Royalty has already been paid,
that are retumed for refund or credit in the normal course of business may be deducted
from amounts otherwise sold. A Royalty obligation shall accrue to Licensed Products
sold by LICENSEE to Omega Research & Development.

H. The receipt or acceptance by LICENSOR of any royalty statement or
payment shall not prevent LICENSOR from subsequently challenging the validity or
accuracy of such statement or payment if raised within THREE (3) years of the receipt or
acceptance of such statement or payment.

L Upen expiration ar termination of this Agreement, except for reason of
termination because of expiration or a declaration of patent invalidity al) Royalty
obligations, including a time prorated portion of the Guaranieed Minimum Yearly
Royalty, shall be accelerated and shall immediately become due and payable.

J. All payments due LICENSOR shall be made in United States currency by
check drawn on & U.S. or Canadian bank, unless otherwise specified by LICENSOR.

K. Inthe cvent that currency regulations of a country in which sales are made
prohibit the deposit or payment of royalties to LICENSOR or its nomince, no royalty
payment shall accrus or be due and payable by LICENSERE with respect to such sales for
50 leng as such restrictions prevail. Both parties acknowledge that, as this is an
mmtemational agreement involving American and Canadian companies, they will adhere to
any and all regulations regarding documentation, reporting, taxation end other matters of

law,
. . . oy Slatts
3 . . x ;
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L. Late payments shall incur interest at the rate of ONE Percent (1%) per
- - - month from the date such payments wese originally due.

(erm = m———— . M..... In consideration of past damages for unauthorized or unlicensed sales of
' " - Licensed Products through July 31, 2003 as alleged in the Action, LICENSER shall also
owe LICENSOR the sum of ONE HUNDRED THOUSAND DOLLARS (U.S.
$100,000) upon execution of this Agreement by LICENSEE. Payment of this sum shall
© 7777 beina first FIFTY THOUSAND DOLLAR (U.S. $50,000) installment due upon ‘
.execution of this agreement, followed by two subsequent installments, each of
TWENTY-FIVE THOUSAND DOLLAR (U.S. $25,000), due at SIXTY (60) and
- NINETY (90) days, respectively, from execution of this agreement.

N.  IfLICENSOR shall grant to any other manufacturer or seller of Licensed
Products of comparable sales volume, payment terms and distribution channels of
LICENSEE, other than a company in which LICENSOR has a substantial interest, direct
or indirect, a license which is under any patent Jlicensed in this agrecment and which will
pemit such manufacturer or seller 1o manufacture or sell for any vse within the scope of
the license granted in this agreement at royalty rates which are lower than those provided
in this agreement, then LICENSOR will promptly notify LICENSEB of such license, and
extend to LICENSEE the lower royzlty rates effective as of the date or dates on which
they became effective, Such extension of lower royalty rates shall only be effective,
however, if LICENSER shall, within sixty (60) days of receipt of the notice, advise
LICENSOR that it accepts all terms of the noticed license which are more favorable to
LICENSOR than corresponding terms of this agreement and whick are brought to the

— aenionul e EICENSES inthe notice:

4. CORD CTION UDIT

A.  LICENSOR shall have the right, upon reasonable notice, to have its
assigned auditor inspect the books and records (and all other documents and material in
possession or control with respect to the subject matter of this Agreement) of LICENSEE
or of any business owed or controlled by LICENSEE. The avditor shall have fres and
full access thereto for such purposes and may make copies thereof, LICENSEE shall
impose similar obligations on its sublicensees for the beaefit of itself and of LICENSOR.

B. In the event that such inspection reveals an undespayment by LICENSEE
of the actual Royalty owed LICENSOR, LICENSER shall pay the difference, plus
interest calculated at the rate of ONE Percent (1%) per manth. If such underpayment is
in excess of FIVE PERCENT for any Royalty Period, LICENSEE shall also reimburss
LICENSOR for the cost of such inspection.

: C. Al books and records relative to LICENSEE's obligations hereunder shall
be maintained and made accessible to LICENSOR for inspection at a location in the
gmwd States or Canada for at Jeast THREB (3) years afier termination of this

greement.
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S. INTELLECTUAL PROPERTY PROTECTION

LYICENSOR shall retein the right, at its absolute discretion, to seck patent
protection for the inventions embodied with the Patents or any improvements thereto. All
pateat applications compriscd within the Pateats shall be prosecuted by LICENSOR at
LICENSOR’s cost and expense, ‘ '

6. WARRANTIES AND OBLIGATIONS

A.  LICENSOR represents end warrants that it is the owner of the entire right,
title, and interest in and to the Patents; that it has the right and power to grant the licenses
granted herein; that there are no other agreements with any other party in conflict with
such grant; and that it knows of no prior art that would invalidate the Patents.

B. LICENSOR further represents and wamrants that LICENSEE's
contemplated use of the Patents as represented to LICENSOR does not infringe any valid
rights of any third pasty, and that there are no actions for infringement against
LICENSOR with respect to items it manufactures and sells embodying the invention of
the Patents within the Tesritory.

C.  LICENSEE shall be solely responsible for the manufecture, production,

D.  All improvements mads by the LICENSEE during the term of this
agreement shall be promptly disclosed to LICENSOR and shall hereinafter become the
property of LICENSOR. LICENSER hereby agrees 1o execute any and al} documents
necessary to perfect LICENSOR's sights in such improvements, :

7. MARKING AND SAMPLES

A LICENSEE shall, and agrees to require jis sublicensees, if any, to fully
comply with the patent marking provisions of the intellectual property laws of the
applicable countries in the Licensed Territory.

B. Each individual Licensed Product shalt be submitted by LICENSEE to
LICENSOR for approval along with LICENSEE's assessment of the Royalty value.
LICENSOR agrees to complete its assessment and approval of same within SEVEN (7)
business days following receipt of same.

C. In addition to approving or disapproving LICENSEE's assessment of
Royalty valus of each Licensed Product, LICENSOR shall advise LICENSEE as to

s A
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which of the Patents apply to each Licensed Product and how the Licensed Products
. should be marked in order to reflect same. Further, each Licensed Product, or its
packaging, shall contain a reference number to be agreed upoa by the parties, which will
... ..._._ eflowtheparties to identify the total number of unique data bus functions of the product
e e e asre!atadtothckoyaltylobeassignedtocachLlcensedPmduct.

D I changes are made to any approved Licensed Product, such modified
Licensed Product shall be re-submitted to LICENSOR for Royalty evaluation further to
Sections 7B. and C. above.

E.  AtJeast once during each calendar year, LICENSEE sball submit to
LICENSOR TWO (2) samples of ezch of the Licensed Products.

‘8.  TERMINATION
The following termination rights arc in addition to the termination rights that may
be provided elsewhere in the Agreement:

A.  Jmmediate Right of Tenmination. LICENSOR shall have the right to
immediately terminate this Agreement by giving written nouce to LICENSEE in the
event that LICENSEE does awy of the following:

1. Fails to obtain or maintain product liability insurance in the amount and of

; 2. Files a petition in banloupicy or is adjudicated a bankrupt or insolvent, or
makes an assignment for the benefit of creditors or an arrangement

% pursuant to any bankruptcy law, or if the LICENSER discontinues or
dissolves its business or if a receiver is appointed for LICENSEE or for
LICENSEE's business and such receiver is not discharged within SIXTY

(60) days,
B.  Rightto Teyminate Upon Notice. Either party may terminate this

Agreement upon THIRTY (30) days' written notice to the other party in the event of a
breach of any provision of this Agreement by the other party, provided that, during the
THIRTY (30)-day period, the breaching party fails to cure such breach.

C.  LICENSEE'S Right to Tegminate. During the Term of this Agreement,
LICENSEE may terminate this Agreement at its sole discretion upon NINETY (90) days
written notice to LICENSOR.

. POST TERMINATION RIGHTS

¢4
6 %
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A.  Upon termination of this Agrecment pursuant to Section 8. A. LICENSEB
shall thereafter immediately cease all further use of the Patents and all rights granted 1o
LICENSER or its sublicensees under this Agreement shall forthwith tannnatcand
e e md:atelyteveutoucmiSOR.

S R - e e e

B. Upon expiration or texmmanon of this Agreement other than pursuant to
Section 8. A., LICENSEE shall be entitled to dispose of remaining inventory of Licensed

~- === .. ——. - Products; or Licensed Products that it has agreed to parchase, for a period of NINETY

(90) days. Such sales shall be subject the payment of a Royalty and the payment
provisions set forth in Sectxon 3 above.

C. LICENSOR may defend the Patents against infringement by third paxbes.
Any lawsuit shall be prosecuted solely at the expense of LICENSOR and all sums
" recovered shall be retained by LICENSOR. LICENSEE agrees to fully cooperate thh
LICENSOR in the prosecution of any such suit. ,

10. CONFIDENTJALITY.

A.  “Confidential Information” shall mean any confidential technical data,
trade secret, know-how or other confidential information disclosed by any party
bereunder in writing, osally, or by drawing or ather form and which shall be marked by
the disclosing party as “Confidential” or “Proprictary.” If such information is disclosed
oral]y. or through demonstxauon, in ordcr w be decmed Conﬁdenual Informaboa, it must

reducod in wﬁtmg and dchveredm lhe teccwmg party w:thm T[-HRTY (30) days of such
disclosure.

B. Notwithstanding the foregoing. Confidential Information shall not include
information which: @) s known to the receiving party at the time of disclosure or
becomes known to the receiving party without breach of this Agreemeat; Gi) is or
becomes publicly known through no wrongful act of the receiving party or- -any subsidiary
of the receiving party; (iii) is rightfully received from a third party without restriction on
disclosure; (iv) is independently developed by the receiving party or any of its subsidiary;
(v) is furnished to any third party by the disclosing party without restriction on its
disclosure; (vi) is approved for release upon a prior written consent of the disclasing
party; (vil) is disclosed pursuant to judicial order, requirement of a governmental agency

_ or by operation of law.

C. The receiving party agrees that it will not disclose any Confidential
Information 10 any third party and will not use Confidential Information of the disclosing
party for any purpose other than for the performance of the rights and cbligations
herennder during the term of this Agreement and for a period of FIVE (5) years
thereafter, without the prior written consent of the disclosing pasty. The receiving party
further agrees that Confidential Information shall remain the sole property of the
disclosing party and that it will ake all reasonable precautions to prevent any
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unauthorized disclosure of Confidential Information by its employees. No license shall be
- .- -. . . .granted by the disclosing party to the recciving party with respect to Confidential
Information disclosed hereumder unless otherwise expressly pwvided herein. -

D,  Upon the request of the disclosing party, the receiving party will pmp:ly
. rerarn all Confidential information furnished hereunder and all copies thereof,

CT T soom e oo — B, .- LICENSEE shall not disclose any of the specific texms of this Agrecment
to any third party without the prior written consent of the LICENSOR. Notwithstanding
the foregoing, any party mey discloss information conceming this Agreement as required
by the rules, orders, regulations, subpoenas or directives of a court, government or
governmental agency, after giving prior nolics to the other party.

F. If a party breaches any of its obligations with respect to confidentiality and
unanthorized use of Confidential information hereunder, the non-breaching party shall be
entitled to equitable relief to protect its interest therein, including but not limited to
injunctive relief, as well as money damages notwithstanding anything to the conirary
contained herein,

G.  Except as otherwise st forth in this Agreement, LICENSEE will maks no
public statements, press releases or other announcements relating to the terms of or
existence of this Agreement without the prior written approval of LICENSOR.

P e ¢4
1 INDEMINETY

A.  Except as set forth in Section 11.B below, LICENSEE agrees to defend,
indemnify and hold LICENSOR and its officers, directors, agents, and employees,
harmless against all costs, expenses, and Josses (including reasonable attomey fees and
costs) incusred through claims of third parties against LICENSOR based on the
manufacture or sale of the Licensed Prodocts including, but not limited to, actions
founded on product liability.

B.  LICENSEE shall not be obligated to defend, indemmify or hold
LICENSOR and its officers, directors, agents, and employees, harmless against any cost,
expense or loss (including attorney fees, costs or damages) arising from or incurred
through claims of third pastics against LICENSOR based on the ownership, validity,
enforceability, or legality of the Patents that are the subject of this Agrecment, regardless
of whether such claims relate to LICENSEE's manufacture or sale of the Licensed
Products.

-G LICENSOR agrees to defend, indemmify and hold LICENSEE and its
officers, directors, agents, and employees, harmless against all costs, expenses, and losses
.- (including attomey fees, costs or damages) arising from or incurred through claims of
third parties against LICENSEE based on the ownership, validity, enforceability, or

CONFIDENTIAL-ATTORNEYS' EYES ONLY
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legality of the Patents that arc the subject of this Agreement, regardless of whether such
claims relate o LICENSEE’s manufacture or sale of the Licensed Products.

LICENSEE shali, throughout the Term of the Agreement, obtain and maintain &t
its own cost and expense from a qualified insurance company having a Moody’s rating of
B or better, standard Product Liability Insurance naming LICENSOR, and its officers,
directors, employees, agents, and shareholdsrs, as an additional insured. Such policy
shall provide protection sgainst all claims, demands, and causes of action arising out of
any defects or failure to perform, alleged or otherwise, of the Licensed Products or any
material used in conmection therewith or any use thereof. The amount of coverage shell
be as specified in Schedule A attached hereto. The policy shall provids for THIRTY (30)
days’ notice to LXCENSOR from the insurer by registered or certified mail, retum receipt
requested, in the event of any modification, cancellation, or termination thereof.
LICENSEE agrees to fumish LICENSOR a cettificate of insurance evidencing same
within THIRTY (30) days afier execution of this Agreement and, in no event, shall
LICENSEE manufactrse, distribute, or sell the Licensed Prodnets prior to receipt by
LICENSOR of such evidence of insurance.

13. NOTICE AND PAYMENT

A. Any 100GCE IEquuUea 100 -8R

and deljvered personally to the other desiawd party ateabove sta or
mailed by certified, registered or Bxpress mail, retum receipt requested or by Federal
Express.

B.  Either party may change the address to which nolice or payment is to be
sent by written notice to the other under any provision of this paragraph.

14.  JURISDICTION/DISPUTES

This Agrecmpent shal) be govemned in accordance with the laws of the State of
Florida and the United States. All dispates under this Agreement shell be resolved by
Iitigation in the courts of the State of Hlorida including the federal courts therein and the
Parties all consent to the jurisdiction of such courts, agree to accept service of process by
mail, and hereby waive sy jurisdictional or venue defenses otherwise available to it.

1s. THEACIION

Upon execution of this Agreement by LICENSEE, the Parties shall authorize their
representatives to file a Joint Motion for Entry of Consent Final Judgment, 2 copy of

9 %
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: which s attached herelo as Schedule “C." LICENSEE shal] cooperate in obtaining a
R - - - Final Judgment which contains the following material terms: :

(@ The Pateats are valid.
(b)  ThePatents are enforceable.

frmmimsm e —oees e (g) - Licenses’s products infrings the Patents.

16. AGREEMENT BINDING ON SUCCESSORS

The provisions of the Agreement shall be binding upon and shall inure to the
benefit of the Parties heseto, their heirs, administrators, suceessors and assigns,

17. ASSIGNABILITY

Neither party may agsign this Agreement or the rights and obligations thereunder

§ 1o any third party without the prior express written approval of the other party which shall
not be unreasonably withheld. _

18 WAIVER

No watver by either party of any default shall be deemed as a waiver of prieror
subsequent default of the same of other provisions of this Agreement.

-19. SEVERABILITY

If any term, clause or provision hereof is held invalid or unenforceable by a court
of competent jorisdiction, such invalidity shall not affect the validity or operation of any
ather teqm, clause or provision and such invalid tenn, clause or provision shall be deeméd -
to be severed from the Agreement, : .

20. INTEGRATION

This Agreement constitutes the entire understanding of the Parties, and revokes
and supersedes zil prior agreements between the Parties and Is intended as a final
expression of their Agreement. It shall not be modified or amended except in writing -
signed by the Parties hereto and specifically refeming to this Agreement. This Agreement
shall take precedencs over any other documents which may conflict with this Agreement.

10 _ ) ' % i
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IN WITNESS WHEREOF, the Parties hereto, intending to be legally bound
... hexeby, have each caused to be affixed hereto its or his/her hand and seal the day

indicated.
OMEGA PATENTS LLC TRILOGIX ELECTRONIICS
SYSTEMS, INC.
: By 2] > Br_g:
Title: J2.84 Title: 7Z/>ze,%4w7_
Date: /2 -/L-2 2 Date:_ﬂe( [27 % 2724

11 | “ %

CONFIl;FNTIAL—A’I’I‘ORNEYS‘ EYES ONLY
-

OMEGA-00030
ATTORNEYS EYES ONLY OMEGA_CAL000263



Case 6:13-cv-01950-PGB-DCI Document 145-84 Filed 02/25/16 Page 12 of 18 PagelD 12800

FEATURE BRET =

BYPASSKIT.COM
SERIAL DATA BUS
INTERFACE KITS
——
[CHRYSLER CHOLIA| o0& 55.00
CHOL1E| o8 $5.00
i GHOLIA-PK| 08 $5.00
CHOL1E-PK| 08 $5.00
.. CHOLZ| R- §6.00
o CHDL2-PK| r 55.00
CHOL3| R $5.00
CHDLI-PK| n §5.00
T L.y CHDLIA! &Y £5.00
CHDLSE] R $5.00
CHDLS| b8 $5.00
CHDLE-PK| o8 S5.00
S GM - GMDL]| DD 55.00
12} DB $5.00
- ' GMDES 55.00
GhpLgi D2 1 §5.00
= ~_MULTFOL] DS E 55.00
GMDL-SF| z 56.00
s o PLDATA 3 55.00
; a7
FORD . . FODL| DS | T 55,00
FODLFKI DB Tl a3 $5.00
T T i - Lfare s PR : 1 = i3 : + s
DB DB {8 | |DB° X By e | L e[ 1T §5.00
DB o | DB DE DB | RF {4 - 1. i T 55.00
D8 | . T 0T tied || 5 = Teon " §5.00
DB - ; 5 RE = T §5.00
D8 . 50.00
"7 4] .
WiN-DATA 0B wg $5.00
DATA TACH 1 gL $5.00
DATA TACH fuixe $5.00
DATA TACH 3 bres $5.00
B=DATA 5US i:]
RADIO FREQUENCT| RF
R= RESISTANGE R

* = Function 2nd o Product is being removed and back royalties ara jorghven.
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SCHEDULE A
e ... TO
. LICENSE AGREEMENT
. ... .BETWEEN
T U7 71T OMEGA PATENTS LLC AND TRILOGIX ELECTRONICS SYSTEMS, INC.

1. Licensed Patents
The licensed Patents are as follows:
U.S. Letters Patent No. 5,719,551 o
U.S. Leuers Patert No. 6,011,460 B1 *; ST e
U.S. Letters Patent No. 6,243,004 B1; AN
U, Letiers Patert No. 6249216 B, , 1,
U.S. Letiers Patent No. 6,275,147 B1; -f,,; ‘
U.S. Letiers Patent No. 6,529,124 B2;

| Cenadian Patent No. 2,320,248; and
European Patent No. 1,053,128.
*Subject to the restriction in Schedule B, Section 1.

2. Licensed Products
“Fhe Eicensed-Products-are-on-the-attached-sheet—

3. Territory
The Temitory shall be the United States of America, Canada, Great Britain,

France, Italy and Germeny.

4. Guaranteed Minimum Yearly Royalty
The Guaranteed Minimum Yearly Royalty for the initial sixteen months of the
Term (August 1, 2003 through November 30, 2004) is ONE HUNDRED, THIRTY-
THREE THOUSAND, THREE HUNDRED, AND THIRTY-THREE UNITED
o>
Se-+¢ y

STATES Dollars (U.S. $133,333). The Guaranteed Minimwn Yearly Royalty for any
subsequent year or extension or renewal yearly period, shall be ONBE HUNDRED
THOUSAND UNITED STATES Dollars (U.S. $100,000). .

5. Product Liability Insurance

‘TWO MILLION Dollars (1).S. $2,000,000) combined single limit, with a
deductible amount not to exceed ONE THOUSAND Dollars ($1,000), for each single
occurrence for bodily injury and/or for property damage,

. #
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LTI OMEGA PATENTS LLC AND TRILOGIX ELECTRONICS SYSTEMS’ INC.

1. Minimum Royalty '
The minimum royalty per imit is FIVE dol]axs (U.S. $5.00). Downloadmg of dam
bus eodes is only allowed by a manufacmrer and not a dealer or consumer. It is .
understood that other devices in the sams vehicie may respond to certain codes below,
therefore, o additional fee is charged forﬁmcuonsopmted in response to the code
operating these devices.

2. Maximum Royalty (Certain Remote Starters)
The ability to remote start the vehicle using data bus codes and two or Iess relays

is a maximum royalty of FIFTEEN dollars (U.S. $15.00).

3. Royalty Calculation
A base FIVE dollar ((1.8. $5.00) royalty is due for the Srst feature set selected

from the feature set list provided below. To this is added ONE dollar (U.S. $1.00) for the
second additiona] feature set selected. And ONE-HALF dollar (U.S, $0.50) is added for
each additional feature set ﬁwreaﬁer

Tie featreset-databuscode-funston-ist-isi—

a. Lotk doors, unlock all doors, unlock driver door, arm alamm, disarm alamm,
trunk release, power sliding doors open or close, andible/visual
confirmation (parking lights and hom), and/or driver memory settings
{seats, mirrors, radio) .
Windows roll up and/down, and or total closure (windows and sun roof) .
Immobilizer bypass using data bus code
Heated mirror, heated seats, and/or defrost front and rear windows
Starter enable and/or s(atter disable ,

Data to Tach

Ignition I, ignition 2, andfor :gnman 3
Accessory 1, accessory 2, and/or accesssory 3
Cranking the starter and/or cranking starter 2.

rEEmepe g
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SCHEDULE C
" TO LICENSE AGREEMENT BETWEEN OMEGA
PATENTS LLC AND TRILOGIX ELECTRONICS, INC.

(attached)

14 % "
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NOTICE OF LOWER ROYALTY RATE
, : FOR PATENT LICENSE AGREEMENT
v BETWEEN OMEGA PATENTS LLC AND
TRILOGOX ELECTRONICS SYSTEMS, INC.

, This notice is pursuant to Section 3.N. of the License Apreement dated December
10, 2003 by and between OMEGA PATENTS LLC a limited Kability corporation of
Georgia, with offices at 5326 Presley Place, Douglasville, GA 30135 (“LICENSOR™),
and TRILOGIX ELECTRONICS SYSTEMS, INC., a corporation of Canada, with -
offices at 2259 Gladwin Crescent Ottawa Ontario Canada (“LICENSEE").

The attached Schedules B and C include proposed lower royalty terms for
LICENSEE to be effective September 1,2004. These royalty terms are consistent with
lower royalty terms offered to another licensee as also set to be effective on Septernber 1,
2004, : . :

The artached replacement Schedule A represent LICENSOR’s notice of additional
licensed patents for LICENSEE’s continned compliance with the patent marking
requirements pursuant to Section 7. of the License Agreement. .

For the convenience of LICENSEE, LICENSEB may accept all terms associated
with the proposed lower royalty rates by execution below.

OMEGA PATENTS LLC TRILOGIX ELECTRONICS
SYSTEMS, INC.

By:__ s i . By: :
Title: /2?)" Title:ét‘:f o

pate:_F /- D% Date: J"‘.?ﬂ"aly
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Case 6:13-cv-01950-PGB-DCI

L Li

Document 145-84 Filed 02/25/16

SCHEDULE A
TO LICENSE AGREEMENT
- - BETWEEN OMEGA PATENTS LLC AND
TRILOGIX ELECTRONICS SYSTEMS, INC.

censed Patents '

The licensed Patents are as follows:
U.S. Letters Patent No. 5,719,551;
U.S. Letters Patent No. 6,011,460 B1 *;
U.S. Letters Patent No, 6,243,004 BI;
U.S. Letters Patent No. 5,249,216 B1;
U.S, Letters Patent No. 6,275,147 B1;
U.S. Letters Patent No. 6,529,124 B2;
U.S. Letters Patent No. 6,696,927 B2;
U.S. Letters Patent No. 6,756,885 B1;
U.S. Letters Patent No. 6,756,886 B2;
U.S. Letters Patent No. 6,771,167 B1;

Canadian Patent No. 2,320,248;
Canadian Patent No. 2,415,023; and

European Patent No, 1,053,128,

*Subject to the restriction in Schedule B, Section 1.

2. Licensed Products

The Licensed Products are on the attached sheet.

3. Territory
The Territory shall be the United States of America, Canada, Great Britain,

France, Italy and Germany.

4. Guaranteed Minimum Yearly Royalty
The Guaranteed Minimum Yearly Royalty for the initial Tetm, and any

subsequent year or extension or renewal yearly period, shall be ONE HUNDRED
THOUSAND UNITED STATES Dollars (U.S. $100,000).

5. Product Liability Insurance
TWO MILLION Dollars (U.S. $2,000,000) combined single limit, with a

deductible amount not to exceed ONE THOUSAND Dollars ($1,000), for each single
occurrence for bodily injury and/or for property damage.

| %%
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A
.

SCHEDULE B
TO LICENSE AGREEMENT
e weme wew oo« BETWEEN OMEGA PATENTS LLC AND TRILOGIX
ELECTRONICS SYSTEMS, INC.

1. Minimum Royalty
The minimum royalty per unit is FIVE dollars (U.S. §5.00). Downloading of data
= -= - = buscodes is only allowed by a manufacturer and not a dealer or consumer. Itis
understood that other devices in the same vehicle may respond to certain codes below,
therefore, no additional fee is charged for functions operated in response to the code
opevating these devices,

2. Maximum Royalty (Certain Remote Starters) .
The ability to reémote start the vehicle using data bus codes and two or less relays
is the maximum royalty of FIFTEEN dollars (U.S. $1 5.00).

3. Royalty Calculation

A base FIVE dollar (U.S. $5.00) royalty is due for the first feature set selected
from the feature set list provided below. To this is added ONE-HALF DOLLAR us.
$0.50) for the second additional feature set selected. And ONE-QUARTER DOLLAR
(U.S. $0.25) is added for each additional feature set thereafter.

A represeatative feature set data bus code function list (to read and/or write data
bus codes) is:

a. Lock doors, unlock all doors, unlock driver door, arm alarm, disam alarm,
trunk release, power sliding doors open or close, audible/visual
confirmation (parking lights and horn), and/or driver memory settings
(seats, mirrors, radio)

Windows roll up and/down, and or total closure (windows and sun roof)
Immobilizer bypass using data bus code

Heated mirror, heated seats, and/or defrost front and rear windows
Starter enable and/or starter disable

Data to- Tach

Ignition 1, ignition 2, and/or ignition'3

Accessory 1, accessory 2, and/or accesssory 3

Cranking the starter and/or cranking starter 2

Open door trigger output

Programming, valet and/or override.

4. Royalty for Data Bus Module for Solely Data To Tach Operation
A royalty for each data bus module having the sole feature of Data to Tach is

ONE DOLLAR ($1.00).

ForpPRmoe oo g
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