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I. EX2004-2006 Do Not Support Any Secondary Consideration  

The Petition already demonstrated why the preponderance of the Patent 

Owner (“PO”) evidence does not establish secondary considerations. Pet., 75-83. 

This Reply addresses three new exhibits, i.e., EX2004-2006.  

A. Hearsay Cannot Establish Secondary Considerations  

EX2004-2006 are deposition testimony from third-party employees in a 

litigation that did not involve Petitioners. Paper 7 (“POPR”), 50. The cited 

testimony—offered for allegedly “admitting” secondary considerations (id.)—is 

plainly hearsay. No exception applies. PO did not even bother trying to justify one. 

The Board should give EX2004-2006 no weight. Data Company Techs. v. Bright 

Data, IPR2022-00138, Paper 52, 76-79 (May 16, 2023) (excluding third-party trial 

testimony cited for secondary considerations as inadmissible hearsay). 

B. EX2004-2006 Provide No Evidence Of Copying 

Even if the Board considers EX2004-2006, they do not establish copying as 

PO alleges. POPR, 50. A technology license between third parties is not copying. 

EX2004, 26:11-20. That a third-party defendant (CalAmp) did not pursue 

“alternative designs” to avoid unidentified patent claims does not establish copying 

of anything, let alone of the ’278 patent. EX2005, 45:3-19. The witness in Exhibit 

2005 had no memory of what patent claims were considered for design-arounds 

and never identified a claim challenged here. EX2005, 44:23-45:2. Whatever 

relevance this evidence might have had in the third-party litigation, it is not 
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relevant to secondary considerations here. Wyers v. Master Lock, 616 F.3d 1231, 

1246 (Fed. Cir. 2010) (“Not every competing product that arguably falls within the 

scope of a patent is evidence of copying; otherwise, every infringement suit would 

automatically confirm the nonobviousness of the patent.”).  

C. EX2004-2006 Have No Nexus To Any Challenged Claim 

PO cannot show nexus by relying on features that are “not required” by a 

challenged claim. Lectrosonics v. Zaxcom, IPR2018-01129, Paper 33, 34 (Jan. 24, 

2020) (precedential). Yet PO’s alleged secondary considerations plainly rely on 

unclaimed features: EX2006, 64:15-24 (“plug-in solution”); id., 102:16-103:13 

(“automatically detect what type of bus protocol and vehicle it’s installed in”). 

Under Lectrosonics, this testimony cannot establish nexus because no challenged 

claim requires these features. The testimony is irrelevant to obviousness.   

Secondary considerations also require “a nexus to some aspect of the claim 

not already in the prior art.” In re Kao, 639 F.3d 1057, 1069 (Fed. Cir. 2011); 

Lectrosonics, 61. Yet PO plainly relies on features that were well-known in the 

prior art. Exhibit 2005, 46:25-47:19 concerns multi-vehicle compatibility, but 

multi-vehicle compatibility was known. See EX1001, 2:17-37 (’278 patent 

admitted this); Pet., 22 (discussing Hunt), 56-59 (discussing Flick-885). Exhibit 

2006, 102:16-103:13 concerns automated bus protocol discovery that was not only 

known but also standardized in SAE J1978 long before the ’278 patent was filed. 
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EX1052, 5-6 (“7.1 Automatic Determination of Communication Interface—

The external test equipment shall have an ‘Automatic hands-off determination of 

the communication interface’ built in to determine the communication protocol 

used in a given vehicle.”); EX1003, ¶¶87-97. A “plug-in solution” (EX2006, 

64:15-24) was also known. Hunt, Fig. 1B (interface 23 to OBD-II port). These 

features cannot provide nexus for any secondary consideration because they were 

known in the prior art, making the cited testimony irrelevant to obviousness. 

II. PO Does Not Overcome The Presumption That Hunt Is Enabled  

PO alleges that POSAs “would be unable to use the teachings of Hunt to… 

make a… wireless signal downloading interface” (POPR, 16-17) or would need 

“undue experimentation” to meet element [1.e]’s “downloading interface.” POPR, 

16-23. The law presumes that Hunt, a prior art patent (Pet., 10-45), is enabled for 

all it discloses. Amgen v. Hoechst Marion Roussel, 314 F.3d 1313, 1354-1355 

(Fed. Cir. 2003) (“prior art patents are presumed enabled” for “both the claimed 

and unclaimed disclosures”). PO cannot overcome the presumption that Hunt 

enables its capabilities the Petition relies on. Instead, PO obfuscates by alleging 

that Hunt is not enabled for a strawman capability that the claims do not require.  

Element [1.e] requires “a downloading interface for permitting downloading 

of enabling data related to the at least one corresponding vehicle device code for 

use by said [MVCC].” The Petition established that Hunt meets this element in at 
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least two ways. First, if the Board agrees that the content of the “enabling data” 

imparts no patentable weight (Pet., 38-40)—an issue that PO concedes was “never 

raised” in previous proceedings (POPR, 27)—then the downloading interface is 

met by Hunt’s bidirectional wireless communications interface (airlink 59 through 

modem adapter 35 and wireless modem 31) that Hunt uses to program its wireless 

appliance, after manufacture, by downloading firmware and/or software 

(collectively “firmware”), to microprocessor 27 and memory module 29. Pet., 34-

38; see also Pet. 17-23 (microprocessor 27 and memory module 29 form part of the 

MVCC). PO does not dispute that Hunt works this way, and provides no evidence 

suggesting that POSAs would require “undue experimentation” to implement these 

disclosures in Hunt. Element [1.e] requires nothing more if the Board agrees that 

the content of the “enabling data” imparts no patentable weight.  

Second, even if the Board treats “enabling data” as limiting, there is no 

dispute that Hunt’s microprocessor 27 identifies host vehicle communication 

protocols and processes vehicle device codes. Pet., 12, 20-23 (discussing [1.c]), 40-

41 (discussing [1.e]); POPR, 20, 22. PO does not dispute that the firmware Hunt 

downloads via its wireless interface to provide this functionality meets [1.e]’s 

“enabling data.” Pet., 40-41; EX1003, ¶¶328-329; EX1001, 24:9-12. In CalAmp, 

PO argued hardware that can wirelessly download such firmware meets element 

[1.e]. EX1065, 102; EX1033, 43:24-44:23, 98:5-11, 99:5-17, 133:5-17. PO 
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provides no evidence that POSAs would require “undue experimentation” to install 

or update this firmware as Hunt describes. PO thus fails to show that Hunt is not 

enabled for the functionalities the Petition maps to [1.e]’s downloading interface. 

PO’s “enablement” argument is based on the misplaced assertion that 

meeting the claimed “downloading interface” requires Hunt to teach that its 

vehicle-communication circuit (“VCC”) was programmable via downloaded 

firmware. POPR, 13-23. No claim requires this. Hunt’s microprocessor 27, 

memory module 29 and its VCC collectively meet the MVCC in element [1.e]. 

Pet., 18. Hunt implements the SAE J1850 standard (e.g., Hunt, Abstract, Figs. 1B, 

5), which uses application, data link, and physical layers to implement vehicle 

communication protocols (EX1071, 8-9 & Fig. 1; EX1003, ¶¶75-77, 95-107, 136-

151, 159-179, 252-253). Hunt’s VCC implements the physical layer. Compare id. 

with Hunt, 6:3-5, 8:14-29, Fig. 6. Hunt’s microprocessor 27 processes “vehicle 

device codes” communicated over the physical layer pursuant to SAE J1850 (and 

other standards). EX1071, 7, 9; EX1003, ¶¶212, 233-241, 253-254. PO provides no 

evidence that implementing Hunt’s microprocessor to make it programmable by 

wirelessly downloaded firmware was beyond any POSA’s ordinary skill.  
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