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L. EX-2004 — EX-2006 SUPPORT SECONDARY CONSIDERATIONS

Patent Owner (“PO”) has advanced evidence that establishes secondary
considerations. Paper 7, (“POPR™), 47-51. Petitioners now want to bring back
witnesses adverse to PO—a decade after providing sworn testimony—for cross-
examination of sworn testimony relied on by district courts, the Federal Circuit, and
twice by the PTAB. Paper 8, 1.

A. Hearsay

Rather than substantively address the evidence of secondary considerations
set forth by Ex-2004 — Ex-2006, Petitioners attempt to convince the PTAB to discard
this evidence as hearsay. First, the declarations offered by both parties are
technically hearsay, and neither witness has been subject to cross exam given that
the filings are prior to a decision on institution.! If the PTAB should disregard
hearsay, Petitioners’ own declaration is likewise inadmissible.

Second, the same evidence submitted by PO has been cited in a Federal Circuit
decision (Omega Patents, LLC v. CalAmp Corp., 13 F.4th 1361, 1378 (Fed. Cir.
2021)), Ex-1021, which the PTAB can rely upon. The transcripts themselves simply
provide context. Additionally, the PTAB has twice relied on this evidence as a basis

for continued patentability of the ‘278 Patent. POPR 47-51. In particular, Ex-2004

"' Bortell v. Eli Lilly & Co., 406 F. Supp. 2d 1, 8 (D.D.C. 2005) (though available for summary
judgment, “a sworn declaration remains ‘technically hearsay.’”); Echostar Communs. Corp. v.
FCC, 292 F.3d 749, 753 (D.D.C. 2002).

1



— Ex-2006 serve the basis of two PTAB decisions that determined the same claims
at issue in the present proceeding are patentable based upon the same evidence of
secondary considerations Petitioners now want to exclude. Ex-1012 and Ex-1017.
The relevant testimony was given under oath by adverse witnesses with the same
motives as Petitioners, namely the assertion of invalidity.? Even if Ex-2004 — Ex-
2006 were hearsay, they are subject to the residual exception, as the testimony is
supported by sufficient guarantees of trustworthiness, having been made under oath
and relied on by courts and by the PTAB twice before (POPR 47-51). Nothing is
more probative on the point of secondary considerations considering the witnesses
had the same interests and motives as Petitioners (e.g. invalidity), while PO cannot
obtain the same evidence through reasonable efforts. Fed. R. Evid. § 807.
Petitioners rely on the recent decision Data Company Techs. V. Bright Data,
which was a final decision (rather than prior to institution) that was routine and
therefore not binding authority on this Board. Paper 8, 1, citing Data Company
Techs. V. Bright Data, IPR2022-00138 (May 16, 2023). Such opinions have little
persuasive value in relation to other Board opinions in other cases, typically turning

on the specific facts of the case.® This case is easily distinguished, as both courts and

2See, Fed. R. Evid. § 804(b)(1).

*See PTAB’s Designations for Opinions available at
https://www.uspto.gov/sites/default/files/documents/PTAB%20Designations%20for%200pinion
$%201-12-2016.pdf) and PTAB Standard Operating Procedure (SOP) 2, rev. 10.

2




the PTAB have relied on this evidence, supporting its reliability.

Even if Ex-2004 — Ex-2006 were excluded, the PTAB decisions relying
thereon (Ex-1012, Ex-1017), the jury verdict form indicating a nexus, the Federal
Circuit decisions, and the PTAB’s reliance on that evidence from the Decisions on
Appeal are admissible. (FRE 201; FRE 803(8)). Petitioners do not challenge PO’s
expert testimony and opinions, which further support secondary considerations.

B. Ex-2004 — Ex-2006 Provide Evidence of Copying

Petitioners contend that, even considering Ex-2004 — Ex-2006, there is no
evidence of copying. Paper 8, 1. The PTAB has twice already concluded this is
evidence of copying. POPR 48-50, citing Ex-1017 at 13-14. Petitioners argue that
whatever relevance this evidence might have had in the third-party litigation is not
relevant to secondary considerations here. Paper 8, 1-2. However, this evidence was
clearly relevant to the PTAB in previous proceedings -- serving as the basis for twice
upholding the patentability of the claims. Petitioners cite to Wyers v. Master Lock,
616 F.3d 1231, 1246 (Fed. Cir. 2010), noting that “[n]ot every competing product
that arguably falls within the scope of a patent is evidence of copying; otherwise,
every infringement suit would automatically confirm the nonobviousness of the
patent.” Paper 8, 1-2. However, this is not an infringement suit, but instead a
proceeding where the same secondary considerations evidence that has twice been

considered by the PTAB in view of an array of different prior art, should be



considered just the same.

C. Ex-2004 - Ex-2006 Have A Nexus To The Claims

Petitioners argue that there is no nexus, but PO is entitled to presumption of a
nexus. Fox Factory, Inc. v. SRAM, LLC, 944 F.3d 1366, 1373 (Fed. Cir. 2019). The
PTAB already twice determined, based upon the same Ex-2004 — Ex-2006 evidence,
there 1s a nexus. POPR 47-51; Ex-1012; and Ex-1017. Petitioners contend that the
secondary considerations evidence “plainly rely on unclaimed features” and instead
search for testimony to match the claim language verbatim, despite offering no
authority that testimony must regurgitate the claim language. Paper 8, 2. Petitioners
next contend that there is no nexus because the “PO plainly relies on features that
were well known in the prior art” notably “multi-vehicle compatibility.” Paper 8, 2.
This argument improperly characterizes the claim as “multi-vehicle compatibility,”
disregarding the claimed functions of the recited controller that were deemed
patentable time and again. See ‘278 Patent, claim 1, for example. The PO credits the
PTAB with consideration of the claim recitations as they relate to the testimony in
question and the prior art when they twice determined there “was a nexus”. POPR
47-51, citing Ex-1017 at 13-14.
II. HUNT

Petitioners contend that PO conceded that the issue of whether “enabling data”

imparts patentable weight was never raised in previous proceedings. Paper 8, 4. This



is incorrect. PO indicated that the printed matter doctrine was never raised. POPR,
27. The issue of “enabling data” imparting patentable weight was considered, and
the PTAB gave clear guidance on its construction. POPR 25-26.

Petitioners continue to rely on disjointed segments of Hunt (primarily
boilerplate), and again mischaracterize PO’s arguments. Paper 8, 4-5. Simply put,
Hunt discloses fixed protocols for selection via its ASIC. POPR 13-20. At the time
of invention, a POSA could not simply reprogram an ASIC. POPR 13 citing
McAlexander §56. The Hunt microprocessor determines one of the fixed protocols,
communicates with the ASIC, and formats outgoing diagnostic communications for
wireless network compatibility. POPR 19-20. The firmware of Hunt provides the
microprocessor with its basic operations. Id. Hunt does not have the claimed
downloading interface and fails to disclose all the claim elements within its four
corners, and as arranged in the claim, leaving the POSA guessing. POPR 17-19. The
boilerplate language relied on by Petitioner is noise that does fill the above-noted

voids. POPR 20-23.
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