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Omega’s POR rehashes arguments the Board rejected at institution. Omega
repeatedly argues that the 278 patent survived prior challenges but ignores that
none involved Hunt or Flick-885+Hunt, none included a reference like Hunt that
explicitly taught combining GPS vehicle tracking with a controller in a single unit,
and none bind the Board or Petitioners.

Omega does not dispute that its earlier Flick-885 discloses every claim
limitation except GPS or a single housing. No secondary consideration can
support the idea that combining GPS with a vehicle controller was non-obvious—
because Hunt taught doing so years before Omega filed the 278 patent. There are
no other disputes for Ground 3. Flick-885+Hunt renders every claim obvious.

Hunt also anticipates (Ground 1) and renders obvious (Ground 2) many
challenged claims. As shown below, Omega’s arguments mischaracterize Grounds
1-2 and/or the evidence. The Board should reject Omega’s arguments and find
every challenged claim unpatentable.

| Flick-885+Hunt Renders Obvious Claims 1-22 (Ground 3).

Petitioners established that POSAs had reasons to modify Flick-885 to use
Hunt’s location services (Pet., 49-51) and housing (Pet., 51-52). Paper 11 (“D.I"),
43-47.

Omega does not dispute that POSAs would have combined Flick-885 with

Hunt’s housing, or that the Flick-885+Hunt combination meets every challenged



claim. D.I, 42-43 (finding same). Omega challenges only whether POSAs had
reasons to combine Flick-885 with Hunt’s GPS and alleges that secondary
considerations demonstrate non-obviousness. Omega’s arguments fail.

A. Reasons to Combine Flick-885 with Hunt’s GPS Are Not
Meaningfully Disputed.

Hunt’s appliance monitored vehicle devices and provided vehicle security
services just like Flick-885’s vehicle controller. Pet., 49-50. Hunt taught
“advantages” to adding GPS location services to such a controller, including
providing roadside assistance, stolen vehicle notification/recovery, and remote
diagnostics. Pet., 50 (citing Hunt, 2:35-41, 4:18-22). Petitioners established that
POSAs would have added Hunt’s GPS to Flick-885 to improve Flick-885’s vehicle
security services the same way GPS improved Hunt’s. Pet., 50-51; Miller, 49365-
366. That combination is the predictable use of prior art elements—Hunt’s GPS
and Flick-885’s controller—according to their established functions (Pet., 51).

Omega provided no evidence meaningfully refuting any of this. Omega’s
arguments disputing Petitioners’ reasons to use Hunt’s GPS in Flick-885 are
baseless. POR, 57-60.

1. Omega’s “ongoing compatibility” Argument Fails.

Omega’s contention that Hunt “does not address ongoing compatibility with
different vehicles” (POR, 57) (emphasis original) is wrong. D.I., 46 (rejecting

same argument from POPR, 41); EX1115 (“Miller-Reply”), 9914-18.

2.



Even if Omega were correct that Hunt is limited to supporting only certain
protocols (it is not), Omega never explains why that would render the advantages
Hunt describes of using GPS inapplicable in Flick-885’s system. Omega provides
no evidence or explanation refuting Petitioners’ showing that GPS would give
Flick-885’s system the same benefits it gave Hunt. Pet., 49-52; infra §1.A.3;
Miller, 99360-376.

2. Omega’s “slower” Argument Fails.

Omega’s contention that POSAs would not add Hunt’s GPS to Flick-885
because “it would make the device slower” (POR, 58) relies on conclusory
testimony parroting the POR (EX2010, 9190-191) that warrants no weight. Xerox
v. Bytemark, IPR2022-00624, Paper 9, 15 (Aug. 24, 2022) (precedential).

Neither Hunt nor the *278 patent describe GPS making any device “slower.”
The *278 patent describes no techniques for overcoming this alleged problem.

Even if there were a speed tradeoff for achieving the benefits the Board
recognized from adding GPS to Flick-885 (D.I., 46), the law only requires that a
combination provide “a suitable option.” Intel v. Qualcomm, 21 F.4th 784, 800
(Fed. Cir. 2021). Hunt demonstrates using GPS with a vehicle controller was a
“suitable option.”

3. Omega’s Hindsight Argument Fails.

Omega’s contention that adding GPS to Flick-885 is “hindsight” (POR, 58-



60) disregards that Hunt added GPS to a vehicle controller in 2003, before Omega
filed its application in 2007.

In Intel, the Federal Circuit rejected “hindsight” arguments ignoring “the
facts and reasoning of KSR.” 21 F.4th at 800. “[I]f a technique [GPS] has been
used to improve one device [Hunt]” and POSAs “would recognize that it would
improve similar devices [Flick-885] in the same way, using the technique is
obvious unless its actual application is beyond his or her skill.” Id., quoting KSR v.
Teleflex, 550 U.S. 398, 417 (2007).! Omega never disputes that POSAs
understood that adding GPS would improve Flick-885’s controller the same way
that it improved Hunt’s (Miller, 99360-367), nor that this was within the POSA’s
skill. Miller, 9910-12, 64 (adding GPS to a controller), 58 (Hunt evidences
POSA’s skill), 217-220 (discussing Hunt’s GPS); Pet., 13-15 (similar). This refutes
Omega’s “hindsight” argument. Intel, 21 F.4th at 800.

4. Hunt’s GPS Provides “advantages.”

Omega’s argument (POR, 60) that Hunt’s “advantages” do not result from
GPS misrepresents Hunt, which explains that GPS “makes it possible to...
determine [a vehicle’s] location in real-time[.]” Hunt, 4:15-17. This facilitates the

advantageous controller functionality (supra, §1.A)—including “vehicle theft

! All emphasis is added throughout unless otherwise noted.



notification and recovery” (Hunt, 4:21)—motivating the combination. Pet., 49-51.

B. Omega’s Secondary Consideration Arguments Fail.

1. Secondary Considerations Cannot Overcome Obviousness
Over Flick-885+Hunt.

Secondary considerations cannot overcome a strong prima facie case of
obviousness. D.I. 18-19; Wyers v. Master Lock, 616 F.3d 1231, 1246 (Fed. Cir.
2010). “Hunt... in combination with Flick 885 provides strong evidence of
unpatentability.” D.I., 18.

“Where the inventions represent no more than the predictable use of prior art
elements according to their established functions the secondary considerations are
inadequate to establish nonobviousness as a matter of law.” Wyers, 616 F.3d at
1246 (cleaned up), cited Pet., 76-77 (collecting cases). In Flick-855+Hunt, Hunt’s
“housing... houses” (Hunt, 3:7-9) and Hunt’s “conventional GPS” (Hunt, 1:15-20)
determines vehicle position. Miller, 9362-370. Flick-885+Hunt is nothing more
than the predictable use of Flick-885’s controller with Hunt’s housing and GPS
according to their “established functions.” Pet., 49-53.

The sole disputed issue for Ground 3 is whether in 2007 POSAs had reasons
to add GPS to a vehicle controller like Flick-885’s. POR, 57-60. Omega alleges
that secondary consideration “evidence” shows they did not. POR, 62 (“adding of
a vehicle position determining device and a multi-vehicle compatible controller ...

[was] not obvious”). But Omega never explains how its alleged secondary
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consideration “evidence” could erase Hunt’s explicit teaching to combine GPS
with a multi-vehicle compatible controller in 2003. Pet., 10-14, 17-23, 49-53;
supra, §1.A.3. It cannot.

2. No Nexus.

Secondary considerations require nexus to a challenged claim. Fox Factory
v. SRAM, 944 F.3d 1366, 1373 (Fed. Cir. 2019). Omega’s burden of production
includes a burden to show nexus. Id. Omega failed to carry that burden.

a. Unclaimed Features Preclude Coextensiveness.

Omega never meets its burden to show any product allegedly supporting a
secondary consideration is coextensive with any challenged claim.

Omega contends CalAmp products “correspond to the claimed invention”
(POR, 49) but does not even allege the absence of significant unclaimed features.
The identified products—CalAmp LMU-3000 and LMU-3030—include
significant unclaimed features like a “3-axis accelerometer” for “hard braking,
cornering” and “impact detection,” and an “on-board alert engine PEG
(Programmable; Event Generator).” EX2016, 1, 2 (“KEY FEATURES”);
EX2017, 1; CalAmp-11, 13 F.4th at 1377 (“[T]here is no question that the LMUs
have conventional components that are not the inventive aspects of the 278
patent.”), 1378 (“It is undisputed that [ ‘3-axis accelerometer’ and ‘industry

leading on-board alert engine’] are not inventive aspects of the asserted [’278



patent] claims[.]”). And CalAmp-II precludes Omega from arguing otherwise.
Papst Licensing v. Samsung, 924 F.3d 1243, 1251 (Fed. Cir. 2019).

Having significant unclaimed features means the products are not
coextensive with any claim because coextensiveness requires that a product is
“limited” to what is claimed. Fox Factory, 944 F.3d at 1373-1374. Without
coextensiveness, no presumption of nexus applies. 1d., 944 F.3d at 1373.

b. Known Features Preclude Nexus.

Nexus cannot turn on features known in the art. /n re Kao, 639 F.3d 1057,
1068-1069 (Fed. Cir. 2011) (“[T]here must be a nexus to some aspect of the claim
not already in the prior art.”’); Lectrosonics v. Zaxcom, IPR2018-01129, Paper 33,
33, 61 (Jan. 24, 2020) (precedential). Nexus must rely on claim 1 (the broadest
claim) because Omega makes no distinction among challenged claims (POR, 60-
62). Hunt anticipates claim 1 (Pet., 10-41; infra, §1I); excepting [1.a] (supra §I;
Pet., 53-68) Flick-885 meets all limitations in claim 1—including [1.e], the sole
limitation that Omega (wrongly) contends Hunt lacks. The claimed subject matter
was known and cannot support nexus.

Omega alleges combining “a vehicle position determining device and a
multi-vehicle compatible controller” was “not obvious” (POR, 62). Yet Hunt
indisputably disclosed this. Pet., 13-15 (limitation [1.a]), 17-23 (limitation [1.c]).

Given that combining a vehicle controller with a vehicle positioning device was



known, that feature cannot provide nexus for any alleged secondary consideration
evidence. Kao, 639 F.3d at 1068-1069; Lectrosonics, Paper 33, 61.

3. Omega’s Evidence Fails.

Omega’s secondary consideration “evidence” fails to overcome obviousness
over Flick-885+Hunt. Graham requires weighing secondary considerations against
the challenged claims and asserted art. Graham v. John Deere, 383 U.S. 1, 17-18
(1966). Grounds 2-3 challenge different claims with different art. But even if the
Board considers Omega’s secondary consideration allegations against Hunt (POR,
44-53) together with Omega’s allegations against Flick-885+Hunt (POR, 60-62),
they fail to overcome Ground 3’s obviousness showing.

a. Evidence Cited Against Ground 3 Fails.

Omega cites a Board decision from ex parte appeal (EX1017, 14) and expert
testimony relying on irrelevant third-party testimony (EX2010, 9200, citing
EX2004-EX2006 incorrectly as EX2003-EX2005) as secondary considerations
evidence showing non-obviousness over Flick-885+Hunt. POR, 61-62. This
“evidence” fails.

i. Board Decision Fails.

The Board’s decision (EX1017) is not evidence. The decision cannot help
Omega here because the Board did not weigh secondary considerations against
Flick-885+Hunt (D.1., 18-19). The Board’s analysis further fails for reasons

discussed with Ground 2 (infra § 1.B.3.b.1).
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Omega failed to meet its burden of production with respect to the underlying
evidence cited in the decision, because Omega never explained its relevance to
Ground 3. Thus, the Board should not consider that evidence. Parus Holdings v.
Google, 70 F.4th 1365, 1371-1372 (Fed. Cir. 2023).

Furthermore, the Petition explained why the underlying evidence fails (Pet.,
76-83). Omega’s POR provided no response.

ii. McAlexander’s Testimony Fails.

McAlexander’s testimony (EX2010, 4200) parrots the POR with
unexplained string cites to EX2004-EX2006 and warrants no weight. Xerox,
[PR2022-00624, Paper 9 at 15.

McAlexander’s testimony and the hearsay it cites (EX2004-EX2006) further
fail to support non-obviousness for at least two reasons.

First, the relied-upon evidence is irrelevant to obviousness:

e EX2004, 26:11-20, concerns third party license terms. Omega never
explains how these license terms evidence non-obviousness for any
claim. Parus, 70 F.4th at 1371-1372. They do not.

o EX2005, 45:3-19, concerns whether a third-party (CalAmp) pursued
“alternative designs” to avoid unidentified patent claims. This does
not establish copying of anything, let alone the *278 patent. The

witness had no memory of which among at least 30 claims across 4



patents were considered for design-arounds, and never identified a
claim challenged here. EX2005, 44:23-45:2.

o EX2006, 155:4-13, concerns third-party CalAmp branding an “LMU-
3030 as “LMU-3050” in Europe, while manufacturing in China and
testing in the U.S. Omega never explains how this has any relevance
to a claimed feature or evidences non-obviousness. Parus, 70 F.4th at
1371-1372. It has none.

Second, McAlexander cites testimony concerning known product features,
which cannot support nexus for any secondary consideration. Supra §1.B.2.

o EX2005, 46:25-47:19, concerns known multi-vehicle compatibility.
EX1001, 2:17-37 (admitting known); Pet., 22 (Hunt discloses), 56-59
(Flick-885 discloses).

o EX2006, 64:15-24, concerns a known “plug-in solution.” Hunt, Fig.
1B (interface 23 to OBD-II port); EX1072, 18, Fig. 8 (OBD connector
to vehicle bus); EX1070, §§86.1806-04(h) (“OBD system shall
provide standardized access”), 86.1806-04(h)(1)(iv) (connection
interface requirements for “Diagnostic Connector”); Miller, §73;
Miller-Reply, 9919-23; EX2014, 929 (“standard includes a data port™).

o EX2006,102:16-103:13 concerns automated bus protocol discovery

standardized in SAE J1978 before the 278 patent was filed. EX1052,
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5-6; Miller, 4987-97.

b.  Evidence Cited Against Ground 2 Fails.
i. EXx parte appeal decisions

Non-obviousness decisions in ex parte appeals involving different prior art
are irrelevant to obviousness in this proceeding. D.I., 19. Omega ignores this.
Arguing non-obviousness over Hunt, Omega simply quotes language apparently
from EX1017. POR, 45-47. This adds nothing to the record at institution and does
nothing to alter the Graham analysis demonstrating obviousness over Hunt
(Ground 2) and Flick-885+Hunt (Ground 3).

Furthermore, the obviousness analysis in Omega’s ex parte appeal decisions
lacks evidentiary support because Omega misrepresented the content of licenses
allegedly showing non-obviousness, and never provided them to the Office. Pet., 3-
4,8, 81-82.

ii. CalAmp Verdicts

Omega cites CalAmp jury verdicts reporting jury findings. POR, 47-50

(citing EX1027-EX1028).> Those findings—in a forum where the patent enjoyed a

2 Omega’s reliance on damages in EX1028 (POR, 49-50) is incredible. The jury
did not consider invalidity; the Federal Circuit found the award “unsustainable,”
vacated it, and remanded for new damages trial. EX1021 (“CaldAmp II”’), at 1376,

1382; EX1124, 92:18-93:20.
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presumption of validity inapplicable here—are not evidence. The juries never
considered patentability over Hunt or Flick-885+Hunt. The findings and verdicts
do not bind the Board or Petitioners.

Furthermore, for EX1027, jury form question 5 concerned licensing (POR,
48), commercial success (POR, 49), and copying (POR, 50) “with respect to the
claimed invention” (EX1027, 9) in a case with thirty claims in four patents
(EX1027, 2-6). Unlike the jury’s specific infringement findings for particular
claims, id., the jury’s responses are untethered from any ’278 patent claim. For
those additional reasons EX1027 fails to support Omega’s non-obviousness
arguments.

iii. Licensing

Omega cites six licenses (EX1090-1093, 2020-2021) it contends “included”
the *278 patent. POR, 47, citing EX2014, §918-20; EX2014, 918 n.1 (identifying
licenses). None license the 278 patent by itself. Four are settlement agreements
(EX1090, 1092, 2020-2021) and five are portfolio licenses (EX1090-1093, 2021),
each covering at least 45 patents and applications. EX2014, §18; EX1124, 64:12-
66:11 (settlements), 66:12-67:20 (portfolios). No portfolio royalty rate can be tied

to the ’278 patent. EX1124, 71:10-15, 73:14-17.
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_ Number
Exhibit patents/applications
1090 86
1091 54
1092 47
1093 45
2021 83

Omega ignores the Petition’s caselaw (Pet., 81-83) establishing that
settlements and portfolio licenses are irrelevant to non-obviousness.

Some Omega exhibits suffer additional problems. EX2021 was signed
before the 278 patent was even filed (EX2021,9). EX1124, 42:2-43:4. EX2020
is irrelevant because it settled two litigations on nine Omega patents (EX2020, 1)
and does not license the *278 (EX2020, 6). EX1124, 60:11-62:11.

Omega also ignores the Petition’s explanation (Pet., 82 n.5) that EX1092-
EX1093 exclude the *278 patent by excluding “claim(s)... relating to... vehicle
GPS tracking technology” (EX1092, 1; EX1093, 1). All *278 claims recite a
“vehicle positioning determining device” (limitation [1.a]) that includes GPS
(claim 11) and “relate to” vehicle “GPS tracking technology.” EX2014, 943 (°278
covers “Tracker technology”); EX2021, 45 (“Exhibit G” classifying ancestor *561
patent as a “GPS Patent”), §5, 4-5 (classifying ancestor 561 patent as a “tracker
patent”); EX1124, 50:11-51:15, 56:4-57:4, 77:2-80:16.

Omega’s reliance on a jury finding that “others accept[ed] licenses under

patents because of merits of the claimed invention” (POR, 48, citing EX1027) is
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misplaced. The jury finding concerned thirty claims in four patents. Licensing
“other asserted patents” beyond the *278 patent is irrelevant. Omega’s suggestion
that the jury found that settlement and portfolio licenses establish non-obviousness
of the challenged claims is contrary to law (Pet., 81-83) that Omega ignores. And
licenses taken on prior art patents lack nexus because those prior art inventions
were known. POR, 47 (citing EX2014, 9418-20); supra §1.B.2.b.

iv. Commercial Success

Jury findings about “the claimed invention” (POR, 48-49) are irrelevant
because they are not tied to the 278 patent, let alone any challenged claim. Supra
§1.B.3.b.ii.

Furthermore, the Petition explained that blocking patents preclude Omega’s
commercial success arguments (Pet., 78-79) and Omega’s reliance on infringing
sales. POR, 49-50. Omega does not dispute there were blocking patents and
ignores the Petition’s caselaw.

Even without blocking patents Omega failed to show nexus. Supra §1.B.2.
Without nexus infringing sales are irrelevant. Id. Unclaimed features like
competitive pricing (EX2017, 1) or those touted in CalAmp’s marketing (supra
§1.B.2.a; EX1124, 73:24-74:20, 75:10-76:7) preclude nexus.

v. Copying

In addition to lacking nexus Omega submitted no credible evidence of
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copying. Omega’s conclusory expert testimony parroting the POR warrants no
weight. EX2010, 94209-210 (cited POR, 47); Xerox, IPR2022-00624, Paper 9 at
15.

The Petition explained that an infringement verdict (POR, 50) does not
evidence copying. Pet., 80-81 (citing Wyers, 616 F.3d at 1246). Omega has no
answer.

Omega identifies no evidence of efforts to replicate a specific product and
does not even try to distinguish the Petition’s caselaw. Omega mischaracterizes
third-party deposition testimony as CalAmp “admitting to copying.” POR, 47
(citing EX2004-2006). The deponents did not admit to copying anything. The
testimony has no relevance to any secondary considerations. Supra §1.B.3.a.ii.
The cited testimony is also hearsay for which no exception applies and warrants no
weight. Denso v. Collision Avoidance Technologies, IPR2017-01715, Paper 27, 30
(Jan. 22, 2019).

A CalAmp jury answering “yes” to “Did others copy the claimed invention”
(POR, 50) does not specify the *278 patent and fails as explained supra §1.B.3.b.ii.

vi. Customer need

Omega’s customer need arguments fail because there is no nexus. Omega’s
alleged “customer need” relies on “multi-vehicle databus compatibility in a vehicle

tracking system.” POR, 50-51. Omega’s “simple installation and enhanced
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capability” (POR, 50) is unexplained but appears to mean “a self-contained box
that just plugs into an existing [OBD-II] connector[.]” EX2006, 41:5-12. These
features were known (supra §1.B.2.b) and cannot provide nexus.

II. Hunt Anticipates Claims 1, 4-6, 8, 11-12, and 18-19 (Ground 1).

Omega only disputes whether Hunt meets limitation [1.e]’s “downloading
interface.” POR, 11-31. The Board rejected this argument at institution. D.I., 28-
38. Omega gives the Board no reason to reach a different conclusion.

A. Hunt Meets [1.e]’s “downloading interface.”

The Board agreed that Hunt meets [1.e] because Hunt discloses downloading
and installing firmware, which is “enabling data” because it “communicat[es] the
vehicle’s specific protocol to Hunt’s [vehicle communication circuit 25].” D.1., 36;
id., 32-37; Pet., 34-37, 40-41.

1. Omega Mischaracterizes the Petition.

Omega’s argument that “running” or “executing” firmware “on a
microprocessor” is not “downloading” (POR, 16, 23) mischaracterizes the Petition,
which establishes that wirelessly installing firmware involves downloading. Pet.,
34-37,40-41.

2. Omega’s Arguments Against Hunt’s Firmware Updates
Fail.

“[D]ownload” means to transfer data. Pet., 34 (citing EX1051, 75; Miller,

9304). Hunt teaches downloading firmware to its MVCC’s microprocessor at least
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because Hunt discloses programming its system at a “later date” than when it is
manufactured. Pet., 34-37; D.I., 33-34. Programming Hunt’s microprocessor post-
manufacture “via a computer-readable medium” that can be “a carrier wave
modulated... to convey instructions” (Hunt, 11:5-32) wirelessly downloads Hunt’s
firmware to the MVCC. Pet., 34-36; Miller, 49309-313. Hunt’s hardware meets
the “downloading interface.” Pet., 35-37; D.I., 32-35.

a. Hunt’s Firmware is Enabling Data.

Omega acknowledges that Hunt’s microprocessor “‘communicates the
protocol to the ASIC” and has updatable firmware that “tests ‘each protocol.’”
POR, 28-29. Omega alleges that Hunt nevertheless lacks a downloading interface
for downloading enabling data because Hunt’s communication protocols “are in
the ASIC and cannot be changed.” 1d.

To the extent Omega suggests that Hunt’s firmware is not “enabling data,”
that fails as a matter of claim construction. Hunt’s firmware meets the Board’s
construction of “enabling data” because it is data “that enables... the controller to
use a particular vehicle device code” and “enables the controller to select or
generate the code.” D.I., 25, 36. Omega does not dispute that Hunt’s MVCC uses
firmware to identify the host vehicle’s communication protocol (Pet., 21, 35-36,
40-41; D.1., 34, 36-37; POR, 28) and cause the MVCC to generate the correct

vehicle device codes specified by the protocol to allow the MVCC to communicate
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with the vehicle’s devices (Hunt, 9:18-27).

b. Hunt Discloses Post-Manufacture Firmware
Download.

Omega alleges that because Hunt uses an ASIC that “cannot be changed”
Hunt had no reason to download new “device codes” the ASIC could not use.
POR, 18-19. That is a red herring because neither the claims, Petitioners’
“enabling data” construction that the Board adopted, nor Ground 1’°s showing
require that Hunt’s MVCC download new device codes. “Enabling data” is met by
firmware that enables the MVCC to identify the vehicle’s host communication
protocol and its specified device codes. Pet., 21, 35-36, 40-41; D.1., 34, 36-37.

Omega alleges that because the ASIC is “fixed” there is no need for
downloading firmware allowing the controller “to generate the vehicle device
codes.” POR, 19. If Omega suggests there was no reason to download firmware
onto Hunt’s MVCC microprocessor (POR, 18-19) because the supported
communication protocols were allegedly “fixed” by ASIC communication circuits
25a-e, that fails for multiple reasons.

First, Hunt expressly describes installing firmware by wireless download at
a “later date” than Hunt’s MVCC is manufactured. (Pet., 35-36, 40-41; Hunt,
11:5-18). Thus, Hunt describes downloading the firmware for the initial
programming of the MVCC’s microprocessor. Miller, 99308-313, 327-331.

Second, even after Hunt’s MVCC microprocessor had been initially
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programmed, POSAs understood there were reasons to update its firmware via
download (e.g., to fix software bugs) unrelated to adding a capability to support a
new protocol or new device codes. Miller-Reply, 4926-29.

Third, Omega admits that Hunt discloses an embodiment where the MVCC
comprises a microprocessor that is not on the ASIC, and that it would have been
obvious to replace an existing ASIC with a new ASIC to support new
communication protocols. POR, 40; EX2010, q9154-155. In that circumstance it
would have been obvious to update the microprocessor’s firmware to support the
new communication protocol hardware. Miller-Reply, 930-31.

3. Omega’s “boilerplate” Arguments Fail.

As the Board noted, a POSA would not ignore Hunt’s disclosure that Omega
mischaracterizes as “boilerplate.” POR, 24-27; D.I., 40.

4. Omega’s Enablement Arguments Fail.

Omega’s argument that Hunt does not enable its downloading interface
(POR, 24-25) fails for several reasons.

First, Omega mischaracterizes the Petition as arguing that Hunt discloses
“updating the protocols... ignoring [Hunt’s] ASIC teachings.” POR, 25. The
Petition relied on Hunt’s disclosure of downloading new firmware — not new
protocols.

Second, Hunt is a prior art patent presumed enabled for all it discloses.

-19 -



Amgen v. Hoechst Marion Roussel, 314 F.3d 1313, 1354-1355 (Fed. Cir. 2003).
Omega cannot overcome that presumption and provides no evidence that
implementing Hunt’s microprocessor to be programmable by wirelessly-
downloaded firmware was beyond a POSA’s skill.

S. Omega’s Cellphone Argument Misrepresents Hunt.

Hunt’s cellphone embodiment independently meets [1.e]. Pet., 41. Omega’s
contention that Hunt’s ASIC cannot be a cellphone (POR, 30-31) disregards
Hunt’s explicit disclosure that software executing on a computer—that may be a
cellphone—can provide controller processes. Hunt, 10:46-54; 11:5-7, 11:34-40;
Pet., 35, 37; Miller, 49223, 322, 330.

Omega’s assertion that Hunt’s microprocessor 27 must be “installed in a
vehicle” (POR, 30)—rather than wirelessly connected to an “installed” vehicle-
communication circuit 25—is wrong and provides no basis to disregard Hunt’s
cellphone embodiment that provides an alternative basis for meeting [1.e]. Miller-
Reply, q932-33.

Only Hunt’s circuit 25 (comprising a physical layer, supra §11.B.1.b) must
be “installed” in a vehicle. Miller-Reply, 434. Circuit 25 connects to
microprocessor 27 (Hunt, 8:55-58, 9:18-20, Fig. 5)—which may be in a cellphone
(Hunt, 11:34-40)—through “asynchronous serial connection” data link 179

(Hunt, 2:62-65, 8:55-58, Fig. 5, claim 11). POSAs knew that Bluetooth provided a
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wireless asynchronous serial connection that could implement Hunt’s data link

179. EX1060, 6:25-41 (Bluetooth connecting cellphone to vehicle network);

EX1116, 1, 5-6, 8, 11, 177; EX1117, 2, 4; Miller-Reply, 935-49; cf. Hunt, claim

58 (limiting “data link” to “an electrical line”).
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B. Omega’s ASIC Arguments Are Irrelevant Obfuscation
That Mischaracterize Hunt.

Omega’s contentions that device codes are “fixed” or “programmed... at

manufacture” in Hunt’s ASIC, and that Hunt’s ASIC “generate[s]... vehicle device

codes” (POR, 17-19), are irrelevant because they do not respond to the Petition’s

showing of how Hunt meets limitation [1.¢e].
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As the Board found at institution Hunt downloads firmware to its
microprocessor, and that firmware is enabling data because it identifies the host
vehicle’s communication protocol. Supra §11.A.2.

Hunt also discloses implementing its invention in software executing on a
microprocessor that can be provided by a cellphone. Supra §11.A.5; Pet., 41.
Software downloaded to a cellphone to implement Hunt’s appliance is also
“enabling data” meeting limitation [1.e]. Pet., 41; D.I., 25-26 (construing enabling
data).

Omega’s irrelevant ASIC arguments also mischaracterize Hunt.

1. Hunt Does Not Require An ASIC.

Omega misrepresents Hunt as limited to a “system in the form of a single
ASIC.” POR, 17. Hunt does not require an ASIC.

Hunt’s vehicle-communication modules can “implement” communication
protocols using an ASIC “or using transistors or conventional circuit elements.”
Hunt, 9:41-44; id., claim 35 (no ASIC). As Omega’s expert admits, Hunt Figures
6-7 show “logic diagrams” that “implement” communication protocol physical
layers using off-the-shelf transceiver components instead of an ASIC. EX1123,
112:2-4, 125:21-127:2; Hunt, 2:6-11, 9:28-35, Fig. 6 (J1850 VPWM and PWM),
8:14-29, Table 1 (describing “managing communication protocols” in terms of

physical layer parameters baud rate and pulse width); EX1118-EX1121; Miller-
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Reply, 9950-58.

As Omega’s expert admits, a protocol’s physical layer does not generate
device codes. EX1123,78:7-21, 54:22-57:1 (message generated in application,
formatted in application layer), 79:22-81:8 (same), 112:2-19; Miller-Reply, 9959-
62. Vehicle device codes are part of a message payload transmitted over a network
conforming to a communication protocol. EX1123, 68:5-69:14, 75:2-9, 107:17-24;
Miller-Reply, 962. The physical layer modulates messages sent over a network
according to physical communication protocol requirements (e.g., bit rate,
modulation, drive type). Miller, §975-77, 95-107, 136-151, 159-179, 252-253;

EX1071, 8, Fig. 1 (VPW and PWM); EX1123, 58:5-59:19.
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FIGURE 1—MAP OF SAE J1850 TO THE ISO OSI MODEL
EX1071, 8, Fig. 1.

As Omega’s expert admits, every layer of a communication protocol
network stack above the physical layer—and even portions of the physical layer
—can be implemented in software. EX1123, 57:11-58:1 (data link layer), 86:4-7

(application layer), 102:19-25, 103:9-104:5; Miller-Reply, 463. As Omega’s
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expert explained, POSAs would implement communication protocols in software
to trade ASIC speed for software flexibility. EX1123, 137:20-138:19; Miller-
Reply, 964-68. Hunt says its system “may be implemented in part or in whole” as
“a firmware program... or a software program... executable by... a
microprocessor.” Hunt, 10:46-54; Pet., 35; supra §11.A.5 (cellphone embodiment);
cf. EX1123, 85:4-9 (query message formulated in software). Omega presents no
evidence disputing that programming a microprocessor to implement Hunt’s
invention was well-within the POSA’s ordinary skill. Hunt, 10:55-11:3.

Hunt thus describes implementing communication protocols in a
microprocessor, using off-the-self components providing a protocol physical layer,
without using an ASIC at all. Downloading new firmware can of course impact
“the operation of the device” (POR, 19). Miller-Reply, 9967-68. Hunt’s
disclosures that an ASIC is not needed—and that its system can be implemented in
firmware/software—are fatal to Omega’s ASIC arguments.

2. Hunt’s ASIC Is Programmable By Firmware/Software
Because It Includes A Microprocessor.

Omega’s focus on Hunt’s ASIC being “programmed” into circuit elements
patterned at manufacture (EX2010, 9974, 81; EX1123, 95:17-97:6) is obfuscation
because it ignores that an ASIC that includes a processor is programmable by
software/firmware that the ASIC’s processor executes. EX1123, 93:19-95:2;

Miller-Reply, 9969-73. Omega bases argument that Hunt’s ASIC cannot be
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“updated” by firmware/software (POR, 17-19) on its expert’s erroneous assertion
that an ASIC does not include a microprocessor (EX1123, 90:24-91:5, 91:14-18).
But Hunt explicitly says its ASIC may include a microprocessor. Hunt, 3:50-51,
16:32-34 (claim 63). Hunt’s microprocessors are programmed. Pet., 35-36, 40-41;
EX1123,94:11-17. This contradicts Omega’s argument that Hunt’s ASIC cannot
be “programmed” to run firmware/software.

3. Omega’s Contention That Hunt’s ASIC Is “programmed”
With Or “generates” Vehicle Device Codes Has No Support.

Omega bases its assertion that Hunt’s ASIC “generates device codes” so the
codes are fixed in hardware (POR, 18-19; EX2010, 4477-78) on its contention that
Hunt only refers to “communication protocols” in connection with an ASIC.
EX1123, 116:8-120:14, 122:22-125:13. Hunt contradicts this by describing using
off-the-shelf components—instead of an ASIC—to “implement” protocols. Supra
§IL.B.1; Miller-Reply, 9974-78. As Omega’s expert admitted, such off-the-shelf
components do not include or generate “device codes.” EX1023, 112:2-8; Miller-

Reply, q959-62.

99 ¢¢ 9

Hunt’s reference to an ASIC “implementing,” “managing,” or “supporting’
a communication protocol does not support Omega’s assertion that Hunt’s ASIC
is “programmed” with or “generates” device codes because: (1) Omega’s expert

admits device codes and communication protocols are “totally different matters”

(EX1123, 66:1-20); and (2) Hunt never describes “generating” device codes in an

-26 -



ASIC (EX1123, 146:11-15). Miller-Reply, 930-83.

C. “enabling data” Imparts No Patentable Weight.

Hunt further meets [1.e] because Hunt’s downloading interface is
indisputably capable of downloading data and nothing else is required because
“enabling data” imparts no patentable weight. Pet., 38-40.

Petitioners agree that EX1001, 24:8-13 defines “enabling data” consistent
with the construction in the RX2 ex parte appeal. D.1., 25-26. But “enabling data”
as claimed 1s non-limiting because the downloaded data’s content in no way limits
the downloading interface.

1. “enabling data” Is Printed Matter.

The Board noted the Federal Circuit’s guidance that printed matter is limited
to matter “claimed for its communicative content.” D.I., 26. Omega purportedly
distinguishes Hunt’s downloading interface based solely on the “communicative
content” of the data it downloads. POR, 29 (“the data the modems process is not
enabling data’), 39 (Hunt’s modem “does not... operate on enabling data). That
triggers the printed matter doctrine. In re DiStefano, 808 F.3d 845, 848—851 (Fed.
Cir. 2015).

2. Using Downloaded Data Does Not Limit the Downloading
Interface.

The downloading interface need only be capable of downloading enabling

data (claim 1) and a programming instruction (claim 8). EX1022, 7-8 (limitation
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[1.e] “defines a required capability”). Omega does not identify any downloading
interface characteristic allegedly permitting it to download data, having particular
content, that Hunt’s interface cannot also download.

Omega argues that other claimed system components use downloaded data
in ways Hunt’s system allegedly does not. POR, 27-28. The Board suggested that
the “controller” (not the downloading interface) uses enabling data to perform a
particular function. D.I., 26. But while Omega could have pursued method claims
that required using “enabling data,” it did not; the claims do not require using
downloaded data. How the controller uses downloaded data does not limit the
downloading interface in [1.e]—the only limitation Omega alleges Hunt lacks.

3. Lowry Is Distinguishable.

In Lowry (discussed D.I., 26-27) the claims recited a data structure that
imparted “a physical organization on the information” that was “the essence of
electronic structure.” In re Lowry, 32 F.3d 1579, 1583 (Fed. Cir. 1994). In this
case data content does not impose structure on the downloading interface. The
“downloading interface” can be “a socket to accept a memory card” (EX1001,
24:44-46). The content of data stored on an “accept[ed]” memory card does not
limit the socket. Miller-Reply, §984-85. Omega does not argue otherwise.

III. Hunt Renders Obvious Claims 1, 4-6, 8, 11-12, and 18-19 (Ground 2).

The Petition established that in addition to anticipation, obvious
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implementations of Hunt’s disclosure meet limitations [1.d] or [1.e]. Pet., 45-48.

A.  Limitation [1.d]

Omega does not dispute that POSAs would have known to implement
Hunt’s protocol discovery by complying with OBD-II standards (Pet., 46-47) or
reinstalling device code libraries (Pet., 47-48), each meeting [1.d]. Omega
challenges whether [1.d] is met in an argument that appears only in a footnote and
is thus waived. POR, 36 n.6. If considered, this argument is based entirely on
Omega’s arguments concerning [ 1.e] which fail as discussed below.

B. Limitation [1.e]

Omega disputes that post-manufacture firmware download was a
conventional and obvious way to implement Hunt’s disclosure (POR, 35-44) based
on the same arguments used against [1.e] for Ground 1. The Board rejected these
arguments at institution (D.I., 39-41) and they fail again for the same reasons.

Omega’s assertion that POSAs would not have updated Hunt’s ASIC
communication modules (POR, 42-43) is irrelevant obfuscation. The claims do not
require that downloaded “enabling data” change supported communication
protocols; Hunt’s downloaded firmware meets “enabling data.” Supra §11.A.2.a.
Hunt’s communication modules implement a physical layer for a communication
protocol, whereas the programmable microprocessor implements the application

layer that generates and parses messages (supra §11.B.1). Omega’s boilerplate
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arguments are baseless (supra §I1.A.3).

Omega’s argument “there is only one embodiment in Hunt” making an
ASIC an “essential structural feature” (POR, 39) ignores Hunt’s disclosure of
“embodiments... implemented... in whole... as a firmware program ... or a
software program.” Hunt, 10:46-61. Unlike Silicon Graphics (cited POR, 37),
nothing in Hunt requires “exclusively” using ASIC logic lacking a programmable
microprocessor. Supra §11.B.

C. Secondary Considerations

Because the “inventions represent no more than the predictable use of prior

99 ¢¢

art elements according to their established functions” “secondary considerations
are inadequate to establish nonobviousness as a matter of law.” Wyers, 616 F.3d
at 1246 (cleaned up), cited Pet., 76-77 (collecting cases).

At institution, the Board found that “Hunt ...alone [Ground 2] ... provides
strong evidence of unpatentability.” D.I., 18. Omega’s POR provides no reason to
reach a different conclusion. POSAs knew to install firmware in Hunt’s
microprocessor through wireless post-manufacture download because Hunt
discloses it (Hunt, 11:5-18) and because this was a conventional mechanism for
firmware/software distribution. Pet., 48; Miller, 44355-356. Omega does not

dispute that using Hunt’s adapter 35 with wireless modem 37, to download

firmware/software to program the microprocessor in Hunt’s controller, was a
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conventional and predictable use of those elements according to their established
functions. Miller, 44308-322, 327-331, 355-356; Hunt, 11:5-18, 11:34-40; POR,
39 (“modem... deliver[s] packets of data”). Hunt’s cellphone embodiment
confirms this software download was conventional. Pet., 41; Miller, §9330-332;
EX1056, Abstract; EX1057, Abstract; EX1058, [0026], [0092]; EX1060, Abstract.

Given this, no secondary consideration evidence can overcome Ground 2’s
strong showing of obviousness. Omega’s evidence also fails for the reasons
discussed supra §1.B, including lacking nexus between any secondary
consideration evidence and a novel feature of any challenged claim.

Respectfully submitted,
Geotab USA, Inc. and Geotab, Inc.

Dated: January 24, 2024 By: /Adam R. Wichman/
Adam R. Wichman, Reg. No. 43,988
WOLF, GREENFIELD & SACKS, P.C.
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