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Patent Owner (“PO”) filed the transcripts of depositions from prior litigation 

between PO and third-party CalAmp as EX2004-EX2006.  PO repeatedly cites, 

paraphrases, and quotes these exhibits in the POR, the Sur-Reply, and the 

McAlexander (EX2010) and Tregillis (EX2014) declarations as evidence 

purportedly establishing secondary considerations, relying on EX2004-EX2006 for 

the truth of the matters asserted therein.  See POR at 2-3, 47, 51-52, 62 and Sur-

Reply at 12-13, 18-19, 21. 

Petitioners move to exclude EX2004-EX2006 as hearsay under Fed. R. Evid. 

(“Rule”) 802.  Petitioners also move to exclude those portions of PO’s expert 

declarations that repeat the hearsay—namely EX2010, ¶¶41, 170-171, 200, and 

210, and EX2014, ¶¶38-41, and 43-44—as improper expert testimony under Rules 

702-703 and as hearsay under Rule 802.  Petitioners timely filed objections to this 

evidence in Paper 14 at 1-2 (EX2004-EX2006) and Paper 17 at 1-3 (paragraphs in 

EX2010, EX2014).   

This motion is authorized by the Scheduling Order (Paper 12) at 10, and is 

supported by the Federal Rules of Evidence, 37 C.F.R. §§42.20(a), 42.52(a)(1), 

42.53(a), 42.62(a), 42.64(c), 35 U.S.C. §24, the Consolidated Trial Practice Guide 

(Nov. 2019) (“CTPG”), and the cases and authorities cited herein.   
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I. Introduction 

Exhibits 2004-2006 are indisputably hearsay.  They are deposition testimony 

from a different proceeding (Rule 801(c)(1)) that PO offers for the truth of the 

matters asserted (Rule 801(c)(2)) to purportedly establish secondary 

considerations.  PO relies on this evidence in its trial papers (POR and Sur-reply) 

and quotes it in its expert declarations (EX2010, EX2014).  No exception applies. 

By filing hearsay testimony from third-party deponents, taken in prior 

litigation with an unrelated party, PO ignored the Federal Rules of Evidence and 

the Board’s regulations governing reliance on testimonial evidence.  Petitioners 

had no opportunity to cross-examine the witnesses and elicit testimony 

contradicting PO’s repeated misrepresentations that this hearsay establishes 

secondary considerations.  The Board should exclude this hearsay and the expert 

testimony that parrots it. 

II. Statement of Facts 

On April 27, 2023, PO filed EX2004-EX2006 with its Preliminary 

Response.  The exhibits are transcripts of deposition testimony by Galin Chen 

(EX2004), Peter Hergesheimer (EX2005), and Stephen Hall (EX2006) in a patent 

litigation, not involving Petitioners, between PO and third-party CalAmp.  CalAmp 

is not a party to this IPR.  The deponents testified in the CalAmp litigation that 
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they were CalAmp employees.   EX2004, 8:9-15; EX2005, 6:4-8; EX2006, 6:11-

15.  Petitioners timely objected to EX2004-EX2006.  Paper 14.      

On October 18, 2023, PO filed its POR (Paper 15) and declarations from 

purported experts Mr. McAlexander (EX2010) and Mr. Tregillis (EX2014).  The 

POR cited EX2004-EX2006 for the truth of the matters asserted, which PO 

characterized (incorrectly) as purported evidence of secondary considerations.  See 

POR, 2-3 (“The evidence of secondary considerations includes testimony from an 

infringer’s employees in [CalAmp] litigation[.]”), citing EX2004, 26:11-20; 

EX2005, 45:3-19, 46:25-47:19; EX2006, 64:15-24, 102:16-103:13, 155:4-13; see 

also POR, 47, 51-52, 62.  The POR also cited PO’s experts purporting to restate—

and in some instances block quoting—EX2004-EX2006 for the truth of the matter 

asserted.  See e.g., EX2010, ¶¶41, 170-171, 200, 210; EX2014, ¶¶38-41, 43-44.  

Petitioners timely objected.  Paper 17. 

On March 8, 2024, PO filed its Sur-reply (Paper 32), citing EX2004-

EX2006 for the truth of the matters asserted, which PO characterized (incorrectly) 

as purported evidence of secondary considerations.  Sur-reply, 12-13, 18-19.  The 

Sur-reply also cited the improper expert testimony in EX2010 and EX2014.  

Petitioners had already timely objected to this hearsay evidence which PO cited 

again in the Sur-reply.  Papers 14 and 17. 



 

4 

PO did not offer, and made no attempt to compel, testimony in this 

proceeding from any of the deponents in EX2004-EX2006, as provided by 37 

C.F.R. §§42.52(a)(1), 42.53(a), 42.53(d)(3), 35 U.S.C. §24, and CTPG, 29.  PO 

never offered any of the deponents for cross-examination by Petitioners.  PO made 

no attempt to show that any deponent—Chen, Hergesheimer, or Hall—was 

unavailable to offer testimony in this proceeding.         

III. The Board Should Exclude EX2004-EX2006 As Inadmissible Hearsay. 

The Federal Rules of Evidence apply in IPR.  37 C.F.R. §42.62(a).  This 

includes the rule against hearsay.  Rule 802; The Data Company Techs. v. Bright 

Data, IPR2022-00135, Paper 51, 82-83 (May 31, 2023) (excluding third-party 

testimony from prior litigation as hearsay).   

Hearsay is a statement that: (1) “the declarant does not make while testifying 

at the current trial or hearing;” which (2) “a party offers… to prove the truth of the 

matter asserted in the statement.” Rule 801(c).  This includes deposition testimony 

from another case.  “[P]rior testimony from another case, which is not subject to 

cross-examination by the opposing party [in IPR], is hearsay if offered for the truth 

of the matter.”  Data Company, IPR2022-00135, Paper 51 at 82.  Hearsay is 

inadmissible unless an exception applies.  Rule 802.  No exception applies to PO’s 

use of EX2004-EX2006.   
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A. EX2004-EX2006 Are Hearsay. 

1. EX2004-EX2006 are transcripts of deposition testimony 
from a different proceeding. 

The deposition testimony in the transcripts filed as EX2004-EX2006 was 

provided in prior litigation between PO and third-party CalAmp.  None of the 

testimony was made “while testifying at the current trial or hearing.”  Rule 

801(c)(1).  

2. PO offers EX2004-EX2006 for the truth of the matter 
asserted. 

PO repeatedly offers EX2004-EX2006 to prove the truth of the matter 

asserted in the deposition testimony.  Rule 801(c)(2).  That PO mischaracterizes 

what the testimony in these exhibits actually says does not change the fact that PO 

offers the testimony for the truth of the matters that PO contends were asserted.  

See POR, 2-3 (“The evidence of secondary considerations includes testimony from 

an infringer’s employees in [CalAmp] litigation[.]”) (emphasis added), citing 

EX2004, 26:11-20; EX2005, 45:3-19, 46:25-47:19; EX2006, 64:15-24, 102:16-

103:13, 155:4-13; see also POR, 47 (mischaracterizing the hearsay testimony as 

“admitting to copying and limited value of product without the claimed 

invention”), citing EX2004, 26:11-20; EX2005, 45:3-19, 46:25-47:19; EX2006, 

64:15-24, 102:16-103:13, 155:4-13; id., 51-52 (paraphrasing hearsay testimony), 

citing EX2005, 40:6-41:3, 46:25-48:19.   
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The POR also relies on conclusory testimony from McAlexander (EX2010, 

¶171) paraphrasing the deposition testimony, and from Tregillis (EX2014, ¶¶38-

41, 43-44) block quoting EX2006 (EX2014, ¶¶38-39) and paraphrasing EX2005, 

all for the truth of the matter that PO contends was asserted in the deposition 

testimony.  POR, 51-52.   

The Sur-reply offers the hearsay testimony, and the expert testimony 

parroting it, for the truth of what it asserts.  See, e.g., Sur-reply, 13 (referring to 

“testimony from individuals involved in developing infringing products”), citing 

EX2014, ¶¶40 (quoting EX2005, 40:20-41:3), 41 (paraphrasing EX2005, 40:6-

41:3, “46:25-28:19” [sic]), EX2010, ¶170 (paraphrasing hearsay “as noted by 

engineers of CalAmp”), citing EX2005, 40:6-41:3, EX2006, 40:20-41:3.  See also 

Sur-reply at 18-19 (similar).   

In short, PO bases its secondary considerations arguments on EX2004-

EX2006 and the experts quoting and paraphrasing that deposition testimony.  PO 

offers the deposition testimony for the truth of the matters that PO contends were 

asserted in EX2004-EX2006.  EX2004-EX2006 are indisputably hearsay under 

Rule 801(c). 
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B. No Exception Applies. 

No hearsay exception applies that would make EX2004-EX2006 admissible.   

1. PO made no showing that any deponent from EX2004-
EX2006 was unavailable under Rule 804(a). 

Rule 804(b) specifies exceptions to the rule against hearsay if the witness is 

unavailable.  The proponent of the hearsay bears the burden of showing that the 

declarant is unavailable.  Williams v. United Dairy Farmers, 188 F.R.D. 266, 271 

(S.D. Ohio 1999) (collecting cases).  Rule 804(a) specifies five alternative criteria 

for unavailability.  PO cannot meet its burden to show any of them.  

a. PO cannot show unavailability under Rule 804(a)(1). 

CalAmp did not assert privilege over the testimony in EX2004-EX2006 and, 

given that the testimony is public, any privilege is waived.  Thus, PO cannot show 

that privilege makes any deponent unavailable.  Rule 804(a)(1).   

b. PO cannot show unavailability under Rule 804(a)(2). 

PO cannot show that any deponent refused a court order to testify under 

Rule 804(a)(2) because PO never sought a subpoena from a district court that a 

deponent could defy.  Rule 804(a)(2).    

c. PO cannot show unavailability under Rule 804(a)(3). 

PO cannot show that any deponent testified to not remembering the subject 

matter of the deposition testimony in EX2004-2006 because PO never took 

testimony from Chen, Hergesheimer, or Hall in this proceeding.  Rule 804(a)(3). 
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d. PO cannot show unavailability under Rule 804(a)(4). 

PO has not shown that any deponent in EX2004-EX2006 was unavailable to 

testify because of death or current infirmity, physical, or mental illness under Rule 

804(a)(4).    

e. PO cannot show unavailability under Rule 804(a)(5). 

Rule 804(a)(5) provides that a declarant is unavailable when “absent from 

the trial or hearing and the statement’s proponent has not been able, by process 

or other reasonable means, to procure” the declarant’s attendance or testimony.   

To meet its burden to show unavailability under Rule 804(a)(5), PO “must… 

establish that reasonable efforts were undertaken to secure the declarant’s 

attendance at the hearing.”  Williams, 188 F.R.D. at 272.  The hearsay’s proponent 

cannot meet its burden where it never tried to compel witness testimony.  United 

States v. Zane, 495 F.2d 683, 699 (2d Cir. 1974) (failure to call available witness 

foreclosed hearsay exception under Rule 804(b)(1)); CaptionCall, LLC v. Ultratec, 

Inc., IPR2015-00636, Paper 97, 17 (Sep. 7, 2016) (“Patent Owner does not identify 

any attempt to bring Mr. Puzey forward as a witness in this proceeding.  

Accordingly, we do not find that he is unavailable in this proceeding, and FRE 

804(b)(1) does not apply[.]”).   

PO’s failure to even try to secure testimony from the CalAmp deponents in 

this IPR precludes it from showing unavailability under Rule 804(a)(5).  PO did 

not offer a declaration from Mr. Chen (EX2004), Hergesheimer (EX2005), or Hall 
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(EX2006), and made no attempt to elicit testimony in this proceeding where they 

would have been subject to cross-examination by Petitioners—even though the 

Board’s regulations provide procedures for compelling testimony under 37 C.F.R. 

§§42.52(a)(1), 42.53(a), 42.53(d)(3), 35 U.S.C. §24, and CTPG, 29.  Each 

deponent maintains a LinkedIn profile representing that each deponent resides 

within the jurisdiction—and subject to the subpoena powers—of a United States 

District Court.  EX1127 (Chen); EX1128 (Hergesheimer); EX1129 (Hall); 35 

U.S.C. §24.  In short, PO cannot show that it has been unable, “by process or other 

reasonable means,” to procure a deponent’s attendance at a deposition in this 

proceeding under Rule 804(a)(5) because PO made no effort to use process 

available under the statute and regulations to compel attendance at a deposition in 

this proceeding.      

Because PO cannot show that Chen, Hergesheimer, or Hall were unavailable 

under Rule 804(a), no exception under Rule 804(b) applies to EX2004-EX2006. 

2. PO cannot meet the requirements for the residual exception 
under Rule 807. 

The residual exception allows hearsay even when no other exception applies 

but is “reserved for exceptional cases” Conoco v. Dept. of Energy, 99 F.3d 387, 

392 (Fed. Cir. 1996) (discussing residual exceptions now codified at Rule 807); 

United States v. Husky, 90 F.4th 651, 670 (4th Cir. 2024) (“The residual exception 

is used very rarely, and only in exceptional circumstances.”) (cleaned up).  The 
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evidence must be “more probative on the point for which it is offered than any 

other evidence that the proponent can obtain through reasonable efforts.” Rule 

807(a)(2).  This is not an exceptional case.  PO cannot meet the requirements of 

Rule 807.   

Instead of filing EX2004-EX2006, PO could have obtained voluntary 

declarations from Mr. Chen, Hergesheimer, or Hall covering the relevant subjects; 

PO could have sought to compel their deposition testimony in this proceeding; or 

PO could have submitted testimony from others.  These alternatives would have 

submitted testimony from witnesses that were subject to cross-examination by 

Petitioners in this proceeding.  PO never tried to do any of this.   

The Board regularly finds the residual exception inapplicable where (like 

here) a proponent did not even try to take the witness’s deposition in the IPR 

proceeding.  In Asetek Danmark v. CoolIT Sys., IPR2020-00825, Paper 50 (Oct. 

12, 2021), the Board found Rule 807 “does not apply” where a petitioner 

sponsored  hearsay testimony but “made no effort to take [the witness’s] deposition 

during the course of this proceeding.”  Asetek, 46.  The Board explained that “if 

Petitioner really believed that [the witness’s] testimony was critical, it should have 

sought his testimony in this proceeding.  Having failed to do so, Petitioner cannot 

now argue that it could not have obtained [the witness’s testimony] in this 

proceeding through reasonable efforts.”  Id.  PO never sought testimony from 
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Chen, Hergesheimer, or Hall in this IPR despite the Board providing a process for 

doing so.  Under Asetek, PO’s failure to seek that testimony precludes PO from 

arguing for admissibility under Rule 807.   

In Data Company, the Board rejected the patent owner’s attempts to justify 

the residual exception for trial testimony from prior litigation “because the 

witnesses ‘were cross-examined by parties with similar motive and opportunity,’ 

‘[t]rial testimony under oath possesses guarantees of trustworthiness,’ and the 

testimony has been corroborated.”  Data Company, IPR2022-00135, Paper 51 at 

82.  Observing that Rule 807 requires that hearsay statements must be “more 

probative on the point for which it is offered than any other evidence that the 

proponent can obtain through reasonable efforts,” the Board found that the residual 

exception failed because “more probative evidence could have provided by Patent 

Owner… by declarations submitted in this proceeding that could have been 

subject to cross-examination.” Id. at 83 (emphasis added).  The same is true here, 

where PO could have filed declarations or sought to compel depositions in this 

proceeding but did not even try.   

In short, EX2004-EX2006 are hearsay.  No exception applies.  The Board 

should exclude these exhibits. 
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IV. The Board Should Exclude Portions of EX2010 and EX2014 Parroting 
The Hearsay In EX2004-EX2006 As Improper Expert Testimony Under 
Rules 702-703 And As Hearsay Under Rule 802. 

While an expert may base an opinion on facts or data that are not admissible 

as evidence, “Rule 703 does not authorize admitting inadmissible evidence on the 

pretense that it is the basis for expert opinion when, in fact, the expert adds nothing 

to the inadmissible evidence other than transmitting it to the jury.” Wi-LAN Inc. v. 

Sharp Elecs. Corp., 992 F.3d 1366, 1374 (Fed. Cir. 2021) (cleaned up); see also 

Data Company, IPR2022-00135, Paper 51 at 82-83 (Rule 703 “does not make the 

underlying facts admissible”).  The Federal Circuit recognizes that “Rule 703 ‘was 

not intended to abolish the hearsay rule and to allow a witness, under the guise of 

giving expert testimony, to in effect become the mouthpiece of the witnesses on 

whose statements or opinions the expert purports to base his opinion.’” Wi-LAN 

Inc., 992 F.3d at 1376, quoting Factory Mut. Ins. Co. v. Alon USA L.P., 705 F.3d 

518, 524 (5th Cir. 2013).  “[S]econd-hand evidence” from an expert that “‘did not 

analyze his source materials so much as repeat their contents’” falls “outside the 

permissible bounds of Rule 703.” Wi-LAN, 992 F.3d at 1374-1375, quoting United 

States v. Mejia, 545 F.3d 179, 197-198 (2d Cir. 2008); see generally Wi-LAN, 992 

F.3d at 1374-1376 (collecting cases). 

It could not be clearer from their testimony that McAlexander (EX2010, 

¶¶41, 170-171, 200, 210) and Tregillis (EX2014, ¶¶38-41, 43-44) are nothing more 
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than mouthpieces for the Chen, Hergesheimer, and Hall hearsay testimony that 

they parrot from EX2004-EX2006—doing exactly what Rule 703 and Wi-LAN 

forbid.  For example, at EX2014, ¶¶38-39, Tregillis block quotes testimony from 

EX2006 without analysis.  See also EX2014, ¶¶40 (paraphrasing and quoting 

EX2006), 41 (paraphrasing and quoting EX2005), 43 (paraphrasing EX2005), 44 

(paraphrasing and quoting EX2004); EX2010, ¶¶41 (paraphrasing EX2004-

EX2006), 170 (paraphrasing EX2005, EX2006), 171 (paraphrasing EX2005), 200 

(conclusory reference to EX2004-EX2006 as evidence of secondary 

considerations), 210 (citing “testimony of the opposing party admitting to 

copying” and paraphrasing EX2004-EX2006).         

McAlexander and Tregillis did not testify that they personally observed any 

of the subject matter discussed in the hearsay testimony in EX2004-EX2006.  Rule 

703.  Paraphrasing and quoting the hearsay testimony in EX2004-EX2006 does not 

apply any specialized knowledge or apply reliable principles or methods to any 

facts under Rule 702.  The testimony from McAlexander and Tregillis just parrots 

the hearsay.  That is not permitted.  Wi-LAN, 992 F.3d at 1376 ; Rules 702-703, 

802. 

PO cannot show that McAlexander and Tregillis parroting the hearsay at 

EX2010, ¶¶41, 170-171, 200, 210, and EX2014, ¶¶38-41, 43-44, has probative 

value that “substantially outweighs their prejudicial effect.”  Rule 703; Wi-LAN 
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Inc., 992 F.3d at 1376 (affirming summary judgment excluding expert testimony 

inadmissible evidence under Rule 703).  Accordingly, the Board should exclude 

this testimony in EX2010 and EX2014. 

V. Conclusion 

The Board should exclude Exhibits 2004-2006 as hearsay under Rule 802.  

The Board should exclude Exhibit 2010, ¶¶41, 170-171, 200, and 210, and Exhibit 

2014, ¶¶38-41, and 43-44, parroting the hearsay testimony in Exhibits 2004-2006, 

as improper expert testimony under Rules 702-703 and as hearsay under Rule 802.    
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