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Alleged Invention Is Using GPS With A Multi-Vehicle Control System 

On July 3, 2007  

EX1001, 1:47-53, cited Pet. (Paper 3) at 5

Known 

tracking 

with GPS

Known 

MVCC

’278 Patent

Alleged 

Problem 

Solved

EX1001 at 2:17-41, cited Pet. (Paper 3) at 5

EX1001; Pet. (Paper 3) at 4, 8 (discussing priority)

Flick-885
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Hunt Did It In 2003

Pet. (Paper 3) at 13-15 ([1.a]), 17-23 ([1.c]); 

Hunt (EX1023) Fig. 1B

1.a a vehicle position determining device; 

1.c a multi-vehicle compatible controller [MVCC] for 

cooperating with said vehicle position determining device 

and said wireless communications device to send vehicle 

position information;

’278 Patent Claim 1

EX1001 at 26:1-6; Pet. (Paper 3) at 92

MVCC [1.c]

GPS [1.a]

Hunt

Hunt (EX1023) at 1:39-46, cited Pet. (Paper 3) at 13-14, 54-55
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Alleged Invention Was Known And Obvious On July 3, 2007

Pet. (Paper 3) at 13-45 (Hunt), 53-68 (Flick-885+Hunt) 

Ref Claim Hunt Flick-885 Flick-885+Hunt

1.pre A multi-vehicle compatible tracking unit for a vehicle comprising a vehicle 
data bus extending throughout the vehicle, the multi-vehicle compatible 
tracking unit comprising: x x x

1.a a vehicle position determining device; 
x x

1.b a wireless communications device; 
x x x

1.c a multi-vehicle compatible controller for cooperating with
x x x

said vehicle position determining device and
x x

said wireless communications device to send vehicle position information;
x x x

1.d said multi-vehicle compatible controller to be coupled to the vehicle data 
bus for communication thereover with at least one vehicle device using at 
least one corresponding vehicle device code from among a plurality 
thereof for different vehicles; and 

x x x

1.e a downloading interface for permitting downloading of enabling data 
related to the at least one corresponding vehicle device code for use by 
said multi-vehicle compatible controller. 

x x x

Ground 1 Ground 3



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 5

Disputes

Ground Reference Basis Claims Disputed Issues Cites

3
Flick-885+

Hunt
103 1-22

• Reasons to combine Flick-885 

with Hunt’s GPS  

Pet., 48-52; 

POR, 57-60; 

Reply, 1-5; 

Sur-reply, 21-23

• Secondary considerations 

Pet., 75-83; 

POR, 44-53, 60-62; 

Reply, 5-16; 

Sur-reply, 11-21, 23

1 Hunt 102
1, 4-6, 8, 11-

12, 18-19, 21

• Hunt teaches [1.e] 

“downloading interface”

Pet., 34-41; 

POR, 11-31; 

Reply, 16-28; 

Sur-reply, 2-9 

2 Hunt 103
1, 4-6, 8, 11-

12, 18-19, 21

• Obvious for Hunt to wirelessly 

download firmware meeting 

[1.e] “downloading interface”

Pet., 48; 

POR, 35-44; 

Reply, 29-30; 

Sur-reply, 9-11

• Secondary considerations 

Pet., 75-83; 

POR, 44-53; 

Reply, 5-16, 30-31; 

Sur-reply, 11-21
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Ground 3
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Ground 3: Flick-885+Hunt Renders All Claims Obvious

Ground Reference Basis Claims Disputed Issues Cites

3
Flick-885+

Hunt
103 1-22

• Reasons to combine Flick-885 

with Hunt’s GPS  

Pet., 48-52; 

POR, 57-60; 

Reply, 1-5; 

Sur-reply, 21-23

• Secondary considerations 

Pet., 75-83; 

POR, 44-53, 60-62; 

Reply, 5-16; 

Sur-reply, 11-21, 23

1 Hunt 102
1, 4-6, 8, 11-

12, 18-19, 21

• Hunt teaches [1.e] 

“downloading interface”

Pet., 34-41; 

POR, 11-31; 

Reply, 16-28; 

Sur-reply, 2-9 

2 Hunt 103
1, 4-6, 8, 11-

12, 18-19, 21

• Obvious for Hunt to wirelessly 

download firmware meeting 

[1.e] “downloading interface”

Pet., 48; 

POR, 35-44; 

Reply, 29-30; 

Sur-reply, 9-11

• Secondary considerations 

Pet., 75-83; 

POR, 44-53; 

Reply, 5-16, 30-31; 

Sur-reply, 11-21
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Hunt’s Combining GPS With A Multi-Vehicle Compatible Controller 

In 2003 Provided “Many Advantages”

Pet. (Paper 3) at 13-15 ([1.a]), 17-23 ([1.c]); 

Hunt (EX1023), Fig. 1B

Hunt (annotated)

Pet. (Paper 3) at 49-50

Petition
1.a a vehicle position determining device; 

1.c a multi-vehicle compatible controller [MVCC] for 

cooperating with said vehicle position determining device 

and said wireless communications device to send vehicle 

position information;

’278 Patent Claim 1

EX1001 at 26:1-6; Pet., 92

MVCC [1.c]

GPS [1.a]
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A POSA Had Reasons To Combine Hunt’s GPS Teaching With 

Flick-885’s Teachings To Achieve Hunt’s “Many Advantages”

Pet. (Paper 3) at 51; 

Flick-885 (EX1024), Fig. 1 (annotated)

Ground 3: Flick-885+Hunt

GPS

D.I. (Paper 11) at 46-47

Petition

Institution Decision

Pet. (Paper 3) at 50-51; Reply (Paper 27) at 2
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PO’s “Make Slower” Argument Challenging Reasons To Combine 

Is Unsupported Attorney Argument And Contrary To The Facts

Reply (Paper 27)  at 3

Reply

POR

POR (Paper 15) at 58

PO’s Expert McAlexander

McAlexander Decl. (EX2010) at ¶192

Sur-reply

Sur-reply (Paper 32) at 23

Non-Responsive
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The Combination Is Not “Hindsight” Because Hunt Expressly 

Teaches Combining GPS With A Multi-Vehicle Controller In 2003

Reply (Paper 27) at 3-4

Reply

Sur-reply

POR (Paper 15) at 58

POR

Sur-reply (Paper 32) at 23
Non-Responsive

Hunt

Hunt (EX1023) at 1:39-46, cited Pet. (Paper 3) at 13-14, 54-55

Sur-reply
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Intel and KSR Refute Omega’s “Hindsight” Argument

Intel v. Qualcomm, 21 F.4th 784, 800 (Fed. Cir. 2021), 

cited Reply (Paper 27)  at 4

Reply (Paper 27) at 3-4

Reply

Intel v. Qualcomm

And “if a technique has been used to improve one 

device, and a person of ordinary skill in the art would 

recognize that it would improve similar devices in the 

same way, using the technique is obvious unless its 

actual application is beyond his or her skill.” KSR, 550 

U.S. at 417, 217 S.Ct. 1727. That’s what we have here. 

Given the facts and reasoning of KSR, it is readily 

apparent that the Board’s hindsight inference lacks 

substantial evidence.

Sur-reply

POR (Paper 15) at 58

POR

Sur-reply (Paper 32) at 23
Non-Responsive
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Ground 3: Flick-885+Hunt Renders All Claims Obvious

Ground Reference Basis Claims Disputed Issues Cites

3
Flick-885+

Hunt
103 1-22

• Reasons to combine Flick-885 

with Hunt’s GPS  

Pet., 48-52; 

POR, 57-60; 

Reply, 1-5; 

Sur-reply, 21-23

• Secondary considerations 

Pet., 75-83; 

POR, 44-53, 60-62; 

Reply, 5-16; 

Sur-reply, 11-21, 23

1 Hunt 102
1, 4-6, 8, 11-

12, 18-19, 21

• Hunt teaches [1.e] 

“downloading interface”

Pet., 34-41; 

POR, 11-31; 

Reply, 16-28; 

Sur-reply, 2-9 

2 Hunt 103
1, 4-6, 8, 11-

12, 18-19, 21

• Obvious for Hunt to wirelessly 

download firmware meeting 

[1.e] “downloading interface”

Pet., 48; 

POR, 35-44; 

Reply, 29-30; 

Sur-reply, 9-11

• Secondary considerations 

Pet., 75-83; 

POR, 44-53; 

Reply, 5-16, 30-31; 

Sur-reply, 11-21
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Secondary Considerations Cannot Overcome Obviousness 

Established By Other Graham Factors For Flick-885+Hunt

Pet., 48-51; 

Flick-885 (EX1024), Fig. 1 (annotated)

Pet., 13-15 ([1.a]), 17-23 ([1.c]); 

Hunt (EX1023), Fig. 1B.

Hunt (annotated) Flick-885 (adding Hunt’s GPS teaching)

Ground 3: Flick-885+Hunt
D.I. (Paper 11) at 18

Institution Decision
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Secondary Considerations Cannot Overcome Obviousness 

Established By Other Graham Factors For Flick-885+Hunt

D.I. (Paper 11) at 18

Institution Decision Wyers v. Master Lock

Moreover, secondary considerations of 

nonobviousness – considered here by the district 

court—simply cannot overcome a string prima facie 

case of obviousness.

Here, where the inventions represented no more than 

‘‘the predictable use of prior art elements according to 

their established functions,’’ KSR, 550 U.S. at 417, 

127 S.Ct. 1727, the secondary considerations are 

inadequate to establish nonobviousness as a matter 

of law.

*   *   *

Wyers v. Master Lock, 616 F.3d 1231, 1246 (Fed. Cir. 2010). 

cited Pet., 76-77 (collecting cases); Reply (Paper 27)  at 5 

ZUP, LLC v. Nash Mfg., Inc., 896 F.3d 1365, 1374 (Fed. Cir. 2018), 

cited D.I. (Paper 11) at 18-19 

ZUP, LLC v. Nash Mfg., Inc.

Obviousness is ultimately a legal determination, and 

a strong showing of obviousness may stand “even in 

the face of considerable evidence of secondary 

considerations.” Rothman v. Target Corp,, 556 F.3d 

1310, 1322 (Fed. Cir. 2009); see also Motorola, Inc. v. 

Interdigital Tech. Corp., 121 F.3d 1461, 1472 (Fed. 

Cir. 1997) (‘‘In reaching an obviousness determination, 

a trial court may conclude that a patent claim [was] 

obvious, even in the light of strong objective evidence 

tending to show nonobviousness.’’).

Reply (Paper 27) at 5-6

Reply
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PO’s Misleading Sur-reply Argument On RX4 (90/014,419) 

Does Not Change Any Patentability Analysis Herein  

Verizon v. Omega, IPR2023-01162 , Paper 12 (D.I.), 15 n.4 (Feb. 21, 2024)

Institution Decision (Feb. 21, 2024) 

Verizon v. Omega, IPR2023-01162Sur-reply (Mar. 8, 2024)

Sur-reply (Paper 32) at 17-18, 18 n.4; id. at 1, 9-10, 22-23 (similar)

Where patents, publications, and other such documents are 
submitted by a party (patent owner or requester) in 
compliance with the requirements of the rules, the requisite
degree of consideration to be given to such information will 
be normally limited by the degree to which the party filing
the information citation has explained the content and
relevance of the document. The initials of the examiner
placed adjacent to the citations on the form PTO/SB/08 
or its equivalent, without an indication to the contrary in the
record, do not signify that the document has been
considered by the examiner any further than to the
extent noted above.

MPEP §§ 2256, 2656

*   *   *
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Ground 1
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Ground 1: Hunt Anticipates Claims 1, 4-6, 8, 11-12, 18-19, 21

Ground Reference Basis Claims Disputed Issues Cites

3
Flick-885+

Hunt
103 1-22

• Reasons to combine Flick-885 with 

Hunt’s GPS  

Pet., 48-52; 

POR, 57-60; 

Reply, 1-5; 

Sur-reply, 21-23

• Secondary considerations 

Pet., 75-83; 

POR, 44-53, 60-62; 

Reply, 5-16; 

Sur-reply, 11-21, 23

1 Hunt 102
1, 4-6, 8, 11-12, 

18-19, 21

• Hunt teaches [1.e] “downloading 

interface”

Pet., 34-41; 

POR, 11-31; 

Reply, 16-28; 

Sur-reply, 2-9 

2 Hunt 103
1, 4-6, 8, 11-12, 

18-19, 21

• Obvious for Hunt to wirelessly 

download firmware meeting [1.e] 

“downloading interface”

Pet., 48; 

POR, 35-44; 

Reply, 29-30; 

Sur-reply, 9-11

• Secondary considerations 
Pet., 75-83; 

POR, 44-53; 

Reply, 5-16, 30-31; 

Sur-reply, 11-21
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Board’s “enabling data” Construction Is Not Disputed

D.I. (Paper 11) at 25-26

1.e

a downloading interface for permitting 

downloading of enabling data related to the at 

least one corresponding vehicle device code for 

use by said multi-vehicle compatible controller. 

’278 Patent Claim 1

’278 patent (EX1001) claim 1, limitation [1.e]; 

Pet. (Paper 3) at 34-41

Institution Decision

In Omega Patents I, the Board construed “enabling data” as data 

that “enables the recited controller to use a particular vehicle 

device code from among plural such codes for different vehicles 

by providing either (1) the code itself to the controller, or (2) data 

that otherwise enables the controller to select or generate the 

code.” Omega Patents I, 12–13 (citing Ex. 1001, 24:5–25:28, 

Figs. 10–13). We see no reason to depart from the Board’s 

previous construction of this term at this stage of the proceeding. 

Ex parte Omega Patents, LLC, Appeal No. 2018-

008119 (Nov. 3, 2018) (“Omega Patents I,” Ex. 1012) 

D.I. (Paper 11) at 14
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Hunt Discloses Wirelessly Downloading And Installing Firmware 

That Identifies The Host Vehicle’s Communication Protocol

Petition

Petition (Paper 3) at 40-41

Hunt (EX1023), 2:66-3:3, cited Pet. (Paper 3) at 12, 20, 35, 40 

1.e

a downloading interface for permitting 

downloading of enabling data related to the at 

least one corresponding vehicle device code for 

use by said multi-vehicle compatible controller. 

’278 Patent Claim 1

’278 patent (EX1001) claim 1, limitation [1.e];  

Pet. (Paper 3) at 34-41

Hunt (EX1023)

Hunt (EX1023), 11:5-18, cited Pet. (Paper 3) at 35, 48; 

Reply (Paper 27) at 17-18, 30-31 
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Hunt Discloses Wirelessly Downloading And Installing Firmware 

That Identifies The Host Vehicle’s Communication Protocol

Reply (Paper 27) at 16

Reply

Petition

Petition (Paper 3) at 40-41

D.I. (Paper 11) at 37

1.e

a downloading interface for permitting 

downloading of enabling data related to the at 

least one corresponding vehicle device code for 

use by said multi-vehicle compatible controller. 

’278 Patent Claim 1

’278 patent (EX1001) claim 1, limitation [1.e];  

Pet. (Paper 3) at 34-41

Institution Decision



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 22

PO Does Not Dispute Any Relevant Fact Concerning Hunt’s 

Microprocessor Or Post-Installation Firmware Download

Reply

Reply (Paper 27) at 17-18

Reply (Paper 27) at 18

* * *
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Hunt 

Hunt’s Cellphone Embodiment Also Meets [1.e] 

“downloading interface”

POR

POR (Paper 15) at 30 

Reply (Paper 27) at 20-21
Hunt (EX1023) Fig. 5, cited Reply (Paper 27) at 21

Petition

Petition (Paper 3) at 41

Reply
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PO Has No Answer For Hunt’s Cellphone Embodiment

Sur-reply

Sur-reply (Paper 32) at 8-9

Institution Decision

[W]e find no fault with Petitioner’s reliance on Hunt’s 

disclosure for what it says. 

D.I. (Paper 11) at 40

Reply (Paper 27) at 20-21

Reply

Hunt 

Hunt (EX1023) 11:5-7, 34-40, cited Pet. (Paper 3) at 41

* * *
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PO Argues Limitation [1.e] “enabling data” Distinguishes Hunt Based 

On Communicative Content, Making “enabling data” Printed Matter

Reply (Paper 27) at 27

1.e

a downloading interface for permitting downloading of 

enabling data related to the at least one corresponding 

vehicle device code for use by said multi-vehicle 

compatible controller. 

’278 Patent 

’278 patent (EX1001), claim 1, limitation [1.e]; 

Pet. (Paper 3) at 34-41

Reply

Petition

POR

Petition (Paper 3) at 38-39

POR (Paper 15) at 29-30

POR (Paper 15) at 39



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 26

Limitation [1.e] “enabling data” Has No Functional Relationship To A 

“downloading interface”—Making “enabling data” Non-Limiting

Reply

Petition

Petition (Paper 3) at 40

POR

POR (Paper 15) at 27-28

Reply (Paper 27) at 28

* * *
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Unlike The “ADO” Data Structures Claimed In Lowry, The “enabling data” 

Does Not “define functional characteristics” Of A “downloading interface”

In re Lowry

Reply (Paper 27) at 28

In re Lowry, 32 F.3d 1579, 1581, 1583 (Fed. Cir. 1994) 

(emphases added), cited Reply (Paper 27) at 28

1. A memory for storing data… comprising:

a data structure stored in memory… including:

 a plurality of attribute data objects [ADOs]

* * *

 Lowry's ADOs do not represent merely underlying data in 

a database. ADOs contain both information used by application 

programs and information regarding their physical 

interrelationships within a memory. . . . Thus, Lowry's claims 

define functional characteristics of the memory

 Contrary to the PTO's assertion, Lowry does not claim 

merely the information content of a memory. Lowry's data 

structures, while including data resident in a database, depend only 

functionally on information content. While the information content 

affects the exact sequence of bits stored in accordance with Lowry's 

data structures, the claims require specific electronic structural 

elements which impart a physical organization on the 

information stored in memory. 

* * *

 In Lowry's invention, the stored data adopt no physical 

"structure" per se. Rather, the stored data exist as a collection of 

bits having information about relationships between the ADOs. 

Yet this is the essence of electronic structure.

1.e

a downloading interface for permitting downloading of 

enabling data related to the at least one corresponding 

vehicle device code for use by said multi-vehicle 

compatible controller. 

’278 Patent 

’278 patent (EX1001), claim 1, limitation [1.e]; 

Pet. (Paper 3) at 34-41Reply
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Ground 2



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 29

Ground 2: Hunt Renders Obvious Claims 1, 4-6, 8, 11-12, 18-19, 21

Ground Reference Basis Claims Disputed Issues Cites

3
Flick-885+

Hunt
103 1-22

• Reasons to combine Flick-885 with 

Hunt’s GPS  

Pet., 48-52; 

POR, 57-60; 

Reply, 1-5; 

Sur-reply, 21-23

• Secondary considerations 

Pet., 75-83; 

POR, 44-53, 60-62; 

Reply, 5-16; 

Sur-reply, 11-21, 23

1 Hunt 102
1, 4-6, 8, 11-12, 

18-19, 21

• Hunt teaches [1.e] “downloading 

interface”

Pet., 34-41; 

POR, 11-31; 

Reply, 16-28; 

Sur-reply, 2-9 

2 Hunt 103
1, 4-6, 8, 11-12, 

18-19, 21

• Obvious for Hunt to wirelessly 

download firmware meeting [1.e] 

“downloading interface”

Pet., 48; 

POR, 35-44; 

Reply, 29-30; 

Sur-reply, 9-11

• Secondary considerations 
Pet., 75-83; 

POR, 44-53; 

Reply, 5-16, 30-31; 

Sur-reply, 11-21
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It Would Have Been Routine For A POSA To Update Hunt’s Firmware 

In Hunt’s MVCC Through Hunt’s Wireless Modem

[W]e do not read limitation 1[e] so narrowly as to require that the claimed MVCC 

be updatable as Patent Owner suggests. Supra § IV.C.1.b. But, even if we were to 

read limitation 1[e] narrowly, we agree with Petitioner, on this record and for this 

Decision, that it would have been routine for an ordinarily skilled artisan to 

utilize a programmable computer system for Hunt’s vehicle-communication 

circuit and update it through its downloading interface (i.e., universal modem 

adaptor and wireless modem). See, e.g., Pet. 35–36. 

 As Hunt itself explains, it would be “apparent to one of ordinarily skill in the 

art” that some of the disclosed embodiments could be implemented “in many different 

embodiments of software, firmware, and hardware.” Ex. 1023, 10:55–59. Hunt 

further explains that it would be within a skilled artisan’s ordinary skill to “design 

software and control hardware to implement the embodiments of the present 

invention based on the description herein with only a reasonable effort and without 

undue experimentation.” Id. at 10:64–11:3. Thus, we agree with Petitioner, on this 

record and for this Decision, that an ordinarily skilled artisan was well aware of 

techniques for updating programming via a downloading interface, and a 

skilled artisan wishing to utilize a reprogrammable vehicle-communication 

circuit (e.g., to add new communication modules “later” or post-manufacture) 

would have been motivated to update that vehicle-communication circuit via 

Hunt’s downloading interface. Pet. 48; Ex. 1003 ¶¶ 355-356. 

 We are not persuaded by Patent Owner’s arguments to the contrary at this 

stage of the proceeding. As to Patent Owner’s argument that “Petitioners are 

attempting to use boilerplate to fill in the gaps to tie together disjointed pieces of 

Hunt,” we find no fault with Petitioner’s reliance on Hunt’s disclosure for what it 

says. Indeed, we find that Hunt’s “boilerplate” provides evidence that an ordinarily 

skilled artisan would have recognized that there were many predictable and 

routine variations for implementing Hunt’s invention. And “[i]f a person of ordinary 

skill in the art can implement a predictable variation, and would see the benefit of 

doing so, § 103 likely bars its patentability.” KSR, 550 U.S. at 417; see also, e.g., 

Boston Sci. Scimed. Inc. v. Cordis Corp., 554 F.3d 982, 991 (Fed. Cir. 2009). 

(“Combining two embodiments disclosed adjacent to each other in a prior art patent 

does not require a leap of inventiveness.”). 

Institution Decision

D.I. (Paper 11) at 39-40

Reply

Reply (Paper 27) at 29

Petition

Petition (Paper 3) at 48
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PO Does Not Dispute Hunt Expressly Describes Firmware Download, 

Nor That Was Obvious To Update Firmware—Such As To Fix Bugs

Reply (Paper 27) at 18-19

Reply Sur-reply

Sur-reply (Paper 32) at 10
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PO Does Not Dispute Hunt Expressly Describes Firmware Download, 

Nor That Was Obvious To Update Firmware—Such As To Fix Bugs

Reply (Paper 27) at 18-19

Reply Sur-reply

Sur-reply (Paper 32) at 10-11

* * *

Non-Responsive
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Ground 2: Hunt Renders Obvious Claims 1, 4-6, 8, 11-12, 18-19, 21

Ground Reference Basis Claims Disputed Issues Cites

3
Flick-885+

Hunt
103 1-22

• Reasons to combine Flick-885 with 

Hunt’s GPS  

Pet., 48-52; 

POR, 57-60; 

Reply, 1-5; 

Sur-reply, 21-23

• Secondary considerations 

Pet., 75-83; 

POR, 44-53, 60-62; 

Reply, 5-16; 

Sur-reply, 11-21, 23

1 Hunt 102
1, 4-6, 8, 11-12, 

18-19, 21

• Hunt teaches [1.e] “downloading 

interface”

Pet., 34-41; 

POR, 11-31; 

Reply, 16-28; 

Sur-reply, 2-9 

2 Hunt 103
1, 4-6, 8, 11-12, 

18-19, 21

• Obvious for Hunt to wirelessly 

download firmware meeting [1.e] 

“downloading interface”

Pet., 48; 

POR, 35-44; 

Reply, 29-30; 

Sur-reply, 9-11

• Secondary considerations 
Pet., 75-83; 

POR, 44-53; 

Reply, 5-16, 30-31; 

Sur-reply, 11-21
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Secondary Considerations 
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Secondary Considerations Fail

No presumption of nexus Reply, 6-7

No nexus Reply, 7-8

No relevant admissible evidence 

of secondary considerations
Reply, 8-16
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No Presumption Of Nexus
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PO Has Burden To Show Entitlement To A Presumption Of Nexus.  

It Did Not Even Allege Coextensiveness In The POR.

Reply (Paper 27) at 6

Fox Factory v. SRAM, 944 F.3d 1366, 1373-1374 (Fed. Cir. 2019),  

cited Reply (Paper 27) at 7 

Fox Factory v. SRAM

As first recognized in Demaco Corp. v. F. Von Langsdorff Licensing 

Ltd. , a patentee is entitled to a rebuttable presumption of nexus

between the asserted evidence of secondary considerations and a 

patent claim if the patentee shows that the asserted evidence is

tied to a specific product and that the product "is the invention

disclosed and claimed." 851 F.2d at 1392 (emphasis added). That 

is, presuming nexus is appropriate "when the patentee shows that 

the asserted objective evidence is tied to a specific product and that

product ‘embodies the claimed features, and is coextensive with

them.’ " Polaris Indus., Inc. v. Arctic Cat, Inc. , 882 F.3d 1056, 

1072 (Fed. Cir. 2018) (quoting Brown & Williamson Tobacco Corp. 

v. Philip Morris Inc. , 229 F.3d 1120, 1130 (Fed. Cir. 2000)). 

Conversely, "[w]hen the thing that is commercially successful is not

coextensive with the patented invention—for example, if the

patented invention is only a component of a commercially

successful machine or process," the patentee is not entitled to a

presumption of nexus. Demaco, 851 F.2d at 1392.

*   *   *

  To be sure, we have never held that the existence of one or more 

unclaimed features, standing alone, means nexus may not be 

presumed. Indeed, there is rarely a perfect 

correspondence between the claimed invention and the product. As 

we explained, the purpose of the coextensiveness requirement is to

ensure that nexus is only presumed when the product tied to the

evidence of secondary considerations "is the invention disclosed

and claimed." Demaco, 851 F.2d at 1392 (emphasis added). Thus,

if the unclaimed features amount to nothing more than additional

insignificant features, presuming nexus may nevertheless be 

appropriate.

Reply

Lectrosonics v. Zaxcom, IPR2018-01129, Paper 33, 33 

(Jan. 24, 2020) (precedential), cited Reply (Paper 27) at 7

Lectrosonics v. Zaxcom       
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Coextensiveness Requires PO To Show That The Commercially 

Successful Product Has No Significant Unclaimed Features

Reply (Paper 27) at 7

Fox Factory v. SRAM, 944 F.3d 1366, 1373-1374 (Fed. Cir. 2019),  

cited Reply (Paper 27) at 7 

Fox Factory v. SRAM

Conversely, "[w]hen the thing that is commercially successful is not

coextensive with the patented invention—for example, if the patented

invention is only a component of a commercially successful machine or

process," the patentee is not entitled to a presumption of

nexus. Demaco, 851 F.2d at 1392.

  We have reaffirmed the importance of the "coextensiveness" requirement 

in subsequent opinions. See, e.g. , SightSound Techs., LLC v. Apple 

Inc. , 809 F.3d 1307, 1319 (Fed. Cir. 2015) ("If a product both embodies 

the claimed features and is coextensive with the claims at issue, a nexus is 

presumed. In other words, a nexus exists if the commercial success of a

product is limited to the features of the claimed invention." (citation and 

quotation marks omitted)); Therasense, 593 F.3d at 1299. Whether a 

product is coextensive with the patented invention, and therefore whether a 

presumption of nexus is appropriate in a given case, is a question of fact.

*   *   *

To be sure, we have never held that the existence of one or more

unclaimed features, standing alone, means nexus may not be presumed. 

Indeed, there is rarely a perfect correspondence between the claimed 

invention and the product. As we explained, the purpose of the

coextensiveness requirement is to ensure that nexus is only presumed

when the product tied to the evidence of secondary considerations "is the

invention disclosed and claimed." Demaco, 851 F.2d at 1392 (emphasis 

added). Thus, if the unclaimed features amount to nothing more than

additional insignificant features, presuming nexus may nevertheless be 

appropriate.

Reply

Sur-reply

Sur-reply (Paper 32) at 15

Sur-reply leaves this part out
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CalAmp’s Unclaimed “KEY FEATURES” Preclude Coextensiveness 

And Thus Preclude A Presumption Of Nexus

EX1021, Omega v. CalAmp, 13 F.4th 1361, 1378 (Fed. Cir. 2021), 

cited Reply (Paper 27) at 6-7 

EX2016

CalAmp-II

As to demand for the entire LMU product, Omega argues that ‘‘[a] reasonable jury 

could have concluded [that] the infringing LMU sales were driven primarily, if 

not exclusively, by the invention of the ’278 patent and determined to apportion 

minimal, if any, value to any other characteristics,’’ Cross-Appellant’s Br. 36[.] . . . We 

disagree.

According to the record, additional features of the LMUs include, for example, a ‘‘3-axis 

accelerometer,’’ the ability to ‘‘detect hard braking, cornering[,] or acceleration,’’ and an 

‘‘industry leading on-board alert engine.’’ J.A. 21425–26. It is undisputed that these 

features are not inventive aspects of the asserted claims of the ’278 patent.

Reply (Paper 27) at 6-7

Reply

EX2016 at 1-2, cited Reply (Paper 27) at 6 
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PO Sur-reply Coextensiveness Argument Relies On New Evidence 

And Expert Testimony Contradicting Coextensiveness

Reply (Paper 27) at 6

For example, the commercial requirements specification for the 

products expressly state the purpose of the product is coextensive 

with the claims. Ex-2014, ¶36; Ex-2018, p. 4 . . . Ex-2019, p. 5 . . . . 

Sur-reply (Paper 32) at 12-13

Sur-reply

Not Cited In POR

PO’s Expert Tregillis

This Is Not 
Coextensiveness

Significant Unclaimed Feature 
Precludes Coextensiveness

EX2014, ¶36, cited 

Sur-reply (Paper 32) at 12
Fox Factory v. SRAM, 944 F.3d 1366, 1373-1374 (Fed. Cir. 2019),  

cited Reply (Paper 27) at 7 

Fox Factory v. SRAM

As first recognized in Demaco Corp. v. F. Von Langsdorff Licensing 

Ltd. , a patentee is entitled to a rebuttable presumption of nexus

between the asserted evidence of secondary considerations and a 

patent claim if the patentee shows that the asserted evidence is

tied to a specific product and that the product "is the invention

disclosed and claimed." 851 F.2d at 1392 (emphasis added). That 

is, presuming nexus is appropriate "when the patentee shows that 

the asserted objective evidence is tied to a specific product and that

product ‘embodies the claimed features, and is coextensive with

them.’ " Polaris Indus., Inc. v. Arctic Cat, Inc. , 882 F.3d 1056, 

1072 (Fed. Cir. 2018) (quoting Brown & Williamson Tobacco Corp. 

v. Philip Morris Inc. , 229 F.3d 1120, 1130 (Fed. Cir. 2000)). 

Conversely, "[w]hen the thing that is commercially successful is not

coextensive with the patented invention—for example, if the

patented invention is only a component of a commercially

successful machine or process," the patentee is not entitled to a

presumption of nexus. Demaco, 851 F.2d at 1392.

*   *   *

  To be sure, we have never held that the existence of one or more 

unclaimed features, standing alone, means nexus may not be 

presumed. Indeed, there is rarely a perfect 

correspondence between the claimed invention and the product. As 

we explained, the purpose of the coextensiveness requirement is to

ensure that nexus is only presumed when the product tied to the

evidence of secondary considerations "is the invention disclosed

and claimed." Demaco, 851 F.2d at 1392 (emphasis added). Thus,

if the unclaimed features amount to nothing more than additional

insignificant features, presuming nexus may nevertheless be 

appropriate.

Reply
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PO Sur-reply Coextensiveness Argument Relies On Tregillis, Citing 

EX2018, Which Recites Multiple Significant Unclaimed Features

EX2014, ¶36, cited 

Sur-reply (Paper 32) at 12

PO’s Expert Tregillis
EX2018

EX2018 §3.4, cited EX2014, ¶36 n.40, cited Sur-reply at 12 

Significant Unclaimed Feature 
Precludes Coextensiveness
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CalAmp-II Collaterally Estops PO From Arguing That CalAmp Product 

“Success” Was “Limited To Features Of The Claimed Invention” 

EX1021, Omega v. CalAmp, 13 F.4th 1361, 1378 (Fed. Cir. 2021), 

cited Reply (Paper 27) at 6-7 

CalAmp-II

As to demand for the entire LMU product, Omega argues

that ‘‘[a] reasonable jury could have concluded [that] 

the infringing LMU sales were driven primarily, if not 

exclusively, by the invention of the ’278 patent and 

determined to apportion minimal, if any, value to any other 

characteristics,’’ Cross-Appellant’s Br. 36[.] . . . We 

disagree.

According to the record, additional features of the LMUs 

include, for example, a ‘‘3-axis accelerometer,’’ the ability to 

‘‘detect hard braking, cornering[,] or acceleration,’’ and an 

‘‘industry leading on-board alert engine.’’ J.A. 21425–26. It 

is undisputed that these features are not inventive 

aspects of the asserted claims of the ’278 patent.

We have reaffirmed the importance of the 

"coextensiveness" requirement in subsequent 

opinions. See, e.g. , SightSound Techs., LLC v. Apple 

Inc. , 809 F.3d 1307, 1319 (Fed. Cir. 2015) ("If a product 

both embodies the claimed features and is coextensive

with the claims at issue, a nexus is presumed. In other 

words, a nexus exists if the commercial success of a

product is limited to the features of the claimed

invention." (citation and quotation marks 

omitted)); Therasense, 593 F.3d at 1299.

Fox Factory v. SRAM, 944 F.3d 1366, 1373 (Fed. Cir. 2019),  

cited Reply (Paper 27) at 7 

Fox Factory v. SRAM

Conversely, "[w]hen the thing that is commercially

successful is not coextensive with the patented 

invention—for example, if the patented invention is only

a component of a commercially successful machine or

process," the patentee is not entitled to a presumption

of nexus. Demaco, 851 F.2d at 1392.

*   *   *

Reply (Paper 27) at 6-7

Reply

*   *   *

Sur-reply (Paper 32) at 16

Sur-reply
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Sur-reply Ignores Evidence And Federal Circuit Judgment Affirming 

That “patented invention” Is Only A Component Of CalAmp Products

Sur-reply

Sur-reply (Paper 32) at 14

Reply (Paper 27) at 6-7

Reply

Non-Responsive
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Sur-reply Polaris Argument Ignores Significant Unclaimed Features 

In CalAmp Products That Preclude Coextensiveness

Polaris v. Arctic Cat

Polaris Indus. v. Arctic Cat, 882 F.3d 1056, 1071 (Fed. Cir. 2018) 

(numbering added)

Sur-reply

Sur-reply (Paper 32) at 15

According to Polaris, its expert performed a proper 

and complete analysis of the evidence of commercial 

success by 

[1] reviewing the patent and claims, 

[2] inspecting the RZR vehicles, 

[3] studying literature relating to these vehicles, and 

[4] comparing the vehicles to the claims. 

Polaris further points out that [5] neither Arctic Cat nor 

its experts disputed these conclusions.
Reply (Paper 27) at 7

Reply

X

X

X

X

X
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No Nexus
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PO Fails To Meet Its Burden To Show Nexus Because 

It Relies On Features That Were Known In The Art

Reply

Lectrosonics v. Zaxcom, IPR2018-01129, (Paper 33) at 61 

(Jan. 24, 2020) (precedential) (cited Reply at 7)

Lectrosonics v. Zaxcom

Reply (Paper 27) at 7Lectrosonics v. Zaxcom, IPR2018-01129, Paper 33, at 33 

(Jan. 24, 2020) (precedential), cited Reply (Paper 27) at 7
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PO’s Sur-reply Misrepresents Kao and Ignores Lectrosonics

Sur-reply 

Sur-reply (Paper 32) at 16-17

Reply

Reply (Paper 27) at 7

Evidence of secondary considerations must be 

reasonably commensurate with the scope of the claims. See In 

re Tiffin, 58 CCPA 1420, 448 F.2d 791, 792 (1971); In re Hiniker, 

150 F.3d 1362, 1369 (Fed. Cir.1998). * * *

But there is a more fundamental requirement that must 

be met before secondary considerations can carry the day. ‘‘For 

objective evidence of secondary considerations to be accorded 

substantial weight, its proponent must establish a nexus between 

the evidence and the merits of the claimed invention.’’ Wyers v. 

Master Lock Co., 616 F.3d 1231, 1246 (Fed. Cir. 2010) 

(quotation omitted). Where the offered secondary consideration 

actually results from something other than what is both claimed 

and novel in the claim, there is no nexus to the merits of the 

claimed invention. Tokai Corp. v. Easton Enters., Inc., 632 F.3d 

1358, 1369 (Fed.Cir.2011) (‘‘If commercial success is due to an 

element in the prior art, no nexus exists.’’); Ormco Corp., 463 

F.3d at 1312 (‘‘[I]f the feature that creates the commercial 

success was known in the prior art, the success is not 

pertinent.’’)[.]

In re Kao, 639 F.3d 1057, 1068 (Fed. Cir. 2011), 

cited Reply (Paper 27) at 7

In re Kao
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PO’s Sur-reply Argument On “Claimed Invention As A Whole” 

Depends On Its Failed Late Coextensiveness Argument

Sur-reply 

Sur-reply (Paper 32) at 16-17

* * *

EX2016 at 1-2, cited Reply (Paper 27) at 6 

Reply (Paper 27) at 7

Reply
Known

WBIP argues that it is the claimed combination which 

results in a low–carbon monoxide emission marine 

gen-set which is the ‘‘merits of the claimed invention.’’

WBIP v. Kohler

WBIP v. Kohler, 829 F.3d 1317, 1331 (Fed. Cir. 2016), 

cited Sur-reply (Paper 32) at 17
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PO Fails To Show “some aspect of the claim not already in the prior 

art” That Supports An Alleged Secondary Consideration

Features

Claimed

Novel

Lectrosonics v. Zaxcom

Lectrosonics v. Zaxcom, IPR2018-01129, Paper 33, at 33 

(Jan. 24, 2020) (precedential), cited Reply (Paper 27) at 7

“claimed and novel”

“there must be a nexus to some aspect of 
the claim not already in the prior art”

“simple installation” 
/ “plug-in solution”

automated bus 
discovery

multi-vehicle 
compatibility

combining multi-vehicle compatible 
controller with vehicle positioning (GPS)

NEXUS 

Pet. at 13-15, 17-23; Reply at 7

Pet. at 15, 56-59; 

Reply at 10, 15-16

Reply at 10, 15-16

Reply at 10-11
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PO Fails Its Burden To Show Nexus

Secondary Consideration Lacks Nexus Known Unclaimed Hearsay Slide Reply 

“customer need and limited value… without the 
invention”

Combining GPS and MVCC x 51 7

Multi-vehicle compatibility x x 51 10, 15-16

“simple installation” / “plug-in solution” x x x 52 10, 15-16

Automated bus discovery x x x 53 10-11

Commercial Success x x 54 6-7

Copying x x 39, 56 9-10, 15

Licensing x 55 14

Lectrosonics v. Zaxcom, IPR2018-01129, Paper 33, at 33 

(Jan. 24, 2020) (precedential), cited Reply (Paper 27) at 7

Lectrosonics v. Zaxcom
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Combining GPS and MVCC was known

Reply (Paper 27) at 7

Multi-vehicle compatibility was known

POR at 2-3, relying on inadmissible hearsay in EX2005; 

see also POR at 47, 51-52, citing inadmissible hearsay in EX2005 

Reply (Paper 27) at 10

Reply

POR (Paper 15) at 62

PO Fails To Meet Its Burden To Show Nexus Because 

It Relies On Features That Were Known In The Art

Reply (Paper 27) at 15-16

Reply

Known

Known
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PO Fails To Meet Its Burden To Show Nexus Because 

It Relies On (Unclaimed) Features That Were Known In The Art

Reply (Paper 27) at 15-16; see also Petition at 80

Lectrosonics v. Zaxcom, IPR2018-01129, Paper 33, at 33 

(Jan. 24, 2020) (precedential), cited Reply (Paper 27) at 7

Lectrosonics v. Zaxcom

“simple installation” / 

“plug-in solution” was known

Reply (Paper 27) at 10

Reply
Known

Reply (Paper 27) at 15-16; 

see also Petition at 80

POR at 2-3, relying on inadmissible hearsay in EX2005; 

see also POR at 47, 51-52 citing inadmissible hearsay in EX2005 
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Reply (Paper 27) at 10-11

Reply

PO Fails To Meet Its Burden To Show Nexus Because 

It Relies On (Unclaimed) Features That Were Known In The Art

Known

Automated bus discovery was 
known— and standardized

Lectrosonics v. Zaxcom, IPR2018-01129, Paper 33, at 33 

(Jan. 24, 2020) (precedential), cited Reply (Paper 27) at 7

Lectrosonics v. Zaxcom

POR at 2-3, relying on inadmissible hearsay in EX2005; 

see also POR at 47, 51-52 citing inadmissible hearsay in EX2005 
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Unclaimed Features Preclude Nexus For “Commercial Success”

Q. And it's your opinion that the '278 

patent provides an easy and efficient 

way to deploy the geofence; is that 

right?

A. That's correct.

Q. What's a geofence?

A. Geo refers to geography and fence is 

a boundary. So if you have a boundary 

that is defined in a tracking system, 

there will be a notification when a 

vehicle goes outside that fence.

* * *

Q. So the '278 patent does not claim 

deploying a geofence, does it?

A. I don't know about that. I'd have to 

take a look at it. But I don't think 

it does. I don't think I saw the word 

"geofence" in the '278 patent.

Tregillis Dep. Tr. (EX1124) at 73:24-74:20

PO’s Expert Tregillis

Reply (Paper 27) at 6-7

Reply (Paper 27) at 14

Reply
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Licensing Prior Art Patents Does Not Support Nexus

Reply (Paper 27) at 14

Reply Known
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Reply (Paper 27) at 15

Irrelevant Hearsay Also Does Not Meet PO’s Burden To Show Nexus 

(And Is Inadmissible)

McAlexander Decl. (EX2010) at ¶200, cited POR at 62, 

relying on inadmissible hearsay in EX2004 (cited as EX2003), 

EX2005 (cited as EX2004), and EX2006 (cited as EX2005); 

see also POR at 3, 47 (citing inadmissible hearsay)

Reply

Reply (Paper 27) at 9-10

ReplyPO’s Expert McAlexander
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No Evidence Of Secondary 
Considerations
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Reexam Findings Over Different References Are Not Evidence, 

Are Not Binding, Are Not Relevant

Reply (Paper 27) at 11

Reply

Reply (Paper 27) at 1 

Sur-reply

Sur-reply (Paper 32) at 17

Non-Responsive

D.I. (Paper 11) at 18-19

Institution Decision
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PO’s Misleading Sur-reply Argument On RX4 (90/014,419) 

Does Not Change Any Patentability Analysis Herein  

Verizon v. Omega, IPR2023-01162 , Paper 12 (D.I.), 15 n.4 (Feb. 21, 2024)

Institution Decision (Feb. 21, 2024) 

Verizon v. Omega, IPR2023-01162Sur-reply (Mar. 8, 2024)

Sur-reply (Paper 32) at 17-18, 18 n.4; id. at 1, 9-10, 22-23 (similar)

Where patents, publications, and other such documents are 
submitted by a party (patent owner or requester) in 
compliance with the requirements of the rules, the requisite
degree of consideration to be given to such information will 
be normally limited by the degree to which the party filing
the information citation has explained the content and
relevance of the document. The initials of the examiner
placed adjacent to the citations on the form PTO/SB/08 
or its equivalent, without an indication to the contrary in the
record, do not signify that the document has been
considered by the examiner any further than to the
extent noted above.

MPEP §§ 2256, 2656

*   *   *
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Jury Findings In A Case Not Involving Petitioners, With Different Prior 

Art, Are Not Evidence, Are Not Binding, Are Not Relevant

Reply (Paper 27) at 11-12

Reply

Reply

Reply (Paper 27) at 12

Sur-reply

Sur-reply (Paper 32) at 20

Non-Responsive

No Response

EX1027

EX1027 at 9, cited Reply at 12
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Sur-reply

Copying Evidence Fails Even Ignoring Lack Of Nexus

Petition (Paper 3) at 80-81

Petition Reply

Reply (Paper 27) at 15

Sur-reply (Paper 32) at 21

Non-Responsive

Inadmissible 

Hearsay
Reply (Paper 27) at 9-10
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Licensing Evidence Fails Even Ignoring Lack Of Nexus

Reply

Reply (Paper 27) at 13

Sur-reply

Sur-reply (Paper 32) at 20-21
Petition (Paper 3) at 82

Petition
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Licensing Evidence Fails

Reply

Reply (Paper 27) at 13

No Response

Reply (Paper 27) at 12
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PO Misrepresents Alleged Revenue For Entire Portfolio As Revenue 

Attributable To Two Portfolio Licenses For ’278 Patent

Reply

Reply (Paper 27) at 13-14

Sur-reply

Sur-reply (Paper 32) at 20-21

Non-Responsive

EX2014 ¶19, cited Sur-reply (Paper 32) at 20

PO’s Expert Tregillis

No Response

No Response



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 65

Federal Circuit Rejected Argument That Patented Invention Drove 

Commercial Success Of CalAmp Products

EX1021, Omega v. CalAmp, 13 F.4th 1361, 1378 (Fed. Cir. 2021), 

cited Reply (Paper 27) at 6-7 

CalAmp-II

As to demand for the entire LMU product, Omega argues

that ‘‘[a] reasonable jury could have concluded [that] 

the infringing LMU sales were driven primarily, if not 

exclusively, by the invention of the ’278 patent and 

determined to apportion minimal, if any, value to any other 

characteristics,’’ Cross-Appellant’s Br. 36[.] . . . We 

disagree.

According to the record, additional features of the LMUs 

include, for example, a ‘‘3-axis accelerometer,’’ the ability to 

‘‘detect hard braking, cornering[,] or acceleration,’’ and an 

‘‘industry leading on-board alert engine.’’ J.A. 21425–26. It 

is undisputed that these features are not inventive 

aspects of the asserted claims of the ’278 patent.
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Blocking Patents Mean 

“Inference Of Non-Obviousness From Commercial Success Is Weak”

Petition (Paper 3) at 78-79

Petition

Reply

Reply (Paper 27) at 14

Non-Responsive

Sur-reply

Sur-reply (Paper 32) at 14 n.3

Waived Untimely

Footnote Argument
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Hunt’s Appliance Does Not Require An ASIC

Reply (Paper 27) at 22

Hunt

Hunt (EX1023) at 9:41-44, cited Reply at 22

Reply
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PO Ignores Hunt’s Disclosure That Its ASIC Includes A 

Microprocessor That Is Programmed 

Reply (Paper 27) at 25-26

ReplyPOR

POR (Paper 15) at 17

Hunt

Hunt (EX1023) at 3:50-57, cited Reply at 26

Hunt (EX1023) at 16:32-40, claim 63, cited Reply at 26


