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DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 1
OMEGA EXHIBIT 2027



M• Three Grounds of IPR

•Ground 1- Hunt anticipation of Claims 1, 4-6, 8, 11-12, 18-19, 21

•Ground 2-Hunt renders Claims 1, 4-6, 8, 11-12, 18-19, 21 obvious

•Ground 3-Flick885 + Hunt renders all claims obvious

• '278 Patent Withstood Numerous Challenges

•Hunt's ASIC-based invention does not operate as required for the '278
Patent, rendering Grounds 1/2 lacking

•No basis to combine Flick885 with a GPS reference, where similar
combinations have been routinely rejected by the USPTO

Overview

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 2
Petition, p. 5



M•Omega Patents, LLC
v. CalAmp Corp., 920
F.3d 1337, 1343 (Fed.
Cir. 2019)

•Jury determined the
‘278 Patent was not
invalid

Trial and the ‘278 Patent-Round I

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 3
POR, p. 8; EX1027, p. 7-8 EX1027, p. 9



M• Omega Patents, LLC v. CalAmp 
Corp., 13 F.4th 1361 (Fed. Cir. 
2021)

• Jury determined the ‘278 Patent 
was infringed; 917,000+ units 
were sold

Trial and the ‘278 Patent-Round II

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 4

POR, p. 8; EX1028, p. 4-5; PO Sur-Reply, p. 12-
13

EX1028, p. 6



M•Ex Parte Reexamination 90/013,587 (RX1)

•The examiner reviewed the petition and evidence and 
confirmed the claims

ALL CLAIMS PATENTABLE

USPTO Review(s) of the ‘278 Patent

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 5POR, p. 9; EX1005, p. 9



M•Ex Parte Reexamination 90/013,851 (RX2)

•The claims were rejected by the examiner, but the PTAB 
reversed, expressly relying on evidence of secondary 
considerations, and the claims of the ‘278 Patent were 
confirmed

USPTO Review(s) of the ‘278 Patent

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 6

POR, p. 9; EX1006, p. 20, 140

ALL CLAIMS PATENTABLE



M•Ex Parte Reexamination 90/014,309 (RX3)

•The examiner reviewed the petition and evidence and 
confirmed the claims

USPTO Review(s) of the ‘278 Patent

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 7

POR, p. 9; EX1007, 23-24

ALL CLAIMS PATENTABLE



M•Ex Parte Reexamination 90/014,419 (RX4)

•The examiner considered this IPR, Hunt alone, and the 
combination of Hunt and Flick885, cited evidence of 
secondary considerations

•The Examiner confirmed the patentability of claims of the 
‘278 Patent

USPTO Review(s) of the ‘278 Patent

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 8

POR, p. 9; PO Sur-Reply, p. 17-18; EX1008

ALL CLAIMS PATENTABLE



M•Ex Parte Reexamination 90/014,675 (RX5)

•The claims were rejected by the examiner, but the Board 
reversed and the claims of the ‘278 Patent were confirmed

USPTO Review(s) of the ‘278 Patent

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 9

POR, p. 9; EX1009, p. 17

ALL CLAIMS PATENTABLE



M•Petitioner relies on Hunt 
for all grounds

•Hunt discloses GPS and a 
vehicle communication 
circuit integrated into an 
ASIC for interfacing vehicle 
data buses

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 10

Asserted Prior Art: U.S. Patent No. 6,957,133 (Hunt)

POR, p. 3-4; EX1023, Col 2, Col. 5



M•Hunt does not disclose a downloading interface for 
enabling data or a connector for a temporary connection 
thereto (claims 2, 3, 13)

•Hunt does not disclose device codes

•Hunt's advantage is to use an ASIC (Hunt, 4:39-41, 4:41-
46)

Ground 1: Hunt Fails to Disclose All Elements

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 11

POR, p. 14; PO Sur-Reply, p. 2-9



M•The '278 Patent discloses 
a wireless version of the 
downloading interface as 
including a wireless 
receiver, interface 
circuitry or logic circuitry

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 12

Ground 1: Hunt Fails to Disclose A Downloading 
Interface As Claimed in the '278 Patent

POR, p. 14-15; EX1001, Col. 24; EX2010, 61



M•The ’278 Patent also 
describes a wired 
downloading interface 
that includes a connector 
for temporary connection, 
a mating connector, and 
interface circuitry

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 13

Ground 1: Hunt Fails to Disclose A Downloading 
Interface As Claimed in the '278 Patent

POR, p. 15; EX1001, Col. 24; EX2010, 62



M•Petitioner argues that microprocessor 27 has firmware which can 
be downloaded

•Any data downloaded to the firmware of the microprocessor 27 is 
not enabling data
o“enable[] the recited controller to use a particular vehicle device code 

form among plural such codes for different vehicles.” (Decision 26-27)

•Any downloaded firmware cannot change the functionality of the 
ASIC, nor can it change how the ASIC communicates as it relates 
to enabling data; instead, any downloaded firmware changes 
how data is communicated to the outside world

Ground 1: Hunt Fails to Disclose A Downloading Interface
As Claimed in the '278 Patent

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 14

PO Sur-Reply, p. 2; Petition, p. 6, 67



M•An ASIC's programming is fixed upon manufacture-
POSA would recognize it will not be changed thereafter

•Regardless of what circuit elements are contained in the 
ASIC, the programming is still fixed upon manufacture
oMultiplexer
oCommunications Circuits
oMicrocontroller

•The mere mention of firmware cannot undo the 
fixed  ASIC programming

Ground 1: Hunt's ASIC Cannot Be Updated

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 15

POR, p. 17-24; PO Sur-Reply 2-5



M•Hunt firmware is configured to recognize the wireless 
modem and to format outgoing vehicle diagnostic so that 
the wireless appliance can operate on different wireless 
networks throughout the world:

Ground 1: Hunt Fails to Disclose A Downloading Interface 
As Claimed in the '278 Patent

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 16

POR, p. 29-30; PO Sur-Reply p. 5-6; 
EX2010, ¶109; EX1023, Col. 6



Ground 1: Hunt Fails to Disclose 
A Downloading Interface As Claimed in the '278 Patent

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 17

POR, p. 29-30; PO Sur-Reply, p. 5-6

Firmware

Changes how data is 
communicated to the outside 

world



Ground 1: Hunt Fails to Disclose 
A Downloading Interface As Claimed in the '278 Patent

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 18

POR, p. 17-24; PO Sur-Reply 2-5

Firmware Updating 
firmware does

NOTHING
to data to/from 

the ASIC
Changes how 

data is 
communicated to 
the outside world



M•Hunt EXPRESSLY discloses why it uses an ASIC:
oReduced manufacturing costs
oIncreased reliability

•Hunt EXPRESSLY discloses why it does not use discrete 
circuit components:
oExpensive
oTime consuming to fabricate on a PCB

oFail over time due to heat and vibration

Ground 1: Hunt's ASIC Benefits

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 19

POR, p. 17-24; EX2010, ¶82



M
•Petitioner argues that microprocessor 27 downloads 
enabling data to microcontroller 177 in ASIC 25 over 
wired connection 179

•This is not downloading, nor downloading enabling data

•Petitioner relies on EX1051 for a definition 
of "download," but ignores the transfer "from a remote 
computer"

Ground 1: Hunt Fails to Disclose A 
Downloading Interface As Claimed in the '278 Patent

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 20

PO Sur-Reply, p. 5-6; Petition, p. 6, 67



Ground 1: Hunt Fails to Disclose 
A Downloading Interface As Claimed in the '278 Patent

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 21

PO Sur-Reply, 5-6

Internal 
components:

NOT 
DOWNLOADING

Updating 
firmware does

NOTHING
to data to/from 

the ASIC



Ground 1: A Cellphone Cannot Be the Downloading 
Interface

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 22
PO Sur-Reply 8-9; Hunt

ILLOGICAL!



M
•Petitioner argues that a 
cellphone could be Hunt's 
download interface and that 
only the vehicle 
communication circuit (25) 
must be installed in the vehicle

•Contradicts Petitioner's own 
figures depicting the MVCC 
(which is in the vehicle):

Ground 1: A Cellphone Cannot Be the Downloading 
Interface

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 23

Petitioner Reply to POR, p. 20; Sur-Reply 8-9



M•The Hunt boilerplate is inconsistent

•Petitioners improperly rely on the boilerplate in an attempt to 
broaden the scope of Hunt, but the disclosures cited are 
not enabling

•Hunt is replete with thousands of permutations leaving the 
POSA to guess what Hunt really discloses

Ground 1: Boilerplate Cannot Save Hunt

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 24

POR, p. 24-27



Ground 1: Boilerplate Cannot Save Hunt

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 25

PO Sur-Reply, 7-8; Hunt 10:46-52, 11:5-24

Thousands of 
Unworkable Permutations

POSA



M• Even Petitioner's expert admits Hunt does not 
expressly disclose device codes

• Logically, any device codes in Hunt are fixed in the 
ASIC

Ground 1: Hunt Fails to Disclose Device Codes

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 26

PO Sur-Reply, p. 2-3; Ex-2010, 74-79; EX2025, 
81:18-25



Ground 1: Hunt Fails to Disclose Device Codes

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 27

PO Sur-Reply, p. 2-3; Ex-2010, 74-79

Device Codes?

ASIC



• Cannot be any anticipation if device codes are not disclosed 
within the four corners of Hunt

• Enabling data relating to the device codes cannot be 
downloaded if a POSA is left to guess where the device codes 
are stored

• Device codes are likely in the ASIC and fixed, so downloading 
of enabling data relating to the device codes is illogical

Ground 1: Hunt Fails to Disclose Device Codes

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 28

PO Sur-Reply, p. 2-3; Ex-2010, 74-79



M
•Petitioner turns to 
obviousness for the 
final elements of claim 
1, claiming "It would 
have been obvious to 
use any of these 
three implementations
individually or 
together in any 
combination."

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 29

Ground 2: Modifications to Hunt Based on Generic 
Boilerplate?

Petitioner, p. 45; EX1001, Cl. 1



M
•General language in 
Hunt cannot operate to 
contradict the specific 
disclosure

•Petitioner relies on generic 
boilerplate language to 
supply a wired interface:

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 30

Ground 2: Modifications to Hunt Based on Generic 
Boilerplate?

Petitioner, p. 36; EX1023, Col. 11; POR, 37



M
•There is no relation between the Hunt boilerplate and enabling 

data

•There is no relation between the Hunt firmware and enabling 
data

•The ASIC is NOT modifiable and POSA would understand an 
ASIC would not be used if Hunt envisioned downloading 
updates for bus communication

•Any modifications would likely affect the modem functions

•Any modifications based upon the boilerplate involve improper 
hindsight

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 31

Ground 2: Modifications to Hunt Based on Generic 
Boilerplate?

PO Sur-Reply, p.7-8, 10



M•Secondary consideration 
evidence cannot be 
ignored or discounted for 
Grounds 2/3

•Twice the PTAB has relied 
on extensive secondary 
consideration evidence in 
confirming validity of the 
'278 Patent

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 32

Ground 2: Petitioner Cannot Overcome Secondary 
Considerations

POR, p. 44; Ex Parte Flick, Appeal 2022-003758 
(EX1017), p. 13; Ex Parte Application 90/014,419; 

PO Sur-reply, p. 12-17



M•Jury found the CalAmp 
products infringe 
Omega's '278 patent, 
providing a presumed 
nexus
oCommercial success
oCopying
oLicenses

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 33

Ground 2: Petitioner Cannot Overcome Secondary 
Considerations

POR, p. 44; Ex Parte Flick, Appeal 2022-003758 
(EX1017), p. 13; Ex Parte Application 90/014,419; 

PO Sur-Reply, p. 12-17



M•Commercial success
o917,222 units specifically 
infringed the '278 Patent 
in second CalAmp trial

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 34

Ground 2: Petitioner Cannot Overcome Secondary 
Considerations

POR, p. 49; PO Sur-Reply, p. 12; EX1028



M•Licensing
oSeveral Omega licenses 
included the '278 Patent, 
and Omega's license 
portfolio generated more 
than $70MM overall

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 35

Ground 2: Petitioner Cannot Overcome Secondary 
Considerations

POR, p. 47-28; PO Sur-Reply, p. 20; EX2014, 18-
20



M•CalAmp developed the products that infringed the ‘278 
patent through the combination of an OBDII product 
with "a value added GPS tracking and cellular 
communication product,” just as claimed in the ‘278 
patent

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 36

Ground 2: Petitioner Cannot Overcome Secondary 
Considerations

PO Sur-Reply, p. 18; EX2014, 36; EX2018, p. 4; 
EX2019, p. 5



M•CalAmp's infringing 
products recognized the 
need was for a 
combination of 
technologies, not 
discrete or unclaimed 
features already 
available separately

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 37

Ground 2: Petitioner Cannot Overcome Secondary 
Considerations

PO Sur-Reply, p. 13; EX2014, 27-29



M•Industry insiders referenced the belief there was a 
market need for devices with the '278 Patent technology

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 38

Ground 2: Petitioner Cannot Overcome Secondary 
Considerations

PO Sur-Reply, p. 12-17; EX2014, 40; EX2006, 
40:20-41:4



M•No design around 
options were 
available to achieve 
the advantages of the 
'278 Patented 
technology

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 39

Ground 2: Petitioner Cannot Overcome Secondary 
Considerations

POR, p. 51-52; PO Sur-Reply, p. 13; EX2014, 42-
44; EX2005, 45:15-19; EX2015



M•Petitioner argues that CalAmp's infringing products 
“include significant unclaimed features…”

•No expert testimony in support — this contradicts the 
express description at the time it was developed:

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 40

Ground 2: Petitioner Cannot Overcome Secondary 
Considerations

PO Sur-Reply, p. 14-16; EX2018, p. 4



M•"[T]his court requires consideration of these objective 
indicia because they provide objective evidence of 
how the patented device is viewed in the marketplace, 
by those directly interested in the product." Mintz v. 
Dietz & Watson, Inc., 679 F.3d 1372, 1378 (Fed. Cir. 
2012) (internal citations omitted, underlining added)

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 41

Ground 2: Petitioner Cannot Overcome Secondary 
Considerations

POR, p. 61



M•In forming his 
opinions, Petitioner's 
expert did not 
consider the 
declaration of 
Omega's expert who 
articulated evidence 
of secondary 
considerations:

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 42

Ground 2: Petitioner Cannot Overcome Secondary 
Considerations

PO Sur-Reply, p. 12; EX2025, 26:11-18



M•In forming his opinions, 
Petitioner's expert did 
not consider the 
specific evidence of 
commercial success of 
infringing products:

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 43

Ground 2: Petitioner Cannot Overcome Secondary 
Considerations

PO Sur-Reply, p. 12; EX2025, 84:23-85:16



M•In forming his 
opinions, Petitioner's 
expert did not 
consider 
the customer need or 
the lack of available 
options:

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 44

Ground 2: Petitioner Cannot Overcome Secondary 
Considerations

PO Sur-Reply, p. 12; EX2025, 25:10-26:18, 82:5-
19, 84:23-85:16



M•Petitioner relies on 
Flick885 for Ground 3

•Flick885 is described in the 
Background of ‘278 Patent

•Flick885 discloses a multi-
vehicle compatible control 
system for a vehicle with a 
data bus

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 45

Ground 3:  Asserted Prior Art - U.S. Patent No. 6,756,885 
(Flick885)

POR, p. 2; EX1001, Col. 2



M•The Background described prior 
technology from the inventor: 
“Additionally, U.S. Pat. No. 
6,756,885, also assigned to 
Omega Patents, LLC, discloses a 
multi-vehicle control system 
whereby a multi vehicle 
compatible controller stores a set 
of device codes for a given vehicle 
device for a plurality of different 
vehicles.” 2:19-37

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 46
EX1001POR, p. 6-7; EX1001, 2:19-38; EX2010, ¶49

Ground 3: Flick885 Expressly Disclosed in the '278 Patent



M•Petitioner proposes combining GPS from Hunt with the 
Flick885
oNumerous GPS references considered during prosecution and 

in USPTO challenges

▪U.S. Patent No. 7,366,892 to Spaur et al. (Ex-2009); U.S. 
Patent No. 5,515,043 to Berard (Ex-2012); U.S. Patent No. 
6,628,233 to Knockeart (Ex-2013); U.S. Patent No. 
6,611,740 to Lowrey (Ex-1059); and U.S. Patent No. 
6,636,790 to Lightner (Ex-2001)

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 47

Ground 3: Hunt is Like Already Considered Art When 
Combined with Flick885

Petitioner, p. 50; PO Sur-Reply, p. 22



DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 48EX1001

•U.S. Patent No. 
7,366,892 to Spaur

PO Sur-Reply, p. 22; EX2009

Ground 3: Hunt is Like Already Considered Art When 
Combined with Flick885



DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 49EX1001

•U.S. Patent No. 
5,515,043 to Berard

PO Sur-Reply, p. 22; EX2012

Ground 3: Hunt is Like Already  Considered Art When 
Combined with Flick885



M•Petitioner fails to provide a technical rationale for combining 
GPS as required by Dystar Textilfarben GmbH v. C.H. Patrick 
Co., 464 F3.d 1356, 1365 (Fed. Cir. 2006).

•Hunt is directed to the monitoring of a vehicle, particularly, for 
analyzing a vehicle’s GPS and diagnostic data, but does not 
address ongoing compatibility with different vehicles because 
the protocol modules are in an ASIC.

•No evidence as to obtaining “any and all advantages” of Hunt as 
they relate to Flick885, and Petitioner only offers improper 
conclusory theories with no technical rationale

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 50

Ground 3: Hunt is Like Already Considered Art When 
Combined with Flick885

POR, p. 57-59; Hunt 2:23-25, 4:11-27, 9:18-45; 
EX2010, ¶189
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