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Office of the General Counsel 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, Virginia 22313-1450 
 

Pursuant to 35 U.S.C. §§ 141-144 and 319, and 37 C.F.R. §§ 90.2 and 90.3, 

notice is hereby given that Patent Owner Omega Patents, LLC (“Omega”) appeals 

to the United States Court of Appeals for the Federal Circuit from the Final Written 

Decision entered July 18, 2024 (Paper No. 45) by the U.S. Patent and Trademark 

Office, Patent Trial and Appeal Board (“Board”), from the Order Denying Director 

Review (Paper 47), and from all underlying findings, determinations, rulings, orders, 

and decisions regarding IPR 2023-00504 and its Final Written Decisions. A copy of 

the Final Written Decision and the Order Denying Director Review is attached 

hereto as Exhibit A.  

In accordance with 37 C.F.R. § 90.2(a)(3)(ii), Omega further indicates that the 

issues on appeal may include, but are not limited to: 

(1) the Board’s improper determination that Petitioner Geotab USA and 

Geotab, Inc. met their burden of proving by a preponderance of the evidence that 

claims 1-22 of U.S. Patent No. 8,032,278 B2 (“‘278 Patent”) are unpatentable under 

35 U.S.C. §103; 

(2) the Board’s application of the motivation to combine was legally incorrect 
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and unsupported by sufficient record evidence; 

(3) the Board’s findings that conflict with the evidence of record and/or are 

not supported by substantial evidence; 

(4) the Board’s impermissible shifting of the burden to Omega to show 

patentability in violation of 35 U.S.C. § 316(e), 5 U.S.C. §556(d), and 37 C.F.R. § 

42.20(c);  

(5) the Director’s failure to reverse the Board’s decision or provide any factual 

or legal basis in support of the denial; and 

(6) all other issues decided adversely to Omega. 

Pursuant to 37 C.F.R. § 90.3, this Notice of Appeal is timely, having been 

filed within 63 days after the date of the Order Denying Director Review. 

Pursuant to 35 U.S.C. § 142 and 37 C.F.R. § 90.2(a), true and correct copies 

of this Notice of Appeal are being filed simultaneously with the Patent Trial and 

Appeal Board and the Clerk’s Office for the United States Court of Appeals for the 

Federal Circuit, along with the required docketing fee, and served on the Director of 

the Patent and Trademark Office, as described in the accompanying Certificate of 

Filing and Service. Furthermore, a copy of this Notice of Appeal is being served on 

Petitioner Geotab USA, Inc. and Geotab, Inc. 
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Dated:   October 21, 2024 Respectfully submitted,  
Omega Patents, LLC 
 
 
/s/ Ryan T. Santurri     
Lead Counsel 
Ryan T. Santurri, Reg No. 61,894 
rsanturri@allendyer.com  
Allen, Dyer, Doppelt + Gilchrist, P.A. 
255 South Orange Avenue, Suite 1401 
Post Office Box 3791 
Orlando, Florida  32801-3791 
Telephone:  407-841-2330 
Facsimile:   407-841-2343 
 

 Back up Counsel 
Christopher F. Regan, Reg No. 34,906 
cregan@allendyer.com 
David S. Carus. Reg No. 59,291 
dcarus@allendyer.com 
Allen, Dyer, Doppelt + Gilchrist, P.A. 
1135 E. State Road 434, Suite 3001 
Winter Springs, FL  32709 
Telephone:  407-796-5051 
Facsimile:  407-796-5065 

 
  

mailto:rsanturri@allendyer.com
mailto:cregan@allendyer.com
mailto:dcarus@allendyer.com
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CERTIFICATE OF SERVICE 
 

The undersigned hereby certifies that, in addition to being filed electronically 

through the Patent Trial and Appeal Board’s End to End System (PTAB E2E), the 

foregoing PATENT OWNER’S NOTICE OF APPEAL was served on the Director 

of the United States Patent and Trademark Office at efileSO@uspto.gov. 

In addition, the undersigned certifies that a copy of the foregoing Notice of 

Appeal, along with the required docket fee, was filed on October 21, 2024, with the 

Clerk’s Office for the United States Court of Appeals for the Federal Circuit through 

the Court’s CM/ECF filing system. 

The undersigned certifies pursuant to 37 C.F.R. § 42.6(e) that a true copy of 

the foregoing PATENT OWNER’S NOTICE OF APPEAL has been served in its 

entirety on October 21, 2024, by electronic mail on the Petitioners via its attorneys 

of record: 

 

Adam Wichman 
Richard Giunta 
WOLF, GREENFIELD & SACKS, P.C.  
Awichman-ptab@wolfgreenfield.com 
Rgiunta-ptab@wolfgreenfield.com 

 

 
  

mailto:efileSO@uspto.gov
mailto:Awichman-ptab@wolfgreenfield.com
mailto:Rgiunta-ptab@wolfgreenfield.com


Case No. IPR2023-00504 
U.S. Patent No. 8,032,278 

Patent Owner’s Notice of Appeal 
____________________________/ 

 

5 
 

Dated:   October 21, 2024 Respectfully submitted,  
 
/s/ Ryan T. Santurri     
Lead Counsel 
Ryan T. Santurri, Reg No. 61,894   
rsanturri@allendyer.com  
Allen, Dyer, Doppelt + Gilchrist, P.A. 
255 South Orange Avenue, Suite 1401 
Post Office Box 3791 
Orlando, Florida  32801-3791 
Telephone:  407-841-2330 
Facsimile:   407-841-2343 
 

 Back up Counsel 
Christopher F. Regan, Reg No. 34,906 
cregan@allendyer.com 
David S. Carus. Reg No. 59,291 
dcarus@allendyer.com 
Allen, Dyer, Doppelt + Gilchrist, P.A. 
1135 E. State Road 434, Suite 3001 
Winter Springs, FL  32709 
Telephone:  407-796-5051 
Facsimile:  407-796-5065 
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Director_PTABDecision_Review@uspto.gov         Paper 47 
571.272.7822                       Date: September 17, 2024 
 
 

UNITED STATES PATENT AND TRADEMARK OFFICE 
_______________ 

  
BEFORE THE OFFICE OF THE UNDER SECRETARY OF COMMERCE 

FOR INTELLECTUAL PROPERTY AND DIRECTOR OF THE  
UNITED STATES PATENT AND TRADEMARK OFFICE 

____________ 
 

GEOTAB USA, INC. AND GEOTAB, INC., 
Petitioner, 

 
v. 
 

OMEGA PATENTS, LLC, 
Patent Owner. 
____________ 

 
IPR2023-00504  

Patent 8,032,278 B2 
____________ 

 
 
Before KATHERINE K. VIDAL, Under Secretary of Commerce for  
Intellectual Property and Director of the United States Patent and  
Trademark Office. 
 

 

ORDER 
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The Office received a request for Director Review of the Final 

Written Decision for the above-captioned case.  See Paper 46; Ex. 3100.  

The request was referred to me.   

Upon consideration of the request, it is: 

ORDERED that the request for Director Review is denied; and 

FURTHER ORDERED that the Patent Trial and Appeal Board’s Final 

Written Decision in this case is the final decision of the agency. 
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For PETITIONER: 

Adam Wichman 
Richard Giunta 
WOLF, GREENFIELD & SACKS, P.C. 
awichman-ptab@wolfgreenfield.com 
rgiunta-ptab@wolfgreenfield.com 
 
For PATENT OWNER: 
 
Ryan Santurri 
Christopher Regan 
David Carus 
ALLEN, DYER, DOPPELT + GILCHRIST, P.A. 
rsanturri@allendyer.com 
cregan@allendyer.com 
dcarus@allendyer.com 
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