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I. INSTITUTION SHOULD BE DENIED UNDER § 314(A) 

Pursuant to the Board’s authorization, Patent Owner Koninklijke KPN N.V. 

(“Patent Owner”) responds to Petitioner’s Reply. Paper 7 (“Reply”). Petitioner 

declined to submit a Sotera stipulation in its Reply, which would obviate an analysis 

of the Fintiv factors. See Interim Procedure For Discretionary Denials In AIA Post-

Grant Proceedings With Parallel District Court Litigation, issued June 21, 2022 

(“Interim Procedure”), 3, 7-8. 

 The Reply does not salvage the Petition. The Fintiv factors (still) favor 

discretionary denial, and the Petition (still) fails to present compelling evidence of 

patentability. Similar to other post-Interim Procedure cases in which the Board has 

denied petitions, the Board should deny institution under 35 U.S.C. § 314(a).1   

 
1 Roku, Inc. v. IOENGINE, LLC, IPR2022-01551, Paper 11 (PTAB May 5, 2023) 

(“Roku”) (stipulation did not avert discretionary denial); Samsung Elec. Co. Ltd. v. 

Cal. Inst. Tech., IPR2023-00130, Paper 10 (May 4, 2023) (“Samsung”) (same); 

Ericsson Inc. v. Collision Commc’n, Inc., IPR2022-01233, Paper 12 (PTAB Jan. 19, 

2023) (“Collision”) (same). The Board in companion cases reached the same result. 

IPR2022-01552, -01553, -01554; IPR2023-00131, -00133, -00137.  
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A. Factor 2: Trial in the Texas Action Will Occur Before the Board’s 
Final Written Decision 

Regardless of whether the Board considers the scheduled trial date (April 1, 

2024) or the trial date expected based on time-to-trial statistics (January or February, 

2024), the trial in the co-pending litigation, Koninklijke KPN N.V. v. 

Telefonaktiebolaget LM Ericsson, 22-cv-00282 (E.D. Tex.) (“Texas Action”), would 

commence at least five months before the projected deadline for issuing a final 

written decision in this case (September 2024). Paper 6 (“POPR”), 62-63.  

Petitioner does not dispute any of these dates. Reply, 1-2. Petitioner’s 

argument that “[t]here is no certainty this matter will go to trial” as scheduled and 

that “the trial date may change” is speculative and misapplies the Interim Procedure. 

Id.; Interim Procedure, 8-9.2 Petitioner’s post-trial motions in an unrelated case are 

likewise irrelevant, as this factor focuses solely on the trial date. Interim Procedure, 

8. The second Fintiv factor thus favors denying institution. Roku, Paper 11, 10-11; 

Samsung, Paper 10, 16; Collision, Paper 12, 12-13. 

 
2 Even if there was some evidence that the trial date could slip (there is none), the 

significant delta between the projected deadline for a final written decision and the 

trial date necessarily means that the trial would still occur long before any final 

written decision would issue. 
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B. Factor 4: There is Substantial Overlap Between the Issues in the 
Petition and the Texas Action 

Citing a pre-Interim Guidance case, VMWare, Inc. v. Intellectual Ventures I 

LLC, IPR2020-00470, Paper 13 (PTAB Aug. 18, 2020), Petitioner stipulated not to 

pursue an invalidity defense in the Texas Action “based on the same grounds as in 

the Petition or on the references that are the bases for those grounds (e.g., Krco, 

Benaouda, and TS 24.008).” Reply, 4-5. But Petitioner’s stipulation “falls far short 

of a Sotera-type stipulation that would bar Petitioner from pursuing any grounds in 

the parallel district court proceeding that could have reasonably been raised before 

the Board.” Roku, Paper 11, 13; see also Samsung, Paper 10, 19; Collision, Paper 

12, 16; Interim Procedure, 7-8. The stipulation thus fails to ensure that “an inter 

partes review is a ‘true alternative’ to the district court proceeding.” Sotera Wireless, 

Inc. v. Masimo Corp., IPR2020-01019, Paper 12, *19 (PTAB Dec. 1, 2020) 

(precedential). At best for Petitioner, the fourth Fintiv factor “weighs somewhat 

against” denial. Roku, Paper 11, 14; Samsung, Paper 10, 20; see also Collision, Paper 

12, 16. 

Petitioner cites no post-Interim Procedure case in which a VMWare-type 

stipulation tipped the balancing of the Fintiv factors against discretionary denial. To 

the contrary, in the post-Interim Collision case, Petitioner submitted a similar 

VMWare-type stipulation, and the Board nevertheless denied institution under § 
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314(a). Collision, Paper 12, 18-19. The Board should do so here as well.3 

C. Factor 5: The Parties Are the Same in Both Proceedings 

 Petitioner agrees that this factor weighs in favor of denial. Reply, 5. 

D. Factors 1 and 3: Stay, and Investment in the Texas Action  

 Factor 1: At best for Petitioner, the first Fintiv factor is neutral. Roku, Paper 

11, 10; see also Collision, Paper 12, 12.  

 Factor 3: Patent Owner showed that the district court and the parties have 

already invested—and will continue to invest—significantly in the Texas Action 

and, therefore, the third Fintiv factor weighs in favor of denial. POPR, 63-64. 

Petitioner spends most of its Reply disputing the amount of resources that the district 

court and parties will invest into invalidity issues in the Texas Action prior to the 

Board issuing its institution decision in September 2023, but the dispute does not 

“tip[] Fintiv factor 3 strongly in favor of institution.” Reply, 2-4. And the parties’ 

dispute on the third factor certainly does not dislodge the second and fifth factors 

favoring denial. 

Petitioner quotes Patent Owner’s motion to amend (Ex. 1028) out of 

 
3 Petitioner’s reliance on Ericsson Inc v. Koninklijke KPN N.V., IPR2022-00079, 

Paper 9 (PTAB May 25, 2022) and IPR2022-00069, Paper 9 (PTAB May 25, 2022) 

is misplaced because the decisions predate the Interim Guidance.  
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context—and, worse, ignores its own arguments. Reply, 3-4. Specifically, contrary 

to what Petitioner argues here, Petitioner argued to the Court that the parties were 

“mid-way through this litigation,” and “more than halfway through discovery.” Ex. 

2025 at 2-4. Regardless, the stage of the case at the time of the motion (May 2023) 

is irrelevant to the court and parties’ investment in invalidity issues as of September 

2023, the deadline for an institution decision.  

D. Factor 6: The Merits of the Petition Are Weak 

 Petitioner does not explain how the Petition presents “compelling evidence of 

unpatentability,” which is a substantially higher bar than that required for institution. 

Interim Procedure, 4-5. Instead, the Reply only vaguely asserts that “[t]he Petition 

presents a compelling unpatentability challenge of the ’098 Patent.” Reply, 5. But as 

the Preliminary Response explains, there are several fundamental defects in the 

Petition that warrant denial of institution independent of Fintiv. 

II. CONCLUSION 

 Setting aside the parties’ dispute on factor 3, factors 2 and 5 weigh in favor of 

denial, factor 1 is neutral, and factor 4 “weighs somewhat against” denial. Roku, Paper 

11, 14; Samsung, Paper 10, 20. Petitioner has not submitted a Sotera-type stipulation 

that would make discretionary denial inappropriate, and the Petition fails to present 

compelling evidence of unpatentability under factor 6. The Board should deny 

institution under § 314(a).   
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