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IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF MISSOURI 

AMSTED RAIL COMPANY, INC., 

Plaintiff, 

v. 

HUM INDUSTRIAL TECHNOLOGY, 
INC., and BRENT WILSON,  

Defendants. 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

Case No. 4:22-cv-00445-AGF 

JURY TRIAL DEMANDED 

DEFENDANT’S FIRST SUPPLEMENTAL PRELIMINARY COUNTER-
INFRINGEMENT CONTENTIONS 

Pursuant to Local Patent Rule 3-3 and the Court’s Case Management Order, ECF No. 30, 

Defendants Hum Industrial Technology, Inc. (“Hum”) and Brent Wilson (“Dr. Wilson”) 

(collectively, “Defendants”) provide their First Supplemental Preliminary Counter-Infringement 

Contentions for the Asserted Claims of U.S. Patent Nos. 9,365,223 (the “’223 patent”), 

9,981,673 (the “’673 patent), and 10,137,915 (the “’915 patent), in response to Amsted Rail 

Company, Inc.’s (“Amsted”) Third Supplemental Preliminary Infringement Contentions 

(“PICs”) served on November 14, 2022March 2, 2023. 

PRELIMINARY STATEMENT 

Defendants make these preliminary counter-infringement contentions based on 

information reasonably available to them at this stage in the proceeding. Defendants reserve the 

right to supplement these preliminary counter-infringement contentions to address any further 

amendments to Amsted’s PICs as well as any claim construction rulings by the Court that affect 

Defendants’ counter-infringement contentions. 

Defendants provide this Local Patent Rule 3-3 disclosure notwithstanding deficiencies in 
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Amsted’s PICs which prevent Defendants from fully ascertaining Amsted’s positions due to a 

lack of specificity and lack of detail which fails to satisfy the requirements of Local Patent Rule 

3-1. Defendants reserve the right to supplement these responses and contentions to the extent 

Amsted would be permitted to amend, modify, and/or supplement its PICs and/or if Defendants 

learn additional details regarding Amsted’s contentions. 

 Defendants’ contentions provided herein are based on a good faith understanding of 

Amsted’s PICs. However, at this time the parties have not exchanged final proposed claim 

constructions, and the Court has not issued a claim construction ruling. Thus, Defendants’ 

counter-infringement contentions are provided without conceding or admitting that any claim 

terms of the Asserted Claims of the Asserted Patents are valid or enforceable. For example, to 

the extent a claim term is indefinite under 35 U.S.C. § 112(b), Hum will attempt to apply 

Amsted’s apparent or implied claim construction for such a claim term for purposes of 

Defendants’ counter-infringement contentions only, but expressly reserves the right to assert 

grounds of invalidity based on indefiniteness as the case proceeds and will disclose any 

indefiniteness grounds in accordance with the deadlines and requirements of the Local Patent 

Rules and the Court’s Case Management Order. Defendants’ attempts to apply Amsted’s 

apparent or implied claim constructions in this context does not mean that Defendants agree with 

Amsted’s contentions or implied constructions. 

OBJECTIONS TO AMSTED’S PICs 
 

1. Defendants object to the PICs to the extent the “Accused Instrumentalities” are 

defined as an amalgamation of devices, and various versions of those devices, which were not 

implemented together or otherwise used in the same system. 

2. Defendants object to the PICs to the extent that Defendants have not committed 
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acts of infringement under 35 U.S.C. § 271 and to the extent Hum’s devices and/or systems do 

not practice all limitations of any valid and enforceable claim of Amsted’s patent claims asserted 

in this action. 

3. Defendants object to Amsted’s purported assertion of infringement under the 

doctrine of equivalents. Amsted’s conclusory references to the doctrine of equivalents fail to 

satisfy Amsted’s obligation to articulate, in a timely manner, contentions under the doctrine of 

equivalents and linking evidence specifically directed to the claim elements it contends are met 

by a theory of equivalents under, for example, the function/way/result and/or insubstantial 

difference tests. 

4. Defendants object to Amsted’s identification of claims 11 and 12 of the ’223 

patent as asserted claims pursuant to Local Patent Rule 3-1(a)(i). Pursuant to email 

correspondence from counsel for Amsted, dated November 29, 2022, Defendants understand that 

the purported assertion of claims 11 and 12 of the ’223 patent was an error and Amsted has now 

represented that claims 11 and 12 are not asserted claims. 

5.4. Defendants object to the PICs on the ground that Amsted did not comply with the 

requirements of Local Patent Rule 3-1(a)(v) in connection with allegations of indirect 

infringement. Specifically, Section D of Amsted’s PICs is devoid of meaningful specificity and 

merely asserts conclusory and unsubstantiated allegations regarding “an identification of any 

direct infringement and a description of the acts of the alleged indirect infringer that contribute to 

or are inducing that direct infringement” and similarly fails to provide such information on a 

claim-by-claim basis. See Local Patent R. 3-1(a)(v). Additionally, Amsted failed to allege that 

any direct infringement is based on joint acts of multiple parties, and thus waived any such 

positions. 
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6.5. Defendants object to the PICs to the extent Amsted fails to establish that “a single 

actor can be held responsible for the performance of all steps” of asserted method claims. See 

Limelight Networks, Inc. v. Akamai Techs., Inc., 572 U.S. 915, 924, 134 S. Ct. 2111, 2119, 189 

L. Ed. 2d 52 (2014). Additionally, Defendants object to the PICs to the extent Amsted fails to 

establish that Hum “controls” and “benefits” from each claimed component of asserted system 

claims. See Intell. Ventures I LLC v. Motorola Mobility LLC, 870 F.3d 1320, 1329 (Fed. Cir. 

2017). 

7.6. Defendants object to the PICs to the extent Amsted’s production of documents 

pursuant to Local Patent Rules 3-1(a)(vii), 3-2(a), and 3-2(b) is incomplete and/or inadequate. 

Defendants’ review and analysis of Amsted’s document productions is ongoing, and Defendants 

expressly reserve the right to demand Amsted’s compliance with its document production 

obligations and/or move to strike or seek sanctions in connection with any evidence or positions 

proffered by Amsted which unfairly benefit from Amsted’s withholding of documents required 

by Local Patent Rules 3-1 and/or 3-2. 

PRELIMINARY COUNTER-INFRINGEMENT CONTENTIONS 
 

 In accordance with Local Patent Rule 3-3, Defendants have identified the elements from 

each Asserted Claim that are present in each Accused Instrumentality, and the elements that are 

absent from each Accused Instrumentality. As to the absent elements, Defendants have set forth 

in detail the basis for their contention that the element is absent. When an element is identified as 

absent from a claim, that element is deemed absent in all claims that depend from that claim, 

whether expressly stated or not. 

Defendants’ counter-infringement contentions are more fully set forth in the attached 

exhibits as follows: 
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 Exhibit A: First Supplemental Preliminary Counter-Infringement Contentions for the 

’223 patent; 

 Exhibit B: First Supplemental Preliminary Counter-Infringement Contentions for the 

’673 patent; and 

 Exhibit C: First Supplemental Preliminary Counter-Infringement Contentions for the 

’915 patent. 

Defendants deny that any of the Accused Instrumentalities practice all limitations of any 

valid and enforceable Asserted Claim of any of the Asserted Patents, and contend that for each 

asserted claim, Amsted fails to satisfy its burden to demonstrate infringement under 35 U.S.C. § 

271. 
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Dated:  December 9, 2022March 16, 2023  Respectfully Submitted, 

   /s/ Paul L. SmelcerEric J. Rakestraw 
  Michael R. Annis, 47374MO 

Eric J. Rakestraw, 63182MO 
Paul L. Smelcer, 69351MO 
HUSCH BLACKWELL LLP 
190 Carondelet Plaza, Suite 600 
St. Louis, Missouri 63105 
314-480-1500 Telephone 
mike.annis@huschblackwell.com 
eric.Rakestraw@huschblackwell.com 
paul.smelcer@huschblackwell.com 
 
Andrea Shoffstall* 
HUSCH BLACKWELL LLP 
1801 Wewatta Street, Suite 1000 
Denver, CO 80202 
303-749-7200 Telephone 
andrea.shoffstall@huschblackwell.com 
*Admitted Pro Hac Vice 
 
Attorneys for Defendant Hum Industrial 
Technology, Inc. 
 
/s/ Jason C. Schmidt (with permission) 
Jason C. Schmidt 
McPherson Moore 
SANDBERG PHOENIX & 
 von GONTARD P.C. 
120 S. Central Avenue, Suite 1600 
Clayton, MO 63105 
314-725-9100 Telephone 
jschmidt@sandbergphoenix.com 
mmoore@sandbergphoenix.com 
 
Attorneys for Defendant Brent Wilson 
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CERTIFICATE OF SERVICE 

 
 I hereby certify that on this 9th  16th  day of December 2022March 2023, I caused the 

foregoing to be served via electronic mail upon the following: 

 
Michael J. Rudd 
FOX ROTHSCHILD LLP 
4900 Main Street, Suite 150  
Kansas City, Missouri 64112  
816.919.7900 Telephone 
mrudd@foxrothschild.com 
 
Jeff E. Schwartz 
FOX ROTHSCHILD LLP - DC 
2020 K Street NW, Suite 500 
Washington, DC 20006 
202-696-1470 Telephone 
jeschwartz@foxrothschild.com 
 
Ryan North Miller 
FOX ROTHSCHILD LLP - Philadelphia 
2000 Market, Tenth Floor 
Philadelphia, PA 19103 
215-299-2901 Telephone 
rmiller@foxrothschild.com 
 
Attorneys for Plaintiff Amsted Rail 
Company, Inc.  

 

 
       /s/ Paul L. SmelcerEric J. Rakestraw 
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