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Stephen Moore, Esqg., Personalis
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EXAM NATI ON
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Hartford, Connecticut; Tuesday, Decenber 12, 2023

9: 02 Eastern Standard Ti ne

PROCEEDI NGS
--000- - 09: 01: 30
THE REPORTER: You do solemly state and affirm
that you will well and truly tell the truth, the whole
truth and nothing, but the truth?
THE W TNESS: Correct.
THE REPORTER: Thank you, sir. 09:02: 14
We are on the record at 9:02 a.m
MR. KRAUSE: And you have Andrew Krause from
Irell Manella LLP on behalf of Petitioner Foresight
Di agnostics, and I'll let my co-counsel introduce
t hemsel ves. 09: 02: 30
MR. NAINI: This is Amir Naini of Naini PC for
For esi ght Di agnosti cs.
MR. LUMAN: My nanme is Nate Luman. |'mfromthe
law firm of Knobbe Martens. | represent Personalis in
this matter, and |'mjoined today by Steve Moore, who is 09: 02: 42
counsel at Personalis.
THE REPORTER: Thank you, Counsel. You may
proceed.
111
11 09: 02: 52
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EXAM NATI ON

BY MR. KRAUSE:

Q  Good morning, Professor

A.  Good nor ni ng.

Q Could you state --

A. |I'msorry. Go ahead.

Q Could you state your nane for the record.

A. My nane is Dr. Henry M Furneaux,
F- U- R N-E- A- U- X.

Q And have you been deposed before?

A.  Yes, | have. Yes.

Q  About how many tines?

A. | would say a handful is what's coming to m nd
Four or five.

Q And when was the npst recent tine you were

deposed?

A. Oh, that would be -- that would be in January
of -- | think of this year. The beginning of January --
yeah, January '23, I'mfairly confident.

Q Okay. Yeah, so | won't spend a lot of tine

goi ng over the groundwork, and obviously, we're on Zoom

and we'll try to not speak over each other. | know we
just had an issue. It will happen. W'Il do our best.
A. Yeah, | know. It's classic. | was wondering if

you have any rules in terns of what | should do with my

09: 02: 58

09:03: 09

09:03: 21

09: 03: 38

09: 03: 55
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equi prment and so forth.

Q Yeah, so that was going to be nmy next question

is: |Is there anyone in the roomwth you?
A. No. I'min the top floor at 146 Kenya Street,
which is ny laboratory, and this is my little office 09: 04: 08
area. It's right next to the lab. Part of the lab
really.

Q And | can see a desktop conputer, but other than
that, do you have any el ectronic devices out there?
A.  Yeah, | nmean, routinely |I actually -- 1 09: 04: 20

routinely use two separate conputers, two Mac conputers.

Obvi ously, one is a backup. It's currently not -- it's
on, but it's not -- there's nothing on the screen. It's
dead.
You can see a wee bit in the | eft-hand corner, 09: 04: 36

as you look in there, that little blue thing. And I have
my conputer here, which is a nice big screen.
| have ny iPhone, which is sitting here.
What | would suggest is I'mgoing to put it in a
corner of ny desk, which is quite far away. |It's hard 09: 04: 55
for you to see that.
I"mgoing to put it over here face down, wrong
side up. And I'm not expecting any calls. M kids do
call a lot, but they've been instructed not to, but, you
know, you never know. 09: 05: 11
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Q Very good.
And on the main desktop conputer, other than
this Zoom do you have anything open currently?
A.  Yeah, yeah, absolutely. \What | have right now
is |I've got Safari up and running, which |I'm guessing 09: 05: 22
I"I'l need. For some reason, system settings is on, but |
don't think that's inportant.
I've got email on. Wbuld you like me to turn
that off or?
Q  Yes. 09: 05: 35

A.  Okay, sure. Let nme set about doing that kind of

t hi ng.
Where is force quit? Oh, here it is. Al
right. I'mforce quitting mail. Very good. This tells
me -- oh, |'ve got messages open as well. Force quit 09: 05: 54
that. Got Mcrosoft Word open. [I'Il force quit that.

And I'mleft with Acrobat, which | figure I'II
need. Safari, system settings, you never know. Zoom
and then Finder.
Does that sound good? 09: 06: 14
Q That sounds good.
And to confirmon your desk, open on your
computer, anywhere else in the room you don't have any
materials currently out really to --
A. No, just aside: | have a note pad that | use. 09: 06: 24
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Excuse nme for a second. |'ll put it away into the |ab.

Okay.
MR. KRAUSE: Perfect.
(I'nterruption in proceedings.)
Q BY MR KRAUSE: So we'll both try for the sake 09: 06: 52

of the reporter to just pause when sonebody's tal king and
wait to just make sure we have a clean and clear record
here.
But so you understand that the oath that you
just took is the same oath that you would take and the 09: 07: 04
testinony has the sanme gravity as it would as if we were
before a judge and a jury?
A. Uh-huh. Fully aware of that, yes.
Q Is there any reason you can't testify
truthfully, accurately, and conpletely today? 09: 07: 18
A.  None that |'m aware of.
Q And you understand that you' ve been retained as
an expert on behalf of Personalis in these proceedings;
is that correct?
A. That is correct. 09: 07: 32
Q When were you first contacted by Personalis to

work on this case?

A. | think that would be probably |ate January
of -- of this year. | think what mght tie that down is
the first -- there was a first -- I'"'mnot sure if you 09: 07: 55
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call it a declaration, but a first statement of sonme kind
towards the end of January if nmy nenory serves ne
correct. That's the best | can come up with.
Q Yeah, I think I can help you
So | believe you submitted a declaration in
approximately the March to April 2023 tinme frame. So
then you woul d have been contacted in January 2023.
Is that your best recollection?
A. That sounds -- that sounds consistent with ny
menory, yeah.
Q And before that first contact in January 2023,
what did you know about Personalis?
A. Well, enbarrassingly, not very nuch at all. And
I would have to say in general, what | do is, you know, |
ook at my Twitter feed every nmorning for science news in
general. |1'msort of vaguely aware of conpanies com ng
and going. But not to disparage ny counsel coll eagues
here, you know, conpanies conme and go so one doesn't pay
that nuch interest in what's going on
So the name rang a bell. | wouldn't say |
i medi ately knew exactly what was going on.
Q And so in January 2023, based on your frequent
review of science news, you didn't know much, if
anyt hi ng, about Personalis' products?

MR. LUMAN: M scharacterizes testinony.

09:08: 10

09: 08: 25

09:08:51

09: 09: 10

09: 09: 27
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THE W TNESS: Yeah. | think you're going a wee
bit too far there. | nmean, the name rang a bell. And as
I'"m sure everyone here is well aware, there's lots of
conmpani es popping up and di sappearing. You know,
Illumna is the gold standard that one woul d think, oh
yeah, so they're going to be around for a while.

|'"mgenerally aware of activity in the area, of
course. There's going to be, hopefully, advances and so
forth that woul d be useful

But, yeah, that -- and that's generally the
nature of these kinds of conversations. |In fact, |
generally find an advantage that | don't really know what
a conpany is doing, and therefore, |I'mable to eval uate
the scientific questions, obviously never on a conpletely
unbi ased way, but in the best unbiased way that | can.

And |'mtal ki ng about biased in view of
know edge of what a particular conpany's trying to do or
has done.

Q BY MR KRAUSE: But at best, you had a very
surface-| evel understandi ng of what Personalis was doing
as of January 2023. |Is that fair?

A. | think that's quite fair. And what typically
happens is in the conversation, it will be pointed out to
me what the -- what the major discussion point is at that

point in the proceedi ngs, and of course, whether | could

09: 09: 45

09: 10: 00

09:10: 18

09:10: 37

09:10: 52
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aid in that discussion, and then that tends to be the
maj or focus of that conversation.
Q And you're being conpensated for your tine for

your work on this case; is that correct?

A. | hope so, yes.
Q |Is Personalis current on your invoices?
A VWell, I"'mnot really the best businessperson in

the world. My daughter actually | ooks after nmy billing
and so forth. M input is | click in ny time on the
phone, and she deals with the -- with the billing. So |
couldn't tell you right now.

I think we -- | think she billed for Septenber
or August? We're very slow here in those kinds of
t hi ngs.

Q But ultimately, you expect to be paid on your
i nvoices; is that correct?

A. Oh, yeah. Yes. | think we all share that hope
in general, yes.

Q Geat.

But even though you're being conpensated, is it
fair to say that you approached your work on this case
wi t hout any preconceived notions of the outcone that you
shoul d reach in your opinions?

A. Oh, absolutely. That's -- this is the nature of

this contribution. Absolutely.

09:11: 08

09:11: 29

09:11:51

09:12: 02

09:12: 14
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Q Al right. I'"'mgoing to -- | guess we'll find
out if the Exhibit Share is working.
A.  Oh, good. All righty.
Q So I'mintroducing what's been previously marked
as Exhibit 2031 in these proceedings. And |let ne know 09:12: 53
when you receive it.
A. Should | -- should | refresh this w ndow?
Because it says folder is empty. So |I'm guessing
shoul d maybe --
Q Yeah, | believe it's best if you refresh, and 09:13: 09
then you down -- if you download it, then it will work
much nmore smoot hly than using the viewer.

A. Okay. Oh, yeah. No, | would like to downl oad

it, but right nowit's saying -- oh, we're good. W're
good. |'ve got a -- |'ve got a PDF 2031. 09:13: 23
Ckay. 1'mgoing to proceed and see if | can

downl oad that. You should click on here; is that
correct? Press download. Nothing is happening.
MR. LUMAN: Andrew, | clicked on it, too, and
|'"ve got a wheel that's spinning. | think it's going to 09:13:55
downl oad, but..
MR. KRAUSE: It was slow uploading here, so
hopefully --
MR. LUMAN: Al right.
MR. KRAUSE: -- the internet wakes up a little 09: 14: 03
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bit.
THE W TNESS: We've all seen these funs and
games before.
|"ve double-clicked onit, and I"'mnow in a
Safari window rather than in Adobe. I'ma little leery 09: 14: 15
of that because | won't be able to probably manipulate it

interns of the size; is that right? ©Ch, actually, |

can.
THE REPORTER: Counsel, do you want to go off
the record? 09: 14: 30
MR. KRAUSE: Yeah, let's go off the record
briefly.
(Di scussion off the record.)
THE REPORTER: Back on the record, Counsel
MR. LUMAN: And I'll state to keep track of 09: 18: 44
time, we started at 9:02. We went off at 9:14. It's now
9:18.

MR. KRAUSE: Very good.
Q So Dr. Furneauz --
A.  Yes. 09:18: 56
Q -- you now have in front of you what's been

previously marked as Personalis Exhibit 2031; is that

correct?
A. Yeah. It says here in the bottomright-hand
corner, it says "EX 2031." 09:19: 10
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Q And this is a declaration that you submtted in
| PR Nunbers 2023-00224 and | PR 2023-00317; is that
correct?
A. That's entirely correct.
Q And so this is a single declaration that was 09:19: 28
submitted in two proceedi ngs, and those proceedings
i nvol ved patents 11, 384,394 and 11,408, 033; is that
correct?
A. That's correct.
Q And to make our lives easier, is it okay with 09:19: 43
you if we call those the '394 and ' 033 patents?
A.  Oh, absolutely.
Q And you reviewed your declaration carefully
before you signed it. |Is that fair?
A. OCh, yeah. | nean, | reviewed it to the best of 09: 20: 04
my ability, yes, with appropriate care.
Q And sitting here right now, are there any
corrections you'd like to make to it?
A. I'"mnot aware of any typos that |'ve seen, for
exanple. Like all docunents, it can always be inproved, 09: 20: 21
but perhaps this testinony is an opportunity to verify
i ssues.
Q Sitting here right now, are there any
substantive corrections or nodifications you want to nake
to your declaration? 09: 20: 38
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A. None that I'minmediately aware of sitting here
ri ght now

Q And can you tell ne a little bit about the
process for preparing your declaration

MR. LUMAN:  And I'Ill just caution the wtness
not to reveal any attorney-client privileged
communi cations in answering that question.

THE WTNESS: Oh, sure. | -- I'maware of that.

Yeah. | think, you know, |'ve done this before,
and in ny perspective, these declarations are very nmuch a
col | aborative effort in that I'mnot a | egal expert. |
have no know edge of | egal proceedings.

And so in the conversations that are required to
produce this report, it's inmportant for ne that the | ega
teamis able to translate the [ egal concepts into a
format where | can look at in the scientific |light and
say, "Oh, okay, so the question here is X. Wat's the
evidence for X? MWhat's the evidence against X? Wat are
the other folks saying? |Is that true? Is it
substantiated?" All of these kinds of concerns.

And so typically what happens is we go backwards
and forwards, and as | said, it's a collaborative effort,
and eventually come up with this document, in which |I've
been made clear as to what the scientific questionis, to

the best of everyone's ability, and therefore, I'mnowin

09: 20: 50

09: 21: 05

09: 21: 31

09: 21: 57

09: 22: 18
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a position to be able to opine clearly.
But to reiterate, the | egal underpinnings of
this are an area that's well out of ny bailiw ck.
Q BY MR KRAUSE: | see.
At a general |evel, what was your overall 09: 22: 40

assignnment in your work in this declaration?

A, Well, in this particular circunstance, on your
side, if | my use that term nology -- perhaps | can cal
you Andrew. |s that perm ssible?
Q Either is fine. 09: 22: 56

A.  \Whatever is fine.
On your side, in this particular case, your side
is asserting things which the legal team on Personalis'
side is rejecting, and which is what one woul d expect.
Even | know t hat about a | egal proceeding. 09: 23: 13
And so ny job is to evaluate the solidity of the
assertions on your side and thus be able to eval uate
where the truth lies in a -- again, strictly in a
scientific arena
And | think it's fair to say -- and people often 09: 23: 37
say that science is a very definitive, quantitative
di scipline -- there are opinions on either side. And
it'"s not up to ne. This is the nature of a |l ega
proceeding. |It's up to soneone else, which | presune in
this case will be the Board, they eventually decide which 09: 23: 57
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of these opinions hold the nost nerit.
This is how | view this particul ar exercise.

Q Is it fair to say that your assignnent was to

di sagree with the opinions of Dr. Quackenbush? 1Is that a

fair summary?

A. No, | wouldn't put it that way. Wen | -- when
| take on a case, | -- | look first sinply is at the
scientific principles involved. And it's -- it's -- it

is generally the case. W're dealing with two
adversaries. There's going to be differences in opinion

And my opinion is sort of to say, "Okay, so what
do you actually think about this? Does this -- is this
really as substantiated as these folks think it is?"

And, yeah, | would agree we're in one sense
typically what one finds -- and this is probably because
of the realization to take on a particular case, that
your opinions tend to be nore in favor of the position of
the folks you're working with than the other folks.

But that's -- you know, you advance towards that
level. And it very nuch depends on the origina
conversati on.

And some conversations |'ve had on sonme patents,
it's very clear, even in that prelimnary conversation
"Oh, no, these folks are sinply saying sonething that's

quite ridicul ous."

09: 24: 14

09: 24: 30

09: 24: 47

09: 25: 06

09: 25: 23
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So this is, you know, if you like in a sports
anal ogy, it's a slamdunk. There are no conplexities,
de-conplexities involved in this particular arena.

Q Is it fair to say in your declaration you didn't
i ndependently search the prior art to confirmthe all eged
novel ty and non-obvi ousness of the Personalis inventions?

MR. LUMAN: Objection. Form

THE W TNESS: So perhaps you' d better say that

guestion again. When -- when -- when Nate has sonething
to say, | tend to want to listen nore carefully to your
guesti on.

Q BY MR KRAUSE: Cone back to that in a second
Let's switch gears slightly.

So did you prepare for your deposition today?

A Oh, well, yes, we did. It was -- it was a fun
time, you know.

Q And what did you do to prepare?

A Well, | think -- here nmy nmenory is pretty good
because it was just last week. | think I had a couple of
Zoom sessions with Nate specifically, and | think it was
just Nate early -- what are we? ©Oh, yeah, Decenmber 4th
and Decenber -- Decenber 7th springs to m nd.

Those were checking in. | did a fairly
sonmewher e between shal |l ow and deep read of the origina

decl aration, reacquainting nyself wi th what was going on

09: 25: 39

09: 25: 56

09: 26: 10

09: 26: 27

09: 26: 54
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trying to get back into the groove.
We had some -- and those things were about, |
woul d say, an hour each or hour and a half, something
like that. Just getting stuff squared away.
But over this weekend, we had fairly intense 09:27:11
sessions. | think Nate's idea was to get ne into the

groove of starting these proceedings in somewhat simlar

fashion. You could call it a dress rehearsal, really.
And we -- in particular, | was nost interested
in establishing the areas in the declaration that could 09:27: 31

potentially be confusing to a | ayperson
The challenge in these declarations is to -- is
to -- is to cross two worlds, a |layperson's world -- but
al so you've got to be careful -- and sonetinmes all of us
make m stakes -- you've got to be careful that when you 09: 27:51
do that |ayperson routine, you're actually still quite
scientifically rigorous. And that can be a chall enge.
Some kinds of things | think are going to work
in comunicating to lay fol ks soneti mes can be -- wi nd up
alittle bit nore confusing than sinply going down a -- a 09: 28: 09
nore rigorous scientific presentation
And | think it's fair to say that in our
di scussions on Saturday -- was it Saturday? No, no,
sorry. Sunday and yesterday, sonme things cane to |ight
that | think I can inmprove on. So | think that's the 09: 28: 28
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benefit of doing these prep sessions.

Q So overall, it was about four prep sessions. It
was the 4th, the 7th, Sunday, and yesterday?

A.  Yeah. | nean, Saturday and Sunday were -- |I'm
speculating -- | don't really know what Nate thinks --
but 1'mthinking he was thinking of this in terns of a
dry run, which was an excellent idea.

I think we ran from9:00 our tinme here in the
East Coast to about 4:00. Sonething |like the real thing.
| thought that was a great idea, you know, from our
perspectives.

Q And other than M. Luman, was anybody el se
present at those neetings?

A. OCh, yeah, in those -- in those |onger sessions,
Steve, who's the inhouse counsel for Personalis, he
dropped in occasionally just to see -- | would i mgine
just to see how things are going.

Q And no one fromthe Weil firnf

A.  Yeah, | nmean, | know Derek well. W' ve worked
on a nunber of projects. And so he was the origina
i ntroductory contact.

Again, |'m speculating, but | presune that
Personalis was | ooking around for someone, and they
contacted Derek, and then, of course, Derek thought, "Onh,

this is ideal for Henry. This is right up his," you

09: 28: 43

09:29: 01

09: 29: 13

09: 29: 33

09:29:51
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know, "bailiwick." 1'mguessing. | don't -- totally
specul ating at this point.

But he was no longer -- we worked -- Derek and
myself worked a little bit on that first statenent. But
in this new phase, since the preparation of this
declaration, it's been all Nate and a little bit of Steve
checking in.

Q Very good.

So if we could turn on your declaration at

par agraph 43.
A. Howdo | get to it easily? Can | just find 43?
Q If you teach for "Materials Considered," that
m ght be the fastest way.
A. Oh, okay. | search for what?
Q "Materials Considered.™
A. Oh, materials. It didn't find it.

Q Page PDF --

A.  Yeah, | know. | understand. M typing is, as a
Nate will tell you, is |egendary.
Al right. 1've got it. In ny exam nation of

materials used in preparing this report? |s that where
we are?

Q It doesn't sound exactly what's written, but |
think it sounds |ike possibly an accurate paraphrase. So

we have Section 4, paragraph 43, page 23.

09: 30: 09

09: 30: 22

09: 30: 37

09: 30: 59

09: 31: 15
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A. Well, sorry. 1've got to go to the next
materials, then. What page should | be on?
Q It's PDF 29, and on the nunbering, it's 23.

A. Let ne just go to page 29. That's nmaybe the

best way to go. That's a PDF page nunber; right? 09: 31: 41
Q Correct.
A. Ckay. Al righty. |[I'mon page 29. Paragraph
56.
Q 43.
A, Well, there's sone confusion here because |I'm on 09: 31: 56

page 29, and |I'm | ooking at paragraph --

Q | think the issue -- so the PDF page numbers are
different. We'|ll use the nunbers on the bottom of the
page as --
A. OCh, that would be perfect. Thank you. So what 09: 32: 10

is that nunber?

Q Page 23 on the bottom of the page.

A. Ckay. Al righty. That nekes sense.

25, 24, 23. Okay. "Materials Considered," yes.

Q And so in formng your opinions in this case, is 09: 32: 26
it fair to say that you reviewed the materials cited here
and not hing el se?

A. Now |l et me just double-check. The two patents,
yes. Dr. Qs declarations, yes. And there was two of
t hose; right? 09: 32: 50
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Q Correct.

A. Board's decisions, yes. And | guess the
materials cited in the declaration, yeah. Yeah.

Q And so --

A. | think that's correct, yeah

Q So if something's not cited in your declaration
it's fair to say that it wasn't a basis for your opinion

is that correct?

A, Oh, | don't -- | don't want to entrap nyself
like that. | would have to review and nmake sure that
what you said is correct. |I'mtacitly thinking that's

correct, but | always can stand to be corrected.

Q Al right. And the naterials cited in your

09: 33: 03

09: 33: 17

decl aration, did you search for and identify any of those

docunent s?

A. It depends. There's a mxture there. | think
if I"'mrecollecting this, | think it is your side that
suggested the major prior art that | |ooked at. |'mjust
goi ng one out. For example, the Leary paper | think was
proposed by your side, and aren't | correct?

Q Yeah, that's fair

So setting aside obviously docunments that were
al ready existing in this case, such as the Board's
deci sions, Dr. Quackenbush's declaration --

A. Oh, setting aside that. | see.

09: 33: 38

09: 33: 59

09: 34: 20
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Q Were any of the new exhibits urged by
Personalis, did you | ook at that?

A.  Yeah. | mean, that will be a mxture. O
course, you know, upon exam ning just, for exanple, the
Leary paper, there were things that came to ny mnd, and
| started, you know, |ooking around -- this is nmy norma
habit -- to see, okay, so what was done before? Who did
this? What was happeni ng? General stuff.

And |'m always quite careful just to review the
material prior to the priority date. | think that's
quite inportant. Because | don't want to get a picture
that woul d be altered by an understandi ng of, you know,
what happened next; right? After the period that we're
engaged in.

It's somewhat a difficult task to put yourself
back into that time frame and be very cl ear about what
fol ks were aware and what they were not aware of. | try
and do that to the best of ny ability. So I'll uncover
sonme papers.

On the legal team s side, where -- where they
can nake a really good contribution is they do things
like searching. |In this particular case, what's
relevant, springs to nmy mnd, is they'll search the
proceedi ngs when a patent is getting reviewed and

awarded. And so it's the correspondence that comes out

09: 34: 35

09: 34: 54

09: 35: 08

09: 35: 25

09: 35: 41
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of that can be quite useful, and in this particular case,
that's a part of ny declaration.

Now what happens there obviously is they do that
ki nd of search. They find stuff that they -- that they
think may be relevant. And then, of course, then
review it and say, "Oh, well, yeah, it's" -- "I think
that's a fair point so it's worth putting in a
decl aration.”

And of course, you know, |'m always a wee bit
| eery about that because, you know, if | didn't do the
original search -- and sometinmes what | have seen is that
those ki nds of searches are al nost very ol d-school, kind
of VAX, conputer-type searches, which is sonmewhat
intimdating to ne.

But as | said, they do their best and cone up
with material they think may be relevant, and | | ook at
it and say, "Yeah, you know, | think that's fair."

And also to be fair, the | egal team nost of
their suggestions or contributions tend to be nore
| egal i stic based. More |ike so-and-so used this word.
WWhat does that mean?

And it's nmy job to say, well, you know, X, Y
and Z. And sonetines it mght be a fair point and
sonetinmes it m ght not be.

Q Is it fair to say that to the extent that you

09: 35: 59

09: 36: 14

09: 36: 29

09: 36: 46

09:37:03
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identified materials, they were sort of scientific
literature, like journal articles and the like --

A.  Yeah.

Q -- and that patent materials was --

A. Yeah. 1In a broad way, | would say the division
of labor there is that the legal team-- sorry, should

sl ow down?

09:37:12

A broad division of labor is that the |egal team

will be primarily occupied with nore obviously legalistic

things in their cooment. M domain is nore, as you would 09: 37: 33

expect, the pure science aspects.

And of course, |I'm always open to suggestions.

For exanple, Steve is sonmebody in the team who m ght nake

a suggestion because they have sone -- sone know edge of

a particular paper that | mght not think of primarily

09: 37: 55

and bring to ny attention. And again, I'll read that and

see if it's got relevance or not.

MR. LUMAN:  And | just want to rem nd the
witness to be careful in answering these questions with
not revealing comrunications that took place between you

and the attorney that are privileged communicati ons.

09:38:11

THE WTNESS: | hear, Nate. And what |I'mtrying

to do is give the flavor of what |'m doing without really

providing any identifying details, and | hope |I'm being

successful in that endeavor.

09: 38: 31
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Yeah, one of the | essons |'ve |earned fromthese

depositions is that nmy teaching Socratic style, where
perpetual |y ask questions to nake sure everyone
understands is not going to get a response. So

apol ogi ze for that.

09: 38: 50

Q BY MR KRAUSE: AlIl right. So in preparing your

decl aration, you did not independently search for patent
materials; is that correct?

A. That would depend by what you nean by "patent
materials.” | nmean, the one exanple that's springing to
ny mindis the -- you know, the correspondence, the
to-and-fro-ing between the patent exam ner and the
hopeful inventor, the what |I'd call the typical back and
forth, where they say, "Oh, we need to do this or nmaybe
this doesn't fit or whatever." That kind of
backwar ds- and- f orwar ds correspondence is what |'m
primarily referring to.

Q So, for exanple, in form ng your opinions for
this declaration, you didn't review any Personalis

patents other than the '033 and '394 patent; is that

correct?
A. | reviewed those. Now |I'mnot sure if you know
or not, but | got engaged in the, | guess what you'd say

in this context, the next two cases.

Q Setting aside those two patents, did you review

09: 39: 03

09: 39: 20

09: 39: 34

09: 39: 53
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any other Personalis patents in preparation of this
decl aration?
A.  That would be four Personalis patents, just so

we're on the same page, that |'ve | ooked at.

Q Right. 09: 40: 04
A. The first two, | would have to say a little bit
nore detail ed because, obviously, | cane back to themin

the | ast week. They're nmore uppernost in ny mnd,
think is the way | would say it.
Q And if | can just get a clear answer to ny 09: 40: 17
guesti on.
So setting aside the '033, the '394, the '611,
and the '783 patents, in these | PR proceedi ngs, you have
not reviewed any ot her Personalis patents; is that
correct? 09: 40: 30
A. | think that's correct, yeah. At this point, |
woul d have no -- no reason to. Actually, | would have to
say it came a bit of a surprise to me that there were so
many. |t cane a bit of a surprise to me that there is so
much litigation going on. 09:40: 51
Q And given that there's so nmany, if there were
ot her patents from Personalis out there that supported
your positions, you probably would have cited themin
your decl aration.
Is that fair? 09:41: 03
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A. Well, | haven't read themso |I'mnot able to
formul at e any opinion on that.

Q Well, based on the process that you previously
descri bed, Personalis' counsel likely would have
identified themto you; isn't that correct?

A. No. | nean, nost -- again, Nate, is counseling
me not to identify or disclose our privileged
i nformati on.

No. In general -- there's always exceptions --
nost of those discussions were about papers, you know,
fromthe old days in that tine period. Sort of remninding
me how things were, which -- which it's a bit of a task
to put yourself back into 2011

Q And other than counsel, did you speak to anyone
at Personalis in preparing your declaration?

A.  Nope.

Q And did you review any of the other declarations
Personalis subnmitted in October in this case?

A.  No.

Q And since you subnmtted your declaration in
preparing for your deposition, have you reviewed any
addi ti onal docunents besides what's cited in your
decl aration?

A. Yeah, | nean, |I'mnot sure. Maybe Nate can

coment on this because, you know, | don't tend to have a

09:41: 15

09:41: 36

09:41: 56

09:42: 14

09:42: 29
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firmgrip on what's in and out. | think I -- | think
that's correct.

THE WTNESS: Do | stand corrected, Nate? Are
you aware of something that is the exception to that
rul e?

Q BY MR KRAUSE: | just need the best answer that
you can give right now without M. Lunman's assistance.

A. Well, | have to say, again, that |I tend to rely
on fol ks' assistance in matters like this. That's too --
too nmuch of a general question

I think all of us here would agree there's an
enor nous anount of material in this particular two cases,
and it's a little difficult for me to keep track exactly
what is within the boundaries that you're indicating.

Q Very good.

And so | think we spoke briefly about this

before, but you've been an expert in a nunber of patent

cases.
Is that fair?
A.  Yeah.
Q And in those cases -- and so this proceeding

obvi ously involves the validity of patents. Have you
ever opined on the issue of infringenment?
A. Yeah. | think |I need to repeat how |l acking in

| egal know edge | am | don't think so. |'ve -- and

09:42: 45

09: 43: 05

09: 43: 25

09: 43: 39

09:44: 01
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again, to be very clear, the opinions | renmenber about
scientific concepts, if you ask ne -- and | hope | would
be able to respond -- about what my opinion was on a
scientific controversy, I'll probably be able to tel
you. 09: 44: 26
Again, I'monly speculating. But | think one of
the reasons | get on very well with | egal teams is that
they sort of delight in the fact that |1'm alnost blindly
unaware of the |egalistic underpinnings.
Q Well, so in your declaration, one of the 09: 44: 46
scientific opinions that you provide is that the NeXT
Personalis -- I'msorry -- the Personalis NeXT Personal
assay enbodies the clains of the '394 and ' 033 patents.
Do you understand that?
A. Oh, | do understand that, but again, that has to 09: 45: 04
be converted into scientific questions that | can
recogni ze that | can opine on
Q Al right. Let's turnto that. And we can take
a |l ook at paragraph 178 of your decl aration.
A.  Sure. 178. 09:45: 21
Q And that starts on page 119.
A. Yeah. I'mreading in that direction.
apol ogi ze for ny slowness. Actually, | was given to
beli eve that you would be sharing, you know, the docunent
as a share on Zoom and would be | eading nme, but... 09: 46: 00
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Q | cantry to do that. Gve ne a second

A. Al right, but I"'mgetting there. 175, -6, 178.
Okay. Yep, |I'mthere.

Q Okay. Let nme just see if |I can help out. And
maybe 1'Il do it at the break, but it's making nme update
nysel f.

You' ve got 178. Very good.

A.  Yeah, | synpathi ze.

Q And if you scroll down, there's a lengthy chart
with the claimlanguage and sonme -- sone text.

Do you see that?

A.  Yeah, | see that.

Q W're in the sane place.

A.  Yeah.

Q And so | want to understand, what did you do to
determ ne that the NeXT Personal assay bodies the clains
of the '394 and '033 patents?

A. Well, again, the process is quite famliar. The
| egal teamoffered this to me as materials that | should
review, and ny job is to check that what's in the
| eft-hand-side colum there is, in fact, recapitulated in
the right-hand-side col um.

And as I'm |l ooking at this now, this first
colum, | would concur

Q And in this analysis, did you apply the sane

09: 46: 28

09: 46: 38

09: 46: 48

09:47:08

09:47: 26
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rigor to your nexus analysis as you did to your other
anal yses in this declaration?

A Well, I think I would say in general in this --
| took Latin in school so that's a bit of an advantage.
So the objective indicia is sonething actually |I can --
can recall.

And this is an area where it's materials that
may not require a high level of analysis. They tend not
to be papers; they tend to be statenents. And the
gquestion for ne and nmy job is to nmake sure that the
scientific | anguage in the |left-hand side, for exanple,

i ndeed corresponds to the | anguage on the right-hand
si de.

Q And so in matching up the docunentation about
the Personalis assay and the clains, you didn't review
any internal Personalis docunents; is that correct?

A.  No, no.

Q "No"? No confidential docunents from
Personalis; is that correct?

A. This is what | was given as, you know, will you
eval uate this and check that what's being said on the
left is -- | guess a good word is "nmirrored" by these
various statements and brochures, that kind of material
on the right.

Q Al right. Let's turn -- let's look at an

09:47: 48

09:48: 10

09: 48: 36

09: 48: 46

09:49: 12
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exanple of this. If we turn to page 122

A.  Ckay.

Q This is claimelenent 1B of the '394 patent.

A.  Yeah. Okay.

Q And so what was the basis for your concl usion
that the NeXT Personal assay involves whol e genone
sequenci ng?

A.  \What was the basis of ny conclusion? The
statenent that they conduct a whol e genonme sequenci ng
assay.

Q And so you didn't ask to see any docunents that
show data froma single read -- a single run of that
assay; correct?

A. No. Again, ny role in this exercise is to check
that the |l anguage in the brochure matches the |anguage on
the |l eft-hand side.

Now in ternms of whole genone sequencing, by the
time | came to |l ooking at this section of the
declaration, | was already aware of all the controversies
and the ideas and notions about what constitutes whol e
genome sequenci ng.

And so this would not be the place to -- to | ook
at that evidence. This is sinmply the place to say, yes,
we are tal king about the sanme thing here.

The evidence as to whether sonmething is or is

09: 49: 38

09: 49: 56

09: 50: 06

09: 50: 25

09: 50: 42
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not whol e genone sequencing, at least in ny mnd, this is
not the relevant place for that discussion to occur

Q It's your testinmony that this was not the
rel evant place to deternine whether the whol e genone
sequenci ng referenced on page 17 of the NeXT brochure
constituted whol e genome sequencing in the sanme way the
termis defined in the proceeding; is that correct?

A. VWhat I'msaying is: This provides the task, the
exercise used for ne to establish that what's being said
inthe claimis mrrored sinmply in the statement or
writings fromthe Personal brochure.

What |'m saying is a major area of discussion in
this declaration, I amsure -- we which will have
presently -- is the discussion that's el sewhere in ny
decl aration that addresses the nature of that beast and
what it may or nmay not be. What |I'msinply saying is:
This is not the place to address that. At |east that was
ny under st andi ng.

Q And so it's your understanding that in this
section in your declaration on objective indicia, that it
was sufficient that the word "whol e genone sequenci ng"
appear in the right-hand colum; is that correct?

A. | prefer nmy perspective. Fromwhat | was
chal l enged to do, that seenmed to be sufficient.

Q Very good.

09:50: 59

09:51:19

09:51: 40

09:51: 56

09:52: 15
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Let's turn to page 157 of your decl aration.
A. I'msorry for being so slow here. 1It's going a
wee bit slower than | thought.
Yeah, okay.
Q And this is the chart for the '033 patent on
obj ecti ve indicia.
A.  Uh-huh.
Q And this is the -- this is the evidence that you
cite for element 1A; is that a fair characterization?
A. Sorry. Can you say that again? | was lost a
bit there.
Q Yeah. And so this is the entry on elenment 1A of
claimelement 1A of the '033 patent?

A. We're discussing 1A in the left-hand side, and

it's from'033 -- that's quite correct -- and whet her
that is then illum nated on the material s.

Q  Ckay.

A. And there's -- if I"'mrecalling, there's

sonet hing different about this, where there's yet an
addi tional piece of information, which would be this
Exhi bit 2008.

Q Well, I can -- | can put that into the exhibit
share so that you have it

A. Oh, okay. Because |I'mjust recalling there's

sonething -- sonmething additional is required here, |

09:52: 40

09:52: 57

09:53:13

09: 53: 28

09:53: 43
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t hi nk, that needs exam nation
MR. KRAUSE: So | will give you an Exhibit 2008
fromthe '033 I PR
THE W TNESS: Let nme go back to Safari, see
what's happening back at the -- | clicked on view. Well,
['"l11 refresh.
MR. KRAUSE: All right.
MR. LUMAN: If you can give us the verbal cue
when you put it in, then we'll hit the refresh button.
MR. KRAUSE: Yeah, | was waiting for the
finished uploading. It is now saying that it is
i ntroduced so you guys shoul d refresh.
THE WTNESS: It's all good.
Exhi bit 2008. | suspect we'll just -- just need
this transiently; am| correct? There's no sense in
|l oading it?
MR. KRAUSE: That's fair.
THE W TNESS: Ckay. Thank you.
Q BY MR KRAUSE: Take a | ook at whatever --
what ever you would like in Exhibit 2008.
A. Yeah, | may be in error. This is not what |I'm
t hi nking of, | suspect. But what |'m seeing in
Exhi bit 2008 is it says "Exenplary Chart."
Q Yeah, and so | think if you go to page 24,

that's what you cite in -- on page 157 of your

09:54: 02

09: 54: 23

09: 54: 38

09: 54: 48

09:55:18
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decl aration, which is what | believe --

A.  Yeah, | apologize. |It's very difficult for nme
to keep exhibit numbers squared away. |'mused to |ast
aut hor publications as being -- as being ny nemory jog.

Yeah, so | apologize. |I'mjust clearly thinking
of sonething else when -- this is not the thing | need to
see or the other thing I was thinking about.

Are we all good?

Q If you've reviewed what you needed to --
A. Sorry, | was not clear enough. This is not what
| thought it was -- this is not what | thought | was

| ooki ng for.

Q Very good.

So let's go back to the chart at page 157.

A.  Yeah, okay.

Q And so the evidence that you cite for the NeXT
Personal assay practicing claimelenent 1A of the '033
patent is this paragraph 6 from Exhi bit 2008, page 24;
correct?

A. Yeah. Correct, yes.

Q And this -- this is a declaration froma
Dr. Mouradian; is that correct? In Exhibit 20087

A Oh. Well, wait a minute. So thisis -- we're
going around in circles here. Yeah, you've jogged ny

menory.

09: 55: 38

09: 56: 26

09:56: 41

09: 56: 56

09:57:15
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There is a statenment that Dr. Muradi an make
that is -- would -- would help this particular mrroring
exerci se.

Q And you did not speak to him or her?
A.  Yeah. | have no idea who Dr. Mouradian is.

Q And in this paragraph 6 that you' ve quoted

A. Yeabh.

Q -- there's no explanation of how the capture

09:57: 28

probes are designed in the NeXT Personal assay, is there? 09:57: 39

A. Oh. Let's take a quick |ook here. Blah, blah,
bl ah, bl ah, bl ah, blah.

Yeah. So | would agree with you the -- the
clai ml anguage there clearly tal ks about capture probes.
It's certainly the case that a person of ordinary skil
in the art would be well aware of what such things are,
but that is not specified in this little short blurb

And | guess ny original thought was correct.

09:58: 21

Yeah, there's a -- there's a missing piece here where I'm

presum ng fromthat exhibit that | dism ssed -- and
apol ogi ze. Sonmewhere in there is a statenent fromthis
Dr. Mouradian, in fact, indicating what -- in other
words, the pieces that nmay not be exactly mrrored.

Am | correct?

Q | -- 1 don't believe there is. But if that

09:58: 41

09:59: 03
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statenment did exist, you would have cited it, wouldn't
you have?
A Well, what |'"'mgetting at is that statement in

Exhi bit 2008. Let me go back to Safari. | had thought
it was in here somewhere.

Ch, yeah. Stephane Mouradian. Okay, it's a
| ong st atenment.

Yeah, this appears to be a declaration, which

I -- nmy goodness, it's quite a |long declaration, isn't

So can | ask you what -- what is the scientific

guestion you'd like me to answer here?

Q So the question that I'd like to ask is: In --

on page 157 of your declaration, you cite only
paragraph 6 of this declaration; correct?

A. O his declaration?

09:59: 24

10: 00: 08

10: 00: 22

Q And that's the information being cited, the only

thing you' ve cited on page 157.
Is that fair?

A.  Yeah.

Q So this paragraph pasted here doesn't explain
how capture probes are designed in the NeXT Persona
assay; correct?

A. | think | should repeat what | said before. A

person of ordinary skill in the art would be well aware

10: 00: 32

10: 00: 48
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of what capture probes are and how they m ght be designed
and how they night work.

Q And there's no nention of a conmputer processor
in paragraph 6 cited here; correct?

A Well, I -- 1 would have to agree with you. Yes,
there is no nention of a -- using the aid of a conputer
processor. That is perhaps sonething that one m ght
assume would be the case, but it is not outlined here
directly.

Q And there's no discussion of the design of any
specific capture probe for a particular pol ynmorphi sm
correct?

A. Again, a person of ordinary skill in the art
woul d be well aware of how such a -- how such a probe
woul d be designed, and it would seemto ne in this
particul ar announcenment or statenent that there woul d not
be any need to specify a particular -- one particular
capture probe for one particul ar process.

Q And it's your testinmony that the reason for that
is because a person of skill would just know how to do
t hat .

Is that fair?

A. A person of ordinary skill in the art would be

wel | aware of what a capture probe is. The missing |ink

as ever, would be whether there is know edge of what the

10: 01: 27

10: 01: 44

10: 02: 04

10: 02: 27

10: 02: 39
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useful sequence of that capture probe m ght be.
I wouldn't expect that to be disclosed in a

company's brochure.

Q It is not disclosed in this brochure.
A.  Huh?
Q | said the particular sequence is not disclosed

in this brochure; is that correct?

A Well, as | said, | would be shocked if you were
running a conpetitive genone anal ysis conpany, and in
your brochure you told your conpetitors the exact
sequence to use, the magic sauce. | would be shocked if
sonmeone did that.

Q But it would likely be in confidential docunents
i ke Standard Operating Procedures.

Is that fair?

A. Oh, I"'msure the folks at Personalis would know
the sequences and nmagi ¢ sauce. That's what they're
protecting with their patent.

Q And they didn't provide that to you for this
anal ysis; correct?

A.  No.

Q And you didn't ask for it?

A.  No. \hy?

Q And so one -- one last bit on paragraph 6 here.

This al so does not say that the polynorphisms are in

10: 02: 59

10: 03: 16

10: 03: 28

10: 03: 40

10: 03: 46
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"sequences encodi ng genes with known bi omedically
i nterpretable variance." Correct?

A. Let me just read that again. Wiich sentence is
this?

Q  Anywhere in paragraph 6 --

A.  Uh-huh.

Q -- there's no discussion of polynorphisnms in
sequences encodi ng genes with known bionedically
i nterpretabl e variance; correct?

A. There is no discussion, and in nmy mnd, there
woul d be no necessary discussion. And again, | would be
shocked if a company would reveal that they have
uncovered a brand-new variant with a huge inplication to
their conpetitors at this point. | would be astonished.

MR. KRAUSE: Very well.

I'"mgoing to introduce a new exhibit, and it
will be Exhibit 1208.

(Exhi bit 1208, Exenplary Chart of Personalis’

NeXT Personal Test Practicing Claim1l of U S

Patent No. 11,384,394, Personalis EX2012-001 -

005, was marked for identification by counse

el ectronically.)

MR. KRAUSE: Just give ne a noment, and | will
| et you know.

THE W TNESS: Oh, yeah. Good idea

10: 04: 01

10: 04: 18

10: 04: 39

10: 04: 57

Page 46

Veritext Lega Solutions
Caendar-CA @veritext.com 866-299-5127

Foresight Ex 1083
Foresight v Personalis
IPR2023-00546




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

Q BY MR KRAUSE: AlIl right. It's been
i ntroduced.

A.  Vhat have we got? | have Exhibit 1208. |Is that

correct.
Q That's correct. 10: 05: 55
MR. LUMAN: | haven't had a chance to get it
yet. M wheel's still turning here.
MR. KRAUSE: Apol ogies. Just let us know.
THE WTNESS: |Is this a good tine for ne to take
a butterscotch sweet? |, unfortunately, suffer froma 10: 06: 13
dry nout h.

MR. KRAUSE: Any time is good.

THE W TNESS: Thank you. | appreciate that.
MR. LUMAN: |'ve got it, Andrew.
THE W TNESS: Okay. This would just be a 10: 06: 25

transient usage; right? There's no need to download it?
Q BY MR KRAUSE: Yes, that's correct. And so you
have -- you have avail able to you, you have your
decl aration, you have Exhibit 2008 fromthe ' 033, and
just because it's included in this nockup, | wll 10: 06: 39
include -- | will also introduce to you Exhibit 2008 from
the ' 394 proceeding.
A. Okay. So | have 1208, | have ny declaration
Is there sonething else | need?
Q You have the -- I'mjust giving themto you. 10: 06: 59
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Everything is there, but | want to just nmake sure you
have the source docunents if you would like them

A Well, let's see where the discussion goes.

Q Well, okay. So the exhibit that was introduced
was Exhibit 1208.

A. Correct.

Q And in that on the left is -- so on the
| eft-hand side are the claimcharts from your
declaration, starting with the '394 patent, and then on
the right --

A.  Uh-huh.

Q ~-- are claimcharts from Exhibit 2012 for the
'394 patent, and then when this switches over to the '033
patent, there are the anal ogous claimcharts from
Exhi bit 2008 in that proceeding.

And ny question for you -- and feel free to take
a close ook -- but it's other than the citation formats
changi ng, because your declaration cites to Exhibits 2012
and 2008, are there any substantive differences between
what's in the claimcharts in your declaration and these
exhi bits?
And |'ve tried to box in green where | think

there is differences just to speed things along, but fee
free to confirmfor yourself.

A. Okay. So the challenge you're giving ne is to

10: 07: 18

10: 07: 37

10: 07: 51

10: 08: 12

10: 08: 28
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check that what's on the left-hand side is indeed
corresponding to what's on the right-hand side.
Q Correct.
A. And you're giving ne a clue by putting in green
things that you think are nmaybe not the sane. 10: 08:42
Q Correct.
A. Al right. And | amcorrect in noting that the
claimlanguage is identical between these two?
Q Correct.
A. Ckay. Al right. 1'mgoing to have to zoom 10: 09: 09
this thing up a bit.
MR. LUMAN: Yeah, and I'lIl object to this
docunent that a lot of the text is so blurry, | can't
make it out.
THE W TNESS: Yeah, |I'mglad you said that, 10: 09: 22
Nat e, because I"'mthinking it's ny eyes.
Yeah. So in this checking process, you want me
to check to see whether it's the same science we're
tal ki ng about or exactly the sane words?
Q BY MR KRAUSE: Both. And to the extent that 10: 09: 49
you find it blurry, you have the source docunents
avai l able to you, which are your declaration,
Exhi bit 2031, Personalis Exhibit 2012, and Personalis
Exhi bit 2008 should all be available to you if you'd like
to check. 10: 10: 10
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A. Okay. Can you -- can you direct nme to where in
my declaration this is relevant?

Q Yeah. So this is in -- start is in paragraph
228 of your declaration for the '033 patent, and it's in
paragraph 178 of your declaration for the '394 patent.

A. Al right. Perhaps a page nunber woul d be
really good

Q 156 for the '033.

A. Okay. All right.

So just to nmake sure |'m understanding this,
we're back in the '033 patent and we're | ooking at
claim1?

Q Correct.

A. Okay. And I'msinmply checking that the claim
| anguage on the left-hand side is nmrrored by the
statements in Personalis' Personal brochure?

Q I'masking you if there's any difference in the
substance of these charts, including the claimlanguage
and the evidence cited.

A. Okay. Let nme go to the blurry one.

I am not seeing any obvious differences between
these two. |f you could maybe point out what you think
is the difference.

Q Well, is it fair to say that the only

di fferences are the green box areas that state that:

10:10: 26

10: 10: 53

10: 11: 05

10: 11: 23

10: 12: 28
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"Personalis reserves the right to rely on expert
testinony and/or to amend this chart as necessary"?

MR. LUMAN: Objection. M scharacterizes the
docunent .

THE W TNESS: Seens to ne you need to rephrase
t he question.

MR. KRAUSE: You can answer it if you understand

THE WTNESS: No, I'mstill alittle nystified
as to what the question neans. Can you -- can you direct
me to this portion that you just said?

Q BY MR KRAUSE: So on page 1 of 1208, there's a
green box.

A Uh- huh, yeah.

Q That's sonething that appears in Exhibit --

A Oh.

Q -- 1208, but not in your declaration

Is that fair?

A.  Yeah, | understand now. Sorry, | thought what
was witten in the green box was sone kind of note you
wer e maki ng or sonething.

All right. So this is an official statenment of
some ki nd?

Q It's the exhibit that on the right-hand side is

the exhibit that you cite in your declaration

10:12: 44

10: 12: 54

10: 13: 07

10:13: 17

10: 13: 29

Page 51

Veritext Lega Solutions
Caendar-CA @veritext.com 866-299-5127

Foresight Ex 1083

Foresight v Personalis

IPR2023-00546




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

A.  Uh-huh.
Q And on the left-hand side is the page from your
decl aration where you cite it.
A.  Yeah.
Q And the only difference between the chart at 10: 13: 37
page 120 of your declaration and this snippet from
Exhi bit 2012 is the statenent that Personalis reserves
the right and so on; correct?
MR. LUMAN: M scharacterizes the docunent.
THE W TNESS: Yeah, so these seens to be alarm 10: 13: 59
bells coming from Nate and as to potentially --
MR. KRAUSE: He can neke objections for
evidentiary record. They're not there to coach you or
al arm you.
THE W TNESS: No, | -- 10: 14: 13
MR. LUMAN: That's correct. M objections are
not nmeant to inpact your testinony in any way.
THE WTNESS: So if | can just be clear here,
what you're saying is: The only difference between what
one sees in the left and the right is the statenent that 10: 14: 27
Personalis reserves the right to rely on expert testinony
and analysis and to anend this chart as necessary.
Q BY MR KRAUSE: Correct.
A. It seenms like a very reasonable statenent to ne.
Q And you've identified no other differences 10: 14: 40
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bet ween t hese charts.

Fair?
A Well, I'll -- you know -- you know, you're a
stand-up guy. 1'll take your word for the fact that
there are no other differences. 10: 14: 52

Q Oher than citation formats?
A.  Aye.
Q And you finalize your declaration on October 6,
2023; is that correct?
A. That would be correct, yeah. 10: 15: 04
Q And do you know when Exhibits 2002 in the '033
and 2012 in the '394 were created?
A.  Nope.
Q So if we go back to paragraph 180 in your
decl aration, which is Exhibit 2031. 10: 15: 21
A. Paragraph 180; is that correct?
Q Get you a page nunber. |It's page 1287
A Al right. 129. 128. |1'mon 128.
Q And so in paragraph 180, you note that:
"Personalis' assay can detect tunor in DNA in bl ood 10: 15: 52
pl asma at |evels of about 1 part per nmllion or
0. 0001 percent."”
Did | read that correctly?
A. You've read that correctly, yeah. That's ny
under st andi ng, yeah. 10: 16: 07
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Q How did you determ ne that?

A. I think | saw that in sonme of the literature.

Q And when the literature for the Personalis assay

refers to the 1 to 3 parts per million sensitivity, does
that refer to -- does that refer to the sensitivity for 10: 16: 28
detecting one specific variant or does it refer to the
sensitivity for detecting any one of a number of
variants, such as 1800 variants?
A. Well, | don't think | opined on that. This is a
general statenent, a conparative statenment between two 10: 16: 45
nmet hods whi ch are so enornously divergent, that it
doesn't really bear further exam nation
Q And so you cite here Exhibit 2012. And do you
still have that in front of you?
A.  Yeah, sonmewhere. Oh, wait a mnute. 20127 10:17: 05
Q | can introduce it again.
Al right. It should be available if you
refresh.
A, 2012, got it. MWhat is this? Okay.
Yeah, it says in the range of 1 to 3 parts per 10: 18: 08
mllion.
Q And you're | ooking on page 15 of Exhibit 2012?
A. Looking at page 1.
Q Page 1 of -- one second.
Let's take a |l ook at page 15 of Exhibit 2012, 10: 18: 33
Page 54
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which is what you cite in paragraph 180 of your
decl arati on.

A.  Oh, okay.

15 is a graph; is that correct?

Q Yeah. 15 has a graph. That's correct.

A. Al right, yeah. Ckay.

Q And so the one-part-per-mllion nunber you
pul l ed was from the graph

Is that fair?

A.  No, | suspect that may be a misleading citation
The nunber that | have in mnd one finds in the very
first page.

Q Okay. Well, we're |looking at the source
docunent now. So you cited page 15, and you think that
m ght be a misleading citation; is that your testinmny?

MR. LUMAN:. Well, m scharacterizes testinmony.

THE W TNESS: Not m sl eadi ng, not at all, but
obviously, the information you are seeking is present on
page 1.

Q BY MR KRAUSE: And you understand page 1 is a
sni ppet of the docunent that we were |ooking at, which is
t he Personal NeXT brochure.

A. Correct.

Q Okay. So let's look at the brochure. And if we

| ook on page 16.

10:19: 03

10: 19: 15

10:19: 32

10:19: 44

10: 20: 00

Page 55

Veritext Lega Solutions
Caendar-CA @veritext.com 866-299-5127

Foresight Ex 1083

Foresight v Personalis

IPR2023-00546




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

A. VWhat are we supposed to be | ooking at now?
Q Well, take a look. | want you to review it
carefully just so we're on the sane page
A. \What page are we on?
Q Exhibit 2012, page 16. 10: 20: 15
A. Ckay. All right. Yeah.
Q And so there's -- | guess you would call it a
flow chart at the bottom
A.  Uh-huh.
Q And there's sonething -- you know, there's a 10: 20: 32
nunber 1 for MRD detection on the |eft-hand side.
Do you see that?
A.  Uh-huh.
Q And it tracks 1800 variants; correct?
A. That's what it says, yeah, approxi mtely. 10: 20: 41
Q And they say that the target sensitivity there
is 1to 3 parts per mllion, or around 1 tinmes 10 to the
negative six; correct?
A.  That woul d be correct.
Q And do you have an understanding of if that 10: 20: 55
sensitivity is for detecting any one specific variant as
opposed to any one of the 1800 variants?
A. | hadn't thought about that at all, | would have
to say. My perception here is sinply what the overal
sensitivity is across the board, which I think is 10: 21: 15
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sufficient. The inpetus of this in the declaration was
to indicate how different this |evel of sensitivity was
from Leary, which |I'm happy to discuss.

Q And to be clear, this sensitivity is the
sensitivity for detecting any one of 1800 vari ants;
correct?

A. There's nothing in this description that would
| ead me necessarily to that conclusion. That may be the
case; it may not be the case.

If | was to give an opinion on this particular
guestion, which |I haven't opined on before, | would need
to actually | ook at the data.

Q Okay. Well, let's turn to page 17.

A.  Yeah.

Q And let's look at the third paragraph, which is
one sentence.

A. Third paragraph. "The majority," is that what
you' re saying or?

Q No. It starts with -- you're on 2012, page 17.

A I'"mon 17.

Q And it says in the third paragraph, it says:
"Target sensitivity for individual variant detection is
0.1 percent variant allele fraction."

Did | read that correctly?

A. "Target sensitivity for individual variant

10: 21: 37

10: 21: 52

10: 22: 05

10: 22: 20

10: 22: 39
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detection is 0.1 VAF." Yeah

Q And .1 VAF is about a thousand parts per
mllion; is that correct?

A.  Yeah.

Q And so Personalis' marketing literature reports
the sensitivity for detecting an individual variant at a
t housand parts per nmillion; correct?

A. | would need to |look at the raw data to make any
opi nion on this.

Q And you didn't request the raw data from
Personalis to form your opinions; correct?

A.  No, no.

Q And you hadn't --

A. It was not central to nmy -- to the questions
that | was answeri ng.

Q One of your opinions is about the sensitivity of
the Personalis assay; correct?

A.  Uh-huh. And | was quite happy to accept the
number that was on page 1.

Q And we're |ooking at the nunmber on page 17 here
for individual variant detection, and you agree that
that's a thousand parts per mllion; correct?

MR. LUMAN: M scharacterizes the docunent.
THE WTNESS: As | said, this is just one snal

statenent, one small sentence in a brochure that clearly

10:22: 49

10: 23: 09

10: 23: 20

10: 23: 32

10: 23: 44
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| had not paid attention to, sufficient attention to
answer your question. There's no necessity for nme to pay
that nuch attention to this in terns of the questions
that | was challenged to answer.

Q BY MR KRAUSE: There was no necessity for you
to pay attention to the sensitivity for detecting an
i ndi vidual variant; is that your testinmony?

A. VWhat |'msaying is: Mst of nmy -- nmost of ny
time was spent in evaluating and providi ng opinions on
ot her issues other than this. | was quite happy to
accept the notion that that was the statement on page 1
and went with that.

Q Let's turn to page 21 of Exhibit 2012.

A. Yeah. It says "Personal Specifications."

Q Al right. And this is the specifications that
Personalis reports to customers on the NeXT Personal
assay; correct?

A | would -- yes, | would assunme that is, yeah

Q And if we go to "Tunmor Variant Tracking" --

A. Yeah, | nmean, can | just ask a question in
advance of all of this?

We started with checking that what's in the
cl ai ml anguage as represented in the brochure. | don't
remenmber anything --

Q W've noved on to a different topic, and that's

10: 24: 03

10: 24: 20

10: 24: 52

10: 25: 06

10: 25: 18
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your testinony in paragraph 180, that Personalis' assay
has a sensitivity of one part per mllion. So that's
what we're discussing now

A. Okay. Wthin this indicia of objective
obj ection?

Q That's the section of your declaration in which
it appears.

A.  Uh-huh. OCkay.

Q I'mjust trying to focus on the technical issue.

A.  Thank you for helping ne figure out where it is.

Q And so if we go back to 2012, page 21, the
anal ytical sensitivity for tunor variant tracking is
0.1 percent VAF;, correct?

A. Variant allele frequency.

Q Correct. And that's about a thousand parts per
mllion; correct?

A Well, it's 1 over 1,000.

Q Very good.

And so what that neans is that the sensitivity
for tracking any particular variant using the Personalis
NeXT assay is 0.1 percent VAF; correct?

MR. LUMAN: M scharacterizes the docunent.

THE W TNESS: So you probably best ask that
guesti on agai n.

Q BY MR KRAUSE: Table 1 of the NeXT Persona

10: 25: 39

10: 25: 45

10: 26: 10

10: 26: 25

10: 26: 44
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brochure, Exhibit 2012 at page 21, reports that the
sensitivity for the NeXT Personal assay for variant
tracking is 0.1 percent VAF, correct?

MR. LUMAN: Sane objection

THE W TNESS: There is a table that indicates
the information you are recording.

Q BY MR KRAUSE: And simlarly on page 17,
there's a sentence that says: "Target sensitivity for
i ndi vi dual variant detection is 0.1 percent VAF."
Correct?

A.  Sorry, page 177

Q Correct.

A. Yeah, there's a sentence there that says just
what you sai d.

Q And what | said was target sensitivity for

10:27: 03

10: 27: 24

10: 27: 50

i ndi vi dual variant detection is 0.1 percent VAF, correct?

A. Correct.

Q And if we go back to paragraph 180 of your
decl aration, you point out that Leary's target
sensitivity for an individual variant was 0.3 percent;

correct?

A.  Yeah, and I'd be delighted to | ook at the data

for that.

Q Let's just talk about the data that you put in

your paragraph 180 of your declaration was .0.3 percent;

10: 28: 08

10: 28: 20
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correct?
A.  Yeah, but | think I actually provide the
evi dence for that.

Q If we conmpare the 0.1 percent VAF for the NeXT

Personal assay and the 0.3 percent for the Leary assay -- 10: 28: 37
A.  Uh- huh.
Q -- the Personalis NeXT assay is about, at best,

three tinmes nore sensitive
Fair?
A. No, | think that's a nisleading statenment. | 10: 28: 47
have severe reservations about Leary's 0.3 percent
nunber .
Q That's the nunmber you put in your declaration
t hough; correct?
A. VWhat |'mproviding that information to you now. 10: 28: 57
Q Yeah, but if we conpare the 0.3 percent that you
put in your declaration and the 0.1 percent for the NeXT
Personal assay, if we conpare those two numbers, it's
about a 3X difference; correct?
A. You are correct that the difference between 0.3 10: 29: 12
and 0.1 is threefold, but that's not the point.
VWhat |'m saying to you is in the different
section of the declaration, | actually presented the data
for this with a viewto identifying a problemwith the
Leary data. | would like to discuss that. 10:29: 31
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"t hreefol
and your

redirect.

10: 29.

MR. KRAUSE: So objection, non-responsive after
d" and nove to strike the rest of the answer,

counsel can ask you whatever you he wants on

And now woul d be a good tine to take a break

MR. LUMAN: | disagree that with that objection

All right. W're going to go off the record at

(Di scussion off the record.)

THE REPORTER: Back on the record. 10:41 a.m
BY MR KRAUSE: Wl conme back, Dr. Furneaux.
Thank you.

MR. KRAUSE: I'd like to tal k sone about the

'394 patent now, and so |I'mgoing to introduce it so you

have a copy. G ve me one nonent.

THE W TNESS:  Sure.

MR. KRAUSE: AlIl right. It should be available

to you guys.

downl oadi

THE W TNESS: So that's Exhibit EX201 --

BY MR KRAUSE: Should be --

Ch, 1041. Sorry. You put it up at 10417
Yeah.

Al right. 1've got it.

Is this going to be transient or is it worth

ng?

10: 29: 51

10: 40: 57

10:41: 17

10:42: 16

10: 42: 31
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Q | think the patent is probably worth
downl oadi ng.
A. Ckay. Al righty. [1'll do that.
It's not downl oadi ng. Just so you know, so |
think we're best to just go with this transient form
Q Okay, that's fine.
So Exhibit 1001 in front of you is the '394
patent; correct?
A. That's correct, yeah
Q And you reviewed that carefully in form ng your
opinions in this case; correct?
A. As best as | could.
Q And after that careful review, what is the
i nvention of the '394 patent?
MR. LUMAN: Objection. Calls for a lega
concl usi on.
THE WTNESS: | think, as we discussed before,

that's a legal question. That's not a science question

10: 43: 04

10: 43: 17

10: 43: 29

Q BY MR KRAUSE: Well, can you answer it? What's

the best answer you can give about what the invention of
the '394 patent is?

MR. LUMAN: Sane objection

THE WTNESS: | would repeat to you, | sense --
and | think I'"mcorrect -- that that's a | egal question

Since I'munable to fornmulate in ny mnd an experi nent

10:43: 43

10: 43: 57
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t hat woul d answer that question.
Q BY MR. KRAUSE: All right. Well, let's -- let
me try and use the screen share.
Are you able to see the screen?
A.  Uh- huh. 10: 44: 23
Q | put up paragraph 9 of your declaration. Do
you see that?
A.  Yeah.
Q And one of the things that you wite is that the
' 394 patent provided "novel and nonobvi ous net hods that 10: 44: 32
significantly decreased fragnent bias and enabl ed

seguence accuracy."

A.  Yes.

Q Is that in your declaration?

A. That's absolutely correct. 10: 44: 43
Q And so my question is: In the clainms of the

'394 patent, where is that reflected?
A. Can we | ook at the clainms?
Q Sure. Are you able to see now the '394 patent?
A. Yes, absolutely. 10: 45: 10
Q Scroll to the clains.
A.  Yeah, we're good.
Q Not quite. Claim1l starts --
A. Yeah, | see it. Thank you
Yes. | nmean, | would agree with you that 10: 45: 46
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that -- the statenment | nmade is not -- not directly
enbodied in a claimlanguage, but | would suggest that
it's inplicit. It's a very, very general description of
a innovation -- innovation

Your earlier question was what was the big
i nnovation, which | think is subject to different
opi nions. But what |'mproviding is a innovation

Q Just to meke sure | understood your testinony
correctly, the statenent that the '394 patent
significantly decreased fragnent bias and enabl ed
sequence accuracy is not directly reflected in the
clains; is that correct?

A. Can we go back to that statenment just so |I'm
cl ear.

I would agree that the inventors did not --
deci ded, for whatever reasons they have, not to
i ncorporate that aspect directly into claimlanguage.

I woul d suggest, however, that a person of skil
in the art would recognize that when a clai mindicates
that they're going to conprise whol e genone sequencing,
they are figuring that there is likely to be sone
i nnovati ve met hodol ogy.

Q So let me see if | understand that correctly.

Is it your testinony that the claimterm "whol e

genone sequencing" reflects sone inprovenent by

10:46:12

10: 46: 39

10: 46: 57

10:47:15

10: 47: 39
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Personalis as, opposed to the understanding that a person
of skill in the art would have had, absent any of the
Personalis alleged inventions?

A.  Yeah, | would -- let's put ourselves in this
position. If you're a person of skill in the art and
you're interested in a project that would require whole
genone sequencing, my suggestion is you would be
notivated by that claimlanguage to further investigate
exactly what these folks are tal king about.

And the thing that you would expect to find
woul d be some kind of innovation in terms of the nethods
that -- that are being proposed to address the known
probl ens in establishing a whol e genone sequence.

Q So in your opinion, the term "whol e genone
sequenci ng" used in the clainms of the '394 patent nean
sonmething different than it did to a person of skill in
the art the day the patent was filed; correct?

A. | don't understand that question.

Q Al right. So in the absence of the Personalis
patent when it was filed, those skilled in the art had an
under st andi ng of the term "whol e genone sequencing. "
Correct?

A. So in a world prior to the Personalis patent --

Q Correct.

A, -- you're asking me what the state of nmind of a

10: 47: 56

10: 48: 16

10: 48: 38

10: 48: 53

10: 49: 08
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person of skill in the art would be as regards problens
i n DNA sequenci ng?

Q Not -- so the question is specifically: [If you
said the word "whol e genone sequencing” to a person of
skill in the art before the Personalis patents, they

woul d have a general understandi ng of what that means;

correct?
A | don't think it's fair to say a genera
understanding. | think they would have an understandi ng

of the acknow edged problens in determ ning or obtaining
a whol e genonme sequence.

Q So the term "whol e genone sequenci ng” woul d have
nmerely given a person a view that there are problenms with
whol e genonme sequenci ng, but they woul dn't understand
techni ques that could be classified as whol e genone
sequenci ng.

I's that your testinmony?

A. A person of skill in the art, prior to the
arrival of the Personalis patent, would be aware that
there are obstacles, well understood obstacles in ternms
of the nature of the obstacle, but not well appreciated
as to the solutions to these probl emns.

And upon reading this claim a person of skil
in the art would say to thenselves, "Ah-ha, perhaps

there's something in here that's going to solve the

10: 49: 23

10: 49: 35

10:49: 54

10: 50: 06

10: 50: 26
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probl ens that | know exist."
Q And to be clear, | think your testinony before

was that the solutions to those problenms were not

i medi ately apparent in the claimlanguage; is that

correct? 10:50: 42
A. The way | would express it is they're not

formally outlined as perhaps they, you know,

theoretically, speculatively, you know, could have. You

woul d have to ask the inventors why they decided not to

formul ate cl ai m | anguage around that. 10: 50: 57

Now, again, |I'mnot a legal expert. [It's often

the case that things |I think should be don't turn out

that way for reasons that |'mtotally oblivious to.
Q | just want to understand. When you were

reviewi ng the claimlanguage of the '394 patent and 10: 51: 15

| ooked at the term "whol e genone sequenci ng" --

A.  Uh-huh.
Q -- you were not applying the understandi ng that
a person of skill in the art would have had about various
known gaps and |limtations with it; is that correct? 10: 51: 27
A. No, in this exercise, | adopt. | try and | ook
at this through the eyes of a person of ordinary skill in
the art. This is -- this is the exercise | indulge in.
| try to avoid looking at it with -- with eyes
ei ther in hindsight, with know edge that's now been 10: 51: 46
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obtained. | earnestly try to put nyself in a position of
a person of ordinary skill in the art, which would

typically, in my mnd and how !l do this, is | think, "Oh,

yeah, | remenber that post doc who was in the |lab at that
particular tinme. \Wat kind of things would they be 10: 52: 06
thinking, and let me try and put that" -- "that
perspective on ny review "
Q But in preparing your declaration, did you
understand that the term "whol e genone sequencing” in
claim 1B refers to the understanding that a person of 10: 52: 41
skill in the art would have had in light of the prior
art, or did it have sone different nmeaning given by the
i nventors?
A. I'mnot sure that's entirely a scientific
gquestion. Can you try that again? 10: 53: 00
MR. KRAUSE: Can you just read it back, Madam
Court Reporter.
THE REPORTER: Yes.
(The record was read by the reporter
as follows: 12: 29: 40
"QUESTION: But in preparing your declaration
did you understand that the term'whol e genone
sequencing' in claim1B refers to the
under standi ng that a person of skill in the art
woul d have had in light of the prior art, or did 10: 52: 46
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it have sone different meani ng given by the

i nventors?")

THE W TNESS: COkay. |'mgoing to repeat what |
said. What | said was: | -- in this exercise, | imgine
that | am a person of ordinary skill in the art | ooking 10: 53: 35
at this particular patent. M attention would have been

drawn to the phrase "whol e genonme sequencing," and
woul d have therefore been notivated, stinulated to study
this docunent further to see, indeed, whether there were
suggesti ons and possibilities and methods outlined that 10: 54: 00
may well solv problens that had been, in short, holding
the field back.
Q BY MR KRAUSE: Okay. Well, you have the patent
in front of you. So can you point to ne anywhere in the
patent that you identified where the '394 patent sol ved 10: 54: 20
t hese purported probl ens?
A.  Yeah, it's sonewhere in here. \What -- and
agai n, through the eyes of a person of skill in the art,
my specul ation and guess is they would have been
intrigued by a nmethod that purported to solve the problem 10:54: 41
of GC-rich ends.
Q And so in the '394 patent, did you identify the
solution for the problemof GC-rich ends?
A. | think | did. Now, | nmean, you know, | stand
corrected. There are two patents and, you know, |I'm 10: 55: 01
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confident that it's in one or the other. | couldn't tel

you, as | sit here, that's in -- which one are we in now,
the '033?
Q W'reinthe "394. 1'll represent to you that
the specifications are essentially the same. But we're 10: 55: 15
tal ki ng about the '394 patent.
A Oh, it is. Sorry.
Q Can you point ne to where that solution is
| ocat ed?
A Well, it's way back. It will be perhaps in sone 10: 55: 24
of the exanpl es.
Q Well, I'll let you reviewit and point me to a
secti on.
A. Can | nove this around?
Q | think you should be able to download it on 10: 55: 34
your own.
A. Oh, okay. |I'mlooking at the transitory thing.
I"mgoing to go backwards. Okay, well, I'mnot getting
anywhere here.
I'm | ooking at your screen; correct, currently? 10: 56: 01
Q  Yes.
A. Oh, okay. Well, if I'mlooking at your screen
can we go back to the beginning of the patent?
Q Certainly.
A. Let me see if I can find some clues to this. 10: 56: 15
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Per haps the best way, if we just wal k through and |'1]1
see what we're tal king about.

Ch, unfortunately, it's all cockanan e here.
Are we -- if you could just go up to the next page, |
think we just skipped through it. Up a wee bit nore.
This is difficult. Perhaps, if you do find GC-rich that
m ght hel p us.

That can't be. That's got to be GC-rich
sonmewhere, surely. |Is it sensitive to capitals?

Q It mght not be OCR d and..

A. It mght be GC dash rich. Did you do
"enrichnment"?

Q | searched for "rich," and it was searching for
things with the spacings.

A. | understand.

The section I'"mreferring to, which I'mvery
confident is in here sonmewhere, is a novel, in ny mnd,
i nnovative method to deal with GC-rich ends.

Yeah, we're getting close now Yeah, sorry.
Can you go -- what page is -- the top of 49?

Okay. We're definitely in the right place now
Okay. Let nme try and think of sone | anguage that woul d
narrow this down.

In essence, the nmethod was contrary to what a

person of ordinary skill in the art might expect. The

10: 56: 37

10: 57: 33

10:58:12

10: 58: 36

10: 59: 15
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met hod was to actually performa heat step at a high
tenperature, which is, in fact, not what one woul d think
of in terms of dealing with a GC-rich end.

So this was a very, to ny mnd, innovative
techni que that -- seriously, | studied this at sone
depth. O her investigators a couple years later clained
that they had discovered this self same nethod.

Unfortunately, as I'mlooking at this page, I'm
having difficulty seeing exactly where this is. There's
so nuch. ..

Ckay. So it's "high GC content" would be the

key here. One of the unfortunate things about these

10: 59: 37

11: 00: 01

exercises is | probably have this penciled or highlighted

in my original copy, which I obviously don't have before
me.

Three independent work flows. Where are we?
Li gated, validated, nm xed thoroughly (inaudible) --

THE REPORTER: Excuse ne. Counsel, | need to
get everything that's said down.

THE WTNESS: |'msorry. | apologize. This is
just me rambling when I'mtrying to find sonething in a
document .

Ah, here we go. Top of page 50. The sanple
pl ate was heated at 65 degrees -- or were not heated.

Okay? That's where we're getting at it. That's --

11: 00: 23

11: 00: 44

11: 01: 17
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that's the trick.

Q I'msorry, where are you referring to?
A. I'mat the top of page 50 on the right-hand
colum. And what |'m presuning is -- yeah, okay. Wit a
m nut e. 11: 01: 27
|"mafraid you'll have to take nmy word for it,
but there is in here we may -- perhaps it's over the page

yet again. (Reading).

I would be happy to review this at ny |leisure

and provide you with the -- the place in this patent of 11:02: 25
which | speak. Currently, |I'mvery confident that in
here somewhere -- ah, wait a mnute. W'Il|l have sone

di scussion here.
| GC content, sequence and reactions perform
poorly. Blah, blah, blah, blah, blah, blah. Standard 11: 02: 45
enri chnent.
OCkay. In short, the trick was that contrary to
what one woul d anticipate, one would think if you ran a
hi gh-tenperature reaction that this would favor GC
content; right? Because the ends would stick together. 11:03: 17
It turns out that the novel thought here was if
you run at a high-reaction tenperature, the AT ends will
be nelted away, and that's the only ends that you wil
have that are avail able for whatever enzymatic reactions
you're anticipating, which typically nmght well be 11:03: 36
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|igation of adaptors or whatever

The GC-rich material, instead of being the
mnority, will now becone the majority of the nolecul es
that participate in the reaction

I'm happy to identify that for you under a
di fferent situation when | go back to ny origina
document and find the highlighted area.

Q That's fine. Just to be clear, so that's

your -- that's your recollection of --

A.  Uh-huh.

Q -- the synergy we're seeing in the patent;
correct?

A.  Yeah.

Q Oay. So if we turn back the to claim--

A.  Yeah.

Q ~-- is that solution required by any el enent of
claim1l of the '394 patent?

A.  That innovative method would certainly
contribute to the success of a whol e-genone-sequence
exerci se.

Q Is that method required by the
whol e- genone- sequenci ng exercise in claim 1B of the '394
pat ent ?

A. Well, you know, that's -- I'msensing that's a

| egal and science question. Okay?

11: 03: 51

11: 04: 07

11:04: 14

11: 04: 31

11: 04: 46
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Woul d the whol e genone sequenci ng proceed
wi thout that? Perhaps to a linted degree. Wuld in
using this particular assay enhance your ability to
perform whol e genone sequencing, i.e., perhaps
requiring -- in other words, getting you -- sorry, let nme
re -- let me strike that.

It will enhance your ability to perform whole
genone sequencing. It may not be absolutely necessary.
I n other words, whol e genonme sequencing will proceed
wi thout that, as is obvious, since aspirations towards
whol e genome sequenci ng were occurring before this
i nnovative method, but it would certainly enhance.

It would ensure that a GC-rich end is a higher
proportion of the mol ecul es that one was | ooking at,
whi ch was a traditional call.

Q But you don't know one way or another whet her
solving that GC-rich end problem was required by the term
"whol e genonme sequencing" in the '394 patent; is that
correct?

A. M testinony is that a person of skill in the
art intrigued by this claimthat nmentions whole genone
sequenci ng woul d, in displaying much nore skill than
have in finding things, go to this patent and ask
thensel ves, "Gee, what's different here? What are they

doi ng that hasn't been done before?" And then would

11: 05: 06

11: 05: 22

11: 05: 44

11: 05: 56

11: 06: 17
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find, much better than | did, this innovative method
which is counterintuitive to what people had thought
before, which is, of course, the hallmrk of a discovery.
Q But you can't tell me one way or the other
whet her the reference to whol e genone sequencing in
claiml refers to those aspirational methods you
identified before or the purportedly approved nethod of
Personalis; correct?

A. VWhat | can tell you with great confidence is

11: 06: 40

that one m ght have expected the inventors to forrmulate a 11: 06: 53

clai maround that particular nmethod. But as | said,
don't know anyt hi ng about | egal peregrinations, and they,
for whatever reason they decided not to make that a
formal part of the claim | could only specul ate.

Q Right. This claimdoesn't specifically require
that GC-rich end i nprovenent that you just referenced;
correct?

A. Again, to repeat: It would be nmy understanding
that a person of skill in the art would | ook at this
claim and they woul d ask thensel ves, as anyone woul d,
"What's different here?" And they would go to the
nmet hods that have been perforned and say, "Ooh, that's
different. That's new." That will make a significant
contribution to the whol e genone sequenci ng exercise

since it has been known since the very beginning that

11:07: 14

11: 07: 30

11: 07: 52
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GC-rich ends are a problem
The fragnment with a GC-rich end does not arrive

into the library as efficiently as a nolecule that has an

AT-rich end.
Q And just so | understand correctly, it's your 11:08: 11
testinony that a person of skill in the art would see the

term "whol e genone sequencing” in the claimand then | ook
to the specification to see if there were any innovations
surrounding it; is that correct?
A. Correct. 11:08: 24
Q And other than this concept of GC enrichnent, do
you see any other innovations reflected in claim1?
A. Well, you know, | think frommy perspective --
you know, |'m a biochenist, and so ny perspective is
going to be shaped by problens that I'mvery well aware 11:08:43
of and also when | see a solution that is innovative.
| am sure set forth in the nethods and
approaches and angles, these are all very sensible and
adm rabl e things to do.
| guess to put it a different way, what | see 11: 09: 10
here that's different, that's clearly different, w thout
going into details, is that in the previous world,
everyone had used the sane approach, pretty nuch the sane
machi ne, nmaybe difference between two machi nes, and al
doi ng the same thing. 11: 09: 29

Page 79

Veritext Lega Solutions
Caendar-CA @veritext.com 866-299-5127

Foresight Ex 1083
Foresight v Personalis
IPR2023-00546




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

And a person of skill in the art would watch
this and say, "Everyone's doing the same thing in the
same way with the same machi nes, and they're al
wondering why things aren't noving forward."

A person of skill in the art would | ook at this
patent and say, "Oh, these guys, yeah, | like this."
They are saying let's not do everything the sane way
every single tinme. Let's have bespoke nethods that
address particular problems, and let's do a variety of
those and conbine them and we'll need sonme conputer
analysis to facilitate all of this, but, gee, this is an
interesting way to go.

Q  When people were perform ng those sanme net hods
with the sane nachine in the sane way before the
Personalis nmethods, they referred to those nethods as

whol e genone sequenci ng; correct?

11: 09: 42

11:10: 00

11:10: 15

A. Well, you know, | think you're well aware that's

a central question in our discussion today, and | would
refer you to the Board very helpfully provided a
construct, which fromny scientific perspective, allows
us to test that notion.

They actually say: "Here is what we think it
is. Can you apply this to anything you' re interested in
as to whether this is indeed whol e genone sequenci ng?"

And | would point out at this juncture, there's

11:10: 33

11: 10: 48
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a difference between the verb of doing whol e genone
sequenci ng and obtai ning a whol e genonme sequence.
There's a subtle difference there.

Q And so does the claim claim1 of the '394

patent, does that use the verb of conducting whol e genone 11:11: 06

sequenci ng or does it require obtaining a whole genone

sequence?
A It says -- let me see now -- "yield comprising a
sequence." So in other words, what it's saying is:

You're acting on this process, but you should eventually
wind up with a sequence.

Q It's inportant to be precise here.

And so claimlimtation 1B says: "Conducting a
first sequencing assay on said first subset of nucleic
acid molecules to yield a first result conprising a first
nucl ei ¢ acid sequence.”

A.  Uh- huh.

Q "VWherein said first sequencing assay
comprising"” -- "conprises a whole genone sequencing. "

A. Yeah. M interpretation of that is it's
instructing you to go forth and indulge in whole genonme
sequencing with the result that that nucleic acid
sequence will, indeed, conprise the whol e genone.

Q The result has to be the sequence of the whole

genonme; correct?

11:11: 22

11:11: 40

11:11:52

11:12: 12
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A. Well, yeah. And again, this is the area of
maj or controversy, and we're best to discuss this in
light of the construction that the Board has suggested
t hat we use.
Q | just want to get an understandi ng of your 11:12: 24
testi nony.
A. M testinmony is that when we discuss whole
genone, we should have the Board's construction in m nd
Q I'mtrying -- I"'mtrying to understand how you
approached this. 1'mjust going to ask you agai n about 11:12: 40
your understandi ng of claim 1B.
It's your testinony that whol e genone sequenci ng
in claimlB refers to a result that is the whole genonme
sequence; correct?
A It -- yeah. | would say it's an exercise in 11:12:56
which the aspiration is to obtain a whole genone
sequence. But everything |'m saying currently depends on
how we vi ew t he whol e genone sequence and how we are
going to define that.
And again, the Board has provided | think a 11:13:18
remar kably useful construct, which in ny mind is sinply a
test of whether one can apply that termto whatever
material we're | ooking at.
Q Let's try again.
I n your opinion, whole genome sequencing in 11:13: 34
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claiml1B is

not a verb; correct?

A. Wiy don't you ask that again.

Q The term "whol e genone sequenci ng,

when used in

claim 1B of the '394 patent, is not a verb; correct? 1Is

that your testinony? 11:13:55

A. M testinmony is that the claimindicates that if

one indulges or intends to perform whol e genone

sequenci ng,

perform ng that act, the expectation fromthe

claimis that one should wind up with a sequence that, in

fact, conpri

expect ati on.

Q Right. Can you answer fairly "yes" or

and the answers are "yes, no,

ses the whole genone. That's the 11:14: 21

no- --

or "I can't answer fairly

yes' or 'no, the term "whol e genone sequenci ng," when
used in claimB -- claim 1B of the '394 patent, is not a 11:14: 36
verb. "Yes" or "no"?

MR. LUMAN: Asked and answer ed.

THE W TNESS: | would concur that |'ve already

di scussed this. And you're asking nme whether "whole" is

a verb, "genome" is a verb, or "sequencing" is a verb? 11: 14: 54

Q BY

MR. KRAUSE: Your previous testinony was that

the term "whol e genome sequencing" can refer to a

sequence or

it can be used as a verhb.

And nmy question for you is whether "whole genone

sequenci ng"

in claimelement 1B is used as a verb or not? 11: 15: 06
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A. You're distorting ny testinmony. I|I'mreferring
to the fact that "sequencing" is a verb. It is an
action. |It's an action that one performs in this claim
with the expectation and result that what one does at the
end of the day will conprise a whole genone.

And again, | put in the caveat that we have not
yet agreed upon even the construct that the Board has
suggested woul d be a very useful test for us to find out
where "indeed," this is what we think it is.

Q Al right. Well, let's try it with your
clarification, then.

In claimelenent 1B of the '394 patent, is
"sequenci ng" used as a verb?

A. The word "sequencing" is a verb

Q Al right. So you wanted to talk about the
Board's construction. So let's go there.

Is the screen share working for you, Doctor?

A. Yes, it is. Thank you. It's really -- it's
very helpful. 1It's nuch nore hel pful than me wandering
t hr ough.

Q Let me just pull up -- I'mgoing to pull up the

Board's institution decision.
On page 22 of the '394 institution decision, and
you will see the Board's prelimnary construction is that

whol e genone sequencing, as used in claimstep 1B neans

11:15: 30

11: 15: 48

11:16: 28

11:16: 46

11:17: 43
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"a non-targeted approach to sequencing all or al nost al

of a genonme." Correct?
A. Yeah. | would prefer if we could go back to ny

decl aration since that is saying, | think, exactly the

sane thing. 11:18:04
Q This is the Board's institution. 1Isn't correct?
A I'"mjust a skeptic. | always like to

doubl e- check.
Q Well, would it be nmore accurate in the Board's
decision or would it be nore accurate in your 11:18: 15
decl aration?
A. Well, 1'"mhoping they're going to be the sane.
That's my hope and expectation.
Q If we | ook at paragraph 50.
A.  Yeah, there we go. | think that is the sane, 11:18:28
yes.
Q And you agree with the Board's construction?
A. | agree that this is a very useful test that the
Board has devised, particularly in view of the scientific
guestions that |I'm being asked to opi ne on. 11:18: 47
It really is very, very useful for me to be able
to opi ne whether any particular prior art is whole genone
sequenci ng.
Q So there was sone hesitancy there. So do you
not agree with certain aspect of the Board's -- 11:19: 06
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MR. LUMAN: M scharacterizes testinony.
THE W TNESS: Yeah, | would hesitate to describe
my speech as hesitant. That's just an idiosyncratic
aspect of ny character.
| believe very firmy that this is a useful 11:19: 21
construct to enable us, and me specifically here, to test
whet her any particular material that | |ook at
corresponds to whol e genonme sequencing as the Board has
constructed it in their w sdom
And | think this is a very, very useful 11:19: 41
construct or in scientific |anguage, a very, very usefu
test.
Q BY MR KRAUSE: Do you agree with the Board's
construction or not?
A. | think I've already answered that question. 11:19:55
Q | don't think you have and try again.
MR. LUMAN: M scharacterizes testinony. Asked

and answer ed.

THE WTNESS: | didn't hear that.
Q BY MR KRAUSE: Well, let's | ook at paragraph 52 11: 20: 07
of your declaration, you wote: "l agree with the

Board's construction of whol e genonme sequenci ng as used
inclaimlimtation 1B."
Did | read that correctly?
A.  Yeah. 11: 20: 18
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Q Do you stand behind that testinony?

A. | agree with their construction, and | added
something to it in terms of converting this fromlega
| anguage to scientific |anguage. | added a scientific
| anguage piece which in my world neans they have
constructed a very useful test, so that we can | ook at

materials and say, "Yeah, this is it," or "no, this is

not."

Q And so if we |look specifically at the part of
the Board's construction that tal ks about sequenci ng
al most all of the genome, did you consider what

percent age of the genome is sufficient to be al nost al

of a genone?

11: 20: 34

11: 21: 06

A. Yes. | nean, that question certainly came to ny

m nd perhaps during the formulation of the decl aration,
but it wasn't really clear to ne it would becone a

pressing issue. But | certainly have reflected on one

knows what "all" is. The key question -- and you're
absolutely correct -- is: "Wat does one regard as
alnost all?" So | have reflected on that.

Q Al right. And did you provide a guide point or
endpoi nt for what "alnost all" is?

A.  1'm happy to provide that now. Sorry, | was

being a bit obtuse there. That nagic nunber is not

presently in the decl aration.

11:21: 24

11:21: 46

11: 22: 06
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Q It's not presently in the declaration?

A. Correct.

Q And you' ve subsequently -- and it's your
testinony that you've subsequently come up with an
endpoint for that?

A. | have subsequently done what | think is
appropriate background research with the aimof at |east
provi ding a guidepost. Nothing is absolutely definitive,
but | think it's a useful guidepost.

Q Well, instead of -- instead of thinking about it
as a percentage, maybe -- maybe | can ask a question
about how many base reads must align back to a referenced
genone to satisfy the requirements that, quote, al nost
all of the genome is sequenced?

A Well, why don't you do this? Wy don't |
provide to you what |I'mthinking, and we can see whet her
that fulfills your expectations.

Q So sitting here right now, the -- the guide

point for alnost all of the genone that you created, what

is that?

A. | don't understand that question.

Q Let me -- it wasn't a good question so let ne
try again.

So you've stated that you have -- since filing

your declaration, you' ve done further analysis and

11:22: 14

11: 23: 59

11:24: 18

11:24: 41

11: 24: 55
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determ ned an endpoint for what constitutes "al nost al
of a genone."
I's that your testinmny?

A. M testinmony is that |'ve thought earnestly
about this question and | ooked at various sources of
information so that | can forma consensus in ny nmnd.
But inmportantly, | think it should also reflect a
consensus of academic findings in the field and al so what
ot her experts would regard as "alnost all."

Q \What is the consensus that you' ve formed in your
m nd for what constitutes "alnost all" of the genome?

A. And if you'd indulge ne for a nonent, | think it
is very inportant, and | think this is what you were

trying to get at. It is very inportant that we're both

on the same page. But when we're tal king about "al

"alnost all,” we are, in fact, tal king about coverage.
Okay?

And it's unfortunate -- and | amguilty of this,
too -- that sonmetimes we use "coverage" in different
context. And the coverage | amtal king about and about
to talk about is the coverage not that has been -- well
et me strike that so it's not confusing.

The coverage | amtal king about is the rea

coverage. |In other words, one perforns a sequencing

anal ysis and then one checks, and one can check as one

11:25: 14

11: 25: 41

and 11: 25: 56

11:26: 11

11: 26: 31
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goes along. One checks, for exanple, each segnent of the
genone, even indeed each base pair of the genonme, and
ascertains, "Yes, | have a read that corresponds to this
| ocation."

That exercise is what one does if one wants to
find out the actual real coverage that occurred during
your mani pul ati ons.

Now | want to nmake it very clear, because we
di scussed this in the declaration really in a different
context, but we did discuss it in the declaration

And | apologize. | knowit's my declaration.
It's an old habit. Wen I'mtal king about what the |ab

did, it's always "we." It is ny declaration.

But in any event, there's a |l ot of discussion in
my decl aration about sonething that | nuch woul d prefer
we refer to as depth, okay? So that we are not confused.

Again, there are occasions where I'mreferring
to coverage, but this is coverage that one determ nes
prior to commencing sequencing. It is the depth that one
wi shes to go to.

Does one want to use a one-tines depth or, for
exanpl e, the history standard at this tine, a 30-tines
dept h.

So I'mgoing to endeavor -- and | may well nake

m stakes -- but |1'mgoing to endeavor to keep using the

11: 26: 49

11: 27: 07

11:27: 24

11:27: 45

11: 28: 01
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phrase "depth" when I'mreferring to what one does when
one sets up a sequenci ng experi nent.

One says, "Ooh, this genone is 3.1 billion

bases. So, gee, 1'd better make sure that | sequence at
least 3.1 billion, but, you know, that would be sailing
very, very, way, way, way too close to the wind. 1'd

better make sure | have enough resources, equipnent,
what ever, time, machines, to make sure that perhaps |
sequence 30 tinmes that would be a good idea."

Now | ' m saying all of that just so we're very
clear that I'mreferring to the Lander theoretical depth
equation, which is sinply a way that an individual says
"how much stuff do | need." It doesn't in any way
predict what will actually happen. It rests upon an
assunption that every segment in the genone can be

equal |y sequenced and has an equal opportunity.

11: 28: 23

11: 28: 42

11:29: 01

That is nostly clearly not the case. But that's

what that equation rests upon
And again, let me repeat. | will try and

endeavor to refer to that as depth.

11:29: 21

Now what we're currently discussing and assum ng

and hoping is coverage, which is an enpirical thing.
It's not a theoretical thing. |It's not an anticipated
thing. It's where you actually go and | ook and say,

"Hey, wow, we covered X percentage of all the bases in

11: 29: 37
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the genone." Right?

So fromreviewing articles and results, and
found the nost informative aspect to this, as it turns
out, the experience of M. West, who | becane not
famliar -- we've never net. | becane famliar with
his -- | would tacitly say "struggles" in the sense of
wanting to use a whol e genonme sequence, he elicited and
outsourced to Illumna. In this tinme frane, probably the
best place to go.

And so my consensus understanding -- and this is
something | will use as a guidepost -- is sinply what
[1lTumna itself was saying at the tine.

And what they were saying is if you conduct --
and | guess you could put it this way: |f we conduct a
sequenci ng analysis for you to the best of our ability
usi ng perhaps 30 tinmes depth, and we sequence | ess
than -- sorry, |I've got to be very clear -- and we cover
| ess than 90 percent of the genone, then we do not view
this as a whol e genome exerci se.

So in nmy mnd, the "alnost all" part of that
statenent would be that if you are |l ess than 90 percent,
it ain't a whole genone. And |I'mrelying very heavily
upon Il lum na. And of course, they would know. They are
routinely carrying out this exercise every day in many

different circunstances with many different individuals

11: 30: 04

11: 30: 29

11: 30: 47

11:31:12

11:31:33
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and are aware of all of the caveats that one needs to be

awar e of.

And

that integrated wi sdom which | accept, and

I woul d suggest a person of ordinary skill in the art

woul d accept,

in fact is a

because it turns out that that 90 percent 11:31: 50

value that you see in the academ c research

literature and sone -- in fact, indeed in one of the -- |

think it's in one of the prior arts that your side has

suggested we

And

shoul d | ook at. That coincides.

so as | sit here today, given the year 2011, 11:32:10

which I think is what we're tal king about, in the 2011,

2012 era, to

me, that seens |like a very useful guideline.

Q Are you finished?
A. | think so.
Q Okay. So the answer to the question of what is 11:32: 31

t he consensus that you formed in your mnd for what

constitutes al nost all of the genone, the answer to that

guestion is 90 percent; correct?

A. 90 percent coverage. And again, |I'm
stressing -- although | do suspect you understand what 11:32:55
|'"msaying -- |'mstressing again coverage as it is

enpirically determned, not as it's theoretically

determ ned or anticipated or -- yeah, let me just |eave
it at that.
Q So alnost all of the genome nmeans 90 percent 11: 33: 12
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enpirical coverage; correct?

A.  You are putting together these two things.
Illumna is saying: |f you performa DNA sequencing
exercise and it covers greater than 90 percent, we as
experts in the field -- and | concur with them-- would

regard this as whol e genone sequenci ng.

11: 33: 33

It woul d appear to nme that the Board, indeed, is

del i berately inviting, in this very useful construct,
soneone to cone up with a nunber, and indeed, that is
what you asked. And this is a nunber | have cone up
wi th.

Now t he second point I'd like to make and
enphasi ze in our likely future discussions is this is a
two-part test. The Board says, "Okay, it's got to be a
non-targeted approach, and it has to sequence all or
al nost all of the genone.™

I just want to put on record right now that if
it is a targeted approach, then according to the Board's
construct, whatever material you are |looking at will not
fulfill this criteria.

Q Did the 90-percent number change over tine?

11: 33:53

11: 34: 08

11: 34: 25

A. I'mtal king about -- yeah. | nean, | conpletely

appreciate -- and | think the Board is extrenely
i nsightful here -- is that they are well aware that al

of this is a noving target. They are well aware, and

11: 34: 43

Page 94

Veritext Lega Solutions
Caendar-CA @veritext.com 866-299-5127

Foresight Ex 1083
Foresight v Personalis
IPR2023-00546




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

it's part of the -- one mght alnost say guilt conpl ex of
genomi ¢ scientists, that when the human genone was first
reveal ed was a huge step forward with lots of buzz words
and lots of publicity and flashing |lights.
I would say the vast majority of people skilled 11:35:08
in the art understood that this was nothing |like the
compl ete version. And there have been subsequent
versions over the years, and to be fair, in ny
appraisals, | have confined nmy opinions to opinions to
del i berations on the genone, as far as | can tell, the 11:35:31
referenced genonme that the various investigators and the
various bits of prior art that we're certainly likely to
di scuss very soon were using.
It is the case in sonme cases that the
i ndi viduals doing the prior art were using an out-of-date 11:35:48
reference. But | totally understand. Wrk often happens

two or three years before publication, and so perhaps,

you know.

I"'mvery -- | would like to indul ge everyone
with the best optimstic picture that | can. So |'m not 11: 36: 09
going to be quibbling about, well, this was here and this

was there. People did experiments to the best of their
ability.
Q And to understand your 90-percent nunber, if one
achi eved 100 percent, that would constitute sequencing 11: 36: 28
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every base of the known referenced genone in 2011; is
that correct?

A. If -- again, you' re using both the Board's
definition and the -- and the scientific assay, if one
conducted a sequencing exercise, and if one then | ooked
to see whet her each base, colloquially speaking, had a
read hanging over the top of it, okay? And that was
certainly the case in every single base, one would
describe that as 100 percent.

Now t hose of us in science know that zero and a
hundred percent are often quite difficult to conpletely
define. | suspect there's a whole Armageddon of | ega
argunents about what zero may be and what 100 percent may
be. Ckay?

So obviously, it may well about that there are
di scontinuities and general discontinuities. Let ne give
you an exanpl e.

There may be an individual, okay, who in one in
intron of a gene has a remarkabl e addition of four to
five nucl eotides, which may even have occurred
somatically; right? And that nmay not register in the
referenced genome. And so there's a bit of a conflict
there. \What's the right reference; right?

Now i f one was to be scientifically accurate, if

one was doing this exercise in testing the extent of

11: 36: 50

11: 37: 11

11:37: 29

11:38:15

11: 38: 15
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coverage, in other words, how successful the sequencing
was, the referenced genone that one was using would have
to be the same as the individual that you were testing.
That's the only way you could elimnmnate discontinuities
bet ween the reference and the individual. Human sequence 11:38:31
vari es between individuals.
So | would put it to you that that rather
unusual situation, of course, which is someone unlikely
in the real world, would be the only environnent where
you could be very rigorous about the assignations between 11:38: 45
reads and bases.
Q Okay. But you deternmined the nunmber 90 percent
based on, anmpng other things, Illumna data. And so if
you wanted to derive that nunber in the forrmula, .9
equal s X over Y -- 11:39:12
A.  Whoa, whoa, whoa, whoa, whoa, whoa. | just took
careful pains to point out to you we're talking about two
different things there, apples and oranges.
If you're referring to the formula, and I'm
suspecting you're referring to the Lander fornula? 11:39: 28
Q I'mnot referring to the Lander formula. |If
you'd just let me ask the question
Your testinony was since your decl aration,
you' ve pondered the question further, including in |ight
of M. West's experience and Luna's experience, and 11:39:42
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determ ned that the threshold for alnmost all of the
genonme was 90 percent; correct?

A.  Cover age.

Q  90-percent coverage?

A.  Uh- huh.

Q And to determ ne whether or not sonething is
90- percent coverage --

A.  Uh- huh.

11: 39:53

Q -- you defined the nunmber of the bases that were

read by some nunber Y. And nmy question for you is: \What

is the number Y in that equation?
A.  Oh, no. No, no, you don't need to know Y.

The exercise of coverage is inspecting. Let's

11:40: 03

i mgi ne for a second you start off with nucleotide one in

the human genone. You're |ooking at that.

11:40: 24

You have an alignnent. Hopefully, you have read

that aligns to that, okay? |If there's at |east one read

aligning to that nucl eotide nunmber one, great. We've

covered nucl eotide nunber one.

Move to nucl eotide nunber two. Is there a read

above that? Fromwhat |'ve just said, | think it's kind

of likely, unless the sequencing read was extrenely
short. And you woul d say, "Ah-ha, covered."
Move on to the next one. Covered. Move on to

the next one. And in that way you determ ne the

11:40: 43

11: 41: 00
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per cent age.
So you will come across a nucl eotide, you | ook
above, "Ooh, there is no read, uh, negative."

Q And the alignment is to a referenced genone;

correct? 11:41:12
A. Correct. That is -- that's a technical problem
as | just elucidated. There can be sone anbiguities
there. And in fact, this was apparent in sone of the
prior art that | reviewed.
Q And so in the alignnment of the referenced 11: 41: 28
genone, you referred to aligning to, for exanple,
nucl eoti de one, nucl eotide two, nucleotide three,
et cetera. How many nucl eotides are you trying to align
t he obtai ned reads to?
A Well, the -- we have to now tal k about specifics 11:41: 41
and specific investigations and specific papers. |I'm
quite happy to nove to that phase, but obviously, it
depends whi ch referenced genonme particul ar individuals
were using at the tine.
Q Well, how many nucl eotides were in the 11:41:59
referenced genones that were being used in the 2011 to
2012 tine period when the patent was filed?
A. Well, as | nmentioned, strictly speaking, the
reference to human genone is HGL9. Now as it turns out,
| think we're likely to be discussing the Leary paper, 11: 42: 17
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and as | already indicated, the Leary paper, the
referenced genone was HGLl8, which --

(Reporter clarification.)

THE W TNESS: Now they used HGL8. |In fact, HG19
had been rel eased certainly by the time that they
publ i shed their paper

But I -- you know, |'mnot going to be difficult
about this. Okay? | think it's entirely reasonabl e that
per haps they were working off HGL8 and they probably
started there and didn't want to change. All of this is
under st andabl e.

What you're actually asking ne is: Wat do
peopl e think the size of the HGL8 genone is. Would that
be correct?

Q Yeah, let's start there.

A. Okay. The size, according to fol ks who
distribute this referenced genonme, is 3.1 billion bases.
Qoh, base pairs.

Q Your testinmony is that the size of the HG18
referenced genone is 3.1 billion base pairs?

A. Correct.

That's not ny testinony; that's what the NH
genone fol ks sai d.

MR. KRAUSE: Pull up an exhibit.

THE W TNESS: Do we have to enter this as a new

11:42: 47

11:43: 03

11:43: 16

11:43: 36

11:44: 45
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exhi bit?
MR. KRAUSE: Yes. I'mworking with the
technol ogy, if | can.
MR. LUMAN: Sure. | appreciate it.
THE WTNESS: | didn't want to spring that on 11:44:54
you. Should | have perhaps provided that?
MR. KRAUSE: No, no, no.
(Exhi bit 1209, Genone Assenbly NCBI 36, was
mar ked for identification by counse
el ectronically.) 12: 29: 40
Q BY MR KRAUSE: AlIl right. So Exhibit 1210
shoul d be uploaded to the Exhibit Share. | have it up on

the screen, if you can see it.

A.  Uh- huh.
Q And this is the NIH entry for the HGL8 genone; 11: 46: 35
correct?

A. Well, yeah, you Googled it, yeah.
Q Al right. And so you refer to the genone size
of 3.1 gigabases; correct?
A. Correct. 11:46: 49
Q And then it refers to sonmething called the
"total ungapped | ength" bel ow that.
Do you see that?
A.  Uh-huh.
Q And that's 2.9 gigabases? 11: 46: 55
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A.  Uh-huh.

Q Do you have an understandi ng of what the
ungapped length refers to?

A.  Yeah. The essential problemin assenbling the
human genonme is that there's gaps. What this is, is this
is the greatest distance, which is kind of inpressive --
we can go now without actually com ng across a gap

Q And is it your testinony that when determn ning
the enpirical sequence coverage, that the appropriate
denonminator is the 3.1 gigabase nunber as opposed to the
2.9 gi gabase nunber?

A. Yeah. W're talking generically here, and we're
much better tal king about specific instances which |'ve
made a pronouncenent, which in other words, would be the
prior art.

But yeah, | would regard the referenced genone
as being 3.1 billion base pairs.

Q And you testified earlier that you revi ewed the
'394 patent carefully in preparing your declaration
correct?

A. As carefully as | could, yeah

Q And do you have an understandi ng of what
referenced genone | ength the '394 patent uses in its
exanpl es?

A. No, | didn't check that.

11:47: 05

11: 47: 24

11:47: 40

11:47:59

11:48: 08

Page 102

Veritext Lega Solutions
Caendar-CA @veritext.com 866-299-5127

Foresight Ex 1083

Foresight v Personalis

IPR2023-00546




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

a whi

br eak.

MR. KRAUSE:

e so | think

Al right. W've been going on fo

t woul d probably be a good time for

THE W TNESS: Sur e. Is this a lunch break?

MR. KRAUSE:

You're -- let's go off the record.

THE W TNESS: Oh, sorry.

MR. LUMAN:

the record.

Q

| unch,

The time is 11:48. W're going off

(Di scussion off the record.)

(Recess.)

THE REPORTER: Back on the record at 12:42 p.m

Dr. Furneaux.

A.  Thank you.

BY MR. KRAUSE: All right. Welcome back from

Can | -- can | just take this opportunity? Whe
I was at lunch, | took a nore careful |ook at the '394,
the thing I couldn't find.

So just to

of page 64 in '394,

l et you know, if you look at the top

t he paragraph starts: The micro

tubes were spun down -- sorry. | apologize |I'm so used
to doing it in the | ab way.
The micro tubes were spun down. | think that's

all we need to specify that paragraph. And you can see

there that this was where they discuss the trick. Heate

it at

65 degrees for five mnutes, which was the HG

r

a

11:48: 21

12: 42: 35

n 12: 42: 47

12:43: 04

d

12: 43: 29

Page 103

Veritext Lega Solutions

Caendar-CA @veritext.com 866-299-5127

Foresight Ex 1083
Foresight v Personalis
IPR2023-00546




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

which this is the | GCP sanpl e.
So that's -- that's the trick. And what
di sconcerted ne is we nust have bl own right through the
figures. This is outlined in Figure 8. And Figure 8 is
telling you about the problens of GCNs and the end repair
by DNA pol yner ase.
And | actually -- | think I identified this.
What confused ne was that the -- there was no nmention of
addi ng a polynerase. But, of course, conpanies like to
call their mxes various things, and that ERP m x or
solution and repair polynerase includes the pol ymerase,
which | regret to say, which is not the way we did things
in the old days, but that's why it fooled ne a little
bit. But that's what | was referring to.
Q That's what you were referring to as the GC --
A.  Yeah. Yeah.
Q And that's the one that's not reflected in the
clains of the '394 patent; correct?
A. Absolutely not. And yeah, why is it isn't, | --
you know, | couldn't say.
MR. KRAUSE: AlIl right. 1'mgoing to introduce
Exhi bit 1210.
(Exhi bit 1210, Sequence Coverage, was marked for
identification by counsel electronically.)

MR. LUMAN: We've already got a 1210. W just

12:43: 47

12: 44: 04

12:44: 26

12:44: 40

12: 44: 53
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did 1210. 1210 was the --

THE W TNESS: Yeah, NCBI.

MR. KRAUSE: | think that was 1209.

MR. LUMAN: | see that it's got a label. The
file name says 1209 in the ShareFile, but the transcript 12:45:13
said 1210.

MR. KRAUSE: So | think we can let the
transcript reflect that the exhibit nmarked 1209 is the
honmo sapi ens genonme assenbly. | mght have m sspoken on
the record, but could we make that clarification if 12: 45: 30
everybody understands that?
THE W TNESS: No probl em
MR. KRAUSE: And then 1210 was just introduced.
THE W TNESS: Yeah, yeah. Let me find it.
MR. KRAUSE: | can share the screen to help. 12:45: 45
THE W TNESS: Well, if you want to do that, it's
probably easier.
MR. KRAUSE: All right. Can you see the screen?
THE W TNESS: Yeah.
Q BY MR KRAUSE: Ckay. And so | just wanted to 12: 45: 56

revisit our discussion about --

A.  Uh-huh.
Q -- the 90 percent nunber for alnpost all of the
genone.
A.  Uh- huh. 12: 46: 05
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Q And | just wanted to see again, are you able to
tell me what nunmbers you would plug in for X and Y in
this equation to get to the genone?
A. Yeah. So let's make sure that we're talking
about the same thing. W' re tal king about an inspection 12:46: 19

assay that determ nes whether a residue is covered by a

read.
Are we agreed on that?
Q | believe so.
A. Ckay. And so here you're referring to Y being 12: 46: 45

the size of the genome in base pairs.
Q And what is Y?
A. VWhat is Y? Well, I'msure there's going to be
di scussi ons about what Y may or may not be, and what's
nore i nportant is what the investigators who were 12:47:08
carrying out the experinment m ght have thought it m ght
be.
Q So it's your testinony that Y varies depending
on the thinking and expectations of the investigators
performng the experinent; is that correct? 12:47: 21
MR. LUMAN: M scharacterizes testinony.
THE W TNESS: Yeah, | think that's
m scharacteri zing. Perhaps | was not clear enough.
There is certainly an instance | can think of in
which the investigators chose a value for Y rather than 12:47: 34
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reflecting upon what mght -- Y mght be. Let's put it
t hat way.
Q BY MR KRAUSE: Wthin the nmeaning of the
prelimnary construction for whol e genome sequencing in
the '394 patent, is there a fixed neaning for Y in this 12:47:52
equation when 90 percent constitutes al nost all of the
genonme?
A. Ckay. So the construct that the Board provided
nerely indicated nearly all, and what we're saying here
is 90 percent corresponds to nearly all. There isn't 12:48: 11
anything in the Board's construct that indicates how one
arrives at that nunmber which, for our purposes, is to
clarify what "nearly all" neans.
Q And you haven't identified a specific nunber for
what "all" is in order to deternm ne when 90 percent is 12:48: 30
al nrost all; correct?
A Well, "all" when we're tal king about percentages
is, in plain and ordi nary | anguage, taken to be
100 percent.
Q And so if we saw this equation, if 100 percent 12:48: 43
is the answer, what are X and Y?
A. You're asking me what is the value of X and Y
have to be to yield 100 percent?
Q Correct.
A.  One over one. 12:49: 00
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Q Well, how many base pairs would Y be to reduce
to one over one?
MR. LUMAN: I nconpl ete hypotheti cal

THE W TNESS: Yeah, | think you m ght want to

reframe that question. You just asked ne what 12:49:12
100 percent is, and if X equals 1 and Y equals 1, we have
100 percent.
Q BY MR KRAUSE: In the context of a whole genone
sequenci ng experinment with the '394 patent, how many base
pairs? 12:49: 26
A. No, no. No, no. | think I need to --
Q If you can't answer the question, that's fine.
MR. LUMAN: Let's get his answer.
MR. KRAUSE: He interrupted ny question so I'm
going to reask it. 12:49: 37
THE W TNESS: (Okay. So reask your question
Q BY MR KRAUSE: So you testified earlier today
t hat sequencing 90 percent of the genome constitutes
sequenci ng al nost all of the genone within the neaning of
the '394 patent. 12:49:51
And nmy question is: MWhat is Yin this fornula
when you're calculating it?
MR. LUMAN: I nconpl ete hypotheti cal
THE W TNESS: And a lot of things have been
conflated there, okay? |'mworking fromthe Board's very 12: 50: 06
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useful test construction and -- which is conposed of two

parts, okay? Targeting, non-targeting, and then nearly
or -- sorry, nearly all or all.

And what we're discussing now is what ny
conception of "nearly all" neans in this context. And
what we're tal king about is sequence coverage, not
sequenci ng. Sequence cover age.

And so what | have given to you is my thought

and opinion on what "nearly all" may nmean. And this is
substantiated by Illum na's experience, extensive
experience. |It's also substantiated by the work in the

field, in which it is felt that if one manages to do

90 percent. In other words, if one manages to show that

one has covered 90 percent of a particular genone, then
one has executed full genone coverage.

Q BY MR KRAUSE: And when you're deternmining th
particul ar genone, that varies from experinment to
experi ment.

Is that your testinmny?

A. There -- |I'mabsolutely sure that there's goin
to be sone controversy about what the exact size of the
genone nmay be. And the appropriate thing to do is to
| ook at the experinments which are supporting the case
that you fol ks are nmaki ng.

And while I'm saying that, | have not thought

e

g

it

12:50: 27

12: 50: 47

12:51: 09

12:51: 23

12: 51: 42
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was job or challenge to exam ne Personalis' data. M job
is to exanine the data that you are using via the prior
art to assert your argunments.
I was not aware of the fact that | am supposed
to be critiquing the data in the Personalis patent. 12:52:02
MR. KRAUSE: Move to strike as non-responsive.
Q During the break, did you have any conversations
wi th counsel ?
A. No. | busied nyself finding that little GC-rich
section. It took a while, I've got to think. 12:52: 24
Q Taking a | ook back at this Exhibit 1210, it's
your testinmony that in this equation, the value for Y
will vary from experinment to experinment; correct?

MR. LUMAN: I nconpl ete hypotheti cal

M scharacteri zes testinony. 12:52:59
THE WTNESS: | don't think I've said anything
about -- oh, sorry. Did you say Y or X?
Q BY MR. KRAUSE: | said Y.
A Y --
MR. LUMAN: Objection to form 12:53:11
THE WTNESS: -- may well -- well, let ne put it

this way: The real Y does not change. The size of the

human genome is a constant, perhaps varying very slightly

bet ween i ndi viduals and perhaps in disease conditions.

An extra chronmposone, for exanple, yes. But in general, 12:53: 30
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when people are working with hunman DNA, that is a
const ant .

Now, of course, since the human genome has, in
fact, only recently been conpletely conmpleted -- and one
m ght even argue whether that is the case -- there have
been iterations and ideas throughout the years. And ny
approach has been not to cone up with some generic
gui depost, but actually | ook at directly what the folks,
investigators in the prior art think, and thereby that
giving ne a way to evaluate this particular equation

Q BY MR KRAUSE: And so as of 2012, when the
patents were filed, or 2013 when the patent was fil ed,
the conpl ete human genome was not known; correct?

A. That's absolutely correct. | nmean, the --
that -- that saga has been going on until, perhaps sone
may argue the nmost conplete version was earlier this
year. Was it in January? The T-to-T version,

Tel omere-to-Tel onere? | suspect there nay well be
surprises yet in store.

Q And as of 2013, when the patent was fil ed,
you're not prepared to offer what the accepted val ue for
Y was at that tinme?

MR. LUMAN: M scharacterizes testinony.

THE WTNESS: Yeah. | -- | will say again,

have not studied the inplications of -- | have not

12:53: 49

12:54: 10

12:54: 48

12:55:11

12: 55: 28
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reviewed the data in the patent. | have not been asked
to review the data in the patent.

Q BY MR KRAUSE: AlIl right. Let's turn back to
your declaration, and we'll go to paragraph 82. ['Il let
you review it briefly.

A. The whol e paragraph?

Q It's short, so yeah, just have you read it all
A. Yeah. | think I've reviewed it sufficiently at
this point.

Q And so one of your opinions here is that
st andard whol e genome sequencing "failed to target
bi onedi cally interesting non-exom ¢ and exonic regions

and woul d performpoorly in certain regions of the

genone. "
I's that accurate?
A. Well, these are -- these are the words fromthe
patent. |I'msinply saying what it states.
Q Fair enough. | was just confirmng that | was

accurately readi ng your declaration into the record.

A.  Yeah.

Q And it goes on, and you cite sone passages that
explain that: "The problemwas that if a POSA used the
conventional nmethods many DNA fragments woul d either be
m ssed fromthe analysis or would be hard to sequence.”

Is that correct?

12:56: 03

12: 56: 31

12:56: 47

12:57:03

12:57: 19
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A. | think that's a fair appraisal. | would
probably add a little bit to that. |f a POSA used the
one-size-fits-all, standard road, standard prep, standard
machi ne, standard approach.

Q The standard approach for whol e genone 12:57: 35
sequenci ng that was in place before the patent; is that
pretty --

A.  Yeah. Not necessarily whol e genone sequenci ng.
The standard approach is for sequencing.

Q But this paragraph, you're specifically 12:57:51
referring to the sequencing of fragnents from whol e
genones; correct?

A. That's what's relevant to the aspiration of the
patent, but the |last sentence is really nore a genera
statenent. It was well-known to people in the field from 12:58: 05
the very early days of sequencing, when | used to do
sequenci ng nyself, and that is, yeah, there's problens
with fragments because of their structure.

And | guess the best exanple would be when they

have a GC-rich end, they m ght not even arrive in the 12:58: 24
library, and they woul d perhaps be a very snal
proportion of the total fragments, in other words,
nonuni form and therefore, would be hard to sequence.
They woul d not be well represented.

Q But in this paragraph, you're specifically 12:58:43
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referring to the way that the '394 patent taught to
i mprove whol e genome sequencing; is that correct?

A. Yeah, | am-- | amtacitly agreeing that they've
identified significant problens. It was well-known to
all persons skilled in the art that there were problens
t hat needed to be sol ved.

Q And | want to now go to the portion of the
patent that you cite at colum 69, line 49, to colum 70,
line 20. And | just want to understand the citation
I"mgoing to pull that up on the screen

And | think 49 is sonewhere in this table. So
think the citation probably was referring to exanple 10
starting at |ine 29.

A. Well, you can maybe help us out by actually
hi ghl i ghting the actual text that was quoted.

Q So |l believe it was colum 69, line 49, which
woul d be sonewhere down here in Table 10. So |I'm
proposi ng that perhaps it meant -- it was intended to be
29. 1'll try -- it's highlighting across the colum so
it's going to go a little bit beyond.

Starting there at 29 to colum 70, |line 20,
which is here

A.  Yeah, this section is about targeted sequencing.
That woul d appear to be an entirely different topic.

Q And that's ny question. This section is about

12:59: 01

12:59: 19

12:59: 37

12:59: 56

13: 00: 11
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targeted sequenci ng and not whol e genone sequenci ng;
correct?
A, Well, yeah, again, let me enphasize. There are

general problenms in DNA sequenci ng by any method, whether

it's exom ¢ or non-exomc. For exanple, | give again the 13: 00: 27

exanple of the GC-rich ends. That's a problemthat wll

be in fragments that are com ng from exonic regions,

intronic regions, non-coating regions. |It's a generic
probl em
Q It's a generic problem and this is the passage

that you cited in support of Personalis' inprovenents of
whol e genom ¢ sequencing; correct?

MR. LUMAN: M schar acteri zes the docunent.

THE W TNESS: Yeah. | -- that is not accurate.
Q BY MR KRAUSE: Well, is it fair to say that
colum 69, line 29, to colum 70, line 20, contain no

i nformati on about whol e genone sequenci ng?
A.  Okay, so let nme repeat.

What |'m saying here is that there are probl ens
in perform ng DNA sequencing, problens that need to be
solved. And this patent was offering at | east one
i nnovative method, in my opinion, that may sol ve an
exi sting problem

Q And the innovative nethod that you're referring

to is the repair of the GC ends that we tal ked about?

13: 00: 45

13: 00: 56

13:01: 11

13: 01: 28
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A.  Yeah, absolutely.

Q Take a | ook at paragraph 106 of your
declaration. Go to the two-page view. It didn't help
because there's a page break

So paragraph 106 begins in the top -- at the
bott om of page 70, it says: "As another example,
Meyerson has a table that summarizes 'whol e genone
studi es of cancer,'"
t he paragraph.

Is that fair?

A. Can | see paragraph 105? Okay.

So the general thenme here is we're now tal king
about Leary's pair approach, and there seens to be sonme
debate and di scussion as to whether their approach could
be regarded as whol e genonme sequenci ng.

And what |'m pointing out here is that you nay
well find a phrase "whol e genonme sequenci ng" used by
folks at different times, different places, whatever, but
that doesn't necessarily nean that it is whole genome
sequenci ng.

Q And so if | can understand that testinony
correctly in the context of paragraph 106, are you now
di sputing that the studies listed in Meyerson's Table 1
are whol e genone sequenci ng studi es?

A. Some may be; sone nmay not be.

13:02: 17

and then that table is reproduced in

13: 02: 31

13:02: 58

13:03: 17

13: 03: 30
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Q That's not a question that you investigated in
putting together your declaration?

A. In part, it can be. |If | can see that table.
It's very difficult for me to see the table clearly.

And then what's been a challenge is to remnd
nmyself which lab this is comng from COkay.

For exanple, Ley, et al., 2008, |'mpretty sure
that's the Ley paper that you're cite -- cited as prior
art.

Am | correct there?

Q That is.
A. It's coming from Mardis; right?

I think it's appropriate that that was regarded
as whol e genone sequencing. Let ne see if | can find one
that | can be sure just by looking at the title that |
think is not.

Yeah, | would -- | would -- of course, | stand
to be corrected, but | rather think the Canpbell paper
there, et al., which -- is this one the Stratton group?

Q So in your declaration, that's not an opinion
that you offered; correct?

A. |I'musing this as an exanple that sonetines
things are call ed whol e genone sequencing and they're
not. And here we have Canpbell being thought of as whole

genone sequenci ng by whoever wote this table. Was it

13:03: 47

13: 04: 05

13:04: 21

13:04: 42

13: 05: 03
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Meyerson? Yeah. And | would disagree that describing
Campbel | as whol e genonme sequencing is correct. | would
say that's in error.
I can understand how it got nistaken to be whole
genone sequencing. | can understand how it got 13: 05: 23
m scharacterized. Well, when | say "understand,"” | can
hazard a guess. But in my view, that is not whole genone
sequenci ng.
Q Al right. The Meyerson study was published in
about the 2010 time frane? 13: 05: 37
A. This is not a study. This is a review.
Q The Meyerson review was published in the 2010 to
2011 tine frame.
Is that fair?
A.  Yeah. This is not supposed to be a nenory test. 13: 05: 46
Can you show ne the Meyerson reference?
Q Sure. And this is Matt Meyerson. This is
during his tinme with Dana Farber or Boston?
You woul d know better than | do.
A. Sorry, | didn't nmean to inply that you should 13:06: 11
know. | just you may recognize that --
Q Matthew Meyerson?
A. Sorry. Yeah, yeah. Dana Farber. Yeah, so now
I know what we're tal ki ng about.
Q | said it was published in Cctober 2010; 13:06: 32
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correct?
A. Correct, yes. That's when it's published.
Q And it was a review of the know edge in the
field as of Cctober 2010; is that what a review article
is? 13: 06: 47
A. Yeah. I'mtrying this is Nature Reviews
Genetics. Yeah, it's a -- it's like where things are at
2010, at least in Dr. Meyerson's view
One does wonder how nuch of these statenents
became true, but that's a separate issue. 13:07: 14
Q Pull up Exhibit 1030, which is the Forshew
reference
A, Okay.
Q Are you able to see it okay?
A.  Your screen sharing is blocking out ny picture. 13:08: 02
I"'mtrying to figure out how | can track your image.
Q Do you want ne to zoomit out a little bit?
A. Yeah. |It's -- the problemat ny end. Your
screen sharing is taking up ny whole picture, and |I'm not
| ooki ng around for where | can -- yeah, if | shrink -- 13:08: 20
I"mclicking on your conmputer.

If | cone out of Zoom for a m nute. Hesitate to

do that. All right. [I'mgoing to have to come out of
Zoom unfortunately. |It's the only thing | can see here.
MR. KRAUSE: Let's go off the record for a 13: 08: 53
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second.
MR. LUMAN: O f the record at 1:08.
(Di scussion off the record.)
MR. LUMAN:  We'll go back on the record at 1:10.
MR. KRAUSE: All right. Thank you. 13:12: 11
Q And you're able to see the screen share now

showi ng Exhi bit 1030, the Forshew reference?

A.  Yeah, |I'm seeing you primarily, but I'm guessing
-- yeah, yeah. [It's just very snmall.
Q Did that help you -- 13:12: 25
A. | nean, on ny screen, your picture is huge and
the picture on the paper is small. Maybe if |I go to ful
screen.
Q | think that's probably an option on your end.
A.  Yeah, no, it is. It says exit full screen. [|I'm 13:12: 41

in full screen. Let ne see if I can pinch it in and
draw. No, of course | can't do anything with it.
It's -- oh, all right. Al right. W're good. |[|'mjust
about in.

Al right. | apologize to you. You're now 13:12:59
about one centineter square.

MR. KRAUSE: Probably better

THE WTNESS: All right. Sorry.

For shew, yeah.

Q BY MR KRAUSE: You have Forshew up now, 13:13: 09
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correct?
A Yep.
Q And this was a peer-reviewed article in the
journal Science Transl ational Medicine; is that correct?
A. Well, you know, I'mold school. So, yeah, peer 13:13: 23
reviewed woul d be strictly correct, yeah
Q And before this case, were you famliar with the
journal Science Transl ational Medicine?
A. Sadly, yes.
Q Wiy do you see "sadly, yes"? 13:13:41
A Well, | don't think this is the appropriate
forumto discuss this kind of thing, but I would say in
general, the papers that | find in Science Translation
Medi cine and -- well, you know
| independently fund nmy research so | can be 13:13:58
quite candid. Most of the things | find in science

journals are not exactly inspiring, and the rigor is

not -- is not apparent in their data. But that's just a
personal opinion. |I'msure it's a wonderfu
or gani zati on. 13:14: 15

Q And the authors of the Forshew paper were at the
Cambri dge UK Cancer Institute?
A.  Yeah, yeah. | nean, | recognize Carlos Cal das.
| had conversations with himyears ago. Bentley, |
recogni ze. 13:14: 31
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Yeah, that is a -- | nean, let nme say first and
forempst, this is a quality group fromwhom | expect
great things.

Q In fact, in your declaration you said that the
Cambridge UK Cancer Institute was "one of the npst

sophi sti cated sequencing | aboratories in the world at the

time."
Is that fair?
A.  Yeah, one of. | nmean, | think that's a genera
point. | think on that road of discussion, when we talk
about a person of ordinary skill in the art, | think we

do have to consider the environnent, too. And | would
certainly place this group and environnent as one of the
pl aces where one could actually do significantly big
t hi ngs as opposed to a person of ordinary skill in the
art who may be in the | ab next door, perhaps would be
much nmore difficult. | don't think even perhaps. It
woul d be nmuch nore difficult.

Q But when this outstandi ng group was
communi cating with the field, generally they would
comruni cate a consistent and accurate understanding to
the community.

Is that fair?
A. Well, | think, you know, when |I say "an

outstanding group,"” | think we have to be careful. |I'm

13:14: 44

13: 14: 56

13:15: 14

13:15: 34

13: 15: 41
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tal ki ng about the data they produce, in general. | nean,
there's al ways exceptions.

And the data is really the only thing that one
really needs to concern oneself with when one is
evaluating a group. |It's sad, but true in science,
especially these days, there's an awful |ot of buzz and
woo, including social nedia and all sorts of thoughts and
i deas that are spread around that perhaps are not
intentionally accurate.

Q In general, you think that the Forshew group
produced quality data.

Is that fair?

A. | don't know Forshew, but | certainly know
Cal das. Carlos inpressed me when | net him many years
ago.

Yeah, | woul d expect good stuff in terms of data
fromthis group, yeah |I'd expect themto nake a
contribution. But, you know, the proof of the pudding's
in the eating.

Q (lInaudible) -- in this case; correct?
A.  Sorry, what was that?

THE REPORTER: Counsel, | think you cut out.

All right. It looks like M. Krause is frozen
Shall we go off the record, Counsel?

MR. LUMAN: Yes, we can go off the record at

13:15:56

13:16: 35

13:16: 50

13:17:03

13:17: 28
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(Di scussion off the record.)

MR. LUMAN: Back on the record at 1:17.
MR. KRAUSE: Can we go off.

(Di scussion off the record.)

MR. LUMAN: Back on the record at 1:18.

Q BY MR KRAUSE: Dr. Furneaux, in your review and
study of materials in this case, you didn't identify or
cite in your declaration any retraction of any part of
the Forshew article in Science Transl ational Medicine;
correct?

A. Ch, no. No, no, no. There's none as far as
know. | don't know to what extent |1'd be aware of that
necessarily. What was our retraction?

Q | don't believe there was, but you didn't search
for one and you didn't identify one; correct?

A. That's not ny nornmal practice. | review a
paper, and it wouldn't be an efficient use of ny time, |
woul d assert, to do that.

Q Fair enough.

And you nentioned earlier you were famliar with
Mat t hew Meyerson. Are you faniliar --

A I'mfamliar with his work. [I'm-- 1 don't

think he'd recognize me if | nmet himin the street.

Q Familiar in the professional sense of being

13:18: 47

13:19: 05

13:19: 25

13:19:43

13:19: 56

Page 124

Veritext Lega Solutions
Caendar-CA @veritext.com 866-299-5127

Foresight Ex 1083

Foresight v Personalis

IPR2023-00546




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

know edgeabl e about his work. That's fair?

A.  Yeah. And of course, you know, at this stage in
my career, sonmetimes things get a little distant, but my
recollection is that he is the guy who cane up with the
EGFR nutations and then the therapeutic drugs. Am|l
correct in thinking that? Then he went to Yale; is that
right? Yeah, he was head of the NCIA at Yale, the cancer
institute at Yale, cancer center at Yale. | think that's
what |' mthinking.

Q And so it sounds like he's a fairly prom nent
researcher, pretty well-known?

A. Oh, yeah, yeah, absolutely. | mean, you know,
when one neasures those kinds of things, you know, |I'm
not sure how rigorous that often is. But the work | have
seen him do has been noteworthy, yeah

Q And are you famliar with a researcher naned
Kevin Bly?

A.  No. | nean, you know, maybe if you'd show ne a
paper. He's probably in this paper.

Q That's what | wanted to look at. So if you take
a |l ook at paragraph 119 of your declaration. You quote
fairly extensively --

A. Oh, now | know who this kid is. This is the kid
who wote a thesis; is that right?

Q Yeah, he's the kid who wote a thesis.

13:20: 14

13: 20: 31

13: 20: 46

13:21:02

13:21: 23
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A.  From Hol | and?
Q That | don't know. It |ooks |ike the Republic
of Ireland, but you cited his thesis fairly extensively;
is that correct?
A. Yeah. | nean, it happened -- it's one of those 13:21: 37
happy circunstances where he seened to crystal -- | think
the utility of that was he would be a person of skill
ordinary skill in the art in that time frame, and it so
happened he was witing that thesis. So he was actually
writing down his thoughts. So |I thought that was a 13:21:53
useful vision to have.

Q And so your testinony is that he would have been

a person of ordinary skill in the art in that tinme framne;
correct?

A.  Yeah. | know there's been a debate about what 13:22: 07
the level of skill of an ordinary person in the art is.

"' m happy to discuss that.

From ny perspective, you know, | didn't check to
see that he had each credential as identified in that
Board statement. | neant in general terns, |ooking 13:22: 28
t hrough his eyes would be a good place to start for nme to
t hi nk about and crystalize ny thoughts and what sonebody
woul d be thinking at that tine.

Q And so at the tinme he submtted -- and | don't

have a Ph.D. so correct me if |'mwong about the 13:22:43
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pr ocess.
At the tine the thesis was subnitted, he would
not have had a Ph.D.; correct?
A. That's why I"'mtrying to renenber. | think he
was in Holland, and | had a student who actually worked 13:22:54
in ny lab and had a thesis in Holland, and | -- |
think -- well, there's two possibilities.
In some systems, people actually publish first,
put those together into a thesis. Okay? M recollection
is hazy here. 13: 23: 14
I would guess that it's the other possibility,
that he presents the thesis first and then it is
published. But, of course, the presentation of a thesis
is a formal publication.
In nost systems that |'mthinking of, your 13:23: 26
thesis is bound and it is a book, in essence, has been
publ i shed. Not by a publisher, but by yourself or by the
uni versity.
Q Al right. So let's go back in your declaration
to paragraph 40 -- actually, let me -- 1'll just see. 13:23:42
We'll pull up Exhibit 2155. And this is the Bly thesis;
correct?
A. I'mnot seeing anything.
Q Let nme because ny screen share probably stopped.
My apol ogi es. 13:23:59
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A. Yeah, yeah. No worries.
Q Do you see that?
A. Oh, Leicester. Well, okay. Holland, Ireland,
and then Leicester. Oh, wait a mnute. No, it says
Republic -- oh, he's fromlreland. All right. 13:24: 13
Q So when he subnitted this thesis, he had a BSE
degree; correct?
A.  Yeah, he had a BSE Honors from sonmewhere in the
Republic of Ireland?
Q And he submitted this degree or he submtted 13:24: 29
this thesis, and this was the --
(I'nterruption in proceedings.)
(Reporter clarification.)
Q BY MR KRAUSE: |'Ill start over
So when this thesis was subnitted for review, 13:25: 00
M. Bly did not yet have his Ph.D. degree; correct?
A. That would certainly be the case. 1'mracking
ny brain for the -- the English systemis a little
different than the Scottish system which I'm nore
accustoned to. 13:25: 19
But | think -- obviously, |I'm specul ating here,
but | suspect that's the route.
Q And if we |ook back to paragraph 48 of your
declaration, this is where you recite the Board's
construction of a person of ordinary skill; correct? 13: 25: 45
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A. Oh, yeah. GCkay. Yeah
Q And so you see that the fornulation of the
person of ordinary skill requires an advanced degree such
as an MD. or Ph.D. at nunber one?
A.  Yeah. Yeah. 13:26: 01
Q So we agree that M. Bly hadn't risen to that

|l evel at the tine he submtted his thesis?

A. | think we're being a little harsh there and
judgnental. He was clearly on his way to get the Ph.D.,
and He had certainly undergone all the training required 13: 26: 16

for a Ph.D. He just did not yet have the stanp on his
forehead that said "doctor."
Q  And you understand that the Board's fornulation

al so included the additional training listed in nunbers 2

t hr ough 4? 13:26: 29
A.  Yeah, | see that. | would have to say |
woul dn't have -- well, | certainly aren't in conplete

agreenent with these criteria for a person of ordinary

skill in the art. However, | understand this is what we
have to work with because this is what's been agreed by 13:26: 44
t he Board.

It would seemto ne that this would be quite an
extraordinary individual that has these particul ar
combinations, and I'mnot sure | can really testify to
whet her Bly has an understanding of the clinical 13: 27: 05
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applications. That's -- that's -- that's sonething that
you could only discern if you were in conversation with
an individual, in ny view
Q But you didn't challenge the Board's fornulation
in your declaration; correct? You said you, quote, have 13:27: 25
applied the definition?
A.  Yeah, |, nean, that's not my habit. | was
certainly asked at one point whether | thought this was a
suitable criteria, and my opinion was that this was a
very unusual combination of skills, in nmy nind. 13:27: 41
And | typically one finds persons of ordinary
skill in the art, they m ght have two and they nmi ght have
four, for exanple, but they wouldn't have two, three, and
four. They m ght have three and they night have four
but they m ght not have two. 13:27:58
That's been my experience, including folks |I've
trained in ny owmn lab. So that -- | think that was ny
concern and opinion about this particular construction
Q But you neverthel ess adopted it for purposes of
your opinions in this case; correct? 13:28:16
A. Oh, yes. No, absolutely. Yeah. M vision of a
person of skill in the art conforns to this. And Bly is
just providing perhaps not all of these criteria. |It's
nore about the fact that there he was in the right place
at the right time, was the conpelling aspect. 13:28: 35
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Q And did you review his thesis carefully?

A Well, | didn't reviewit as carefully -- for
exanmple, if | was a thesis exam ner, | would have
reviewed it nuch nore in higher |evel of intensity,
i ncluding the data, which | don't think there was a | ot 13: 28: 57
of data. Am | correct on that?

But anyway, |eaving that to one side. No, | had

a shallow read of this, and | was just entranced by the
fact that he appeared to be, you know, around at the
right time. And he, in essence, he's sort of like a time 13: 29: 15
snapshot, was ny thought on this.

Q Do you consider yourself to be a POSA within the
meani ng of the termset forth by the Board?

A, Well, you know, |'m nodest by nature, but I
woul d say |I'm way beyond this. Not to toot my own horn, 13:29:43
but 1've made several seminal contributions to cancer
bi ol ogy, nucl ear, biology, what else do we need?

| actually also devised novel assays that are

clinical applications of early cancer detection. So --
and | have a Ph.D., and | used to do sequencing back in 13:30: 10
the old days when it was quite a skill.

Q So let's nove on to the Ley reference, which is
Exhi bit 1012 in these proceedings.

A.  Yeah.

Q And |'ve shared it. Can you see it okay? 13:30: 28
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A. Uh-huh, perfect. This is good.

Q Al right. [1'Il keep it on the one-page view

A.  Yeah.

Q And | think you nmentioned this earlier, but just
to confirm vyou agree that Ley is a study that uses whole
genone sequenci ng?

A. Yeah. In the light of the -- using the
construct that the Board has suggested, and that now
we' ve applied a nunmber to that "nearly all" aspect, which
is the key part of our deliberation here.

So in sum if | look at the Board's construct,
woul d say targeted, no. Perhaps there's a little
di scussion could be had there, but in the first place,
no. | can have sone reservations, | think. Not enough
to negate its status.

And | think they were successful in covering

90 -- is it 90 or 91? | can't recall. O the tunor
sanple. We'Ill need to | ook over the page for that.
Q So that's the high level -- so there was that

initial non-targeted sequencing step in Ley, and then
subsequently, they performed a PCR-based assay and did
targeted foll owup sequencing.
Is that a fair characterization of the paper?
A. No, that's not how | would describe it. If we

are tal king about targeting and non-targeting. | think

13:30: 39

13:31: 00

13:31: 24

13:31: 46

13: 32: 02
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the best thing -- the best thing to -- there was backdrop

to that conversation is the flow diagram

Q COkay.
A.  You need to go -- yeah. No, that's perfect.
Sorry, | know.

Q Toggling, do you want me to go up or down?
A. | just need to see Figure 2 as best as you can

And so | think this is a perfect exanple of
sonething | would describe as you could do whol e genone
sequenci ng, but would you? | think that's the issue
here.

You can see they start off with great fanfare;
right? And |I'm bl anki ng, but how many runs on the
machi ne did they do? Was it 38 or sonething?

I -- 1 don't mean to keep directing you. If we
can look at the -- the first couple of paragraphs and the
nmet hods. You need to go back a page.

No, sorry, in the results. Sorry. It nust be
in the results somewhere. |It's probably in the first
page of the results.

Ch, here we go. W perfornmed -- it's not 38.

We performed 98 full runs. Oh, ny God. That's a hell of
an endeavor.

And of course, it's very inportant to point out

this is the Wash U Center, which is one of the funded

13:32: 22

13: 32: 47

13:33: 05

13:33:31

13: 33: 59
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centers by The Human Genone Proj ect.

And so, yeah, it might well be these are the
only folks in this tine scale who could have done that.

Sow |I'm sort of diverting a little bit from your
guestion, but it seens like the right time to discuss
this.

If you look at this flow di agram here, which is
Figure 2, a person of ordinary skill in the art would be
saying to hinself, "Hey, you know, you could do whole
genome sequencing,"” and | think they' ve done a decent
job. They've actually got 90 percent coverage, which
fits into our now nunerical guideline that we've
di scussed.

But oh, my God, it goes downhill after that.
You could do it, but would you? Wuld you have yourself
then actually -- it looks like you ve skimed a little
bit on the sequencing of the normal skin.

If we go back up, somewhere the normal skin was
com ng in at maybe 80 percent average? Am| right?

Go back to where it said 90, and it's probably

13:34: 23

13: 34: 37

13:34:51

13:35:12

going to say the normal skin was 80. | think it's in the

previ ous page. Aye, okay. It's in the next paragraph
We sequenced the genonme normal skin cells -- la, la, |a,
la, la -- 80 percent. That's not so good.

A person of ordinary skill in the art is

13:35: 31
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thinking to hinself, "Unh, sonebody pulled the plug on
this." |Is that beginning to suggest that, well, you
could do it, but would you?

And if we go back to that flow diagram you
begin to see a true nightmare enmerging. All right.

We've got -- what is that? Three ga-mllion single
nucl eoti de variants?

(Reporter clarification.)

THE WTNESS: Single -- sorry -- single
nucl eoti des vari ants.

THE REPORTER: Thank you.

THE W TNESS:  SNVs.

We start with a ton of those. O course, nany
of those are not somatic so we have to subtract out the
skin because that's the normal tissue. That's our
expectati on.

We whittle it down further, and you can see that
they're beginning to -- they're beginning to get a little
cagey. We've got 31,000 now new SNVs. But they've said,
oh, you know what? We're going to forgot about the --
how did they describe it? Non-genic regions.

So in -- where are we? 2012 -- no, 2008 this
is. In 2008 speak, that means we don't want to go into
the non-protein encodi ng regions.

And while |I'mdiscussing this, this is one of

13:35: 50

13: 36: 00

13:36: 25

13:36: 44

13: 37: 07
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the innovative aspects of the patents that we were
di scussing, that they says, let's go into the non-coding
regions. Let's move forth and concur. Very inspiring.
Anyway, you can see what |'m getting at here.
They jettison that, and then they're saying, you know 13:37: 25
what ? Why don't we just | ook at coding region. W've
got 216 in the untranslated region, but we don't know
what to do with that. So we'll just |eave that.
And pretty nuch at the end of the day a person
of skill in the art says, "Okay, we've got eight new 13:37:43
inverted colums somatic nutations.” That's not
inspiring. That's not going to notivate a person of
skill in the art to -- to be taught by this, to attenpt a
project like this.
In fact, not only is it not inspiring, it's -- 13:38: 07
it's quite intimn dating.
Q Are you done?
A. | think so.
Q Okay. Thank you for those prepared remarks.
A.  Oh, whoa, whoa, whoa, whoa. That's 13:38: 24

i nappropri ate.

Q If we could just focus on the questions a little
bit nore.
A. Let's -- let's not focus on spurious ad
homonyns. Prepared comments. | am reading this paper. 13:38:40
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As you can see, | don't even know where things are in the
paper, and I'mgiving you ny inpression as | read the
paper live.
I would I'i ke an apol ogy for that statenent.
Q | would just like to get sonme answers to the 13:38: 59
guesti ons.
A.  No, you characterized nmy response as some kind
of in-the-can drama presentation. However, let's nmove
on.
Q So if you can just take a | ook at page 69 of 13:39: 17
Ley, and it begins: "To better define the percentage of
tumor cells that contain each of the discovered somatic
mut ati ons. "
Do you see that?
A. | see that. 13:39: 35
Q And then they continue, and as part of that
experiment, they create PCR anplicons of those discovered
somatic nutations; correct?
A.  Yes, that's true.
Q And it goes on to state that the resulting 13:39: 49
anpl i cons were sequenced using the Roche/ 454 FLX
platform correct?
A. Oh, yes. Yes, that's ny recollection, yeah
Q I'l'l highlight it there.
And then they go on to note that: "The 13: 40: 06
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frequency of reads containing the reference and vari ant
alleles were defined," and it refers to Figure 3 and
Table 3; correct?

A.  Uh- huh.

Q And so when it refers here to the frequency of

reads, | want to just understand what that refers to.

13:40: 17

And is it correct that that refers to the nunber

of times the sequence in the reference allele was
detected and the number of times a nutant allele was
det ect ed?

A.  Yeah. Let nme take a minute or two to -- to --

Q Certainly.

A. -- analyze this a little bit better. Okay?

Ckay. So it's inportant to point out they've
al ready confirmed the nature of the SNV by PCR and
presumably Sanger, if | recall, Sanger sequencing.
think that's correct. Working by nenory.

So this whol e paragraph concerns not the
identity, not the sequence data, not the identity, but
nerely what they're trying to figure out here is the
proportion of tunmor cells versus normal cells.

Q Correct. And maybe if we | ook at Table 3 for
that. | have Table 3 up on the screen. You see that;
correct?

A. Uh- huh, uh- huh.

13:40: 35

13:40: 55

13:41: 20

13:41: 40
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Q

And so the first rowis for a gene CVH24. Do

you see that?

A.
Q
A

Q

Ri ght, uh- huh.
And they're | ooking at a nutation --
Ri ght .

-- for a point mutation that changes a tyrosine

to a stop code on called Y590X;, is that correct?

A.

13:41:51

They're reporting an am no acid change. They're

not reporting the sequence.

Q

They're not reporting the sequence in the

consequence, but they're | ooking for that nutation when

they run the 454 sequencer.

Is that fair?
Yeah, but we don't know what that nutation is.
Under st ood.

And in the fifth colum, it indicates the

vari ant percent for the primary tunor was 53.70 percent.

A.

Do you see that?

Hold on. Let ne just see. Which colum are we

| ooking at?

Q
hi ghl i ght

A

Actually, since I'msharing the screen, |'Il
it. It's the fifth --

Ckay. All right.

13:42: 05

13:42:19

13:42: 34

So we're |l ooking at the prelimnary tunor, which

is essentially pure, and we're asking what percentage we

13:42: 43
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can find of tunor cells that have -- that carry the
vari ant, okay?
Q Sure.
A. So in other words, one would expect here, since
this is a heterozygous nutation, one would expect 13:43: 00
50 percent.
Q And so the raw read count nunbers in the variant
and reference nunbers nmean that they read the variant
5,672 times and the reference 4,890 tinmes; is that a
correct reading of the table? 13:43: 21
A.  Yeah, | think that's a fair point. Yeah.
Q And so the sequencer read that position about
10,000 times?
A Yep.
MR. KRAUSE: AlIl right. W've been going on a 13:43: 36
little over an hour so | think it would be a good tinme to
take our next break.
MR. LUMAN. Okay. We're off the record at
1:43 p. m
(Recess.) 13:57: 09
MR. LUMAN: Al right. W'Il go back on the
record. The time is 1:58.
MR. KRAUSE: Thank you.
Q Wl come back, Dr. Furneaux.
A.  Yeah. Thanks. 13:58: 27

Page 140

Veritext Lega Solutions
Calendar-CA @veritext.com 866-299-5127
Foresight Ex 1083

Foresight v Personalis
IPR2023-00546




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

Q 1'dlike to take a | ook at paragraph 66 of your
declaration, and 1'll share the screen with it now Let
me know when - -
A.  Onh, yeah.
Q It's legible and visible? 13:58: 40
A. Yeah. It's fantastic. Perfect.
Q Excellent.
And so | want to talk about the cartoon that's
on the screen here in paragraph 66.
A.  Yeah. 13:58: 53
Q This is a cartoon that's being used to depict
the process of using a pull-down probe.
Is that fair?
A. Yes, | think that's -- | nmean, it's fairish. |
think this was provided by Dr. Quackenbush; right? 13:59: 03

Q Right. But you cite this cartoon as well?

A. Oh, yeah. | cite it because | think it's a good
idea that we're all on the sane page. | nean, | night
suggest one or two -- well, perhaps one alteration to the
cartoon that m ght help the elucidation. Mybe we can 13:59: 20

keep that in m nd.
Q \Why don't you let me know what the alteration is
and we can --
A. Sure. Oh, this cartoon is absolutely correct in
nost respects, but, of course, it would appear that 13:59: 36
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you' re seeking to capture sonething you already have;
right?
So in other words, what woul d be probably a
slightly better diagramis you see that target DNA
nol ecul e in the light brown? 13:59: 50
A.  Yeah.
Q \Where it's surrounded by other molecules. Like
red and green ones or sonmething like that. Thereby we're
seeing that we are actually physically renmoving that from
t hat group. 14: 00: 05
It's a small suggestion, but you know, | think
when we | ook at this, nmost of us who, you know, have done
such experinents i mediately realize that that would be
the real scenario.
Q | think I understand what you're saying. And I 14: 00: 16
apol ogize if I'm seeing the col or wong.
So in this diagram there's either a yellow or
an orange squiggle |abeled "Target."
A.  Ch, okay.
Q The correction, you would add additional 14: 00: 30
non-targeted and --
A.  Right.
Q -- all sorts of other things?
A. OQbviously, the whole object of this is to
isolate what's called the target in this diagram that 14:00: 38
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target DNA nol ecule from other DNA nol ecul es that you
don't want. That's the principle here.
Q  Under st ood.
And | think -- | think we can walk with that

understanding that the target is within a |arger

popul ation of nolecules floating around. | think we
can --
A.  Yeah.
Q -- certainly understand that.
A.  Yeah.
Q And so -- so | think, you know, we tal ked so on

the top in the cartoon in the nost |eft-hand panel
there's the target, which is the top squiggle, and then
there's a purple line | abeled "Probes in Solution."
Correct?
A.  Uh-huh, yeah. Totally.
Q And attached to the purple part of the probe is
alittle squiggly line and a ball.
Is that fair?
A. Yeah. That's fair to say, and let ne say that |
think that's probably biotin.
Q That was -- ny next question was going to be --
right.
So the purple part is sone sort of nucleic acid

that hybridizes to the target, and the filled-in circle

14: 00: 52

14: 01: 00

14:01: 17

14:01: 27

14:01: 38
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is nost comonly biotin, B-1-OT-1-N.
A. | amglad that you said commonly because, of
course, a probe in the classical sense was inexorably

i nked to physical isolation. One did need to qualify

t hat . 14: 02: 14
Because the methods that were devised in those
days, the early '60s, early '70s, you had to enpl oy
physi cal isolation since that was the only way you could
identify that duplex that we see there.
So | appreciate your point, yeah. Biotin is one 14:02: 27
solution to physically isolating this. There could be
many.
Q Right. And so in the left-hand panel, just so
we're clear, we have the probes in solution have the
purpl e represent some fornms of nucleic acid, and the 14:02: 42
filled-in circle represents probably biotin; correct?
A. In this case. | think the principle is a
nol ecul e which you can then stick to sone other nolecule
or some surface, thereby renoving it physically from
the -- in this case, it's a solution. 14: 03: 00
Q Right. Counsel, | think --
MR. LUMAN: Yeah, Andrew, you're frozen. Let's
go off the record at 2:03.
(Di scussion off the record.)
MR. LUMAN: Back on the record at 2:083. 14: 03: 35
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Q BY MR KRAUSE: AlIl right. 1'mgoing to reshare

the screen. Okay?

So | believe before the technical glitch, we

were tal king about the far right-hand part of the panel

and there is a caption that says "Capture on Magnetic
Beads. "

A.  Uh-huh.

Q And then there's the gray circle, and that

represents a magnetic bead; correct?

A.  Yeah. Well, in this case, it does specify. It

could be a nunber of things. But yep, magnetic beads is

a conmmonly used protocol.

Q And in -- in the situation where the bl ack
circle is biotin, then those beads would typically be
coated with streptavidin mol ecul es; correct?

A.  Yeah. Avidin, streptavidin. There's all sort
of debates anong fol ks who do this as to what may be
superior in different circunstances, but that's the
principle.

Q And so the mddle of this figure shows
hybri di zati on between the probes in solution and the
target; correct?

A. That is correct, yeah

Q And at that point, it's your opinion that the

target DNA has not yet been captured; correct?

14: 03: 54

14: 04: 06

14: 04: 25

14:04: 40

14: 04: 53
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MR. LUMAN: I nconpl ete hypotheti cal

THE W TNESS: | think what m ght be useful in
this context is if we take a look -- if we have on the
screen our -- |I'm always using the royal "we" -- our -- |
don't know what the legal termis -- definition from--

MR. KRAUSE: Yeah, |'m happy to show that to
you. |I'mnot technologically adept to get both, but I'm
happy to look at it. And I believe --

THE W TNESS: Actually, yeah, yeah. That's what
I want. |If we had that on the |eft and the diagram on
the right, that would be perfect. | don't know if you
can do that.

Q BY MR KRAUSE: Let ne see. |'mnot sure that
I"mgetting the left and right that you wanted, but |
think this is getting close, if you can see two docunents
now?

A. | can see two docunents, yeah. |If you find the

cartoon on the left.

Q I think I found it, but does that work for you?

A.  Yeah, absolutely. | nean, |'mright-handed, but
still.

Q Right. Do you see it now?

A. | think what would hel p the discussion, if |
sinply just wal k through our definition here. 1Is it the
definition? It's our -- well, whatever it is, the

14: 05:12

14: 05: 27

14: 06: 26

14: 06: 39

14: 06: 59
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st at ement here.

Okay. So as you can see in the cartoon, we have

a nucleic acid sequence, which would be -- you're quite
right -- the purple thing, and that hybridizes to a
target DNA, which we have in that diagram either in 14:07: 14

solution or a solid support. Sure. So that one can
physically capture and isolate the target DNA.
Now there's a couple of points I'd |ike to nake

and enphasi ze.

First of all, we're dealing with a nucleic acid 14:07: 29
sequence in the singular. You'll also note, as you can
see very well in the cartoon, that the target DNAis, in

fact, the sane nolecule in the beginning as it is in the

end. Primarily it exists, and one isolates that sane

nol ecul e. 14: 07: 55
I nportantly, in one context that we'll [|ike

di scuss, you are capturing the original nolecule. And

shoul d that nmol ecul e be unique in sone way, perhaps there

are nethyl ated bases, for exanple, one will capture that

information. And that, | think, are the unique aspects 14:08: 11
of the process that | think are worth illum nating

presently.

Q Thank you for that explanation
And just back to understanding the cartoon. So
in the mddle colum, there's the hybridization step; 14:08: 32
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correct?
A.  Uh-huh. | mean, sonmetinmes we call that a
dupl ex.
Q Right. O base pair. There are various terns
that are used for hybridization; correct? 14:08: 46
A.  Yeah, we have a regional base pairing and
creating a duplex structure.
Q And at that point, you would not consider the
capture to have occurred; correct?
A, Well, again, the problem here is we have not -- 14: 09: 00
we don't have the surrounding rel evant sequences that we
are seeking to renmove this from and were they present,
they would still be present in there, and | would argue
it has yet to be captured.
Q And so the capture part of this schematic occurs 14: 09: 18

when the, for exanple, streptavidin on the nmagnetic

beads --
A.  Uh- huh.
Q -- binds to the biotin on the captured probe;
correct? 14: 09: 30

A.  Yeah. And adding an additional part to that,
one has washed away all of the nolecules that do not have
the probe and yield hybridized to them
Q And so that process requires at |east the
streptavidin nolecule and at |east the biotin nolecule; 14:09: 47
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correct?

A. Right. One -- in this particular formulation
There are many ot her ways that you could capture that
duplex, but in this particular iteration -- and this gets
back to nmy inportant point about it is informative to
have the coll ection of DNAs that one does not want to
capture. And that would, in fact, crystallize my |ast
st at enent .

Q Go back up to paragraph 63, and it's fair that
one of your opinions in this case that the term "capture
probe" is synonynmous with the term "pull-down probe"?

A.  Yeah, | think there's evidence that people have
regarded them as synonynous, and |'m giving the exanple
of the exam ner.

Q | just want to understand. By "synonynous," do
you nean that the universe of capture probes is
100 percent co-extensive with the universe of pull-down
probes?

A.  You know, we're sort of a little bit in a
semantic area and al so different generational semantics.
Pul | -down -- they are both utilizing the sane concept. |
woul d suggest to you that pull-down becane a buzzword
with the evolution of the magnetic bead approach
Because in an actual fact, when one does this, one

actually takes a magnet and pulls stuff down. That,

14:10: 01

14: 11: 04

14:11: 21

14:11: 36

14: 12: 02
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think, is a derivation of this.

But what | would stress is the underlying
concept here is identical between these two things.

Q But the magnetic bead approach is the approach
that would typically be referred to as the pull-down
approach; correct?

A Well, as I'minplying, if one did a casua
exam nation of the use of pull-down, one might find --
and | can only -- | can't say with any veracity -- one
m ght find that that tends to be applied nore to the
magneti ¢ bead situation than the other scenario.

But what remains to be true is the underlying
concept of how one isolates the nolecule is identical
irrespective of what you mght call it, in the sense of
the qualifying word to probe.

Q But so there are capture probes that are not
pul | -down probes; correct?

A.  Are there capture probes that are not pull-down
probes? | think you would have to be a little bit nore
specific and hel p me whether the capture probe has what
on it that initiates the capturing?

Q As you've used the terms in your declaration
right? We've agreed that one of your opinions was that
pul | -down probes and capture probes are synonynous, and

I"mjust trying to understand if there's any

14:12: 28

14: 12: 46

14:13: 06

14:13: 31

14:13: 50
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nonover | appi ng areas of those definitions or if they nmean
absolutely 100 percent the same thing no natter what.

A. | would regard them as nmeani ng the sanme thing.
I -- 1 would suggest that there are folks in this
uni verse who perhaps have only ever done this technique
one way and may be under the inpression there's sonething
di fferent about a pull-down probe versus a capture probe.

You know, | can't legislate for that. Folks
have their own opinions. This is just speculation. In
my nmind, these are two synonynous concepts primarily
because, in my mnd, "probe" itself the original neaning
of probe, as it was used -- in fact, probe is first
coined by Karl Marx, | guess in '73, '74.

This techni que had been used since the '60s in
terms of form ng a duplex and being able to identify
nucl eic acids. He even suggested we should -- we should
all use the word "probe."

Laterally, people felt the need to add yet an
addi tional nodifying word, "capture probe, pull-down
probe." Primarily probably because there are probes that
are used for other things that can be | abel ed probes.
They're still capable of capturing a duplex, but they're
seen in a slightly different context and could be
confusing the |ayperson.

Q But so a | abel ed probe nmight be an exanple of a

14:14: 08

14: 14: 26

14:14:52

14:15: 07

14: 15: 25
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captured probe. That's not a pull-down probe? |Is that
your testinony?

A Well, no, | would say the concept is identical

Well, let me just be a little facetious for a
second. You could perhaps isolate a nucleic acid by
pull'ing down a scal pel through a nitrous cellul ose sheet.
Then you would say, "Ooh, that's a pull-down probe."

Q But the act of -- the act of cutting a nucleic
acid out of a nitrous cellul ose sheet is not pull-down;
correct?

A. You're pulling down a scal pel

Q And that's the way the "pull-down" is used when
you use the term"pull-down probe" in the context of the
13947

A Well, what I'msinply saying to you is that one
can be endl essly pedantic, if one chooses.

Q I'mtrying to understand in the sense that
you're using "pull-down" in this declaration, you don't
mean that in the sense of pulling down a scal pel on a
pi ece of paper; correct?

A. You could if that's what you use the probe in
the context for.

Q The pull-down probes includes pulling down a
scal pel on a piece of paper. That's your testinony?

A. That -- that is a slightly facetious comrent,

14:15: 43

14:16: 06

14:16: 12

14:16: 30

14:16: 38
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but it's sinply meant to indicate that the origin of
"pul | -down" in sonme minds may -- sone ninds nmay think
it's inexorably associated with nagnetic beads. That's
not necessarily so.

Let nme give you another exanple. Instead of a
magneti c bead, it could be just a big heavy bead. One
woul d spin this material down, and many people regard a
centrifuge as a pull-down apparatus. There we go. But
the concept is identical

Q And so in support of this argunment that capture

probes and pul |l -down probes are synonynous, one of the

14:16: 57

14:17: 19

docunents you cite is this excerpt fromthe '394 patent's

file history. That's what's shown here in paragraph 63.

A. This is what's shown here. And let nme just
i ndi cate straightaway that this is material the |ega
teamsallied forth with, and they understand the search
terms that the exami ners use. | have very little
facility in that regard.

Q So | have that correctly, you don't understand
the search terns the exam ners used here?

A. Well, to be precise, | learned for the first
ti me what CAPTUR dollar five nmeant. And what | now
understand is that means you want to, in fact, catch al
the ternms that could be somewhat related to capture,

i ncludi ng capturenent, | guess, or all the variants.

14:17: 36

14:17:52

14: 18: 14
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That's not really a big deal. | was nystified
by it initially, but it was explained to ne.

Q Fair to say you're -- you're an expert on the
sci ence, but not on an expert on the patent exanination
process.

Is that fair?

A. No, |I think that's reasonably fair. 1've had
patents myself. I'mfanmliar with the to's and fro'ings
of exami nation battles. [|I'mnot intimately famliar with
searching in this sort of primtive form shall | say?
But it appears to work.

Q And so your understanding of the search list is
that sort of everything that's within a single
parent hesis, the exam ner considered to be a synonym of
itsel f?

A. No, ny -- ny -- ny understanding of this process
is you |l ook to see whether those things are |inked, and
you go through a reduction process which -- is this on
t he next page?

Q 1'mhappy to scroll.

A. No, it isn't. So this must be a short excerpt
of the -- of the proceedings.

Ckay. So L10 is one search, L1, and these are
conbined with other searches. And so the conclusion is

t hat where you find "capture,” you find "pull-down."

14:18: 29

14:18: 50

14:19: 05

14:19: 21

14: 19: 40
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Q And are "capture" and pull-down synonynous
100 percent with enrichnent?
A.  Enrichment is a whole other discussion that we
shoul d and probably wi |l have.
Q And so in L10, when the search terns use "enrich 14: 20: 00
dol l ar sign five, capture dollar sign five, pull down,
and pull down, is it your understanding that that neans
that the exam ner considered "enrichnent" and "capture”
and "pull-down" to be the exact sane thing?
A. No, | think that he's |ooking here for prior art 14: 20: 17
that nmay have "enrich" and prior art that nay have
"capture" and seeing what the story is.
Q And so it doesn't -- so it doesn't show that he
t hought "enrich" and "capture" were the sane thing;
correct? 14: 20: 34
A. That nmay be the case; it may not necessarily be
the case. This is just merely a search term
Q And do you see down the farthest right-hand
columm, there's a bunch of date and tine stanps on this?
A.  Yeah. 14: 20: 47
Q So you see search L10 was perforned on May 21st,
2022, at 2037 p.m
Do you see that?
A. | see that, yeah.
Q And search L11 was performed on May 21st, 2022, 14: 20: 56
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at 2037.
Do you see that?
A. Appears to be the sane tinme, as far as | can
tell
Q And search L12 also perforned the sane tinme and 14: 21: 07
dat e?
A.  Yeah.
Q So these three searches show here all within the
same mnute; correct?
A.  Sounds |ikely, yeah. 14:21: 17
Q So does that indicate whether or not this search
was a thorough search?
A Well, | couldn't comment on that.
Q You referenced a little bit ago the concept of
| abel ed probes. So I'd like to go to your declaration at 14:21: 34
par agraph 657
A, Okay.
MR. LUMAN: Did you say 657
MR. KRAUSE: Correct. |Is the screen working for
you, Nate? 14:21: 47
THE W TNESS: Yeah. Sorry.
MR. KRAUSE: 1'll go double so you can see
everything. Sorry.
Q So have you had a chance to review, Doctor?
A, Oh, sorry, | didn't realize. Yeah, | quickly 14: 23: 14
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took a glance over it. I'maquite famliar with this

guestion because it was a question that | saw | think in

the -- the Board deci sion.
Q Right. You understand -- sorry, sorry.
Did you -- | want to allow you to finish. [I'm

sorry for tal king over you.

A.  No, no, no, no, no. You're quite right. | had
finished. | was just thinking about sonething
addi ti onal

But, yes, no, | saw this question in the

ori gi nal Board pronouncenent.

Q Right. And so one of the points the Board
raised in its institution decision was that under its
prelimnary construction of capture probes --

A.  Uh- huh.

Q -- labeled probes used in a southern bl ot
constitute capture probes. That's what the Board sai d;
correct?

A Well, ny interpretation of this was that they
wer e suggesting that this is an instance where you m ght
call sonething a capture probe, and then it would not
fulfill that definition because you're not physically
coll ecting the target DNA

That was nmy interpretation; is that correct?

Q Yeah, | believe that's a fair summry of your

14:23: 31

14: 23: 41

14: 23:55

14:24: 09

14: 24: 26
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declaration, and | want to just explore the later part of

it.

And so you explain here in your declaration that

after that hybridization event, a way to physically
collect that nucleic acid would be to localize it on a

nitrous cellul ose paper, cut it out --

A.  Yeah.
Q -- and then DNA --
A. Sorry. | apologize for interrupting.

Just the transfer to nitrous cellulose is part
of this process routinely. That's what a southern bl ot
is.

Q Right. So nucleic acids exists on the nitrous
cel | ul ose paper; correct?

A. Correct. And be aware that before the nucleic

14:24: 41

14: 24: 52

14:25: 08

acids are transferred, they've al ready been spread out on

a gel according to size; right?

Q And so when nucleic acids are spread out on a

gel according to size, were there techniques known in the

2012 tinme frame to renove nucleic acids fromthose gel s?
A. Oh, sure. |It's a Standard Operating Procedure.
One can isolate nucleic acids froma gel, which is what
you're presently tal king about. One can also isolate
nucl eic acids froma gel whose nucleic acids have been

transferred to nitrous cellulose, which is the point I'm

14: 25: 27

14: 25: 49
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maki ng here.
I would have to say that this is a bit of
ol d-school know edge in terms of things we used to do,
and it's quite possible the younger generation of folks
may be under standably unaware of how one could do this. 14:26: 02
Q And just so | can sonme understand sone of the
term nol ogy and techniques -- it's been a while since
t ook nol ecul ar bi ol ogy.
A, Likew se.
Q But -- soright. One of the techniques known 14: 26: 20
for separating DNA based on size is gel electrophoresis;
correct?
A. Absolutely correct, yeah. It goes ge
el ectrophoresis or acryl am de el ectrophoresis if they're
smal | er DNAs. 14: 26: 36
Q And so when you -- when you run those gels, then
the DNA separates according to its size, and you can
identify bands within that DNA; correct?
A. If indeed -- if indeed it is a species that
contains fragnments of a particular size and they are 14: 26: 49
uni que enough to be visualized.
Q And if you can find and visualize the fragnment
of a particular size on a gel, then you can physically
remove it fromthe gel?
A.  Uh-huh. Absolutely. 14:27: 05
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Q And then you can subsequently extract the
nucl eic acids fromthe gel; correct?

A. I'mnot quite sure what era we're in, but
originally you could isolate DNA froma gel of a
particul ar size, and thence you could perhaps -- you
coul d perhaps clone it, you could perhaps sequence it.
VWich era are we in currently?

Q Well, so this would have been -- this is
sonet hing that was done in the ol d-school techniques, the
techni que of isolating a particular DNA froma gel. That
was an ol d-school technique; correct?

A.  Yeah, well, when we say "old school,"” probably
it came into vogue | would inmagine in the early '80s
because that's when people started -- well, let's think
now. When did cloning first happen of any DNA fragnment?
Late '70s? And then it sort of went mainstream

So, yeah, ny reasonable guess is the early '80s,
people were well facile with identifying DNAs,
particularly if they were the major constituent of a
preparation; right? Oherw se, you' re looking at a big
sphere, which would be the typical scenario.

Q And so by the '80s, if you had an

el ectrophoresis gel with a clean DNA band, it would be

relatively facile to extract that DNA; correct?

A. The extract process is facile. The rea

14:27:19

14: 27: 36

14:27:55

14:28: 16

14: 28: 33
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guestion is: How do

you know whi ch DNA you want ?

Q Assuming that you knew which DNA you wanted --

A.  But you wouldn't

necessarily know.

necessarily -- you woul dn't

That's where a | abel ed probe woul d

come in very handy. 14:28:51
Q Fair enough.
But if you knew which DNA that you wanted on the
gel, it would be relatively facile to extract it and
collect it; correct?
A.  Yeah, if you knew. The question is how would 14:29: 04
you know.
Q I'mgoing to pull up Exhibit 2027, which is the
CGellert reference that you cite.
A, Oh, Marty. All right.
Q Do you need tine to reviewit? It sounds like 14:29: 30
you're famliar with this.
A Well. It's -- it is a classic, but I think
reread it back in -- geez, | don't know -- nmaybe August.
| haven't reread it before today's proceedings, but I'm
happy to let you go forth, and if you are acconmodati ng, 14:29:52
| can check.
Q I'll start asking sone nore questions, and if
you need tine to review, then feel free
A.  Yeah.
Q So | just want to understand, in your 14:30: 02
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declaration you cite this Gellert reference,

Exhi bit 2027 -- I'"'msorry -- as an exanple where a single

nucl eoti de can function as a capture probe; is that

correct?

A.  Uh- huh.

Q And so throughout this reference -- and |I'm
happy to search -- the Cellert reference doesn't use the

term "capture probe."

Is that fair?

A. Oh, that would be very fair. This is 1962.

Q But just so | understand your opinion correctly,

even so, Cellert's guanylic acids still constitute

capture probes as the term would have been understood --

(Reporter clarification.)
MR. KRAUSE: Guanylic, G U-A-N-Y-L-1-C,

THE REPORTER: Thank you.

Q BY MR KRAUSE: Try and start the question over

aci ds.

A.  Uh-huh.

Q In your opinion --

A.  Yeah.

Q -- Gellert's guanylic acids constitute capture

14:30: 13

14: 30: 26

14: 30: 47

14: 31: 01

probes as the term woul d have been understood by a person

of skill in the art in light of the specification of

these patents; correct?

MR. LUMAN: I nconplete hypothetical

14: 31: 13
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THE W TNESS: Yeah, | think it's nore
constructive to think about the framework and the context
in which | presented this paper.

Anot her anomaly that | noted fromthe Board's
presentation, Board's decision docunent, and was not
surprising to nme, having taught for 40-odd years, there's
a sort of a street nyth that bases don't -- that a single
base can't base pair to another base. That's a sort
of -- that's a nyth. O course they can. They're
form ng hydrogen bonds, and if you provide the
appropriate environment, you'll get an interaction
bet ween two base pairs.

And so in ternms of then providing an evidence
t owards how that would be relating to capture, | thought
of Gellert's article because what happens here is each
guani ne base is actually capturing another base to the
extent that they forma gel, and therefore, they nay be
captured nerely by spinning down the material .

Now i n conmmon parlance now, a young kid in ny
| ab, a person of skill in the art, would actually be
surprised. They're going to be, whoa, | didn't know a
singl e base could anneal to a single base. Yeah, if you
find the right conditions.

Now why this is anenable to our discussion is

because there's something even nore subtle going on here,

14:31: 31

14:32: 00

14:32: 22

14:32: 47

14: 33: 04
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and that is we're fornming an interaction, hydrogen bond
i nteraction between two guani ne bases. Not G and C, for
exanpl e, as one m ght suspect, okay? |It's actually G
basing to G This is called a Hoogsteen interaction
Fascinating interaction, gets rediscovered every 14:33: 24
coupl e of years or so, and it actually turns out to be
quite relevant to our discussion on sequencing.
Because, of course, some of the DNA is not in a
classic structure. |It's actually Hoogsteen basis, which
makes a little single stranded region | oop out and base 14: 33: 45
pair on itself.
And that's a -- that's a form dable structure to
deal with both in terns of naking a library of fragments
and sequencing. They're called quadruplex structures.
So | diverged a little bit. But what |I'm saying 14: 34: 03
here is so what we have here is a G annealing to another
G and capturing it by form ng a gel
Q BY MR KRAUSE: So let's take a | ook at
Figure 4, and | think this is the structure you're
referring to. 14:34: 18
A. Yeah, that is the Hoogsteen interaction right
there. Yeah, and | stand corrected. You're actually
| ooki ng at four bases are actually what the Hoogsteen
structure is.
Q And so these are four identical guanylic acid 14: 34: 29
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nol ecul es; is that correct?

A. And guanylic is kind of like the old term
Let's call them guanine bases. | think that's fine for
our purposes.

Q This shows four guanine bases interacting with
each other; correct?

A. Four G bases in ternms of nodern

Q And in this structure, can you identify which
ones are the capture probes and which ones are the target
DNA?

MR. LUMAN: I nconpl ete hypotheti cal

THE W TNESS: Well, this -- the purpose of this
paper was to allay the concerns that a probe could not be
a single base. And so in this particular circumnmstance,
any one of these bases is the target and any one of these
bases is the probe.

Q BY MR KRAUSE: So just so | understand
correctly, each of the G bases here is sinultaneously a
target and a probe; correct?

A. Because each of them are a single base.

MR. KRAUSE: |If we could just go off the record?
MR. LUMAN: O f the record at 11 -- |I'm sorry,

at 2: 36.
(Recess.)

MR. LUMAN: Okay. We are back on the record at

14:34: 43

14: 34: 55

14:35: 14

14:35: 32

14: 47: 01
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MR. KRAUSE: All right. Thank you.
Q Dr. Furneaux, do you have an understandi ng of

what an aliquot is?

A.  Huh, yeah. It's sonmething that is a bit of a 14:47: 11
controversy, aliquot. Some people regard it as an
equal -- an equal anmount, and sone people sinply regard
it as a sanple. It's best to consider that in a context.
Q So it can be -- it can be considered sort of
li ke an equal parts of a sanple. Like if somebody has 14:47: 35
nmul tiple aliquots of a sanple that they've divided into
multiple parts, is that part of the definition?
MR. LUMAN: CQutside the scope.
THE W TNESS: Yeah. | nmean, |'moffering a
gratui tous opinion here. There has been controversy in 14:47: 48
terns of that term As I'mrepeating, it's best to see
that in context to understand it. And also, | think it
is outside the scope of this report.
MR. KRAUSE: Move to strike after "yeah."
Q And so we've discussed the institution decisions 14: 48: 21
at fair length today. And fair to say that you've
revi ewed those decisions?
AL Oh, yeah. M -- nmy role in that was to | ook at
the -- in the first instance, was to | ook at the Board's
deci sions and to check to see that there was actually 14: 48: 39
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sone scientific veracity in those decisions.

' m not inpugning that the -- expertise of the
Board, but there are sone tinmes, as we've already
di scussed, treatnents about nucleic acids that seemto
get perpetuated in these circunstances.

Q But generally, you understand that the judges of
the Board have a | ot of experience in reading and
anal yzi ng patents?

A. | would imgine so, yes.

Q  And you understand from your review of the
institution decision that the three judges on the Pane
in this case prelimnarily determ ned that a POSA
reviewi ng these patents would have understood that the
clai med capture probes enconpass PCR prinmers? That was
their opinion?

A. Oh, yeah. That -- | think that was their
opinion. | would reject that notion

Q And in fact, in paragraph 14 of your
decl aration, you called that notion quite sinply
ridiculous; is that correct?

A. | probably did, yeah

Q And do you stand behind that testinony?

A.  Yeah, | would actually say it's incredibly

ridicul ous.

14:48: 58

14: 49: 10

14:49: 24

14:49: 38

Q And so when the PTAB judges deliberate about the 14:49: 49
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credibility of the evidence and argunents in this case,
one of the things that they can consider is your
testinony that the recent analysis of a Harvard professor
and three expert patent judges was "quite sinply
ridiculous." Correct? 14:50: 07
MR. LUMAN: Hold on. That's argunentative and
that m scharacterizes the testinmny and his decl arati on.
THE WTNESS: | would also add that | even sense
alittle bit of intimdation in that statenent.
Q BY MR KRAUSE: |'mjust asking if they can 14:50: 23
consi der the statements in context.
A. I'mnot quite sure what you' re asking ne. |
made a m stake -- | nmade a statenent. |In my opinion
this assertion is ridiculous.
MR. KRAUSE: AlIl right. Pass the witness. No 14:50: 40
further questions.
MR. LUMAN: We are off the record at 2:50
(Recess.)
MR. LUMAN: The time is 3 o' clock. W' re back
on the record, and | have no questions for the w tness. 15: 00: 11
So this will end the deposition. And | would
like to take an opportunity to review the transcript for
confidentiality. | don't recall anything being
confidential here, but | would Iike to take a | ook
through it just to confirm 15: 00: 27
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MR. KRAUSE: All right. That's fine. Thank you

very much, Dr. Furneaux and Leslie.

fair

THE W TNESS: Thanks to you, Andy. You know,
game. All the best.

THE REPORTER: Off the record at 3:00 p. m

(Time noted: 3:00 p.m Eastern Standard Tine.)

--000- -

15: 00: 40
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decl are under the penalty of perjury under the

|aws of the State of California that the foregoing is

true and correct.

Execut ed on , 2023, at

HENRY MORRI CE FURNEAUX, PH. D.
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STATE OF CALI FORNI A ) Ss:

COUNTY OF MARI N )

I, LESLI E ROCKWOOD ROSAS, RPR, CSR NO. 3452, do
hereby certify:

That the foregoing deposition testinmny was
taken before nme at the tine and place therein set forth
and at which time the witness was adm ni stered the oath;

That testinony of the witness and all objections
made by counsel at the tinme of the exam nation were
recorded stenographically by nme, and were thereafter
transcri bed under ny direction and supervision, and that
t he foregoi ng pages contain a full, true and accurate
record of all proceedings and testinony to the best of ny
skill and ability.

| further certify that | am neither counsel for
any party to said action, nor am| related to any party
to said action, nor aml in any way interested in the
out cone t hereof.

I N WTNESS WHEREOF, | have subscri bed ny nane

this 14th day of Decenber, 2023.

¢

LESLI E ROCKWOOD ROSAS, RPR, CSR NO. 3462
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HENRY MORRI CE FURNEAUX, PH. D.
furneaux@ i bogeni x. com

December 14, 2023
RE: FORESI GHT DI AGNOSTI CS, 1 NC. vs. PERSONALI'S, | NC
December 12, 2023- HENRY MORRI CE FURNEAUX, PH.D.-JOB NO. 6346424
The above-referenced transcript has been
conpl eted by Veritext Legal Solutions and
review of the transcript is being handl ed as foll ows:
__ Per CA State Code (CCP 2025.520 (a)-(e)) — Contact Veritext
to schedule a tinme to review the original transcript at
a Veritext office.
Per CA State Code (CCP 2025.520 (a)-(e)) — Locked .PDF
Transcript - The witness should review the transcript and
make any necessary corrections on the errata pages included
bel ow, notating the page and |ine nunber of the corrections.
The witness should then sign and date the errata and penalty
of perjury pages and return the conpl eted pages to al
appearing counsel within the period of time determ ned at
t he deposition or provided by the Code of Civil Procedure.
Wai ving the CA Code of Civil Procedure per Stipulation of
Counsel - Original transcript to be released for signature
as deternmned at the deposition.
Si gnature Waived — Reading & Signature was wai ved at the

time of the deposition.

Page 172

Veritext Lega Solutions
Caendar-CA @veritext.com 866-299-5127

Foresight Ex 1083
Foresight v Personalis
IPR2023-00546




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

_X_ Federal R&S Requested (FRCP 30(e)(1)(B)) — Locked . PDF

Transcript - The witness should review the transcript and
make any necessary corrections on the errata pages included
bel ow, notating the page and |ine nunber of the corrections.
The wi tness should then sign and date the errata and penalty
of perjury pages and return the conpl eted pages to al
appearing counsel within the period of time determ ned at

t he deposition or provided by the Federal Rules.

Federal R&S Not Requested - Reading & Signature was not

requested before the conpletion of the deposition
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California Code of Civil Procedure
Article 5. Transcript or Recording

Section 2025.520

(a) If the deposition testimony is
stenographically recorded, the deposition officer
shall send written notice to the deponent and to
all parties attending the deposition when the
Original transcript of the testimony for each
session of the deposition is available for reading,
correcting, and signing, unless the deponent and
the attending parties agree on the record that the
reading, correcting, and signing of the transcript
of the testimony will be waived or that the
reading, correcting, and signing of a transcript of
the testimony will take place after the entire
deposition has been concluded or at some other
specific time.

(b) For 30 days following each notice under
subdivision (a), unless the attending parties and
the deponent agree on the record or otherwise in
writing to a longer or shorter time period, the
deponent may change the form or the substance of
the answer to a gquestion, and may either approve

the transcript of the deposition by signing it, or
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refuse to approve the transcript by not signing it.

(c) Alternatively, within this same period, the
deponent may change the form or the substance of
the answer to any question and may approve or
refuse to approve the transcript by means of a
letter to the deposition officer signed by the
deponent which is mailed by certified or registered
mail with return receipt requested. A copy of that
letter shall be sent by first-class mail to all
parties attending the deposition.

(d) For good cause shown, the court may shorten
the 30-day period for making changes, approving, or
refusing to approve the transcript.

(e) The deposition officer shall indicate on the
original of the transcript, if the deponent has not
already done so at the office of the deposition
officer, any action taken by the deponent and
indicate on the original of the transcript, the
deponent's approval of, or failure or refusal to
approve, the transcript. The deposition officer
shall also notify in writing the parties attending
the deposition of any changes which the deponent
timely made in person.

(f) If the deponent fails or refuses to approve

the transcript within the allotted period, the
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deposition shall be given the same effect as though
it had been approved, subject to any changes timely
made by the deponent.

(g) Notwithstanding subdivision (f), on a

seasonable motion to suppress the deposition,
accompanied by a meet and confer declaration under
Section 2016.040, the court may determine that the
reasons given for the failure or refusal to approve
the transcript require rejection of the deposition

in whole or in part.

(h) The court shall impose a monetary sanction

under Chapter 7 (commencing with Section 2023.010)
against any party, person, or attorney who
unsuccessfully makes or opposes a motion to

suppress a deposition under this section, unless

the court finds that the one subject to the

sanction acted with substantial justification or

that other circumstances make the imposition of the

sanction unjust.

DISCLAIMER: THE FOREGOING CIVIL PROCEDURE RULES
ARE PROVIDED FOR INFORMATIONAL PURPOSES ONLY.
THE ABOVE RULES ARE CURRENT AS OF APRIL 1,
2019. PLEASE REFER TO THE APPLICABLE STATE RULES

OF CIVIL PROCEDURE FOR UP-TO-DATE INFORMATION.
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VERITEXT LEGAL SOLUTIONS

COMPANY CERTIFICATE AND DISCLOSURE STATEMENT

Veritext Legal Solutions represents that the
foregoing transcript is a true, correct and complete
transcript of the collogquies, gquestions and answers
as submitted by the deposition officer. Veritext
Legal Solutions further represents that the attached
exhibits, if any, are true, correct and complete
documents as submitted by the deposition officer
and/or attorneys in relation to this deposition and
that the documents were processed in accordance with

our litigation support and production standards.

Veritext Legal Solutions is committed to maintaining
the confidentiality of client and witness information,
in accordance with the regulations promulgated under
the Health Insurance Portability and Accountability
Act (HIPAA), as amended with respect to protected
health information and the Gramm-Leach-Bliley Act, as
amended, with respect to Personally Identifiable
Information (PII). Physical transcripts and exhibits
are managed under strict facility and personnel access
controls. Electronic files of documents are stored

in encrypted form and are transmitted in an encrypted
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fashion to authenticated parties who are permitted to
access the material. Our data is hosted in SSAE 16

certified facilities.

Veritext Legal Solutions complies with all federal and
State regulations with respect to the provision of
deposition services, and maintains its neutrality and
independence regardless of relationship or the
financial outcome of any litigation. Veritext requires
adherence to the foregoing professional and ethical
standards from all of its subcontractors in their

independent contractor agreements.

Inquiries about Veritext Legal Solutions'
confidentiality and security policies and practices
should be directed to Veritext's Client Services
Assoclates indicated on the cover of this document or

at www.veritext.com.
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