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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

TREND MICRO, INC. and AO KASPERSKY LAB,
Petitioner,

V.

OPEN TEXT INC.,
Patent Owner.

IPR2023-00556!
Patent 8,726,389 B2

Before BARBARA A. PARVIS, GARTH D. BAER, and
AARON W. MOORE, Administrative Patent Judges.

BAER, Administrative Patent Judge.

ORDER
Termination as to Trend Micro, Inc. Due to Settlement
35US8.C.§317;37CF.R. §42.74

' Trend Micro, Inc. who filed a petition in IPR2023-01459 has been joined
as a petitioner in this proceeding. AO Kaspersky Lab, who filed a petition in
IPR2024-00035 has also been joined as a petitioner in this proceeding.



IPR2023-00556
Patent 8,726,389 B2

Patent Owner Open Text, Inc. (“Patent Owner”) and Petitioner Trend
Micro, Inc. (“Trend Micro”) filed a “Joint Motion to Terminate
Proceedings” (IPR2023-01459, Paper 9 (“Motion”)) and a “Joint Request to
Treat Agreement as Business Confidential Information” (IPR2023-01459,
Paper 8 (“Joint Request™)) in [IPR2023-01459.>

Patent Owner and Trend Micro (collectively, “the parties™) represent
that they have reached settlement as evidenced by a written, confidential
agreement (IPR2023-01459, Ex. 1023 (““Agreement”)), filing a true copy of
the same as required under 37 C.F.R. § 42.74(b). Motion 2. The parties
represent that they have “reached a resolution as to all the disputes in this
proceeding and as to the >389 Patent.” Motion 2. The parties further
represent “that there are no other agreements, oral or written, between”
Patent Owner and Trend Micro. Motion 3.

This proceeding is at an intermediate stage. We have not yet decided
the merits of this proceeding, and a final written decision has not been
entered in this proceeding. Furthermore, there are strong public policy
reasons to favor settlement between the parties to a proceeding. Patent Trial
and Appeal Board Consolidated Trial Practice Guide, 84 Fed. Reg. 64,280
(Nov. 21, 2019). Under these circumstances, and in view of the parties’
settlement and representations, we determine that good cause exists to
terminate the proceeding with respect to Trend Micro. The grant of the
motion to terminate will not result in the termination of this inter partes

review, however, because AO Kaspersky Lab remains as a Petitioner.

2 Although Patent Owner and Trend Micro filed their Motion and Joint
Request in [PR2023-01459, our Institution Decision in that proceeding
ordered that “all future filings shall be made in IPR2023-00556.” 1PR2023-
01459, Paper 7, 5.
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After reviewing the Agreement between Patent Owner and Trend
Micro, we find that the Agreement contains confidential business
information regarding the terms of settlement. We determine that it is
appropriate to treat the Agreement as business confidential information and
keep it separate from the file of U.S. Patent No. 8,726,389. See 37
C.F.R. § 42.74(c).

ORDER

In consideration of the foregoing, it is hereby:

ORDERED that the Joint Motion to Terminate with respect to Trend
Micro, Inc. is granted,

FURTHER ORDERED that AO Kaspersky Lab will remain as
Petitioner in this proceeding, and the case will continue to proceed;

FURTHER ORDERED that the Joint Request to Treat Agreement as
Business Confidential Information is granted, and the Agreement (Ex. 1023)
shall be kept separate from the file of U.S. Patent No. 8,726,389 B2, and
made available only to Federal Government agencies on written request, or
to any person on a showing of good cause, pursuant to 35 U.S.C. § 317(b)
and 37 C.F.R. § 42.74(c); and

FURTHER ORDERED that the case caption in [PR2023-00556 shall
be changed to reflect the termination of Trend Micro, Inc. as a petitioner in

accordance with the attached example.
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FOR PETITIONER 01459:

Robert Hansen

Matthew Anderson

Scott Amankwatia

THE MARBURY LAW GROUP, PLLC
bhansen@marburylaw.com
manderson@marburylaw.com
samankwatia@marburylaw.com

FOR PETITIONER 00035:

Joseph Miotke

Eric Chadwick

Erin Block

DEWITT LLP
jtm@dewittllp.com
ehc@dewittllp.com
eblock@dewittllp.com

FOR PATENT OWNER:

Brian Eutermoser

Russell Blythe

Mikaela Stone

KING & SPALDING LLP
beutermoser@kslaw.com
rblythe@kslaw.com
mikaela.stone@kslaw.com



Example Case Caption for Proceeding

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

AO KASPERSKY LAB,
Petitioner,

V.

OPEN TEXT INC.,
Patent Owner.

IPR2023-00556°
Patent 8,726,389 B2

3 AO Kaspersky Lab, who filed a petition in IPR2024-00035 has been joined
as a petitioner in this proceeding.



