IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

HALLIBURTON ENERGY SERVICES, INC.,

Petitioners

U.S. WELL SERVICES, LLC,

Patent Owner.

Case No.IPR2023-00558
U.S. Patent No. 11,136,870

PATENT OWNER’S MANDATORY NOTICES
37 C.F.R. 42.8(2)(2)



Pursuant to 37 C.F.R. § 42.8(a)(2), U.S. Well Services, LLC submits the
following mandatory notices:
(1) Real Party-in-interest

The real parties-in-interest are (a) U.S. Well Services, LLC (“Patent
Owner”); (2) USWS Holdings, LLC; (3) U.S. Well Services, Inc., and (4) ProFrac
Holding Corporation.

(2) Related matters

Pursuant to 37 C.F.R. § 42.8(b)(2), Patent Owner submits that U.S. Patent
No. 11,136,870 (the “870 patent™) is involved in the following currently-pending
district court proceeding:

o Halliburton Energy Services, Inc. v. U.S. Well Services, LLC, Case No. 6:22-
cv-00906-ADA (W.D. Tex.)

In addition, Petitioner filed Petitions for Inter Partes Review against other
patents held by Patent Owner, including: IPR2021-01032 against U.S. Pat. No.
9,410,410; IPR2021-01033 against U.S. Pat. No. 8,789,601; IPR2021-01034
against U.S. Pat. No. 10,337,308; IPR2021-01035 against U.S. Pat. No. 9,970,278;
[PR2021-01036 against U.S. Pat. No. 9,611,728; IPR2021-01037 against U.S. Pat.
No. 9,745,840; IPR2021-01038 against U.S. Pat. No. 10,408,030; [IPR2021-01065
against U.S. Pat. No. 9,840,901; IPR2021-01066 against U.S. Pat. No. 10,020,711;

IPR2021-01238 against U.S. Pat. No. 10,526,882; IPR2021-01315 against U.S.



Pat. No. 9,893,500; [IPR2021-01316 against U.S. Pat. No. 10,280,724; IPR2021-
01538 against U.S. Pat. No. 10,408,031; [IPR2021-01539 against U.S. Patent No.
10,648,311; IPR2022-00074 against U.S. Patent No. 10,254,732; IPR2022-00610
against U.S. Patent No. 10,934,824; and IPR2023-00557 against U.S. Patent No.
9,650,871.
(3) Lead and back-up counsel

Patent Owner provides the following designation and service information for
lead and back-up counsel. 37 C.F.R. § 42.8(b)(3) and (b)(4). Please direct all
correspondence regarding this proceeding to lead and back-up counsel at their

respective email addresses listed below. 37 C.F.R. § 42.8(b)(4).

LEAD COUNSEL Back-Up Counsel

Brian E. Ferguson Matthew Hopkins

(Reg. # 36,801) (Reg. # 76,273)
WINSTON & STRAWN LLP WINSTON & STRAWN LLP
1901 L Street, N.W. 1901 L Street, N.W.
Washington, D.C. 20036 Washington, D.C. 20036
Tel: (202) 282-5000 Tel: (202) 282-5000

Fax: (202) 282-5100 Fax: (202) 282-5100
BEFerguson@winston.com MHopkins@winston.com

J. Tyler Boyce

(Reg. #77,570)

WINSTON & STRAWN LLP
800 Capital Street, Suite 2400
Houston, TX 77002

Tel: (713) 651-2600

Fax: (713) 651-2700
TBoyce@winston.com



mailto:BEFerguson@winston.com
mailto:MHopkins@winston.com
mailto:TBoyce@winston.com

(4) Electronic Service
Patent Owner consents to electronic service at:

[PR-Profrac-USWell@winston.com.

Dated: March 3, 2023 Respectfully submitted,

/ Brian E. Ferguson /

Brian E. Ferguson

(Reg. # 36,801)

Matthew Hopkins

(Reg. #76,273)
WINSTON & STRAWN LLP
1901 L Street, N.W.
Washington, D.C. 20036
Tel: (202) 282-5000

Fax: (202) 282-5100

J. Tyler Boyce

(Reg. #77,570)

WINSTON & STRAWN LLP
800 Capital Street, Suite 2400
Houston, TX 77002

Tel: (713) 651-2600

Fax: (713) 651-2700
TBoyce@winston.com

Counsel for Patent Owner


mailto:IPR-Profrac-USWell@winston.com
mailto:TBoyce@winston.com

CERTIFICATE OF SERVICE

I certify that, on March 3, 2023, I caused true and correct copies of the
foregoing “PATENT OWNER’S MANDATORY NOTICES” to be served by

electronic mail on the following:

Lead Counsel Back-Up Counsel
Elizabeth D. Flannery Chad C. Walters
USPTO Reg. No. 59,509 USPTO Reg. No. 48,022
BAKER BOTTS L.L.P. BAKER BOTTS L.L.P
One Shell Plaza 2001 Ross Avenue Suite 900
910 Louisiana Street Dallas, TX 75201-2980
Houston, TX 77002-4995 Phone: (214) 953-6511
Phone: (713) 229-2104 Chad.walters@bakerbotts.com
Liz.flannery(@bakerbotts.com
Brandon Chen
USPTO Reg. No. 76,931
BAKER BOTTS L.L.P.

One Shell Plaza

910 Louisiana Street

Houston, TX 77002-4995
Phone: (713) 229-1611
Brandon.chen@bakerbotts.com

Dated: March 3, 2023 / Brian E. Ferguson /
Brian E. Ferguson
(Reg. # 36,801)
WINSTON & STRAWN LLP
1901 L Street, N.W.
Washington, D.C. 20036
Tel: (202) 282-5000
Fax: (202) 282-5100

Counsel for Patent Owner


mailto:Liz.flannery@bakerbotts.com
mailto:Chad.walters@bakerbotts.com
mailto:Brandon.chen@bakerbotts.com

