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I. INTRODUCTION 

Petitioner’s Sotera-style stipulation in its Supplemental Brief (Paper 18) is 

timely and is the result of changed circumstances.  The Director’s general remand 

did not preclude Petitioner’s stipulation, which is relevant to the Board’s 

reevaluation of institution. 

II. ARGUMENT 

A. Petitioner’s Stipulation Is Timely 

Patent Owner (“PO”) wrongly blames Petitioner for the alleged 

“gamesmanship” that necessitated this briefing, but it was PO’s submission of new 

arguments and evidence in its Sur-Reply that set the relevant series of events in 

motion.  See Paper 15, 2.  The denial of Petitioner’s request to respond to that new 

argument and evidence formed the basis for Petitioner’s request for Director Review 

on 10/20/2023 and the Director’s decision on 11/16/2023.  Id.  Meanwhile, the 

litigation proceeded, including issuance of a Markman Order on 10/30/2023 (Ex. 

2013), and service of final infringement contentions (11/13/2023) and final 

invalidity contentions (11/20/2023).1  Ex. 1024.  By the time of Petitioner’s 

 
1 PO expressly agreed to file the invalidity contentions and expert report with its 

brief, which the Board authorized while instructing that Petitioner was not 

authorized to file additional evidence.  Ex. 2014 at 20; Paper 20.  But PO’s 

gamesmanship continued when it tried to justify its decision not to file those 
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supplemental brief (11/30/2023), the final invalidity contentions in the co-pending 

litigation, which were limited to six references by the district court’s scheduling 

order (Ex. 2001 at 3), no longer relied on any prior art grounds that could have 

reasonably been raised before the PTAB.  Ex. 1024.  The expert report in the district 

court litigation relies on these same prior art grounds that could not have been 

reasonably raised before the PTAB.  Ex. 1025.  Consistent with this change in 

circumstances, Petitioner offered a Sotera-style stipulation.  Paper 18, 1.  Thus, “the 

grounds the PTAB may resolve in this proceeding will differ from those present in 

the parallel district court litigation.”  Interim Guidelines, at 6. 

The Board’s Order on Conduct of the Proceedings following Director remand 

indicated that an institution decision would issue no later than May 16, 2024, which 

would place a final written decision in approximately May 2025, and not the 

September 2024 date originally expected.  Paper 20, 2.  Thus, by the time of 

 

exhibits because they were purportedly not relevant to any issue raised in their 

response (paper 21, 1 n. 1).  That justification is belied by (a) PO’s filing of the 

claim construction order (which addresses additional unrelated patents) in its 

entirety (Ex. 2013) despite not mentioning that order in its response, and (b) PO’s 

allegation that Petitioner has refused to explain the timing of its Sotera stipulation 

(Supp. Resp. (Paper 21) at 6). 
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Petitioner’s supplemental brief, the pre-institution facts relevant to Fintiv factors 2 

(proximity of the court’s trial date to projected FWD)2 and 4 (overlap of issues) had 

significantly changed.  This change in circumstances was not due to 

“gamesmanship” by Petitioner, but instead was the result of the delay caused by 

PO’s submission of new argument and evidence in its Sur-Reply that necessitated 

Director Review. 

The Board has been clear in its intention to consider changes in circumstances 

since the Reply and Sur-Reply were filed.  The Board authorized the submission of 

the district court’s claim construction order that issued after that briefing, which 

resolves the Board’s concern over the potential for inconsistent constructions for the 

“processor” terms.  Likewise, PO’s Supplemental Response urges the Board to 

consider the change in the estimated district court trial date in light of the relevant 

median time-to-trial statistics (although PO failed to alert the Board that those 

statistics have now changed).3  Paper 21, 4.  Petitioner agrees with both the Board 

 
2 PO wrongly claims that the estimated trial date is March 2025 using median time-

to-trial statistics.  Paper 21, 4.  The current statistics (37.8 months) put the trial in 

July 2025.  Interim Guidelines, 3 (https://www.uscourts.gov/statistics-

reports/analysis-reports/federal-court-management-statistics). 

3 Id. 
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and PO that these changed circumstances, including the changed circumstances that 

led Petitioner to provide its Sotera stipulation and the Sotera stipulation itself, should 

be considered by the Board now.  That Sotera stipulation streamlines these 

proceedings on remand and avoids the need for the Board to conduct a full analysis 

of the changed facts under Fintiv.  Stipulations prior to the issuance of the institution 

decision are entirely proper.  BMW of No. Am., LLC. V. Northstar Systems LLC, 

IPR2023-01017, Paper 12 at 10 (P.T.A.B. December 8, 2023). 

The facts here are unlike those in NXP USA v. Impinj, Inc., IPR2021-01556, 

Paper 13 at 4 (P.T.A.B. Sept. 7, 2022) (precedential).  This is not a case where 

Petitioner waited to see if the Board denied institution under Fintiv and only then 

offered a stipulation for the first time in a request for rehearing.  Id.  The fact that 

Petitioner did not wait until after the institution decision to offer a stipulation is by 

itself enough to distinguish NXP.  Id.  However, there are additional compellingly 

different facts here.  It was PO who delayed these proceedings by offering new 

argument and evidence in its pre-institution papers that necessitated Director 

Review.  During that process, developments in the district court litigation changed 

the relevant facts for the Fintiv analysis.  Now, on remand and before institution, 

Petitioner has offered a stipulation to streamline the Board’s pre-institution analysis.  

PO’s mischaracterizations of the district court proceedings do not change the 

conclusion that Petitioner’s stipulation is timely.  Paper 21, 4-6. 
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B. The Director’s Remand Did Not Preclude Petitioner’s Stipulation 

The Director’s remand instructed that “[t]he Board shall … issue a decision 

that reevaluates institution in light of all of the pre-institution papers, including the 

supplemental briefings from Petitioner and Patent Owner.”  Paper 15, 6 (emphasis 

added); see also Paper 16, Conduct of the Proceedings (acknowledging the 

Director’s instruction).  That remand did not preclude a Sotera stipulation.  This is 

not a scenario where there has been a complete trial where remand would typically 

be narrowed to a specific issue.  Instead, the Director vacated the Board’s institution 

decision and, rather than limiting the scope of the remand, expressly instructed that 

“all of the pre-institution papers, including the supplemental briefings” that included 

Petitioner’s stipulation, should be considered. 

III. CONCLUSION 

In view of the foregoing, institution of this IPR is respectfully requested.   

       Respectfully submitted, 

 

Dated: January 12, 2024  /s/  Tiffany C. Miller  

      Tiffany C. Miller 

Reg. No. 52,032 

       Attorney for Petitioner 
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