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’269 Patent, Claim 1

A positive airway pressure (PAP) sleep disorder treatment system comprising:1.pre

a signal processing module comprising a first input adapted for connecting to a pulse oximeter sensor with a signal, 
electronics adapted for filtering and processing the signal, and an output adapted for outputting pulse oximetry sensor data;

1.a

a PAP device adapted for treating a subject's sleep disorder, the PAP device with a separate enclosure from the signal 
processing module further comprising:

1.b

a blower having an air output,1.b.1

a second input adapted for receiving the pulse oximetry sensor data from the output of the signal processing 
module,

1.b.2

an airflow sensor internal to the PAP device adapted for measuring the respiratory airflow data of a subject
using the PAP device, and

1.b.3

a processor adapted for receiving the pulse oximetry sensor data from the second input and the respiratory airflow 
data from the airflow sensor and calculating, based in part on both the respiratory airflow data and the pulse 
oximetry sensor data, sleep disorder symptom data of a level of severity and/or an index of a level of severity of the 
subject's sleep disorder symptoms measured during use of the PAP device;

1.b.4

a mask or a nasal cannula; and1.c

a module transceiver adapted for receiving and transmitting the sleep disorder symptom data of the level of severity 
and/or the index of the level of severity of the subject's sleep disorder symptoms to a remote location.

1.d

Petition, 1.
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’269 Patent, Claim 5

A sleep disorder treatment system comprising:5.pre

a data acquisition system;5.a

a positive airway pressure (PAP) device; and5.b

a processor;5.c

the data acquisition system consisting essentially of a data acquisition 
device having at least one first input adapted for receiving a first 
signal from a pulse oximeter sensor, an electronic component adapted 
for filtering and processing the first signal from the pulse oximeter 
sensor to remove artifacts, and a first output adapted for transmitting 
pulse oximeter sensor data based on the first signal from the pulse 
oximeter sensor to the PAP device;

5.d

the PAP device comprising:
a hose

5.e.1

a blower5.e.2

an airflow sensor with a second signal adapted for measuring 
respiratory airflow of a subject,

5.e.3

a second input for receiving pulse oximetry sensor data from the 
data acquisition device; and

5.e.4

a mask or nasal cannula for treating a subject's sleep disorder 
symptoms; and

5.e.5

Petition, 1.

the processor adapted for receiving pulse oximetery
sensor data from the second input and the respiratory 
airflow data from the airflow sensor, the processor 
further adapted for calculating, based in part on both 
data from the respiratory airflow and pulse oximetry 
sensors, sleep disorder symptom data of a level of 
severity and/or index of a level of severity of the 
subject's symptoms measured during the subject's use 
of the PAP device, 

5.f.1

the processor adapted to be either part of or external to 
the PAP device and having a second output, the second 
output adapted for providing sleep disorder symptom 
data and/or the index of the level of severity of the 
subject's symptoms to a nonvolatile memory to be used 
for later transmission of the sleep disorder symptom 
data and/or the index of the level of severity of the 
subject's symptoms to a remote location.

5.f.2
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’269 Patent, Claim 8

Petition, 1-2.

A sleep disorder treatment system comprising:8.pre

a data acquisition system, the data acquisition system comprising 
a data acquisition device having inputs for receiving signals from 
at least one physiological sensor, the data acquisition system for 
creating an output of the level of severity of a subject's sleep 
disorder or symptoms based in part on the signals from the at least 
one physiological sensor; and

8.a

a positive airway pressure apparatus for providing 
pressurized air and dosing and chemically treating a 
subject's sleep disorder or symptoms with a pharmaceutical 
agent, the positive airway pressure apparatus comprising a 
controller adapted to adjust the pharmaceutical agent, at 
least in part, using the output of the level of severity of the 
subject's sleep disorder from the data acquisition system.

8.b
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’269 Patent, Claim 15

Petition, 1-2.

A positive airway pressure (PAP) sleep disorder treatment system comprising:15.pre

a PAP device with an enclosure further comprising:15.a

a blower having an air output,15.a.1

an airflow sensor internal to the PAP device adapted for measuring the respiratory airflow of a subject
while using the PAP and outputting airflow sensor data;

15.a.2

a processor adapted for receiving the airflow sensor data, and calculating both symptom data of a severity of 
the subject's sleep disorder symptoms and/or an index of a subject's symptoms measured during use of the 
PAP device and data of usage of the PAP device;

15.a.3

a mask or a nasal cannula;15.b

a first radio frequency wireless module transceiver; and15.c

a base station, cellular phone, or PDA;15.d

the first radio frequency wireless module transceiver adapted for receiving and transmitting the symptom data 
of the severity of the subject's sleep disorder symptoms and/or an index of a subject's symptoms measured 
during use of the PAP device and the data of usage to the base station, cellular phone or PDA;

15.e

the base station, cellular phone, or PDA comprising a second radio frequency wireless module transceiver, a 
processor, a software, and a display, the base station, cellular phone, or PDA adapted to display the symptom 
data of the severity of the subject's sleep disorder symptoms and/or the index of the subject's symptoms, and 
to retransmit the symptom data of the severity of the subject's sleep disorder symptoms and/or the index of 
the subject's symptoms and the data of usage received from the PAP device to a remote internet site.

15.f

ResMed
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’269 Patent Prior Art

Petition, 3-4, 25.

Genger
WO 02/078775A2

EX1005.

Farrell
WO 2005/096737A2

EX1006.

Schmidt
U.S. 6,167,258

EX1008.
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’269 Patent Prior Art

Petition, 3-4, 25, 61.

Kocinski
U.S. 2003/0236450A1

EX1012.

Westbrook
U.S. 2002/0165462A1

EX1007.
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’269 Patent Prior Art

Petition, 3-4, 49.

Stahmann
WO 2005/028029A2

EX1010.

Edgar
U.S. 2005/0171160A1

EX1011.
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Grounds

Prior ArtBasisClaims Ground

Genger, Schmidt, Westbrook, Farrell, POSITA knowledge§1031-3, 5, 71

Genger, Schmidt, Westbrook, Farrell, Paradiso, POSITA 
knowledge

§1034, 62

Stahmann, Edgar, POSITA knowledge§1038-11, 133

Stahmann, Edgar, Schmidt, POSITA knowledge§103124

Stahmann, Edgar, Paradiso, POSITA knowledge§103145

Kocinski, Farrell, Bluetooth, POSITA knowledge§10315-16, 18-196

Kocinski, Farrell, Bluetooth, Guilleminault-2004, 
Westbrook, POSITA knowledge

§103177

Kocinski, Farrell, Bluetooth, Paradiso, POSITA knowledge§103208

Petition, 3-4.
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’269 Patent Overview
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’269 Patent – Relies on Well-Known Prior Art

Petition, 7-8, 10, 13; Reply, 2.

EX1001, 2:17-25.EX1001, Fig. 7.
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’269 Patent

Petition, 12-14; Reply, 3 n.1.

EX1001, 22:41-54.

EX1001, 23:12-17.
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’269 Patent – Relies on Well-Known Prior Art

Reply, 1-3, 15-16 (see also POR characterizing 
Figure 7 as “novel”).

EX1026, Fig. 1. EX1001, Fig. 7.

’269 PatentTruitt - Prior Art
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’269 Patent – Relies on Well-Known Prior Art

’269 PatentTruitt - Prior Art

EX1001, 23:12-17.EX1026, 2:1-11.

Reply, 1-3.
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’269 Patent – Relies on Well-Known Prior Art
’269 PatentSchmidt - Prior Art

EX1006. EX1001.Petition, 11-12.
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’269 Patent – Relies on Well-Known Prior Art
’269 PatentSchmidt - Prior Art

EX1006, 
Fig. 1-3.

EX1001,
Fig. 1-3.

Petition, 
11-12.
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’269 Patent – Relies on Well-Known Prior Art

’269 PatentSchmidt - Prior Art

EX1006, Fig. 4. EX1001, Fig. 4.

Petition, 11-12.
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’269 Patent – Relies on Well-Known Prior Art
’269 PatentSchmidt - Prior Art

EX1006, 
Fig. 5.

EX1001,
Fig. 5.

Petition, 
11-12.
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’269 Patent – Relies on Well-Known Prior Art
’269 PatentSchmidt - Prior Art

EX1006, 
Fig. 6.

EX1001,
Fig. 6.

Petition, 
11-12.
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’269 Patent – Relies on Well-Known Prior Art

Petition, 11-12.

EX1001, 8:57-18:50.

Schmidt - Prior Art

EX1006, 4:63-14:54.

’269 Patent

* * * * * *
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’269 Patent – Relies on Well-Known Prior Art

Petition, 13-15; Reply, 5.

EX1001, 3:48-56.

EX1001, 6:10-11.

EX1001, 20:1-8.

EX1001, 20:26-31.
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’269 Patent – Relies on Well-Known Prior Art

Petition, 69.

EX1001, 19:8-45.
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Internal Airflow Sensor
Ground 1: Genger (Ex. 1005) and Farrell (Ex. 1008) 

Ground 6: Kocinski (Ex. 1012) and Farrell (Ex. 1008)
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Claims 1, 5, 15 – Internal Airflow Sensor

Petition, 34-36, 45, 64-65.

an airflow sensor internal to the PAP device adapted 
for measuring the respiratory airflow data of a 
subject using the PAP device, and

1.b.3Genger 
and 

Farrell
Ground 1

[the PAP device comprising:] an airflow sensor with a 
second signal adapted for measuring respiratory airflow 
of a subject,

5.e.3

an airflow sensor internal to the PAP device adapted for 
measuring the respiratory airflow of a subject while using 
the PAP and outputting airflow sensor data;

15.a.2

Kocinski 
and 

Farrell
Ground 6
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Ground 1 – Genger and Farrell

Petition, 34-36; Reply, 8-16.

Genger in view of Farrell renders obvious the PAP device 
comprising an internal airflow sensor adapted for measuring 
respiratory airflow of a subject

$ PO does not dispute Genger discloses an airflow sensor “adapted for measuring the 
respiratory airflow data of a subject” (claim 5 omits the word “data”)

$ PO admits the only disclosure in the ’269 patent of an “internal” respiratory airflow 
sensor is a “conventional PAP device” (see POR at 14-15, citing Fig. 7)

$ PO does not dispute the obviousness motivations identified in the Petition

ResMed
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Genger Figures 1, 2, 8

Petition, 26-28.

EX1005, Fig. 1, 11:21.

Sleep Laboratory 
Environment

Domestic Environment Combined Hospital and Domestic 
Network

EX1005, Fig. 2, 12:18-19.

EX1005, Fig. 8, 10:11-12, 17:1-18:16.
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Genger Figure 1

Petition, 26, 32-34; Reply, 8.

EX1005, Fig. 1, 10:14-30.
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Farrell Discloses an Airflow Sensor Internal to the PAP Device

Petition, 35-36; Reply, 9-10, 13.

Internal airflow 
sensor 4f

Internal 
turbine

EX1008, Fig. 1.

PAP 
Device
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Farrell Discloses an Airflow Sensor Internal to the PAP Device

EX1008, 5:3-17, Fig. 1.

Petition, 35-36; Reply, 9-10, 13.

PAP 
Device
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Internal Airflow Sensors Were Conventional

Reply, 9, 15-16, 23-24.

PO Resp., 14-15, 6; PO Sur-reply, 24.

PO argues ’269 patent Figure 7 
discloses the claimed internal 
airflow sensor

" ’269 Patent admits Figure 7, copied 
from the prior art, is a 
“conventional” system (22:47-48)

" ’269 Patent relies on drawing (not 
text) to show placement inside the 
enclosure

" Farrell provides the same 
disclosure

ResMed
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Farrell Discloses an Airflow Sensor Internal to the PAP Device

Petition, 12, 35; Reply, 9, 15-16, 23-24 (Ground 6).

Internal airflow 
sensors

Internal 
turbine

EX1008, Fig. 1.EX1001, Fig. 7.

Farrell’269 Patent

PAP 
Device

PAP 
Device
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Motivations for Internal Airflow Sensor

EX1005, Fig. 2, 12:18-23.

Petition:

Genger: 

Petition, 36; EX1004 
(Sharony Decl.), ¶88.
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Motivations for Internal Airflow Sensor

Dr. Sharony:

Sharony Dep. Tr. (EX2016), 59:10-15; 
Reply, 12.

ResMed
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Motivations for Internal Airflow Sensor
Berthon-Jones (EX2015): 

EX2015, 8:31-40; 
EX1004 (Sharony) at ¶ 86; 

Reply, 12-13.

Farrell:

EX1008, FIG. 1 (see 2:5-6 
(incorporating Berthon-Jones)); 

Reply 12-13.

PAP 
Device

ResMed
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Farrell Discloses an Airflow Sensor Internal to the PAP Device

PO Mischaracterizes Farrell 

" Farrell does not limit flow sensor to pneumotachograph

• Farrell discloses “flow sensor 4f” which “may be” pneumotachograph “or 
similar device” 

" Farrell does not limit location of flow sensor or pneumotachograph to the mask

" Pneumotachograph can be located internal to the PAP device enclosure

Reply, 11.

PO Resp., 15 (citing ’269 patent, Figure 7).

Reply, 10.

PO Argues:

EX1008, 5:3-17, Fig. 1.

Farrell:

Reply, 10-11.

ResMed
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PO Misrepresents the Record

• Genger discloses a “flow sensor unit” 
does not say “pneumotachograph” 
EX1005, 10:26-27

• Petition relies on Farrell, not Berthon-
Jones for disclosure of internal sensor

• PO is wrong that it was not “common or 
possible for pneumotachographs” to be 
located internally to a PAP device –
relies solely on unsupported expert 
testimony Reply, 10-11.

Reply, 12, 14.

PO Resp., 20-21.

Reply, 8.

PO Argues:

ResMed
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PO Misrepresents the Record

EX1030 (also to Berthon-Jones):

• Fig. 5 “removes the 
pressure sensing hoses 
and pneumotachograph 
from the region of the 
mask 12.” 
EX1030, 8:15-16, Fig. 2a, 5

Reply, 10-11.
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Ground 6 (Claim 15) – Kocinski and Farrell

Petition, 64-65; Reply, 23-24.

• Kocinski and Farrell render obvious “an airflow sensor internal to the PAP 
device adapted for measuring the respiratory airflow of a subject” 
(Pet. 64-65)

$PO’s Response relied exclusively on its arguments for Ground 1 
(POR, 34-35)

$PO’s Sur-reply raised new arguments
(PO Sur-reply, 24-26)

$“Patent Owner is cautioned that any arguments not raised in the 
response may be deemed waived.”
(Paper 24 at 9)
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Internal Airflow Sensor – PO’s Sur-Reply Arguments

1) Board should reject new arguments as untimely

2) PO’s new arguments contradict its characterization of ’269 patent disclosure

3) Board correctly found that Farrell’s pneumotachograph is a device for measuring airflow

Farrell:

’269 Patent:

Petition, 64-65; Reply, 23-24; PO Sur-reply, 24-26.

’269 Patent (EX1001), 23:8-10.

EX1005, 5:5-7.

Paper 23 (I.D), 49

Farrell’269 Patent

EX1008, Fig. 1.EX1001, Fig. 7.

PAP 
Device

PAP 
Device
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Nonvolatile Memory (Claim 5)
Ground 1: Genger (Ex. 1005) and Westbrook (Ex. 1007)

ResMed
Exhibit 1034 - Page 41



42DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Genger Renders Obvious Nonvolatile Memory

the processor adapted to be either part of or external to 
the PAP device and having a second output, the second 
output adapted for providing sleep disorder symptom 
data and/or the index of the level of severity of the 
subject's symptoms to a nonvolatile memory to be used 
for later transmission of the sleep disorder symptom 
data and/or the index of the level of severity of the 
subject's symptoms to a remote location.

5.f.2

A sleep disorder treatment system comprising:5.pre

a data acquisition system;5.a

a positive airway pressure (PAP) device; and5.b

a processor;5.c

* * *

" No dispute it was a known advantage to 
not lose data when power is removed

Reply, 16-18.
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Genger Renders Obvious Nonvolatile Memory

1) PO wrongly limits Genger’s disclosure to “immediate 
transmission” and memory for the modem

Petition, 46; Reply, 16-18.

EX1005 (Genger), 12:22-25.

2) PO wrongly limits 
Westbrook’s flash memory 
to a flash card

EX1007 (Westbrook), [0058].
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Transmission and Display of Data
Ground 6: Kocinski (Ex. 1012) and Farrell (Ex. 1008)
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Claim 15 – Kocinski and Farrell

a base station, cellular phone, or PDA;15.d

the first radio frequency wireless module transceiver adapted for receiving and transmitting the symptom data 
of the severity of the subject's sleep disorder symptoms and/or an index of a subject's symptoms measured 
during use of the PAP device and the data of usage to the base station, cellular phone or PDA;

15.e

the base station, cellular phone, or PDA comprising a second radio frequency wireless module transceiver, a 
processor, a software, and a display, the base station, cellular phone, or PDA adapted to display the symptom 
data of the severity of the subject's sleep disorder symptoms and/or the index of the subject's symptoms, and 
to retransmit the symptom data of the severity of the subject's sleep disorder symptoms and/or the index of 
the subject's symptoms and the data of usage received from the PAP device to a remote internet site.

15.f

" PO does not dispute that Kocinski discloses a “base station,” or that 
alternatively, Farrell discloses the claimed “PDA”

" PO does not dispute Kocinski and Farrell disclose symptom data

" PO ignores disclosures that symptom data is transmitted and retransmitted

" PO’s “display” argument mischaracterizes the Petition and prior art

Petition, 70-75; Reply, 24-28.
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Kocinski – Figure 1

EX1012 (Kocinski), [0035].

Petition, 62-63, 74; Reply, 24-28.
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Kocinski – Computer Embodiment

Petition, 68-70, 74.

Petition, 70 (annotating EX1012 (Kocinski), Fig. 1).

EX1012 (Kocinski), [0049].
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Kocinski Discloses the Claimed Data is Transmitted/Retransmitted

EX1012 (Kocinski), [0028].
Petition, 65-74; Reply, 24-25.

Threshold 
message 
example

“apnea events”
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Kocinski – Display

Petition, 71-72, 74-75; Reply, 26-27.

EX1012 (Kocinski), [0045], Fig. 10.

ResMed
Exhibit 1034 - Page 49



50DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Petition:  Kocinski Discloses or Renders Obvious “Display”

Petition, 71-72.

Petition, 74-75.
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Kocinski – Reports Not Limited to Medical Professional

Petition, 71, 74; Reply, 27.

EX1012 (Kocinski), [0035].

EX1012 (Kocinski), [0039].
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Farrell Discloses a “PDA”

EX1008 (Farrell), 5:28-31, Fig. 1.

EX1008 (Farrell), 6:20-25.

Petition, 71, 74; Reply, 25-26.
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Claims 8-14
Ground 3: Stahmann (Ex. 1010) and Edgar (Ex. 1011)

Ground 4:  Stahmann, Edgar, Schmidt (Ex. 1006)
Ground 5:  Stahmann, Edgar, Paradiso (Ex. 1009)
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Claim 8
A sleep disorder treatment system comprising:8.pre

a data acquisition system, the data acquisition system comprising 
a data acquisition device having inputs for receiving signals from 
at least one physiological sensor, the data acquisition system for 
creating an output of the level of severity of a subject's sleep 
disorder or symptoms based in part on the signals from the at least 
one physiological sensor; and

8.a

a positive airway pressure apparatus for providing 
pressurized air and dosing and chemically treating a 
subject's sleep disorder or symptoms with a pharmaceutical 
agent, the positive airway pressure apparatus comprising a 
controller adapted to adjust the pharmaceutical agent, at 
least in part, using the output of the level of severity of the 
subject's sleep disorder from the data acquisition system.

8.b

Petition, 49-57.
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Stahmann Discloses Chemically Treating a Sleep Disorder 
With a Pharmaceutical Agent

EX1010 (Stahmann), 236:12-15, 273:3-6; Pet. 55.

Petition, 53-57; Reply, 18-20.

a positive airway pressure apparatus for providing 
pressurized air and dosing and chemically treating a 
subject's sleep disorder or symptoms with a pharmaceutical 
agent, the positive airway pressure apparatus comprising a 
controller adapted to adjust the pharmaceutical agent, at 
least in part, using the output of the level of severity of the 
subject's sleep disorder from the data acquisition system.

8.b

ResMed
Exhibit 1034 - Page 55



56DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Stahmann Discloses “adjust[ing]”

EX1010 (Stahmann), 241:31-242:9; Pet. 54-55.
Petition, 50-51, 53-57; Reply, 18-20.

a positive airway pressure apparatus for providing pressurized air and 
dosing and chemically treating a subject's sleep disorder or symptoms 
with a pharmaceutical agent, the positive airway pressure apparatus 
comprising a controller adapted to adjust the pharmaceutical agent, at 
least in part, using the output of the level of severity of the subject's 
sleep disorder from the data acquisition system.

8.b
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Edgar Discloses a System for Providing a Pharmaceutical 
Compound to a Patient Via a CPAP Device 

EX1011, [0407]-[0409]; see
[0392]-[0393].

Petition: Edgar: 

Petition, 56-57; 
EX1004, ¶124.
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Additional Slides
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POSITA Definition

Petition, 24; POR, 8.
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PO’s Expert’s Admissions

Reply, 20.

EX2018 (Patil Declaration), ¶28.

EX1032 (Borkholder District Court Declaration), ¶1789.
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