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Attachments: 23-1048.0RDER.3-26-2024.pdf

CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before
responding, clicking on links, or opening attachments.

Dear Board,

Petitioner’s position is the following:

1

Regarding why the parties have allegedly “failed to update [the Board] regarding the Federal
Circuit’s decision,” although the Federal Circuit indeed affirmed the district court’s invalidity
finding under 35 U.S.C. § 101 in January, Patent Owner filed a petition for en banc rehearing.
The Federal Circuit’s decision on that petition (attached) issued only last week (March 25,
2024) and denied rehearing, thereby indicating the court’s final position on the matter. Thus,
to the extent 37 C.F.R. § 42.8(a)(3) requires identifying not only a judicial matter that would
affect the proceedings but also a final decision in the matter, that decision did not issue until
last week. 21 days have not yet passed since then, and thus the parties still have the
opportunity to comply with § 42.8(a)(3).

Regarding “how the Board should proceed in the above identified proceedings in light of the
Federal Circuit’s decision,” Patent Owner currently has until June 24, 2024, to file a petition
for writ of certiorari with the Supreme Court. Should Patent Owner choose to file, the Court
has stated it will decide on the petition in, “[o]n the average, about six weeks,” i.e., around
August 5, 2024. See https://www.supremecourt.gov/publicinfo/reportersguide.pdf at 15.
Should the Court then deny, the invalidation of all patents at issue will become final. Despite
being decided under § 101, such would nevertheless moot the current IPRs by invalidating all
instituted claims.

In other words, by around August 5, 2024, the Board and parties will know whether the IPRs
may be terminated for mootness. However, oral arguments for the IPRs are currently
scheduled before this date (May 31 and July 2, 2024), and final written decisions are due
shortly after this date (Sept. 5 and Oct. 2, 2024). But because of the possibility of mootness,
which Petitioner believes is high, the IPRs should be stayed pending either (1) Patent
Owner’s decision to not file a certiorari petition by June 24, 2024, or otherwise (2) the
Court’s decision on such a petition. The stay need not extend beyond this period, however,
because if certiorari is granted, such a case would involve only a § 101 issue, which does not
directly affect any issues in the IPRs.

Nonetheless, the proposed a stay would likely require an extension of the discussed final
written decision deadlines. Under 35 U.S.C. § 316(a)(11), “the Director may, for good cause
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NOTE: This order is nonprecedential.

Anited States Court of Appeals
for the ffederal Circuit

PLOTAGRAPH, INC., TROY PLOTA, SASCHA
CONNELLY,
Plaintiffs-Appellants

V.

LIGHTRICKS, LTD.,
Defendant-Appellee

2023-1048

Appeal from the United States District Court for the
Southern District of Texas in No. 4:21-cv-03873, Judge Lee
H. Rosenthal.

ON PETITION FOR REHEARING EN BANC

Before MOORE, Chief Judge, LOURIE, SCHALL!, DYK,
PrOST, REYNA, TARANTO, CHEN, HUGHES, STOLL,
CUNNINGHAM, and STARK, Circuit Judges.?

1 Circuit Schall participated only in the decision on
the petition for panel rehearing.
2 Circuit Judge Newman did not participate.
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2 PLOTAGRAPH, INC. v. LIGHTRICKS, LTD.

PER CURIAM.
ORDER

Plotagraph, Inc., Troy Plota and Sascha Connelly filed
a petition for rehearing en banc. The petition was first re-
ferred as a petition to the panel that heard the appeal, and
thereafter the petition was referred to the circuit judges
who are in regular active service.

Upon consideration thereof,

IT IS ORDERED THAT:

The petition for panel rehearing is denied.
The petition for rehearing en banc is denied.

The mandate of the court will issue April 2, 2024.

For THE COURT

March 26, 2024 Jarrett B. Perlow
arCD ate Clerk of Court







shown, extend the 1-year period by not more than 6 months”—i.e., March 5 and April 2,
2025, which should provide sufficient time for adjudication after August 5, 2024. Good
cause for both the stay and extension is shown by the high likelihood that the IPRs will be
mooted, which would benefit the Office, both parties, and the public by conserving
resources.

Patent Owner’s position is the following:

Patent Owner’s position as to why the parties allegedly “failed to update [the Board]
regarding the Federal Circuit’s decision” is largely the same as that of Petitioner. Patent
Owner would add that the Federal Circuit decision dealt only with whether the claims
encompassed an abstract idea under 35 U.S.C. §101 and not at all with
anticipation/obviousness under 35 U.S.C. §§102/103. Therefore, it was not a judicial matter
which would be relevant to the anticipation/obviousness decisions to be made in the IPRs.

Patent Owner would not oppose a stay.
The parties are available for conference on April 9, 2024, at any time.

Lu Ling | Associate

Norton Rose Fulbright US LLP

1301 McKinney, Suite 5100, Houston, Texas 77010-3095, United States
Tel +1 713 651 5327 | Fax +1 713 651 5246
lu.ling@nortonrosefulbright.com

NORTON ROSE FULBRIGHT

Law around the world
nortonrosefulbright.com

From: Trials <Trials@USPTO.GOV>

Sent: Friday, March 29, 2024 2:08 PM

To: Robert Greeson <robert.greeson@nortonrosefulbright.com>; shunter@schneiderwallace.com
Cc: R. Ross Viguet <ross.viguet@nortonrosefulbright.com>; Lu Ling
<lu.ling@nortonrosefulbright.com>; dwalker@schneiderwallace.com; ray.ferrera@arlaw.com; Trials
<Trials@USPTO.GOV>

Subject: IPR2023-00153, IPR2023-00154, and IPR2023-00568

[External Email — Use Caution]

Counsel,
From the Board —

Petitioner and Patent Owner in the above identified proceedings have identified the Federal Circuit
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appeal in Plotagraph, Inc. v. Lightricks, Ltd., No. 23-1048, as a related proceeding. See, e.g., IPR2023-
00153, Paper 1 at 1; Paper 5 at 2. Petitioner has represented that this appeal is from a district court
decision finding the patents challenged in the above identified proceedings as invalid under 35 U.S.C.
§ 101. See, e.g., IPR2023-00153, Paper 1 at 93. It appears that the Federal Circuit has affirmed the
district court’s decision and that the court’s mandate will issue soon. See Plotagraph, Inc. v.
Lightricks, Ltd., No. 2023-1048, 2024 WL 223185 (Fed. Cir. Jan. 22, 2024). 37 C.F.R. § 42.8(a)(3)
requires the parties to update us within 21 days of any changes of information in § 42.8(b), which
includes “judicial . . . matter(s) that would affect . . . a decision in the proceeding.” The parties are
therefore directed to explain why they have failed to update us regarding the Federal Circuit’s
decision and also provide us with their position(s) on how the Board should proceed in the above
identified proceedings in light of the Federal Circuit’s decision. The parties also are directed to

provide us with available times for a conference with Board during the weeks of April 1t and April
gth.

Regards,

Esther Goldschlager
Supervisory Paralegal Specialist
Patent Trial & Appeal Board
U.S. Patent & Trademark Office
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