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Patent Owner’s (“PO”) proposed substitute claims 15-19 are unpatentable in
view of prior art references asserted in the Petition in this IPR, the file history of
the >738 patent, and other references.! Only PO’s proposed substitute claims 15
and 16 recite new limitations, and those limitations are disclosed by the prior art,
rendering the proposed substitute claims obvious.  Furthermore, proposed
substitute claim 16 lacks written description support. Proposed substitute claims
17-19 merely change the dependency of the claims they replace, meaning that they
must rise and fall with proposed substitute claim 15. Consequently, the Board

should deny PO’s motion to amend because the proposed claims are unpatentable.

I. PROPOSED SUBSTITUTE CLAIM 16 LACKS WRITTEN
DESCRIPTION SUPPORT

Among other limitations, PO proposes adding the limitation “in said
unfolded state, said first connecting rod extends upward from said center bottom
cap to said first oblique top pipe to form a Y-shaped member” to substitute claim
16. PO fails to identify adequate written description support for this limitation.

To satisfy 35 U.S.C. §112’s written description requirement, the patent’s
specification “must clearly allow [a POSITA] to recognize that the inventor

invented what is claimed” and must “convey[] to those skilled in the art that the

I PO’s expert did not opine on the proposed substitute claims or their patentability.

Ex. 1101, 9:1-8.
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inventor had possession of the claimed subject matter as of the filing date.” Ariad
Pharm., Inc. v. Eli Lilly & Co., 598 F.3d 1336, 1351 (Fed. Cir. 2010); Knowles
Elecs. LLC v. Cirrus Logic, Inc., 883 F.3d 1358, 1365 (Fed. Cir. 2018). Here,
PO’s alleged support fails to meet that standard.

PO points to a single text citation in the patent application and each of the
priority applications, each of which contains the same disclosure.? That disclosure
states: “In this embodiment, the first oblique top pipe 81 and the first connecting
rod 83, as well as the second oblique top pipe 82 and the second connecting pipe
84, forms a Y-shaped member.” MTA, 11. But PO does not rely on that passage
from the specification to provide support for the proposed limitation that the “first
connecting rod extends upward from said center bottom cap,” because the passage
does not support that limitation. See id., 21-22; Ex. 1102 935.

Instead, PO relies on the patent’s Figures to provide support. MTA, 21-22.
But PO’s cited figures fail to provide sufficient support for that limitation. In the

motion to amend, PO explicitly argues that Figures 16 and 17 provide support for

2 Two of the priority applications are machine translated from Japanese, but
contain the same substantive disclosure. Compare Ex. 2013, 7-8; Ex. 2015, 10

with Bx. 2017, 7:254-64; Ex. 2019 §[0014]; see MTA, 11.
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the first connecting rod extending upwards from the center bottom cap.? Id.

FIG 16

Ex. 2014, Figs. 16-17. But neither Figure clearly shows the relevant connecting
rod extending upwards. Ex. 1102 936; Ex. 1101, 56:13-18 (PO’s expert admitting
it 1s not possible to tell whether the *738 patent’s inner retractable units in Figure
16 are angled up, down, or horizontal). Neither Figure is a direct side view, nor
does either Figure identify which direction is “upwards.” Id. Instead, both Figures
are from an indeterminate perspective angle, and fail to provide sufficient clues for
a POSITA to determine which direction the connecting rods extend—e.g., whether

the connecting rods extend slightly upward, horizontally, or slightly downward.

3 PO cites figures in the *738 patent’s application and in a priority application, but
the figures are identical. Compare Ex. 2014, Figs. 16-19, 21 with Ex. 2018, Figs.

16-19, 21.
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Id. Such disclosure is not sufficient to allow a POSITA to recognize that the
alleged inventor invented, and had possession of, what is claimed. Id.; see, e.g.,
QO.1. Press Controls, B.V. v. Lee, 752 F.3d 1371, 1380-82 (Fed. Cir. 2014) (finding
lack of written description support for “a substrate unsupported at the point of
illumination” where one figure failed to clearly show the point of illumination and
another failed to clearly show where the substrate was supported).

PO also cites Figures 18-19 and 21 as providing support for the proposed
limitation broadly (e.g., not specifically for the “extending upwards” portion).
These Figures do not provide support for the “extending upwards” limitation.
Figure 18 depicts the outer corner of the canopy shown in Figure 16 and does not
depict the first connecting rod or the center bottom cap at all. Ex. 2014, Fig. 18;
Ex. 1102 937. Figure 19 depicts the canopy in a partially folded state, which
provides no information about the unfolded state recited in the claim. Ex. 2014,
Fig. 19; Ex. 1102 937; see MTA, 24 (arguing drawing in Rousselle does not
disclose the limitation because it depicts a partially folded state). And Figure 21
depicts an entirely different embodiment that does not include structures that form
a Y-shaped member, making it irrelevant. Ex. 2014, Fig. 21; Ex. 1102 937; Ex.
1101, 22:12-14. Thus, the remaining drawings PO cites likewise do not provide

support.
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In any event, it is improper for PO to rely solely on drawings to support this
limitation when the specification is silent. In re Olson, 212 F.2d 590, 592
(C.C.P.A. 1954) (drawings “do not define the precise proportions of elements
relied upon to endow the claims with patentability”); Hockerson-Halberstadt, Inc.
v. Avia Group Int’l, Inc., 222 F.3d 951, 956 (Fed. Cir. 2000). Here, as discussed
above, the specification is completely silent as to whether the connecting rods
extend upwards, and it would require precise, detailed measurements of the
drawings to determine whether or not they depict the connecting rods extending
horizontally, slightly upwards, or slightly downwards. See Ex. 2013, 7-8; Ex.
2014, Figs. 16-17; Ex. 1102 938. Such precise and detailed measurements are
outside the scope of the written description support the drawings can provide.

For the reasons above, PO’s proposed substitute claim 16 lacks written
description support and the Board should deny PO’s motion as to claim 16.

II. THE PROPOSED NEW LIMITATIONS ARE DISCLOSED BY THE
PRIOR ART

The Petition and Reply show how each of the limitations in original claims
1-2, 4, and 13-14 are unpatentable as obvious over Rousselle, Tsai, and/or Ohnishi.
Petition, §V; Reply, §§I-III. Accordingly, this Opposition will address only the
new and/or different limitations of the proposed substitute claims. See Aqua Prod.,
Inc. v. Matal, 872 F.3d 1290, 1326 (Fed. Cir. 2017) (endorsing “consideration of

the entirety of the IPR record”).
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A. Proposed Substitute Claim 15°’s New Limitations Are Disclosed by the
Prior Art

PO’s proposed substitute claim 15 adds three new limitations to claim 1.
Each is disclosed by the prior art and, as a result, proposed substitute claim 15
would have been obvious as a whole to a POSITA.* Ex. 1102 9940-60.

1. Locking Piece

Proposed substitute claim 15 recites “a locking piece received in said center
bottom cap.” The Petition explained how the prior art, including Rousselle and
Ohnishi, discloses this limitation. Pet.,, §§V.A.5.a, V.B.2.a. In particular,

Rousselle and Ohnishi each disclose a locking piece, highlighted in orange:

Center
Pole Locking Piece
(710) (65, 67)

FIG.9

Center Pole
(63)

Locking Piece
(730, 731, SP)

Center

Bottom Cap 600
(600, 720) Center
Bottom C
FIG. 2(A) T

4 Petitioner agrees with PO that the level of skill with respect to the proposed

substitute claims is the same level discussed in the Petition. MTA, 12; Pet., 7.
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Ex. 1003, Fig. 2(A); Ex. 1006, Fig. 9; Ex. 1102 942. Furthermore, as shown, each
locking piece is received in a center bottom cap. Id.; Ex. 1003, 7:1-31; Ex. 1006,
7:51-60; Ex. 1002 99159, 182.

The Petition also discusses why a POSITA would have been motivated to
combine Ohnishi’s locking piece with Rousselle’s lock (thereby replacing
Rousselle’s locking piece) and why a POSITA would have had a reasonable
expectation of success in doing so. Pet., §V.B.2.e. For example, Ohnishi’s locking
piece interacts with a center pole that is essentially identical to Rousselle’s and
would work in exactly the same way when used in Rousselle’s center lock. /d.;
Ex. 1002 99194-98; Ex. 1102 943. Furthermore, Rousselle’s lock would continue
to work in exactly the same way. /d.

Thus, Rousselle and Ohnishi disclose, or at least suggest, this limitation. Ex.
1102 9941-44.

2. Bottom Cap Seat & Bottom Cap Cover

Proposed substitute claim 15 next recites that the “center bottom cap
comprises a bottom cap seat and a bottom cap cover that are connected to one

99 ¢¢

another,” “a receiving chamber is provided in said center bottom cap at a junction
between said bottom cap seat and said bottom cap cover,” and the “locking piece is

located within said receiving chamber and between said bottom cap cover and said

bottom cap seat.”
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PO argues that neither Rousselle nor Ohnishi teaches these limitations.
MTA, 14-17. However, a POSITA combining Rousselle and Ohnishi as discussed
in the Petition would have been motivated to implement the combination in a way
that meets the limitations. Ex. 1102 9945-56.

As discussed in the Petition and above, a POSITA would have been
motivated to replace Rousselle’s locking piece with Ohnishi’s. Pet., §V.B.2.¢;
supra §II.LA.1. In doing so, a POSITA would have needed to solve practical
problems such as how to retain Ohnishi’s locking piece within Rousselle’s
structure and would have done so using routine design changes. Ex. 1102 946.
For example, for ease of manufacturing and maintenance, a POSITA would have
recognized that it would be advantageous to have easy access to insert and remove
the locking piece from the lock. /d.

To solve this practical problem, a POSITA would have understood that there
are a finite number of identified, predictable solutions. Id. 947. One such solution
is simply to manufacture the bottom cap in two pieces that meet where the locking
piece is to be located. Id. Indeed, Rousselle’s bottom cap already consists of at
least two pieces (the lower clevis 600 and the lock housing 720). E.g., Ex. 1003,
Fig. 2(A). It would have been a trivial design change for a POSITA to simply
move the boundary between the two pieces such that they meet at the locking

piece, forming a bottom cap seat and bottom cap cover:
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Bottom Cap
Cover

Center
Pole
(710)

Receiving
Chamber

Locking Piece
(730, 731, SP)

Bottom Cap
Seat

Id.; Ex. 1102 947. Accordingly, this solution would have been obvious. KSR Int’l
Co. v. Teleflex, Inc., 550 U.S. 398, 417 (2007); see Perfect Web Techs., Inc. v.
InfoUSA, Inc., 587 F.3d 1324, 1329 (Fed. Cir. 2009) (obviousness analysis “may
include recourse to logic, judgment, and common sense available to the [POSITA]
that do not necessarily require explication in any reference”); Robinson Aviation,
Inc. v. Barry Corp., 106 F. Supp. 514, 518 (D. Mass. 1952) (“reallocation,
transposition, or integration of old parts does not amount to invention™) (citing /n
re Lockhart, 190 F.2d 208, 210 (C.C.P.A. 1951); Gen. Mach. Corp. v. Clearing
Mach. Corp., 104 F.2d 553, 556 (7th Cir. 1939)).

A POSITA would have further been motivated to adopt such a solution, and
would have reasonably expected success doing so, because the solution was known
in the prior art. Ex. 1102 948. One reference that discloses this solution is

Khatchadourian (Ex. 1103).
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Khatchadourian discloses a jewelry clasp with a locking mechanism very
similar to Rousselle and Ohnishi’s.> E.g., Ex. 1103, Abstract, Fig. 2; Ex. 1102 949.
For example, Khatchadourian’s locking mechanism includes a center top cap (50)
and center bottom cap (15, 26), connected by a center pole (38) that is engaged by

a locking piece (30):

Center
Bottom Cap
(15, 26)

Center
Top Cap

Locking Piece Pole (50)
(30) (38)

> Khatchadourian is prior art to the *738 patent under 35 U.S.C. §102(a)(1) because
it issued on Nov. 26, 2002. Ex. 1103. Khatchadourian is analogous art because it
relates to the same type of locking mechanism discussed in the ’738 patent.
Unwired Planet, LLC v. Google Inc., 841 F.3d 995, 1000 (Fed. Cir. 2016); Ex.
1102 949. It is also reasonably pertinent to a particular problem addressed by the
>738 patent (the need for easy-to-use, reliable locking mechanisms), is in the same
field of endeavor (locking mechanisms), and uses similar technology (e.g., locking

onto a grooved central pole). /d.

-10 -
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Ex. 1103, Fig. 2; Ex. 1102 450. Khatchadourian’s center bottom cap is comprised
of two pieces—a “hollow housing 15” (e.g., a bottom cap seat) and a “cap 26”
(e.g., a bottom cap cover). Ex. 1103, 2:20-57, 3:55-65, Figs. 1-4. Furthermore,
Khatchadourian discloses that “first opening 22,” which “has a diameter large
enough to receive a shaft 38,” comprises a receiving chamber and extends between
housing 15 (bottom cap seat) and cap 26 (bottom cap cover). Id., 2:20-35, Figs. 1-
4. Thus, Khatchadourian discloses a receiving chamber at a junction between the
bottom cap seat and bottom cap cover. Ex. 1102 950. Finally, Khatchadourian’s
locking piece 30 is located in the receiving chamber and between the bottom cap

seat and bottom cap cover. Ex. 1103, Figs. 1-4; Ex. 1102 §51.

Receiving F lG 2 Bottom Cap

Chamber Cover (26)

Bottom Cap
Seat (15)

Center
Pole
(38)

Locking Piece
(30)

Ex. 1103, Fig. 2; Ex. 1102 951.
Based on Khatchadourian’s disclosure and the benefits a POSITA would

have understood from such an arrangement, a POSITA would have been motivated

-11 -



Global Shade v. With-U E-Commerce
IPR Petition — Patent 10,669,738

to include a bottom cap seat and bottom cap cover in Rousselle’s center bottom cap
when modifying it to include Ohnishi’s locking piece, and would have reasonably
expected success doing so. As discussed above, a POSITA would have understood
that incorporating Ohnishi’s locking piece into Rousselle’s central lock would
necessitate routine design changes. Ex. 1102 §52. For ease of manufacturing and
maintenance, a POSITA would have recognized that it would be advantageous to
have easy access to insert and remove the locking piece from the lock. Id. The
arrangement shown in Khatchadourian, where the locking piece sits in a bottom
cap seat and is covered by a removable bottom cap cover, provides such easy
access to the locking piece. Id. Thus, a POSITA would have been motivated to
incorporate such an arrangement in the combination of Rousselle and Ohnishi. /d.
Such an arrangement was known in the art, as evidenced by Khatchadourian,
leading a POSITA to reasonably expect success in the combination. /d.
Additionally, the combination represents nothing more than the simple
addition of one known element (Khatchadourian’s bottom cap seat and cover) to
another known element (Rousselle’s lock with Ohnishi’s locking piece) to obtain
predictable results (a lock as in Rousselle with a locking piece as in Ohnishi,
accessible using Khatchadourian’s bottom cap seat and cover). Id. 453; see KSR,

550 U.S. at 417.

-12 -
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The combination also represents the use of a known technique (using a
bottom cap seat and cover as in Khatchadourian) to improve a similar device and
method (Rousselle’s lock with Ohnishi’s locking piece) in the same way. Ex. 1102
954; KSR, 550 U.S. at 417.

Finally, the combination applies a known technique (including a bottom cap
seat and cover as in Khatchadourian) to a known device and method (Rousselle’s
lock with Ohnishi’s locking piece) that is ready for improvement and yields
predictable results (a lock as in Rousselle with a locking piece as in Ohnishi,
accessible using Khatchadourian’s bottom cap seat and cover). Ex. 1102 955;
KSR, 550 U.S. at 417.

Thus, Rousselle and Ohnishi, in view of Khatchadourian, disclose, or at least
suggest, this limitation. Ex. 1102 9445-56.

3. Unfolded State

Finally, proposed substitute claim 15 recites that “said collapsible canopy
frame is moved to said unfolded state by pushing said center bottom cap upwards
to drive said plurality of inner retractable units outwardly, which causes said
plurality of outer retractable units and said at least three supporting legs to extend
outwards, until said center bottom cap is connected with said center top cap.”

Rousselle discloses this limitation. Ex. 1102 §957-59.

-13 -
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Rousselle discloses that, during canopy erection, “[o]nce the lower clevis
600 [center bottom cap] has been moved upward a certain distance, the user can
place one hand under the lower clevis 600 and the other hand above the upper
clevis 400 [center top cap] and can push the [clevises] together to a point whereat
the locking mechanism 700 can lock the clevises together.” Ex. 1003, 13:22-27.
Because Rousselle discloses that bringing the upper and lower clevises (e.g., the
center top and bottom caps) together results in the center tubes 500 (e.g., part of
the inner retractable units) extending outward, a POSITA would have understood
that the result of Rousselle’s disclosure of pushing the center bottom cap upwards
toward the center top cap would be that the inner retractable units extend
outwardly, causing the outer retractable units (from the combination with Tsai) and
the supporting legs to extend outwardly.® See id., 13:5-29; Ex. 1102 §58.

PO does not dispute that Rousselle discloses this limitation. MTA, 17-19.

Instead, PO argues that Petitioner’s two proposed combinations of Rousselle and

6 Similarly, a POSITA would have understood that if Rousselle’s center lock were
combined with Tsai’s canopy in the way discussed in the Petition (Pet.,
§V.A.3.d.1), pushing Rousselle’s center bottom cap upwards would cause Tsai’s

canopy to unfold in the same way. Ex. 1102 958.

-14 -
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Tsai would be inoperable. As discussed in greater detail in Petitioner’s Reply, this
is incorrect. Reply, §§I-II.

PO first argues that Petitioner’s “primary modification,” which combines
Tsai’s outer and/or inner retractable units with Rousselle’s canopy, would be
inoperable because Rousselle’s legs are “required to invert” when folding. MTA,
17-18. PO ignores that Rousselle’s disclosure does not, in fact, require the
canopy’s legs to invert. See Ex. 1003, 16:14-19; Ex. 1102 q98-12; Ex. 1101,
31:10-32:1. Nor do the challenged claims recite inverting legs. Ex. 1001; Ex.
1101, 32:2-4, 33:6-20. A POSITA, who is “a person of ordinary creativity,”
would be able to implement a working version of the primary modification,
including by simply stopping the folding of Rousselle’s canopy before inverting
the legs or by implementing elements of Tsai’s inner retractable units, which
would allow the legs to fold without inverting. KSR, 550 U.S. at 421; Ex. 1102
48-12; Reply, §I.A.

PO then argues that Petitioner’s “alternative modification,” which combines
Tsai’s canopy with Rousselle’s center lock, would be inoperable or otherwise
unpalatable to a POSITA. But PO is incorrect. Reply, §II. PO’s arguments
improperly ignore what the combination of Tsai and Rousselle discloses and
instead attack Tsai’s disclosure in a vacuum. In re Keller, 642 F.2d 413, 426

(C.C.P.A. 1981) (“[O]ne cannot show non-obviousness by attacking references

-15 -
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individually where ... the rejections are based on a combination of references.”).
PO fails to meet the standard to show that Tsai teaches away, at most showing that
it expresses a general preference for an alternative invention. DePuy Spine, Inc. v.
Medtronic Sofamor Danek, Inc., 567 F.3d 1314, 1327 (Fed. Cir. 2009); UCB, Inc.
v. Actavis Labs. UT, Inc., 65 F.4th 679, 692-93 (Fed. Cir. 2023); Reply, §1.C. And
PO’s arguments fail to take into account the POSITA’s ordinary creativity, instead
assuming that a POSITA would be unable to solve simple technical challenges that
were well within such a person’s skill. KSR, 550 U.S. at 421.

Accordingly, Rousselle discloses, or at least suggests, this limitation. EX.
1102 9957-59.

Thus, as detailed in the Petition, the Reply, and above, the prior art
discloses, or at least suggests, the limitations of proposed substitute claim 15, and
claim 15 would have been obvious as a whole to a POSITA. Ex. 1102 9940-60.

B. Proposed Substitute Claim 16’s New Limitations Are Disclosed by the
Prior Art

Proposed substitute claim 16 depends from proposed substitute claim 15. As
discussed above and in the Petition and Reply, the prior art discloses each
limitation of proposed substitute claim 15. The prior art also discloses the

limitations of proposed substitute claim 16. Ex. 1102 q61-83.

-16 -
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1. X-Shaped Rod Members

Proposed substitute claim 16 recites that “each said outer retractable unit
comprises three hinged X-shaped rod members.” The prior art discloses this
limitation.

As the Petition showed, and as PO acknowledges (MTA, 20-21), Tsai
discloses a canopy that includes outer retractable units comprising a plurality of

hinged X-shaped rod members. Pet., §V.A.3.b.

X-Shaped Rod F1G.1
Members

Ex. 1005, Fig. 1; id., 7:7-15, Fig. 20; Ex. 1002 968; Ex. 1102 963. As shown, each
of Tsai’s outer retractable units in this embodiment comprises two hinged X-
shaped rod members. /d.

Tsai discloses another embodiment, shown in Figure 20, that contains outer

retractable units comprising three hinged X-shaped rod members:
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Ex. 1005, Fig. 20; id., 9:29-10:24; Ex. 1102 964. Because Tsai discloses that “the
scissors-type linkage pairs shown in Figures 1 and 10 may be replaced by” the
outer retractable unit shown in Figure 20, the analysis in the Petition applies
equally to Tsai’s Figure 20 as it does to Tsai’s Figure 1. Id., 9:29-32. Thus, Tsai
discloses this limitation. Ex. 1102 964.

Even if Tsai did not disclose this limitation, it would have been obvious to a
POSITA to use three hinged X-shaped rod members instead of two in Tsai’s
canopy. First, a POSITA would have used common sense to arrive at a design
with three hinged X-shaped rod members instead of two. X-shaped scissoring
members such as those in Tsai’s outer units are simple technology that provides a
solution that has been well-known for decades. E.g., Ex. 1013; Ex. 1101, 44:7-
45:8; Ex. 1102 965. And, outer units that comprise two hinged X-shaped members
require only repetition of an existing element to arrive at an outer unit that

comprises three hinged X-shaped members. Ex. 1102 465. Accordingly, it would
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have been common sense for a POSITA to arrive at such a design. B/E Aerospace,
Inc. v. C&D Zodiac, Inc., 962 F.3d 1373, 1379-81 (Fed. Cir. 2020).

A POSITA would also have been motivated to use three hinged X-shaped
rod members, and would have reasonably expected success, because outer
retractable units comprising three hinged X-shaped rod members were well known
in the art. Ex. 1102 466. Indeed, PO’s expert admitted that other designs for outer
retractable units could be used with Tsai’s canopy. Ex. 1101, 44:7-45:8.

For example, in 2013, Choi disclosed a “collapsible tent structure” having

outer retractable units comprising three hinged X-shaped rod members:

b

:, 1b

FIG. 3

X-Shaped Rod
Members

Ex. 1104, Fig. 3; id., Abstract; Ex. 1102 967.
Likewise, in 2011 Lin disclosed a similar “portable shelter” having outer

retractable units comprising three hinged X-shaped rod members:
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Ex. 1105, Fig. 2; id., Abstract; Ex. 1102 968.

Thus, collapsible canopies having outer retractable units comprising three
hinged X-shaped rod members were commonplace by the time of the *738 patent’s
earliest possible priority date. It would have been obvious to a POSITA to modify
Tsai’s canopy design to include three X-shaped rod members instead of two for
several reasons. First, because such designs were well known, a POSITA would
have reasonably expected success in the combination. Ex. 1102 969; see, e.g.,
Exs. 1104, 1105.

Second, the combination represents a choice from a finite number of
identified, predictable solutions. KSR, 550 U.S. at 421. Given the structure
disclosed by the prior art, a POSITA would have had a handful of choices for how
many hinged X-shaped rod members to include in each outer retractable unit. Ex.
1102 970. Practically, depending on the size of the canopy, a POSITA would have

understood that fewer than two or more than five hinged X-shaped rod members
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would be unworkable or unwieldy and render the canopy difficult to manufacture
and/or operate. Id. Thus, three is within a small range of options open to a
POSITA and would have been obvious to try. /d.

Third, the combination represents nothing more than the simple addition of
one known element (three hinged X-shaped rod members as in Choi or Lin) to
another known element (Tsai’s outer retractable unit) to obtain predictable results
(a canopy with outer retractable units comprising three hinged X-shaped rod
members). Ex. 1102 71; KSR, 550 U.S. at 417.

Fourth, the combination represents the use of a known technique (using
three hinged X-shaped rod members as in Choi or Lin) to improve a similar device
and method (Tsai’s outer retractable unit) in the same way. Ex. 1102 972; KSR,
550 U.S. at 417.

Fifth, the combination applies a known technique (using three hinged X-
shaped rod members as in Choi or Lin) to a known device and method (Tsai’s
outer retractable unit) that is ready for improvement and yields predictable results
(a canopy with outer retractable units comprising three hinged X-shaped rod
members). Ex. 1102 973; KSR, 550 U.S. at 417.

Alternatively, it would have been obvious to a POSITA to combine Choi or

Lin’s canopy designs, which include outer retractable units comprising three
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hinged X-shaped rod members, with Rousselle’s center lock, for the same reasons
discussed in the Petition with respect to Tsai. Pet., §V.A.3.b.iii; Ex. 1102 9[74.

Thus, Tsai, in view of Choi and/or Lin, disclose, or at least suggest, this
limitation. Ex. 1102 9962-75.

2. Sliding Sleeve

Proposed substitute claim 16 recites that “each said supporting leg comprises
a sliding sleeve that is moved along a length direction of said respective supporting
leg by said pushing of said center bottom cap.” Tsai and Rousselle together
disclose this limitation. Ex. 1102 9976-78.

As discussed above, Rousselle discloses that pushing upward on the center
bottom cap causes the canopy to unfold, including extending the inner retractable
units and the supporting legs. Supra §II.A.3. Furthermore, as discussed in the
Petition, Tsai discloses that the legs of its canopy include “sliding connectors 6”
(e.g., sliding sleeves) “which slide[] along the poles [1]” (e.g., supporting legs) as
the canopy is unfolded. Ex. 1005, 7:4-20, Fig. 2; Pet., §V.A.4.a; Ex. 1002 49131-
33. Thus, when Rousselle is combined with Tsai (for example, by combining
Rousselle’s center lock with Tsai’s canopy), the resulting combination includes a
sliding sleeve on each leg that is moved along the length direction of the leg when

the center bottom cap is pushed upward to unfold the canopy. Ex. 1102 §77.
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PO argues first that neither reference alone teaches the limitation; this is
irrelevant because the combination of references teaches the limitation. MTA, 21;
Keller, 642 F.2d at 426. PO also repeats its argument that a POSITA would not
combine Rousselle and Tsai, which is incorrect. Supra §11.A.3; Reply, §§I-II.

Thus, Tsai and Rousselle disclose, or at least suggest, this limitation. Ex.
1102 9976-78.

3. Y-Shaped Member

Proposed substitute claim 16 next recites that “in said unfolded state, said
first connecting rod extends upward from said center bottom cap to said first
oblique top pipe to form a Y-shaped member.” To the extent the *738 patent
provides written description support for this limitation, Rousselle provides the
same level of disclosure and thus discloses this limitation. Ex. 1102 9979-82.

PO argues that Figure 16 of the 738 patent provides support for this
limitation. But Figure 1(A) of Rousselle provides nearly identical disclosure as

Figure 16 of the 738 patent:

Connecting Connecting 10
Rods Rods (500) R

FIG. 16
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Compare Ex. 1001, Fig. 16 with Ex. 1003, Fig. 1(A); Ex. 1102 480. Thus, to the
extent Figure 16 provides support for the limitation, Rousselle discloses it. /d.
Furthermore, to the extent Rousselle does not explicitly disclose the
limitation, it suggests it. Rousselle discloses that “[b]ecause the upper and lower
[clevises] are securely locked together via the locking mechanism 700, the center
tubes 500 [e.g., connecting rods] do not necessarily need to be raised substantially
above the horizontal axis,” meaning that the connecting rods do not need to extend
downwards. Ex. 1003, 13:30-33; Ex. 1102 481. This disclosure would suggest to
a POSITA that the connecting rods could instead extend upwards.” Ex. 1102 §81.
PO argues that Rousselle’s canopy could not be modified to include
upwardly extending connecting rods because “[p]rematurely halting the unfolding
process at a point where the center tubes 500 extend upwardly would result in the

upper clevis 400 and the lower clevis 600 not being locked together.” MTA, 24-

7 Rousselle’s disclosure that “it is preferred that the center tubes 500 are raised
above the horizontal axis ... to ensure that an upward force is imparted to the lower
clevis that further holds the clevis members together” is not to the contrary because
it merely expresses a preference. Ex. 1003, 13:33-36; Ex. 1102 §81; DePuy, 567
F.3d at 1327. The previous sentence of Rousselle is clear that this is not required.

Ex. 1003, 13:30-33; Ex. 1102 §81.
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25. But PO’s argument improperly assumes that a POSITA would be unable to
make even the simplest modifications to Rousselle’s structure. KSR, 550 U.S. at
421. A POSITA would have understood that simply by varying the length of
Rousselle’s center pole (see Pet., §V.A.3.g), the distance between Rousselle’s
upper and lower clevises (e.g., center top and bottom caps) when locked could
likewise be varied. Ex. 1102 981. This would allow for different angles, including
upwardly extending angles, of the connecting rods in the locked and unfolded
position. Id.

Thus, as detailed in the Petition, the Reply, and above, the prior art
discloses, or at least suggests, the limitations of proposed substitute claim 16, and
claim 16 would have been obvious as a whole to a POSITA. Ex. 1102 q61-83.

C. Proposed Substitute Claims 17-19 Are Unpatentable

Because proposed substitute claims 17-19 merely change dependency to the
unpatentable proposed substitute claim 15, those claims are unpatentable for the
reasons discussed above and in the Petition and Reply. Supra §II.A; Pet.,
§§V.A.5-6, V.B.2-4; Reply, §§I-III; Ex. 1102 q84.

III. CONCLUSION

For the foregoing reasons, the Board should deny PO’s motion to amend.
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Dated:

January 31, 2024

Respectfully submitted,

KNOBBE, MARTENS, OLSON & BEAR, LLP

By: _ /Nathan D. Reeves/

Marko R. Zoretic (Reg. No. 65,994)
Nathan D. Reeves (Reg. No. 77,806)
Attorneys for Petitioner

Global Shade Corp.
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