UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

NOVARTIS GENE THERAPIES, INC. &
NOVARTIS PHARMACEUTICALS CORPORATION,

Petitioners,
V.
GENZYME CORPORATION

Patent Owner.

Case IPR2023-00609
Patent No. 9,051,542

PATENT OWNER’S MANDATORY NOTICES
PURSUANT TO 37 C.F.R. § 42.8



Case IPR2023-00609
Patent No. 9,051,542

Patent Owner Genzyme Corporation hereby files Patent Owner’s
Mandatory Notices Pursuant to 37 C.F.R. § 42.8.

I. Real Party-In-Interest Under 37 § 42.8(b)(1)

Patent Owner Genzyme Corporation is a direct wholly-owned subsidiary of
Aventis Inc. Genzyme Corporation and Aventis Inc. are indirect wholly-owned
subsidiaries of Sanofi. Sanofi, the ultimate parent company of Genzyme
Corporation, Genzyme Corporation, and Aventis, Inc. are the real parties-in-interest
as Patent Owner.

II. Related Matters

In accordance with 37 C.F.R. § 42.8(b)(2), U.S. Patent No. 9,051,542 (the
“’542 patent”) is the subject of the following judicial matter that may affect, or be
affected by, a decision in the following proceedings:

a. Genzyme Corporation et al. v. Novartis Gene Therapies, Inc. et al., Case

No. 1:21-cv-01736 (D. Del.), filed December 10, 2021; and
b. Novartis Gene Therapies, Inc. et al. v. Genzyme Corporation, IPR2023-
00608 (PTAB), filed February 22, 2023.
III. Lead and Back-Up Counsel
In accordance with 37 C.F.R. § 42.8(b)(3), Patent Owner identifies the

following designation of counsel:
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Lead Counsel

Back-up Counsel

Paul H. Berghoff

McDonnell Boehnen Hulbert &
Berghoff LLP

300 S. Wacker Drive 32nd Floor

Chicago, IL 60606

Tel. (312) 913-0001

Fax.312-913-0002

Email: berghoff@mbhb.com

Reg. No. 30,243

James L. Lovsin

McDonnell Boehnen Hulbert &
Berghoff LLP

300 S. Wacker Drive 32nd Floor

Chicago, IL 60606

Tel. (312) 913-0001

Fax.312-913-0002

Email: lovsin@mbhb.com

Reg. No. 69,550

Dmitriy A. Vinarov, Ph.D.

McDonnell Boehnen Hulbert &
Berghoff LLP

300 S. Wacker Drive 32nd Floor

Chicago, IL 60606

Tel. (312) 913-0001

Fax.312-913-0002

Email: vinarov@mbhb.com
Reg. No. 50,415

Pursuant to 37 C.F.R. § 42.10(b), Patent Owner is filing a power of attorney

concurrently with this mandatory notice.

IV. Service Information

Pursuant to 37 C.F.R. § 42.8(b)(4), Patent Owner may be served at the above

addresses for lead and back-up counsel. Pursuant to 37 C.F.R. § 42.6(e)(1), Patent

Owner consents to electronic service by email.
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Respectfully submitted this 15th day of March, 2023.

/James L. Lovsin/
James L. Lovsin
Reg. No. 69,550
McDonnell Boehnen

Hulbert & Berghoff LLP
300 South Wacker Drive
Chicago, IL 60606
(312) 913-0001
(312) 913-0002
lovsin@mbhb.com

Back-up Counsel for Patent Owner
Genzyme Corporation
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CERTIFICATE OF SERVICE

Pursuant to 37 C.F.R. § 42.6(e), I hereby certify that on March 15, 2023

the foregoing Patent Owner’s Mandatory Notices Pursuant to 37 C.F.R. § 42.8

is being served electronically by agreement of the parties, by email to the

following counsel of record.

John D. Livingstone

Finnegan, Henderson, Farabow,
Garrett & Dunner, LLP

271 17 Street, NW

Suite 1400

Atlanta, GA 30363-6209
Telephone: 404.653.6449
john.livingstone@finnegan.com

Yieyie Yang

Finnegan, Henderson, Farabow,
Garrett & Dunner, LLP

901 New York Ave., NW
Washington, DC 20001
Telephone: 202.408.4000
yieyie.yang@finnegan.com

Amanda K. Murphy

Finnegan, Henderson, Farabow,
Garrett & Dunner, LLP

1 London Bridge

London, United Kingdom

SE1 9BG

Telephone: 202.408.4000
amanda.murphy@finnegan.com

/James L. Lovsin/
James L. Lovsin
Reg. No. 69,550

Back-up Counsel for Patent Owner
Genzyme Corporation



