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US Serial No. 16/920,905 

TH Docket No.: 821920-1034 

AMENDMENTS TO THE CLAIMS 

Please amend the claims as indicated hereafter wherein the changes are shown by 

strikethrough or double brackets for deleted matter and underlining for added matter. 

1. (Currently Amended) In an apparatus designed for use with chlorodifluoromethane 

refrigerant, the improvement comprising substituting the chlorodifluoromethane with a refrtgerant 

composition designed to achieve a phase change over a range of working temperatures and 

pressures of the apparatus, the refrigerant composition cempristre—a-ecombination—of refrigerant 

gases;—satd-refrigerant-gases consisting of a blend of tetrafluoroethane and pentafluoroethane, 

wherein in-the-substituterefrigerant said pentafluoroethane is present in an amount of 59% to 57% 

by weight and said tetrafluoroethane is present in an amount of 41% to 43% by weight of the 

  

  

combined weight of the pentafluoroethane and tetrafluoroethane on the basis of the combined 

weights of said pentafluoroethane and said tetrafluoroethane totaling 100%, and wherein the 

tetrafluoroethane is 1,1,1,2- tetrafluoroethane. 

2. (Currently Amended) A method for refilling an apparatus designed for use with a 

chlorodifluoromethane refrigerant, the method comprising: 

(1) selecting a substitute refrigerant composition designed to be a substitute for the 

chlorodifluoromethane refrigerant and designed to achieve a phase change_over a range of 

working temperatures and pressures of the apparatus, the substitute composition anéd 

  

consisting of a blend 

of tetrafluoroethane and pentafluoroethane, wherein i-n—the—subsfl-tu-‘fe—lfiefiq-gefam said 

pentafluoroethane is present in an amount of 59% to 57% by weight and said 

tetrafluoroethane is present in an amount of 41% to 43% by weight of the combined weight 

of the pentafluoroethane and tetrafluoroethane on the basis of the combined weights of said 

pentafluoroethane and said tetrafluoroethane totaling 100%, and wherein the 

tetrafluoroethane is 1,1,1,2- tetrafluoroethane, and 

(2) supplying the substitute refrigerant composition under pressure, in a cylinder 

can fitted with an outlet compatible with a chlorodifluoromethane recharging manifold of 

the apparatus.
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3. (Currently Amended) A refrigerant composition designed to be used as a substitute 

for R-22 chlorodifluoromethane refrigerant, the composition eempristre—a—eombination—of 

refrigerant—eases—the—refrigerant—eases consisting of a blend of tetrafluoroethane and 

pentafluoroethane, wherein in the refrtgerant composition said pentafluoroethane is present in an 

  

amount of 59% to 57% by weight and said tetrafluoroethane is present in an amount of 41% to 

43% by weight of the combined weight of the pentafluoroethane and tetrafluoroethane on the basis 

of the combined weights of said pentafluoroethane, and said tetrafluoroethane totaling 100% and 

wherein the tetrafluoroethane is 1,1,1,2- tetrafluoroethane. 

4. (Original) In the apparatus of claim 1, wherein the apparatus is selected from the 

group consisting of refrigeration equipment, air-conditioning equipment, and HVAC equipment. 

5. (Currently Amended) In the apparatus of claim 1, wherein the refrigerant 

composition is blended with inelades an additive selected from the group consisting of an acrylic 

polymer, a corrosion inhibitor, a surfactant, a foaming agent, and mixtures thereof, or blended with 

  

a lubricant wherein the lubricant is present up to 20% by weight of the composition on the basis 
  

of the combined weights of said pentafluoroethane and said tetrafluoroethane totaling 100%. or 

both. 

6. (Original) The method according to claim 2, wherein the apparatus is selected from 

the group consisting of refrigeration equipment, air-conditioning equipment, and HVAC 

equipment. 

7. (Currently Amended) The method according to claim 2, wherein the substitute 

refrtgerant composition is blended with #etades an additive selected from the group consisting of 

an acrylic polymer, a corrosion inhibitor #thibit, a surfactant, a foaming agent, and mixtures 

thereof, or blended with a lubricant wherein the lubricant is present up to 20% by weight of the 
  

composition on the basis of the combined weights of said pentafluoroethane and said 
  

tetrafluoroethane totaling 100%. or both.  
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8. (New) The composition according to claim 3, wherein the composition is designed 

for use in an apparatus selected from the group consisting of refrigeration equipment, air- 

conditioning equipment, and HVAC equipment, the composition designed to undergo a phase 

change over a range of working temperatures and pressures of the apparatus. 

9. (New) The composition according to claim 3, wherein the composition is blended 

with an additive selected from the group consisting of an acrylic polymer, a corrosion inhibitor, a 

surfactant, a foaming agent, and mixtures thereof, or blended with a lubricant wherein the lubricant 

is present up to 20% by weight of the composition on the basis of the combined weights of said 

pentafluoroethane and said tetrafluoroethane totaling 100%, or both. 

10.  (New) The composition according to claim 9, wherein the composition is designed 

for use in an apparatus selected from the group consisting of refrigeration equipment, air- 

conditioning equipment, and HVAC equipment, the composition designed to undergo a phase 

change over a range of working temperatures and pressures of the apparatus. 

11.  (New) In the apparatus of claim 5, wherein the apparatus is selected from the group 

consisting of refrigeration equipment, air-conditioning equipment, and HVAC equipment. 

12. (New) The method according to claim 7, wherein the apparatus is selected from the 

group consisting of refrigeration equipment, air-conditioning equipment, and HVAC equipment.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In Re Application of: Confirmation No.: 6800 

Kenneth M. Ponder Group Art Unit: 1761 

Serial No.: 16/920,905 Examiner: Hardee, John R. 

Filed: July 6, 2020 Docket No. 821920-1034 

For: REFRIGERANT WITH LUBRICATING OIL FOR REPLACEMENT OF 

R22 REFRIGERANT 

RESPONSE TO OFFICE ACTION 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, Virginia 22313-1450 

Sir: 

The Non-Final Office Action from Examiner Hardee mailed on June 4, 2021 (Paper 

No./Mail Date 20210601), has been received and reviewed. Applicants provide the following 

remarks in response. 

AUTHORIZATION TO DEBIT ACCOUNT 

A three (3) month extension of time is submitted herewith. It is not believed that any 

additional extensions of time or fees are required, beyond those that may otherwise be provided 

for in documents accompanying this paper. However, in the event that additional extensions of 

time are necessary to allow consideration of this paper, such extensions are hereby petitioned under 

37 CFR. § 1.136(a), and any fees required therefor (including fees for net addition of claims) are 

hereby authorized to be charged to deposit account no. 20-0778.
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PTO/SB/26 

Doc Code: DIST.E.FILE U.S. Patent and Trademark Office 

Document Description: Electronic Terminal Disclaimer - Filed Department of Commerce 

Electronic Petition Request TERMINAL DISCLAIMER TO OBVIATE A DOUBLE PATENTING REJECTION OVER A 

“PRIOR” PATENT 

Application Number 16920905 

Filing Date 06-Jul-2020 

First Named Inventor Kenneth Ponder 

Attorney Docket Number 821920-1034 

Title of Invention 

REFRIGERANT WITH LUBRICATING OIL FOR REPLACEMENT OF R22 REFRIGERANT   
  

X Filing of terminal disclaimer does not obviate requirement for response under 37 CFR 1.111 to outstanding 

Office Action 

X] This electronic Terminal Disclaimer is not being used for a Joint Research Agreement. 

  

  
Owner Percent Interest 

  

R421A LLC 100% 

  
  

The owner(s) with percent interest listed above in the instant application hereby disclaims, except as provided below, the 

terminal part of the statutory term of any patent granted on the instant application which would extend beyond the expiration 

date of the full statutory term of prior patent number(s) 

10703949 

9982179 

8197706 

as the term of said prior patent is presently shortened by any terminal disclaimer. The owner hereby agrees that any patent so 

granted on the instant application shall be enforceable only for and during such period that it and the prior patent are commonly 

owned. This agreement runs with any patent granted on the instant application and is binding upon the grantee, its successors 

or assigns. 

In making the above disclaimer, the owner does not disclaim the terminal part of the term of any patent granted on the instant 

application that would extend to the expiration date of the full statutory term of the prior patent, "as the term of said prior patent 

is presently shortened by any terminal disclaimer,” in the event that said prior patent later: 

- expires for failure to pay a maintenance fee; 

- is held unenforceable; 

- is found invalid by a court of competent jurisdiction; 

- is statutorily disclaimed in whole or terminally disclaimed under 37 CFR 1.321; 

- has all claims canceled by a reexamination certificate; 

- is reissued; or 

- is in any manner terminated prior to the expiration of its full statutory term as presently shortened by any terminal disclaimer.   
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@ Terminal disclaimer fee under 37 CFR 1.20(d) is included with Electronic Terminal Disclaimer request. 

| certify, in accordance with 37 CFR 1.4(d)(4), that the terminal disclaimer fee under 37 CFR 1.20(d) 

required for this terminal disclaimer has already been paid in the above-identified application. O 

  

Applicant claims the following fee status: 

(® Small Entity 

(O Micro Entity 

(O Regular Undiscounted 

| hereby declare that all statements made herein of my own knowledge are true and that all statements made on information and 

belief are believed to be true; and further that these statements were made with the knowledge that willful false statements and 

the like so made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and 

that such willful false statements may jeopardize the validity of the application or any patent issued thereon. 

  

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES 

| certify, in accordance with 37 CFR 1.4(d)(4) that | am: 

® An attorney or agent registered to practice before the Patent and Trademark Office who is of record in 

this application 

Registration Number 29526 

(O Asoleinventor 

O A joint inventor; | certify that | am authorized to sign this submission on behalf of all of the inventors as evidenced by the 

power of attorney in the application 

(O Ajointinventor; all of whom are signing this request 

  

Signature /Todd Deveau/ 

    Name /Todd Deveau/     
*Statement under 37 CFR 3.73(b) is required if terminal disclaimer is signed by the assignee (owner). 

Form PTO/SB/96 may be used for making this certification. See MPEP § 324. 
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US Serial No. 16/920,905 

TH Docket No.: 821920-1034 

REMARKS 

The Office Action presents two issues, namely: 1) claims 1-7 stand rejected under 35 

U.S.C. §103(a) as obvious in view of US 6,207,071 (Takigawa et al.); and 2) a double patenting 

rejection in view of claims 1-23 of U.S. Patent No. 8,197,706, claims 1-37 of U.S. Patent No. 

9,982,179, and claims 1-19 of U.S. Patent No. 10,703,949. 

In response, claims 1-3, 5 and 7 are amended herein, and new claims 8-12 presented. No 

new matter is believed to be presented by these amendments. 

Applicants note the kind statement in Section 8 at page 6 of the Office Action that: 

“Submission of the declarations similar to those which were submitted in the parent case would 

further prosecution.” 

Applicants respectfully submit this information herein and in response to the Office Action. 

1) Claim Rejections — 35 USC § 103 

First, Applicants respectfully submit that the declarations and supporting information 

demonstrate: 

1) the unexpected benefits of the composition of the present claims; 

2) that unexpectedly adjusting the present composition blend so that the composition 

blend more closely matches that of R-22 for which it is to serve as a substitute would 

negatively impact the GWP of the Applicants’ composition blend,; 

3) there is no teaching or suggestion in 7akigawa determining a composition blend that 

can serve as a substitute for HCFC-22 (R-22);
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4) that, while the Office asserts that 7akigawa reads on refrigerant compositions 

consisting of 40-60% R134a and 60-40% R125 and infers that 7akigawa provides 

motivation to experiment within “the relatively narrow range of 40:60 to 60:40 

pentafluoroethane to tetrafluroethane, the Office fails to identify any purpose or 

objective allegedly taught by 7akigawa for such blind experimentation; 

5) that a range of 40:60 to 60:40 is not at all a “relatively narrow range in the refrigerant 

field”; and 

6) that various composition blends within the 40:60 to 60:40 range are not suitable as 

substitutes for various types of refrigerants including, in particular, HCFC-22. 

Thus, Applicants respectfully request reconsideration based upon the amendments and 

remarks presented herein. 

The Second Declaration of Kenneth M. Ponder (dated March 28, 2017 submitted in 

connection with Applicants’ application no. 13/493,491 and resubmitted herein) demonstrates the 

unexpected benefits provided by the above referenced composition of the present claims. They 

show that the composition blend recited in the present claims more closely approximates 

characteristics of HCFC-22 than the 60/40 composition asserted as the closest prior art, particularly 

within the temperature range most needed for a substitute for HCFC-22. 

Additionally, the evidence shows that unexpectedly adjusting the composition blend so that 

the composition blend more closely approximates that of HCFC-22 negatively impacts the Global 

Warning Potential (GWP) of the blend. Moreover, the present composition blend while having 

been determined by the trade association as an acceptable substitute for HCFC-22, it is not an 

acceptable substitute for refrigerant R-11.
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Applicants respectfully submit that when a rejection is made for obviousness, there must 

be some teaching or suggestion found in the prior art to modify the teachings of the prior art to 

meet all of the elements of a claim. The Office Action, in effect, concedes that Takigawa does not 

provide any such teaching or suggestion for finding or determining a substitute for R-22 to reach 

the composition of the present claims. 

Further, Applicants note that 7akigawa fails to provide any teaching for identifying or 

determining a substitute for R-22. 

Instead, the Office Action at page 4 asserts: “It would have been obvious at the time the 

invention was made to make such a composition, because this reference teaches that all of the 

ingredients recited by appellants are suitable for inclusion in a refrigerant composition. The person 

of ordinary skill in the refrigeration art would expect the recited compositions to have properties 

similar to those compositions which are exemplified, absent a showing to the contrary.” 

This amounts, in effect, to an assertion that 7akigawa provides “motivation to experiment”. 

However, the Office Action fails to comment or explain where the motivation comes from. Stated 

another way, what purpose can the Office point to in 7akigawa for such “motivation to 

experiment”? Applicants submit that experimentation for experimentation sake - without any 

purpose or objective - fails to meet the evidence required to support a rejection for obviousness. 

Further, the Action appears to suggest that 7akigawa provides motivation to experiment 

within the range of 40:60 to 60:40 mixtures of R-125 and R-132A. Applicants show, however, 

that the trade does not consider a range of from 40:60 to 60:40 to be a “relatively narrow range”. 

In fact, the trade association, ASHRAE, considers this is unacceptably large range when 

refrigerants are defined by percentages of, for example, +1% and not an overall range of 20%. 

This is shown, for example, by NPL4 resubmitted herewith, namely the ANSI/ASHRAE Addenda
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a,b,c,e f kn o,p,q,r s, and u to ANSI/ASHRAE Standard 34-2004, in which it can be seen 

the industry standard composition deviation is typically plus or minus 1%, and for Applicants’ 

R421A having 58% R125 and 42% R134a in particular is plus or minus 1% (page 13). 

Moreover, the Office Action seems to rely on a blind “obvious to try” standard since it 

does not point to anywhere in 7akigawa where there is any suggestion as what one may be trying 

to achieve by such “obvious to try” experimentation. Without evidence of motivation for the 

objective of finding a substitute for R-22, Takigawa cannot serve as a basis for “obvious to try” 

where the objective is unknown. 

Stated another way, the Office Action has not stated what result-effective parameters are 

to be considered or involved in carrying out the blind “obvious to try” experimentation over a 

variation of 20% other than to find out if all compositions over the range of 20% would behave 

identically. This, however, would not lead one to determine an acceptable substitute for HCFC- 

22. Instead, such experimentation would only determine whether one composition within the 20% 

range behaves identically to another composition within the 20% range. However, not all 

refrigerant blends within the 20% range would be considered to behave identically. Then what is 

the purpose for the alleged “obvious to try” experimentation? Without the hindsight guidance of 

Applicants’ specification why would one conduct such experimentation? 

A particular parameter must first be recognized as a result-effective variable, i.e., a variable 

which achieves a recognized result, before the determination of the optimum or workable ranges 

of said variable might be characterized as “a routine experimentation”. In re Antonie, 559 F.2d 

618, 195 USPQ 6 (CCPA 1977). Only result-effective variables can be optimized. The Office 

fails to address this point. It fails to describe what features are result-effective variables in finding 

an acceptable substitute for HCFC-22 as they are used in the claimed subject matter. Specifically,
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the Office fails to state what the recognized result that is to be achieved. In addition, the Office 

does not provide any support for the assertion that these features are routinely optimized as is used 

in the claims. Rather, the Office seems to make a conclusory assertion that the amounts can be 

optimized without a reasonable argument to support its position. Thus, the Office has not met its 

prima facie case of obviousness. Accordingly, Applicants respectfully submit the claims are novel 

and non-obvious over Takigawa. 

More particularly, Applicants note the Second Declaration of Kenneth Ponder re-presented 

herein shows just this. 

In Honeywell International Inc. v. Mexichem Amanco Holding SAD.EC.V. et al., Appeal 

No. 2016-1996, August 1, 2017) the Federal Circuit Court of Appeals reviewed and rejected 

arguments presented by the U.S. Patent and Trademark Office, Patent Trial and Appeal Board, in 

which the Board found on reexamination claims to a refrigerant namely, 1,1,1,2-tetrafluoropropene 

(HFO-1234YF) unpatentable on grounds that are basically the same as those presented in the present 

Office Action. In Honeywell, the Federal Circuit found that the Board committed legal error by 

improperly relying on inherency to find obviousness of the claims. Additionally, the Federal Circuit 

found error by the Board, while noting the overall unpredictability in the refrigerant art, the Board 

asserted that “routine testing” would have led to the discovery of the claimed refrigerant. The Federal 

Circuit rejected the Board’s assertion concerning “routine testing” and reversed the rejection of the 

claims. The Board noted: 

“A further point regarding so-called “routine testing” is that § 103 
provides that “[p]atentability shall not be negated by the manner in 

which the invention was made.”” 35 U.S.C. § 103 (2012). That 

provision was enacted to ensure that routine experimentation does not 
necessarily preclude patentability. See, e.g., In re Saether, 492 F.2d 
849, 854 (C.CP.A. 1974) (“In his argument that ‘mere routine 

experimentation’ was involved in determining the optimized set of 
characteristics, the solicitor overlooks the last sentence of 35 U.S.C. §
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103...Here we are concerned with the question of whether the claimed 

invention would have been obvious at the time it was made to a person 
having ordinary skill in the art-not how it was achieved.” (internal 

citation omitted)); /n re Fay, 347 F.2d 597, 602 (C.CP.A. 1965) 

(“[W]e do not agree that ‘routine experimentation’ negatives 

patentability. The last sentence of section 103 states that ‘patentability 
shall not be negatived by the manner in which the invention was 
made.”). 

Thus, as shown herein, the reliance on the statement: “The person of ordinary skill in the 

refrigeration art would expect the recited compositions to have properties similar to those 

compositions which are exemplified” in 7akigawa is not correct. As shown, Applicants’ recited 

composition does not have properties similar to those compositions which according to the Office 

would also be exemplified in Takigawa. 

Accordingly, Applicants respectfully submit claims 1-7 are not obvious in view of 

Takigawa and are patentable there over. 

2) Double Patenting Rejection 

Second, responding to the double patenting rejection, Applicants submit herewith an 

eTerminal Disclaimer to traverse this rejection. 

3) New claims 8-12 

New claims 8-12 are submitted herewith. These claims are dependent upon, either directly 

or indirectly, upon claims 1, 5 and 7 and are believed allowable for the same reasons as those 

claims. 
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CONCLUSION 

In light of the foregoing remarks and for at least the reasons set forth above, Applicants 

respectfully submit that the remaining rejection has been traversed and that all pending claims are 

in condition for allowance. Favorable reconsideration and allowance of the present application 

and all pending claims are hereby courteously requested. If, in the opinion of the Examiner, a 

telephone conference would expedite the examination of this matter, the Examiner is invited to 

call the undersigned attorney at (770) 933-9500. 

Respectfully submitted, 

THOMAS | HORSTEMEYER, LLP 

By: /Todd Deveau/ 

Todd Deveau 
Registration No. 29,526 

THOMAS | HORSTEMEYER, L.L.P. 

Customer Number 24504 
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DETAILED ACTION 

Notice of Pre-AlA or AIA Status 

1. The present application is being examined under the pre-AlA first to invent 

provisions. 

Claim Objections 

2. Claim 7 is objected to because of the following informalities: “inhibit” should be 

“‘inhibitor”. Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under pre-AlA 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 

obviousness or nonobviousness. 

4. The following is a quotation of pre-AlA 35 U.S.C. 103(a) which forms the basis 

for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 

as set forth in section 102, if the differences between the subject matter sought to be patented 

and the prior art are such that the subject matter as a whole would have been obvious at the 

time the invention was made to a person having ordinary skill in the art to which said subject 

matter pertains. Patentability shall hot be negatived by the manner in which the invention was 

made.
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5. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Takigawa et al., US 6,207,071. The reference discloses lubricating oil compositions and 

their use in compositions comprising R134a and R125 (col. 1, lines 13+). The reference 

further discloses the use of hydrofluorocarbons as replacements for 

hydrochlorofluorocarbons (col. 1, lines 20+). Suitable lubricants include the 

alkylbenzene oils described at col. 2, lines 30+. Refrigerants include alkane fluorides 

containing 40% or more of R134a in admixture with alkyl fluorides containing, most 

preferably, 40% or more of R125 (col. 8, lines 20+). The reference further discloses that 

there is “no restriction as to the kind of HFC to be mixed with” the disclosed refrigerants. 

The examiner takes the position that this can reasonably be construed to mean that no 

additional HFC need be added, and that the disclosure reads on refrigerant 

compositions consisting of 40-60% R134a and 60-40% of R125. Conventional additives 

may be added, including those disclosed at the top of col. 8. The examiner takes the 

position that anticorrosion additives are conventional, and that their use would be 

obvious over this disclosure. Lubricant compositions comprising naphthenic mineral oil 

and polyol polyesters are disclosed in Table 1. Note the disclosure in Evaluation Tests 2 

and 3 of refrigerant being premixed with lubricant prior to charging a compressor. The 

disclosed lubricating refrigerant compositions are useful in a variety of refrigeration 

apparatus, as disclosed at the top of col. 9. Determining which known 

hydrofluorocarbon refrigerant mixtures can serve as a substitute for notoriously 

undesirable refrigerants such as chlorodifluoromethane amounts to routine 

experimentation, in the absence of evidence of unexpected or superior properties. 

Determination of the lubrication-effective amount of a disclosed lubricant amounts to
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routine optimization. This reference differs from the claimed subject matter in that it 

does not disclose a composition which reads on appellant’s claims with sufficient 

specificity to constitute anticipation. 

It would have been obvious at the time the invention was made to make such a 

composition, because this reference teaches that all of the ingredients recited by 

appellants are suitable for inclusion in a refrigerant composition. The person of ordinary 

skill in the refrigeration art would expect the recited compositions to have properties 

similar to those compositions which are exemplified, absent a showing to the contrary. 

In the case where the claimed ranges overlap or lie inside ranges disclosed by 

the prior art, a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 

191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed Cir. 

1990). 

Double Patenting 

6. The nonstatutory double patenting rejection is based on a judicially created 

doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 

unjustified or improper timewise extension of the “right to exclude” granted by a patent 

and to prevent possible harassment by multiple assignees. A nonstatutory double 

patenting rejection is appropriate where the conflicting claims are not identical, but at 

least one examined application claim is not patentably distinct from the reference 

claim(s) because the examined application claim is either anticipated by, or would have 

been obvious over, the reference claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 

USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. 

Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum,
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686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 

(CCPA 1970); In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 

may be used to overcome an actual or provisional rejection based on nonstatutory 

double patenting provided the reference application or patent either is shown to be 

commonly owned with the examined application, or claims an invention made as a 

result of activities undertaken within the scope of a joint research agreement. See 

MPEP § 717.02 for applications subject to examination under the first inventor to file 

provisions of the AlA as explained in MPEP § 2159. See MPEP §§ 706.02(1)(1) - 

706.02(1)(3) for applications not subject to examination under the first inventor to file 

provisions of the AIA. A terminal disclaimer must be signed in compliance with 37 CFR 

1.321(b). 

The USPTO Internet website contains terminal disclaimer forms which may be 

used. Please visit www.uspto.gov/patent/patents-forms. The filing date of the application 

in which the form is filed determines what form (e.g., PTO/SB/25, PTO/SB/26, 

PTO/AIA/25, or PTO/AIA/26) should be used. A web-based eTerminal Disclaimer may 

be filled out completely online using web-screens. An eTerminal Disclaimer that meets 

all requirements is auto-processed and approved immediately upon submission. For 

more information about eTerminal Disclaimers, refer to 

www.uspto.gov/patents/process/file/efs/guidance/eTD-info-1.jsp. 

7. Claims 1-7 are rejected on the ground of nonstatutory double patenting as being 

unpatentable over claims 1-23 of U.S. Patent No. 8,197,706; claims 1-37 of U.S. Patent 

9,982,179; and claims 1-19 of U.S. Patent 10,703,949. Although the claims at issue are
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not identical, they are not patentably distinct from each other because the ‘179, ‘706 

and ‘949 patents recite compositions which overlap closely with those presently recited 

in admixture with a lubricant, which is a conventional additive. Determining which known 

refrigerant mixtures can serve as a substitute for notoriously undesirable refrigerants 

such as chlorodifluoromethane amounts to routine experimentation, in the absence of 

evidence of unexpected or superior properties. 

8. Submission of declarations similar to those which were submitted in the parent 

case would further prosecution. 

9. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to the examiner, Dr. John R. Hardee, whose email address 

is phn hardss@uspio.guy. Correspondence by email is strongly encouraged, including 

for scheduling telephone interviews. Should this be impracticable, the examiner’s 

telephone number is (571) 272-1318. The examiner can normally be reached on 

Monday through Friday from 8:00 until 4:30. In the event that the examiner is not 

available, his supervisor, Mr. James Seidleck, may be reached at (571) 272-1078. 

The fax phone number for the organization where this application or proceeding 

is assigned is (571) 273-8100. Please note that examiners may not accept or enter 

faxed amendments. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR.
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Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. 

Should you have questions on access to the Private PAIR system, contact the 

Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/JOHN R HARDEE/ 
Primary Examiner 

Art Unit 1761
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Docket No.: 821920-1034 

Claims 

What is claimed as the invention is: 

1. In an apparatus designed for use with chlorodifluoromethane refrigerant, 

the improvement comprising substituting the chlorodifluoromethane with a refrigerant 

composition designed to achieve a phase change, the refrigerant composition comprising 

a combination of refrigerant gases, said refrigerant gases consisting of a blend of 

tetrafluoroethane and pentafluoroethane, wherein in the substitute refrigerant said 

pentafluoroethane is present in an amount of 59% to 57% by weight and said 

tetrafluoroethane is present in an amount of 41% to 43% by weight of the combined 

weight of the pentafluoroethane and tetrafluoroethane on the basis of the combined 

weights of said pentafluoroethane and said tetrafluoroethane totaling 100%, and wherein 

the tetrafluoroethane is 1,1,1,2- tetrafluoroethane. 

2. A method for refilling an apparatus designed for use with a 

chlorodifluoromethane refrigerant, the method comprising: 

(1) selecting a substitute refrigerant composition designed to achieve a 

phase change and comprising a combination of refrigerant gases, the refrigerant 

gases consisting of a blend of tetrafluoroethane and pentafluoroethane, wherein in 

the substitute refrigerant said pentafluoroethane is present in an amount of 59% to 

57% by weight and said tetrafluoroethane is present in an amount of 41% to 43% 

by weight of the combined weight of the pentafluoroethane and tetrafluoroethane 

on the basis of the combined weights of said pentafluoroethane and said 

tetrafluoroethane totaling 100%, and wherein the tetrafluoroethane is 1,1,1,2- 

tetrafluoroethane, and 

(2) supplying the substitute refrigerant composition under pressure, in a 

cylinder can fitted with an outlet compatible with a chlorodifluoromethane 

recharging manifold of the apparatus. 
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3. A refrigerant composition comprising a combination of refrigerant gases, 

the refrigerant gases consisting of a blend of tetrafluoroethane and pentafluoroethane, 

wherein in the refrigerant composition said pentafluoroethane is present in an amount of 

59% to 57% by weight and said tetrafluoroethane is present in an amount of 41% to 43% 

by weight of the combined weight of the pentafluoroethane and tetrafluoroethane on the 

basis of the combined weights of said pentafluoroethane, and said tetrafluoroethane 

totaling 100% and wherein the tetrafluoroethane is 1,1,1,2- tetrafluoroethane. 

4. In the apparatus of claim 1, wherein the apparatus is selected from the 

group consisting of refrigeration equipment, air-conditioning equipment, and HVAC 

equipment. 

5. In the apparatus of claim 1, wherein the refrigerant composition includes 

an additive selected from the group consisting of an acrylic polymer, a corrosion 

inhibitor, a surfactant, a foaming agent, and mixtures thereof. 

6. The method according to claim 2, wherein the apparatus is selected from 

the group consisting of refrigeration equipment, air-conditioning equipment, and HVAC 

equipment. 

7. The method according to claim 2, wherein the substitute refrigerant 

composition includes an additive selected from the group consisting of an acrylic 

polymer, a corrosion inhibit, a surfactant, a foaming agent, and mixtures thereof. 
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