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REMARKS
Claims 1-10, 21-25, 27-31 and 32-37 are pending in the above application. Applicants

note that while the Office Action indicates claims pending only up to claim 31, Applicants’
Preliminary Amendment filed December 27, 2004 presented new claims 30-37.

Claims 21-25 and 27-29 stand rejected under 35 U.S.C. 102(b) as allegedly anticipated by
Mahler (U.S. 5,053,155). Claims 1-10, 21-25 and 27-31 stand rejected under 35 U.S.C. 103(a)
as allegedly unpatentable over Egawa, et al. (U.S. 6,261,474).

L. The Present Claims

The claims submiited herein include independent claims 1, 6 and 21. All of the
independent claims are directed to a refrigerant or a substitute refrigerant consisting of sbout
40% to about 45% by weight pentafluoroethane, about 55% to about 60% by weight
tetrafluoroethane, which refrigerant is packaged with up to about 20% by weight with a specificd
lubricating oil.

2. Rejection Under Section 102(b)

The rejection under Section 102(b) is based solely on Mahler. Mahler, however, fails to
disclose the particular combination of refrigerant gases recited in independent claims 1, 6 and 21
and further fails to teach or disclose the lubricating oil specified in these claims. The invention
in Mahler relates to specific lubricants used with refrigerants. In particular, Mahler teaches
substituting HFC-134a or HFC-134 (collectively tetrafluoroethane) for CFC-12 and further
combining a specific lubricating oil with the tetrafluoroethane. Morc particularly, Mahler
teaches at least about 10% by volume of HFC-134 (tetrafluoroethane), in a blend with HFC-134a
or HFC-125 (pentafluorocthane). Mahler, however, fails to teach how much pentafluoroethane

should be included other than, for example, mentioning “at least 10% by volume of at least one
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of 1,1,1,2-tetrafluoroethane and pentafluoroethane, Additionally, Mahler teaches only a specific
lubricating oil, namely, a particular polyalkylene glycol (PAG). Accordingly, Mahler fails to
teach or suggest the particular ratio of pentafluoroethane to tetrafluoroethane recited in the
claims and further fails to teach or suggest Applicants’ specified lubricant.

3. Rejection Under Section 103(a)

This rejection is based solely on the patent to Egawn, et al. Bgawa, et al. is directed to a
particular lubricating oil for compressjon-type refrigetators using a refrigerant containing
pentafluoroethane. While Egawa, et al. teaches hydrofluorocarbon refrigerant consisting of 20%
to 80% by weight of pentafluoroethane, Egawa, et al. fails to teach or suggest using about 55% to
about 60% by weight tetrafluoroethane with the pentafluoroethane. Egawa, ct al. further fails to
teach or suggest that the refrigerant consists of about 40% to about 45% by weight
pentafluorocthane. Additionally, Egawa, et al. teaches only use of a specific polyvinyl cther
compound as the lubricating oil. Accordingly, Egawa, et al. fails to teach or suggest the
refrigerant recited in the claims and further fails to teach or suggest the lubricant also recited in

the claims.
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CONCLUSION

It is believed that the foregoing amendments and additions add no new matter to the

present application.
Favorable action in regard to the application is earnestly solicited.

Respectfully submitted,

THOMAS, KAYDEN, HORSTEMEYER &
, L.E.P. .

By:
Todd Deveau, Reg. 29,526

100 Galleria Parkway

Suite 1750

Atlanta, Georgia 30339-5948
(770) 933-9500

. Docket No. 821920-1030
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
P.O. Box 1450
. ‘Aléxéndria, Virginia 22313-1450
v

WWwuspto.go

[ APPLICATION NO. [ FILING DATE ] FIRST NAMED INVENTOR l ATTORNEY DOCKET NO. [ CONFIRMATION NO. —I
10/937,736 09/08/2004 Kenneth M. Ponder $21920-1030 1006
24504 7590 06/05/2006 [ EXAMINER j
THOMAS, KAYDEN, HORSTEMEYER & RISLEY, LLP HARDEE, JOHN R
100 GALLERIA PARKWAY, NW
STE 1750 | ART UNIT | papernuMBER |
ATLANTA, GA 30339-5948 1751

DATE MAILED: 06/05/2006

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03)

Dynatemp EX1007
Page 105 of 665

R03518



/
Application No. Applicant(s) ™
10/937,736 PONDER ET AL.
Office Action Summary Examiner ) At Unit
John R. Hardee 1751

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). in no event, however, may a reply be timely filed

after SiX (6) MONTHS from the mailing date of this communication.
- If NO periad for reply is specified above, the maximum statutory period will apply and will expire StX (8) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Offica later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status

1)] Responsive to communication(s) filedon ______
2a)[] This action is FINAL. 2b)[X] This action is non-final.
3)[J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O0.G. 213.

Disposition of Claims

4)[] Claim(s) 1-10,21-25,27-31,34,35 and 37 is/are pending in the application.

4a) Of the above claim(s) is/are withdrawn from consideration.
5)[] Claim(s) ______ is/are allowed.
6)X Claim(s) 1-10,21-25,27-31,34,35 and 37 is/are rejected.
7)[J Claim(s) _____is/are objected to.
8)[] Claim(s) _____are subject to restriction and/or election requirement.

Application Papers

9)[] The specification is objected to by the Examiner.
10)[] The drawing(s) filed on isfare: a)[_] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
11)[] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)[C] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)lJ Al b)[(]Some * c)["] None of:
1.0 Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No. ______
3.[]] Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)
1) [[] Notice of References Cited (PTO-892) 4) [ interview Summary (PTO-413)
2) [] Notice of Draftsperson’s Patent Drawing Review (PTO-948) Paper No(syMail Date. ____.
3) [ information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) [ Notice of informal Patent Application (PTO-152)
Paper No(s)Mail Date . 6) D Other: ____.
U.S. Patent and Trademark Office
PTOL-326 (Rev. 7-05) Office Action Summary Part of Paper No./Mail Date 20060601
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Application/Control Number: 10/937,736 Page 2
Art Unit: 1751

DETAILED ACTION
Claim Rejections - 35 USC § 102
1. The text of those sections of Title 35, U.S. Code not included in this action can

be found in a prior Office action.

2. Claims 21-25, 27-31, 34, 35 and 37 remain rejected under 35 U.S.C. 102(b) as
being anticipated by Mahler, US 5,053,155. At col. 3, lines 13+, the reference discloses
a refrigerant consisting of, most preferably, at least 50% of HFC-134 blended with HFC-
125. Accordingly, the person of ordinary skill in the refrigeration art would “immediately
envisage” a 50:50 composition of HFC-134 and HFC-125. This reads on applicant’s
recitations of “about 40-45%" of HFC-125 and “about 55-60%" of HFC-134 in

combination with 0% of the recited lubricant. It is well settled that “up to” includes zero.

Claim Rejections - 35 USC § 103
3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

4, The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148
USPQ 459 (1966), that are applied for establishing a background for determining
obviousness under 35 U.S.C. 103(a) are summarized as follows:

1. Determining the scope and contents of the prior art.
2. Ascertaining the differences between the prior art and the claims at issue.
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Application/Control Number: 10/937,736 Page 3
Art Unit: 1751

3. Resolving the level of ordinary skill in the pertinent art.
4 Considering objective evidence present in the application indicating
obviousness or nonobviousness.

5. This application currently names joint inventors. In considering patentability of
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of
the various claims was commonly owned at the time any inventions covered therein
were made absent any evidence to the contrary. Applicant is advised of the obligation
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was
not commonly owned at the time a later invention was made in order for the examiner to
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g)
prior art under 35 U.S.C. 103(a).
6. Claims 1-10, 21-25, 27-31, 34, 35 and 37 remain reje'cted under 35 U.S.C.
103(a) as being unpatentable over Egawa et al., US 6,261,474. The reference discloses
lubricating oils for compression-type refrigerants comprising pentafluoroethane
(abstract). Compositions consisting of 20-80% by weight of pentafluoroethane and 80-
20% of 1,1,1,2-tetrafluoroethane are disclosed in claim 1. The compositions are
disclosed as replacements for R-22 (cols. 2-3). Note that the recitation of “about 0%” of
lubricant clearly reads on 0% (specification, p. 9, line 10). The method steps of claim 6
recite a conventional method of recharging refrigeration apparatus and lend little
patentable weight. This reference differs from the claimed subject matter in that it does
not disclose a composition which reads on applicant’s claims with sufficient specificity to

constitute anticipation.
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Application/Control Number: 10/937,736 Page 4
Art Unit: 1751

It would have been obvious at the time the invention was made to make such a
composftion, because this reference teaches that all of the ingredients recited by
applicants are suitable for inclusion in a replacement refrigerant composition for R-22.
The person of ordinary skill in the refrigerant art would expect the recited compositions
to have properties similar to those compositions which are exemplified, absent a
showing to the contrary.

In the case where the claimed ranges overiap or lie inside ranges disclosed by
the prior art, a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257,
191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed Cir.

1990). It is well settled that “up to” includes zero.

Response to Arguments
7. Applicant's arguments filed May 24, 2006 haVe been fully considered but they are
not persuasive. Applicant argues that the 102 and 103 rejections of the previous office
action are not valid, citing different passages from those cited by the examiner. This is
not persuasive because the passages cited by the examiner disclose or provide
motivation for making the compositions recited by applicant. Regarding the lack of
teaching of the recited lubricants, this is not persuasive because applicant has recited
amounts of refrigerant which include zero amounts of lubricant. While the reference
teaches the use of different lubricants, a blend of refrigerants made prior to the addition

of lubricant, notoriously common in the refrigeration art, meets applicant’s “consisting”

scope recitation.
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Application/Control Number: 10/937,736 Page 5
Art Unit: 1751

8. The examiner appears to have omitted several of the claims from the previous
rejection. Accordingly, this action is NOT FINAL, and the examiner apologizes for the
oversight.

9. Any inquiry concerning this communication or earlier communications from the
examiner should be directed to the examiner, Dr. John R. Hardee, whose telephone
number is (571) 272-1318. The examiner can normally be reached on Monday through
Friday from 8:00 until 4:30. In the event that the examiner is not available, his
supervisor, Mr. Douglas McGinty, may be reached at (671) 272-1029.

The fax phone number for the organization where this application or proceeding
is assigned is (671) 273-8100.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free).

John R. Hardee
Primary Examiner
June 1, 2006
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“ HECEIVEb -
CENTRAL FAX CENTER
0CT 11 2006

CERTIFICATE OF FACSIMILE TRANSMISSION
UNDER 37 CFR §1.8

! hereby certify that this paper (along with any paper referred to as being
attached or enclosed) is being transmitted on the date indicated below via facsimile to
the United States Patent and Trademark Office, facsimile number (§71)-273-8300.

Date: _11 October 2006

Laurie Delesandro

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In Re Application Of: Ponder, K. -
Art Unit. 1751

Serial No.: 10/937,736 Confirmation No.: 1006
Docket No. 821920-1030

Filed: September 8, 2004
Examiner. Hardee

For: REFRIGERANT WITH LUBRICATING OIL
FOR REPLACEMENT OF R-22 REFRIGERANT

Response and Amendment

TOTAL PAGES (including cover sheet) 13
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To: (US PTO} Pag.e‘2 of 13 2006-10-11 16:44:57 (GMT) 14046019665 From: Laurie Defesandro

RECEIVED
CENTRAL FAX CENTER
OCT 11 2006
AMENDMENT TRANSMITTAL LETTER (SMALL) Docket No.
Applicant(s). Ponder, K., et al. 821920-1030
Serial No. Filing Date Examiner Confirmation No. Group Art Unit

10/937,736 09/08/2004 Hardee, J. 1008 1751

invention: Refrigeraht with Lubricating Oil for Replacement of R-22 Refrigerant

Commissioner for Patents
Mail Stop AMENDMENT
P.O. Box 1450

Alexandria VA 22313-1450

Transmitted herewith is Response and Amendment in the above-identifisd application.

The fee has been calculated and is transmitted as shown below

CLAIMS AS AMENDED

CLAIMS REMAINING HIGHEST # NUMBER EXTRA ADDITIONAL

AFTER AMENDMENT | PREV. PAID FOR CLAIMS PRESENT RATE FEE
TOTAL CLAIMS 26 - ' 26 = . X $50.00 $
INDEP. CLAIMS 3 - 3 = ’ X $200.00 $
Multiple Dependent Claims (check if applicable) [] $360.00 $
EXTENSION FEE | 1° MONTH [J 2"° MONTH 3MONTH [ 4"MONTH [T $225.00

$60.00 $225.00 $510.00 $795.00
Other Fees: $
TOTAL ADDITIONAL FEE FOR THIS AMENDMENT $225.00

XOOXO

No additional fee is required.

Plesse charge Deposit Account No. 20-0778 In the amount of 225.00. A duplicate copy of this page Is enclosed.

A check in the amount of to cover the filing fee is enclosed.

A Credit Card Payment Form PTO-2038 is attached in the amount of $ .

The Director is hereby authorized to charge any deficiencies of the above fees or credit any overpayment to Deposit
Account No. 20-0778.

f

178 ;'}AMW 8T 2000

Todd Deveau, Reg. No. 29,526 Date
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To: {US PTO} Pag~e 40f13 20086-10-11 16:44:57 (GMT) 14046019665 From: Laurie Delesandro

RECEIVED
CENTRAL FAX CENTER

0CT 11 2006

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In Re Application of: Docket No.: 821920-1030
PONDER, K., et al., ) Art Unit: 1751

Serial No.: 10/937,736 Examiner: John R. Hardee

Filing Date: September 8, 2004 Confirmation No.: 1006

For. ' Refrigerant with Lubricating Oil for Replacement of R-22 Refrigerant

RESPONSE AND AMENDMENT

Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450

Sir

The non-final Office Action, Paper No./Mail Date 20060601, from Examiner John R. -
Hardee of Art Unit 1751, mailed June 5, 20086, has been received and carefully reviev&éd‘
Applicants respectfully request reconsideration and withdrawal of the rejections presented in the
Office Action in view of the following remarks and amendment. No new matter and, thus, no

new issues are presented.

AUTHORIZATION TO DEBIT ACCOUNT
A Petition for Extension of time for two months is enclosed with this Response. Itis not
believed that any additional extensions of time or fees are required, beyond those which may
otherwise be provided for In documents accompanying this paper. However, in the event that
additional extenslons of time are necessary to allow.consideration of this paper, such extensions
are hereby petitioned under 37 C.F.R. § 1.136(a), and any fees required therefor (including fees for
net addition of claims) are hereby authorized to be charged to deposit account no. 20-0778.
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To: {USPTO} Pag25of 13 2006-10-11 16:44:57 (GMT) 14045018665 From: Laurie Delesandro

IN THE CLAIMS

Please amend thea claims to read as follows wherein changes in a claim are shown by
double brackets for deletéd matter and underlining for added matter: .

1. (Currently Amended) In an apparatus designed for use with
chlorodiflucromethane refrigerant, the improvement comprising substituting the .
chlorodifluoromethane with a substitute blend refrigerant containing a lubricant,

said substitute refrigerant consisting essentially of:

about 40% to about 45% by weight pentaflucroethane;

about 55% to about 60% by weight tetrafluoroethane; and

said substitute refrigerant packaged with about 0.5% up to about 20% by weight of the
refrigerant with a lubricating oll that is soluble in chiorodifluoromethane, pentafluoroethane and
tetraflucroethane -

wherein the lubricating oll Is selected from the group consisting of napthenic based
lubricants, paraffinic based lubricants, and mixtures thereof, mineral oil, polyol ester, synthetic
alkyl aromatic lubricants, synthetic alkyl aromatic lubricants mixed with mineral oil, and synthetic

alkyl aromatic lubricants mixed with polyo! ester.

2. (Original) The invention according to Claim 1, the iubricating oil having the
following components:
65-88% hydrotreated light napthenic distillate, and

10-20% sotvent refined light napthenic distillate petroleum.

3. (Original) The invention according to claim 1 wherein in the substitute refrigerant
said pentafluoroethane is present in the ratio of about 40% by weight to said tetrafluoroethane

present in an amount of about 60% by weight.
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To: (US PTO} Pagé 6 of 13 2008-10-11 16:44:57 (GMT) ' 14046019665 From: Laurie Delesandro

4. (Original) The invention according to claim 1 wherein in the substitute refrigerant
said pentafluoroethane is present in the ratio of about 42% by weight to said tetrafluoroethane

present in an amount of about 58% by weight.

5. (Original} The invention according to claim 1 wherein in the substitute refrigerant
said pentafluoroethane is present in the ratio of about 45% by weight to said tetrafluoroethane

present in an amount of about 55% by weight

6. (Currently Amended) A method for refilling an apparatus designed for use with
chiorodifluoromethane refrigerant, the method comprising:

{1) supplying a substitute refrigerant under pressure, in a cylinder can fitted with
an outlet compatible with a chlorodifluoromethane recharging manifold of the apparatus; -
and

(2) adding to said apparatus via the manifold a substitute refrigerant for
chlorodifluoromethane, said substitute refrigerant consisting essentially of:

about 40% to about 45% by weight pentafluorocethane;

about 55% to about 60% by weight tetrafluoroethane; and

said substitute refrigerant packaged with about 0.5% up to about 20% by
weight of the refrigerant of a lubricaling oil that is soluble in
chlorodifluoromethane, pentafluorosthane and tetrafluoroethane

wherein the lubricating ol is selected from the group consisting of
napthenic based lubricants, paraffinic based lubricants, and mixtures théreof.
mineral oil, polyol ester, synthetic alkyl aromatic lubricants, synthetic alkyl
aromatic lubricants mixed with mineral oil, and synthetic alkyl aromatic lubricants

mixed with polyol ester.
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To: {USPTO}  Page 7 of 13 20086-10-11 16:44:57 (GMT) 14046019665 From: Laurie Delesandro

7. (Previously presented) The mathod according to claim 6, the lubricating oil
having the following components:
65-85% hydrotreated light napthenic distillate, and

10-20% solvent refined light napthenic distiliate petroleumn.

8. {Previously presented) The method according to claim 6 wherein in the
substitute refrigerant said pentafluoroethane is present in the ratio of about 40% by weight to -

said tetrafluoroethane present in an amount of about 60% by weight.

8. (Previously presented) The method according to claim 6 wherein in the
substitute refrigerant said pentafluorosthane is present in the ratio of about 42% by weight to

said tetrafluoroethane presént in an amount of about 58% by weight. -

10. (Previously presented) The method according to claim 6 wherein in the
substitute refrigerant said pentafluorosthane is present in the ratio of about 45% by weight to

said tetrafluoroethane present in an amount of about 55% by weight.
11. - 20. {Cancelled)

21. (Currently Amended) A refrigerant consisting essentially of:
about 40% to about 45% by weight pentafluoroethane;
about 55% to about 60% by weight tetraflucroethane;
said refrigerant packaged with about 0.5% up to about 20% by weight of
the refrigerant of a lubricating oil that is soluble in chlorodifluoromethane, .

pentafluoroethane and tetrafluorosthane
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wharein the lubricating oil is selected from the group consisting of
napthenic based lubricants, paraffinic based Iubricanls; and mixtures thereof,
mineral oil, polyo! ester, synthetic alky! aromatic lubricants, synthetic alkyl
aromatic lubricants mixed with mineral cil, and éynthetic alky! aromatic lubricants

mixed with polyol ester.

22, {Original) The invention accordi'ng {o claim 21, the lubricating oil having the
following components:
65-85% hydrotreated light napthenic distillate, and

10-20% solvent refined light napthenic distillate petroleum.

23. (Original) A refrigerant according to claim 21 wherein said pentafluoroethane is -
present in the ratio of about 40% by weight to said tetrafluoroethane present in an amount of

about 80% by weight.

24, (Original) A refrigerant according to claim 21 wherein said pentafluoroethane is
present In the ratio of about 45% by weight to said tetrafluoroethane present in an amount of

about 55% by weight with a napthenic lubricant.

25. (Original) A refrigerant according to claim 21 wherein said pentafluoroethane is
present in the ratio of about 40% by weight to said tetrafluoroethane present in an amount of

. about 80% by weight with a napthenic lubricant.

26. (Cancelled)
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27. (Previously presented) The refrigerant according to claim 21, wherein the

lubricating oil further includes an acrylic polymer or a corrosion inhibitor or both.
28. (Cancelled)

28. (Previously presented) The refrigerant according to claim 21, wherein the

lubricating oil is an alkylbenzene-based lubricating oil.

30. (Previously presented) The invention according to claim 1, wherein the
apparatus is selected from the group consisting of refrigeration equipment, air-conditioning

equipment, and HVAC equipment.

31.  (Previously presented) The invention according fo claim 1, wherein the
lubricating oil includes an additive selected from the group consisting of acrylic polymer, a

corrosion inhibitor and mixtures thereof.
32. (Cancelled)

33. (Previously presented) The invention according to claim 1, wherein the

lubricating oil is an alkylbenzene-based. lubricating oil.

34. (Previously presented) The method according to claim 6, wherein the apparatus
is selected from the group consisting‘of refrigeration equipment, air-conditioning equipment, and

HVAC equipment.

PAGE 9/13® RCVD AT 10¢411/2006 12:44:45 PM [Eastern Daylight Time}* SVR:USPTO-EFXRF-2/2 * DNIS:2738300 * CEID: 14046019665 * DURATION (mm-ss):06-30

ijnatemp EX1007
Page 118 of 665

R03531



To: {US PTO} P;g'e 10 of 13 ' 2006-10-11 16:44:57 (GMT) 14046018665 From: Laurie Delesandro

35.  (Previously presented) The method adoording to claim 6, wherein the lubricating
oil includes an additive selected from the group consisting of acrylic polymer, a corosion

inhibitor and mixtures thereof.

36. (Cancelled)
37. (Previously presented) The method according to claim 6, wherein the lubricating

oil is an alkylbenzene-based lubricating oil.

38. (New) The invention according to claim 1, wherein the tetrafiuorcethane is

1,1,1,2-tetrafluoroethane.

39. {New) The method of claim 6, wherein the tetrafluoroethane is 1,1,1,2- -

tetrafluoroethane.

40. (New) The invention of claim 21, wherein the tetrafluoroethane is 1,1,1,2-

tetrafluoroethane.

PAGE 10/13 * RCVD AT 10/11/2086 12:44:45 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-2/2 * DNIS:2738300 * CSID: 14046019665 * DURATION (mm-55):06-30

Dynatemp EX1007
Page 119 of 665

R03532



To: {US PTO} F’;g‘e 110113 2006-10-11 16:44:57 (GMT) 14046019665 From: Laurie Delesandro

REMARKS

Claims 1-10, 21-25, 27-31, 34, 35 and 37 are pending in the above application.

Claims 21-25, 27-31, 34, 35 and 37 stand rejected under 35 U.S.C. 102(b) as allegediy
anticipated by Mahier (U.S. 5,053,155). Claims 1-10, 21-25, 27-31, 34, 35 and 37 stand
rejected under 35 U.S.C. 103(a) as allegedly unpatentable over Egawa, et al. (U.S. 6,261,474).
1. The Prasent Claims

The claims submitted herein include independent claims 1, 6 and 21. All of the
independent claims are directed fo a refrigerant or a substitute refrigerant consisting essentially
of about 40% to about 45% by weight pentafluorocethane, about 55% to about 60% by weight
tetrafluoroethane, which refrigerant is packaged with about 0.5% up to about 20% by weight
with a specified lubricating oil.

2. Rejection Under Section 102(b) ' -

The rejection under Section 102(b) is based solely on Mahler. ‘Mahler. however, fails to
disclose the particular combination of refrigerant gases recited in independent claims 1, 6 and
21 and further fails to teach or disclose the lubricating oil specified in these claims. The
invention in Mahler relates fo specific lubricants used with refrigerants. In particular, Mahler
teaches substituting HFC-134a or HFC-134 (collectively tetrafluoroethane) for CFC-12 and
further combining a specific lubricating oil With the tetrafluoroethane. More particularly, Mahler
teaches at least about 10% by volume of HFC-134 (tetrafluoroethane), in a blend with HFC-
134a or HFC-125 (pentaflucroethane). Mahler, howsver, fails to teach how much
pentaflucroethane should be included other than, for example, mentioning “at least 10% by
volume of at least one of 1,1,1 ,2-tétraﬂuomethane and pentafluoroethane. Additionally, Mahler
teaches only a specific lubricating oil, namely, a particular polyalkylene glycol (PAG).
Accordingly, Mahler fails to teach br suggest the particular ratio of pentafluoroethane to
tetrafiuoroethane recited in the claims and further fails to teach or suggest Applicants’ specified

fubricant.
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3. Rejection Under Section 103(a)

This rejection is based solely on the patent to Egawa, et al. Egawa, et al. is directed to a
particular lubricating oil for compression-type refrigerators using a refrigerant containing
pentafluoroethane. While Egawa, et al. teaches hydrofluorocarbon refrigerant consisting of 20%
10 80% by weight of pentafiucroethane, Egawa, et al. fails to teach or suggest using about 55%
to about 60% by weight tetraflucroethane with the pentafluoroethane. Egawa, et al. further fails
1o teach or suggest that the refrigerant consists of about 40% to about 45% by weight
pentaflucroethane.

Additionally, Egawa, et al. teach only use of a specific polyvinyl ether compound as the
lubricating oil. More particularly, Egawa et al. teach away from Applicants’ recited lubricants.
Egawa et al. staie:

“As the lubricant having a gocd compatibility with these mixed ‘ -
hydrofiuorocarbaon refrigerants, polyalkylene glycol lubricants, polyol ester

lubricants, and carbonate lubricants have been known. The polyalkylene glycol

lubricant has a low volume intrinsic resistance, and the polyol ester lubricants

and the carbonate lubricants are easily hydrolyzed to cause a problem in the

stability.”

See, Column 3, lines 51-57. Accordingly, Egawa, et al. fails to teach or suggsst the
refrigerant recited in the claims and further fails to teach or suggest the lubricant also

reciled in the claims.
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CONCLUSION
itis believed that the foregoing amendments and additions add no new matter to the
' present application.

Favorable action in regard to the application is earnestly solicited.

Respectfully submitted,

THOMAS, KAYDEN, HORSTEMEYER
ISLEY, L.L.P.

By:
Todd Deveau, Reg. 29,526

100 Galleria Parkway

Suite 1750

Atianta, Georgia 30339-5948

(770) 933-8500 -

Docket No. 821920-1030

10
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RECEIVED
CENTRAL FAX CENTER

0CT 11 2006

PETITION FOR EXTENSION OF TIME UNDER 37 CFR 1.136(a) Docket No.
FY 2005 821920-1030

(Fees pursuant to the Consolidated Appropriations act, 2005 (H.R. 4818).)

Application Number: 10/837,736 Filed: September 8, 2004

For: Refrigerant with Lubricating Qil for Replacement of R-22 Refrigarant

Art Unit: 1751 Examiner: Hardee, J.

This is a request under the provisions of 37 CFR 1.136(a) to extend the period for filing a reply in the above
identified application.

The requested extension and fee are as follows {check time period desired and enter the appropriate fes below):

Fees Small Entity
O One month (37 CFR 1.17(a)(1)) $120 %g%e_ $
X Two months (37 CFR 1.17(a}2)) $450 $225 $225.00
O Three months (37 CFR 1.17(a)(3)) . $1020 $510 $
O Four months (37 CFR 1.17(a)(4)) $1590 $795 $
O Five months (37 CFR 1.17(aX5)) $2160 $1080 $

(| Applicant claims small entity status. See 37 CFR1.27

O A check in the amount of the fee Is enclosed.

[0  Payment by credit card. Form PTO-2038 is attached.

] The Director has already been autherized to charge fees In this application to a Deposit Account.

X The Commissioner is hareby authorized to charge any deficiencies in fees which may be required, or
credit any overpayment to Deposit Account No. 20-0778.

WARNING: Information on this form may become public. Cradit card information should not be included on this
form. Provide credit card information and authorization on FTO-2038.
| am the
O applicant/inventor.

1 assignee of record of the entire interast. See 37 CFR 3.71.
Slatement under 37 CFR 3.73(b) Is enclosed (Form PTO/SB/86).

(X attomey or agent of record. Registration Number: 29,526

O y or agent under 37 CFR 1.34. Registration number if acting under 37 CFR 1.34:

Mﬁ, { Aon, ate

Todd Deveau . 770-933-9500

; "
( ly —m”‘—m‘a——u
1

Telephone Number

The collection of information is required by CFR 1.136{g). The information is required to obtain or retin a benefit by the public which is to file {and by
the USPTO ¢o process) an application. Confidentiality is governed by 35 USC 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 6
minutes to complete, including gathering, preparing, and submniitting the completed epplication form to the USPTO. Time will vary depending upon the
individual case. Amy comments an the amaunt of time you require t complete this farm and/or suggestions for reducing this burden, shauld be sent o
the Chief Information Officer, US Patent and Tredermark Office, US Deparment of Commerce, PO Box 1450, Alexandria, VA 22313-1450. DO NOT
SEND FEES RO COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissicner for Patents, PO Box 1450 Alexandria, VA 22313-1450.

10/13/2006 JBALINAK 00000012 200778 10937736

01 FC:2252
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USpLo.gov

[ appLicaTiON NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION NO. |
10/937,736 09/08/2004 Kenneth M. Ponder ) 821920-1030 1006
24504 7590 12/11/2006 ‘ l EXAMINER ]
THOMAS, KAYDEN, HORSTEMEYER & RISLEY, LLP HARDEE, JOHN R
100 GALLERIA PARKWAY, NW '
STE 1750 [ ART UNIT PAPER NUMBER ]
ATLANTA, GA 30339-5948 1751

DATE MAILED: 12/11/2006

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03)
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Application No. Applicant(s) w\
10/937,736 PONDER ET AL.
Office Action Summary Examiner Art Unit
John R. Hardee 1751

- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed," may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status
1)J Responsive to communication(s) filed on
2a)lX] This action is FINAL. 2b)[] This action is non-final.

3)[J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 0.G. 213.

Disposition of Claims

4) Claim(s) 1-10,21-25,27.29-31.33-35 and 37-40 is/are pending in the application.

4a) Of the above claim(s) is/are withdrawn from consideration.
5[] Claim(s) _____is/are allowed.
6)J Claim(s) 1-10, 21-25, 27, 29-31, 33-35 and 37-40 is/are rejected.
7)] Claim(s) _____is/are objected to. '
8)] Claim(s) _____ are subject to restriction and/or election requirement.

Application Papers

9)[] The specification is objected to by the Examiner.
10)[] The drawing(s) filed on is/are: a)[_] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
11)[] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)[] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)J Al b)[]Some * c)[] None of:
1. Certified copies of the priority documents have been received.
2. Certified copies of the priority documents have been received in Application No. ______
3.[ Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)
1) x Notice of References Cited (PTO-892) 4) D Interview Summary (PT0O-413)
2) [ Notice of Draftsperson’s Patent Drawing Review (PTO-848) Paper No(s)/Mail Date. _
3) [] information Disclosure Statement(s) (PTO/SB/08) 5) [] Notice of Informal Patent Application
Paper No{s)Mail Date . 6) D Other:
U.S. Patent and Trademark Office
PTOL-326 (Rev. 08-06) Office Action Summary Part of Paper No./Mail Date 20061207
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Application/Control Number: 10/937,736 Page 2
Art Unit: 1751

DETAILED ACTION
Claim Rejections - 35 USC § 103

1. The text of those sections of Title 35, U.S. Code not included in this action can
be found in a prior Office action.
2. Claims 1-10, 21-25, 27, 29-31, 33-35 and 37-40 are rejected under 35 U.S.C.
103(a) as being unpatentable over Roberts, US 6,428,720. The reference discloses
refrigerant compositions for use as replacemént refrigerants in'equipment which was
designed for R12 or R22 (col. 1, lines 6+). Preferred compositions comprise 40-55% by
weight of R125 and 35-60% by weight of R134a (col. 3, lines 13-24). Small amounts of
butane refrigerant are also present, but it's presence is not ruled out by applicant’s use
of “consisting essentially” scope. Suitable lubricants include mineral oil and
alkylbenzenes, including naphthenic and paraffinic oils, as well as polyol esters (col. 4,
lines 1+). While amounts of these lubricants are not disclosed, determination of the
lubrication-effective amount of a disclosed lubricant amounts to ordinary
experimentation. Suitable additives, including corrosion inhibitors, are disclosed at col.
4, lines 10+. |

This reference differs from the claimed subject matter in that it does not disclose
a composition which reads on applicant’s claims with sufficient specificity to constitute
anticipation. It would have been obvious at the time the invention was made to make
such a composition, because this reference teaches that all of the ingredients recited by

applicants are suitable for inclusion in a surfactant composition. The person of ordinary
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Application/Control Number: 10/937,736 Page 3
Art Unit: 1751

skill in the surfactant art would expect the recited compositions to have properties
similar to those compositions which are exemplified, absent a showing to the contrary.
In the case where the claimed ranges overlap or lie inside ranges disclosed by the prior
art, a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 191 USPQ
90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed Cir. 1990).

3. Applicant's amendment necessitated the new ground(s) of rejection presented in
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37
CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire ;FHREE
MONTHS from the mailing date of this action. In the event a first reply is filed within
TWO MONTHS of the mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened statutory period, then the
shortened statutory period will expire on the date the advisory action is mailed, and any
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of
the advisory action. In no event, however, will the stafutory period for reply expire later

“than SIX MONTHS from the date of this final action.

4. Any inquiry concerning this communication or earlier communications from the
examiner should be directed to the examiner, Dr. John R. Hardee, whose telephone
number is (571) 272-1318. The examiner can normally be reached on Monday through

Friday from 8:00 until 4:30. In the event that the examiner is not available, his
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Application/Control Number: 10/937,736 Page 4
Art Unit: 1751

supervisor, Mr. Douglas McGinty, may be reached at (571) 272-1029.

The fax phone number for the organization where this application or proceeding
is assigned is (571) 273-8100.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAI.R.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http:/pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free).

¢

John R. Hardee
Primary Examiner
December 5, 2006
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Application/Control No. Applicant(s)/Patent Under
Reexamination
) 10/937,736 PONDER ET AL.
Notice of References Cited . :
Examiner Art Unit
John R. Hardee 1751 Page 1 of 1
U.S. PATENT DOCUMENTS
* c°ums°c°$§'3:§§33§£ Code MMl?stsYY Name Classification
* 1 A | US-2001/0038088 11-2001 Schnur, Nicholas E. 252/68
* | B | US-6,428,720 B1 08-2002 Roberts, Neil A. 252/67
* 1 ¢.| US-6,207,071 B1 03-2001 Takigawa et al. 252/68
D | US-
ES:
F | US- \
G | US- ]
H | US- T~
I | US- \
J | us- T~
K | Us- o~
L | US- \\
M | US- T~
FOREIGN PATENT DOCUMENTS
* Counts%%zi&tmh;gmzz Cod( MMD-$t$YY Country Classification
N \\
O
P
Q \\
R T~
S
T
NON-PATENT DOCUMENTS
* Include as applicable: Author, Title Date, Publisher, Edition or Volume, Pertinent Pages)
u .
\Y
w \
X

A copy of this reference is not being fumished with this Office action. (See MPEP § 707.05(a).)
Dates in MM-YYYY format are publication dates. Classifications may be US or foreign.

U.S. Patent and Trademark Office
PTO-892 (Rev. 01-2001)

Notice of References Cited

Part of Paper No. 20061207
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Application/Control No. Applicant(s)/Patent under
Search Notes Reexamination
10/937,736 PONDER ET AL.
Examiner Art Unit
John R. Hardee 1751
SEARCH NOTES 1
SEARCHED (INCLUDING SEARCH STRATEGY)
Class Subclass Date Examiner DATE EXMR
EAST text and image 12/7/2006 | JRH
[
INTERFERENCE SEARCHED
Class Subclass Date Examiner
U.S. Patent and Trademark Office ) Part of Paper No. 20061207
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In Re Application of: Docket No.: 821920-1030
PONDER, K., et al., Art Unit: 1751

Serial No.: 10/937,736 Examiner: John R. Hardee

Filing Date: September 8, 2004 Confirmation No.:- 1006

For: Refrigerant with Lubricating Oil for Replacement of R-22 Refrigerant

RESPONSE AND REQUEST FOR RECONSIDERATION

Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450

Sir:

The Final Office Action, Paper No./Mail Date 20061207, from Examiner John R. Hardee
of Art Unit 1751, mailed December 11, 2006, has been received and carefully reviewed.
Applicants respectfully request reconsideration and withdrawal of the rejections presented in the
Office Action in view of the following remarks and amendment. No new matter and, thus, no

new issues are presented.
AUTHORIZATION TO DEBIT ACCOUNT

It is not believed that any extensions of time or fees are required, beyond those which may

otherwise be provided for in documents accompanying this paper. However, in the event that
additional extensions of time are necessary to allow consideration of this paper, such extensions
are hereby petitioned under 37 C.F.R. § 1.136(a), and any fees required therefor (including fees for
net addition of claims) are hereby authorized to be charged to deposit account no. 20-0778.
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IN THE CLAIMS

Please amend the claims to read as follows wherein changes in a claim are shown by
double brackets for deleted matter and underlining for added matter:

1. (Previously presented) In an apparatus designed for use with
chlorodifluoromethane refrigerant, the improvement comprising substituting the
chlorodifluoromethane with a substitute blend refrigerant containing a lubricant,

said substitute refrigerant consisting essentially of:

about 40% to about 45% by weight pentafluoroethane;

about 55% to about 60% by weight tetrafluoroethane; and

said substitute refrigerant packaged with about 0.5% up to about 20% by weight of the
refrigerant with a lubricating oil that is soluble in chiorodifluoromethane, pentafluoroethane and
tetrafluoroethane

wherein the lubricating oil is selected from the group consisting of napthenic based
lubricants, paraffinic based lubricants, and mixtures thereof, mineral oil, polyol ester, synthetic
alkyl aromatic lubricants, synthetic alkyl aromatic lubricants mixed with mineral oil, and synthetic
alkyl aromatic lubricants mixed with polyol ester.

2. (Original) The invention according to Claim 1, the lubricating oil having the
following components:

65-88% hydrotreated light napthenic distillate, and

10-20% solvent refined light napthenic distillate petroleum.

3. (Original) The invention according to claim 1 wherein in the substitute refrigerant
said pentafluoroethane is present in the ratio of about 40% by weight to said tetrafluoroethane

present in an amount of about 60% by weight.

4. (Original) The invention according to claim 1 wherein in the substitute refrigerant
said pentafluoroethane is present in the ratio of about 42% by weight to said tetrafluoroethane

present in an amount of about 58% by weight.

5. (Original) The invention according to claim 1 wherein in the substitute refrigerant
said pentafluoroethane is present in the ratio of about 45% by weight to said tetrafluoroethane

present in an amount of about 55% by weight.
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6. (Previously presented) A method for refilling an apparatus designed for use with
chlorodifluoromethane refrigerant, the method comprising:

(1) supplying a substitute refrigerant under pressure, in a cylinder can fitted with
an outlet compatible with a chlorodifluoromethane recharging manifold of the apparatus;
and

(2) adding to said apparatus via the manifold a substitute refrigerant for
chlorodifluoromethane, said substitute refrigerant consisting essentially of:

about 40% to about 45% by weight pentafluoroethane;

about 55% to about 60% by weight tetrafluoroethane; and

said substitute refrigerant packaged with about 0.5% up to about 20% by
weight of the refrigerant of a lubricating oil that is soluble in
chiorodifluoromethane, pentafiuoroethane and tetrafluoroethane

wherein the lubricating oil is selected from the group consisting of
napthenic based lubricants, paraffinic based lubricants, and mixtures thereof,
mineral oil, polyol ester, synthetic alkyl aromatic lubricants, synthetic alkyl
aromatic lubricants mixed with mineral oil, and synthetic alky! aromatic lubricants
mixed with polyol ester.

7. (Previously presented) The method according to claim 6, the lubricating oil
having the following components:
65-85% hydrotreated light napthenic distillate, and
10-20% solvent refined light napthenic distillate petroleUm.

8. (Previously presented) The method according to claim 6 wherein in the
substitute refrigerant said pentafluoroethane is present in the ratio of about 40% by weight to
said tetrafluoroethane present in an amount of about 60% by weight.

9. (Previously presented) The method according to claim 6 wheréin in the
substitute refrigerant said pentafluoroethane is present in the ratio of about 42% by weight to
said tetrafluoroethane present in an amount of about 58% by weight.
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10. (Previously presented) The method according to claim 6 wherein in the
substitute refrigerant said pentafluoroethane is present in the ratio of about 45% by weight to

said tetrafluoroethane present in an amount of about 55% by weight.
11. - 20. (Cancelled)

21. (Previously presented) A refrigerant consisting essentially of:

about 40% to about 45% by weight pentafluoroethane;

about 55% to about 60% by weight tetrafluoroethane;

said refrigerant packaged with about 0.5% up to about 20% by weight of
the refrigerant of a lubricating oil that is soluble in chlorodifluoromethane,
pentafluoroethane and tetrafluoroethane

wherein the lubricating oil is selected from the group consisting of
napthenic based lubricants, paraffinic based lubricants, and mixtures thereof,
mineral oil, polyol ester, synthetic alkyl aromatic lubricants, synthetic alky!
aromatic lubricants mixed with mineral oil, and synthetic alkyl aromatic lubricants

mixed with polyol ester.

22. (Original) The invention according to claim 21, the lubricating oil having the
following components:
65-85% hydrotreated light napthenic distillate, and
10-20% solvent refined light napthenic distillate petroleum.

23. (Original) A refrigerant according to claim 21 wherein said pentafluoroethane is
present in the ratio of about 40% by weight to said tetrafluoroethane present in an amount of
about 60% by weight.

24. (Original) A refrigerant according to claim 21 wherein said pentafluoroethane is
present in the ratio of about 45% by weight to said tetrafluoroethane present in an amount of

about 55% by weight with a napthenic lubricant. |

25. (Original) A refrigerant according to claim 21 wherein said pentafluoroethane is
present in the ratio of about 40% by weight to said tetrafluoroethane present in an amount of

about 60% by weight with a napthenic lubricant.
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26. (Cancelled)

27. (Previously presented) The refrigerant according to claim 21, wherein the
lubricating oil further includes an acrylic polymer or a corrosion inhibitor or both.

28. (Cancelled)

29. (Previously presented) The refrigerant according to claim 21, wherein the
lubricating oil is an alkylbenzene-based lubricating oil.

30. (Previously presented) The invention according to claim 1, wherein the
apparatus is selected from the group consisting of refrigeration equipment, air-conditioning
equipment, and HVAC equipment.

31. (Previously presented) The invention according to claim 1, wherein the
lubricating oil includes an additive selected from the group consisting of acrylic polymer, a
corrosion inhibitor and mixtures thereof.

32. (Cancelled)

33. (Previously presented) The invention according to claim 1, wherein the

lubricating oil is an alkylbenzene-based fubricating oil.

34. (Previously presented) The method according to claim 6, wherein the apparatus
is selected from the group consisting of refrigeration equipment, air-conditioning equipment, and

HVAC equipment.

35. (Previously presented) The method according to claim 6, wherein the lubricating
oil includes an additive selected from the group consisting of acrylic polymer, a corrosion

inhibitor and mixtures thereof.

36. (Cancelled)
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37. (Previously presented) The method according to claim 6, wherein the lubricating

oil is an alkylbenzene-based lubricating oil.

38. (Previously presented) The invention according to claim 1, wherein the
tetrafluoroethane is 1,1,1,2-tetrafluoroethane.

39. (Previously presented) The method of claim 6, wherein the tetrafluoroethane is

1,1,1,2-tetrafluoroethane.

40. (Previously presented) The invention of claim 21, wherein the tetrafluoroethane

is 1,1,1,2-tetrafluoroethane.
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REMARKS

Claims 1-10, 21-25, 27, 29-31, 33-35 and 37-40 are pending in the above application.

The claims stand rejected under 35 U.S.C. 103(a) as allegedly unpatentable over
Roberts (US 6,428,720).

1. The Present Claims

The claims submitted herein include independent claims 1, 6 and 21. All of the
independent claims are directed to a refrigerant or a substitute refrigerant consisting essentially
of about 40% to about 45% by weight pentafluoroethane, about 55% to about 60% by weight
tetrafluoroethane, which refrigerant is packaged with about 0.5% up to about 20% by weight
with a specified lubricating oil.

2. Rejection Under Section 103(a)

The rejection under Section 103(a) is based solely on Roberts. Roberts, however, fails
to disclose the particular combination or blend of refrigerant gases recited in independent claims
1, 6 and 21 and further fails to teach or disclose the packaging of the lubricating oil specified in
these claims with the recited combination of refrigerant gases for subsequent use in equipment,
such as cooling or air conditioning equipment.

Roberts discloses a three component refrigerant composition which comprises (a)
pentafluoroethane, octafluoroprapane, trifuloromethoxydifluoromethane or
hexafluorocyclopropane, or a mixture of two or more thereof, in an amount of at least about 35%
based on the weight of the composition; (b) 1,1,1,2- or 1,1,2,2-tetrafluoroethane, 1,1-
difluoroethane, tribluoromethoxypentafluoroethane, 1,1,1,2,3,3-heptafluoropropane, or a mixture
of two or more thereof, in an amount of at least about 30% by weight based on the weight of the
composition and (c) n-butane, in an amount from about 2.3 to about 4% by weight based on the
weight of the composition. See Abstract; Col. 3, lines 1-12.

Further, Roberts teaches: “Generally the performance of the composition deteriorates as
the concentration of butane is decreased down to 2.3% by weight. Similarly, for a given butane
content, the performance characteristics of the composition deteriorate as the concentration of
R125 is increased.” (Emphasis added). See Col. 3, lines 28-33. Roberts, thus, teaches away
from eliminating or removing butane as the third component of the refrigerant composition.

Moreover, Roberts does not teach packaging or including a lubricant with the refrigerant
composition prior to use or installation in the equipment. Instead, Roberts merely discloses that
the three component refrigerant composition is compatible with certain lubricants conventionally
used with CFC refrigerants. “Accordingly the compositions of the present invention [taught by
Roberts] can be used with mineral oil and alkylbenzene lubricants.” See Col. 3, line 52-Col. 4,
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line 2. Thus, Roberts teaches no more than its three component refrigerant composition can be
used in, for example, cooling or air conditioning equipment having such lubricants prior to the
installation of the refrigerant in the equipment. This does not teach that the refrigerant
composition is packaged with or includes lubricant prior to installation in the equipment.

Responding to the Office Action at page 2, paragraph 2, Applicant respectfully disagrees
with the statement that “small amounts of butane refrigerant are also present [in Roberts], but its
presence is not ruled out by Applicant’s use of “consisting essentially” scope.” The phrase
“consisting essentially of” has been construed by the Federal Circuit to mean that “the invention
necessarily includes the listed ingredients and is open to .unlisted ingredients that do not
materially affect the basic and novel properties of the invention.” See PPG Industries v.
Guardian Industries Corp., 48 U.S.P.Q.2d, 1351, 1354 (Fed. Cir. 1998). According to the
American Society of Heating, Refrigerating and Air Conditioning Engineers, Inc. (ASHRAE) the
presence of a small amount of butane refrigerant is considered to materially effect the basic and
novel properties of the refrigerant composition. For example, ASHRAE has given the
designation R404A to the composition comprising 44% pentafluoroethane (R125), 52%
trifluoroethane (R143a) and only 4% tetrafluoroethane (R134a). In contrast, a refrigerant
composition eliminating the tetrafluoroethane (R134a) and comprising 50% pentafluoroethane
(R125) and 50% trifluoroethane (R143a) has been given the designation R507A. See
Addendum c to ANSI/ASHRAE Standard 34-2001 (2003), attached. With respect to Roberts,
ASHRAE has granted the designation R417A to Roberts’ refrigerant composition comprised of
46.6% pentafluoroethane (R125), 50.0% tetrafluoroethane (R134a) and 3.4% n-butane (R600).
See Addendum ¢, id. In contrast, ASHRAE has granted the designation R422D to a refrigerant
blend of 65.1% pentafluoroethane (R125), 31.5% tetralfuoroethane (R134a) and 3.4%
isobutane (R600a). See Addendum h to ANSI/ASHRAE Standard 34-2004 (2006), attached.
ASHRAE, on the other hand, has granted the designation R421 to refrigerant compositions
comprising pentafluoroethane and tetrafluoroethane without butane. These different ASHRAE
designations show that the industry recognizes that the presence or absence of a small amount
of refrigerant gas such as butane materially affects the basic and novel properties of the
refrigerant composition.

Applicant notes that the statement in the Office Action that the presence of butane
refrigerant is not ruled out by Applicant’s use of “consisting essentially of “ is provided without
evidentiary support. If, in view of the above information, the Examiner considers that the

presence of butane would not materially effect the basic and novel properties of Applicant’s
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claimed refrigerant composition, Applicant respectfully requests that evidence be provided to

support such position.

CONCLUSION
In view of the foregoing, favorable reconsideration and allowance of the present

application and pending claims is hereby courteously requested. If, in the opinion of the
Examiner, a telephonic conference would expedite the examination of this matter, the Examiner
is invited to call the undersigned attorney at 770-933-9500.
The Commissioner is authorized to charge Deposit Account 20-0778 for any deficiencies
or credit any over payments.
Respectfully Submitted,

THOMAS, KAYDEN, HORSTEMEYER
& RISLEY, L.L.P.

i

By: § m
Todd Devéhu, Reg. No. 29,526

100 Galleria Parkway, Suite 1750
Atlanta, Georgia 30339-5948
(770) 933-9500

Docket No. 821920-1030
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ANSV/ASHRAE Addendum c to
ANSV/ASHRAE Standard 34-2001

Designation and Safety
Classification of

Refrigerants

Approved by the ASHRAE Standards Committee on Janu-
ary 29, 2003; by the ASHRAE Board of Directors on Janu-
ary 30, 2003; and by the American National Standards
Institute on September 25, 2003.

This standard is under continuous maintenance by a
Standing Standard Project Committee (SSPC) for which
the Standards Committee has established a documented
program for regular publication of addenda or revisions,
including procedures for timely, documented, consensus
action on requests for change to any part of the standard.
The change submittal form, instructions, and deadlines
are given at the back of this document and may be ob-
tained in electronic form from ASHRAE’s Internet Home
Page, http:llwww.ashrae.org, or in paper form from the
Manager of Standards. The latest edition of an ASHRAE
Standard and printed copies of a public review draft may
be purchased from ASHRAE Customer Service, 1791 Tullie
Circle, NE, Atlanta, GA 30329-2305. E-mail:
orders@ashrae.org. Fax: 404-321-5478. Telephone: 404-
636-8400 (woridwide), or toll free 1-800-527-4723 (for or-
ders in U.S. and Canada).

©Copyright 2003 American Society of Heating,
Refrigerating and Air-Conditioning Engineers, Inc.

ISSN 1041-2336
,&Wm &%%

=

AMERICAN SOCIETY OF HEATING,
REFRIGERATING AND
AIR-CONDITIONING ENGINEERS, INC.

17979 Tuilie Circle, HE « Aflanta. GA 30323
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ASHRAE Standard Project Committee 34
Cognizant TC: TC 3.1, Refrigerants and Brines
SPLS Liaison: Ross Montgomery

Steven R. Szymurski, Chair* Andrew Kusmierz
Robert G. Doerr, Deputy Chair* Thomas L. Leck
Michael D. Blanford Sandra Murphy
James M. Calm* Robert G. Richard
Andrew M. Gbur* George M. Rusch
Donald P. Grob Mark W. Spatz*
Gary W. Jepson* Ganesan Sonny Sundaresan*
Debra H. Kennoy* Eugene F. Troy*

Mahesh Valiya-Naduvath*
*Denotes members of voting status when the document was approved for publication

ASHRAE STANDARDS COMMITTEE 2002-2003

Thomas E. Watson, Chair David E. Knebel
Van D. Baxter, Vice-Chair Frederick H. Kohloss
Charles G. Arnold William J. Landman
Dean S. Borges Merle F. McBride
Paul W. Cabot Ross D. Montgomery
Charles W. Coward, Jr. Cyrus H. Nasseri
Brian P. Dougherty Davor Novosel
Hakim Elmahdy Dennis A. Stanke
Arthur D. Hallstrom Michael H. Tavares
Matt R. Hargan Steven T. Taylor
Richard D. Hermans David R. Tree
Stephen D. Kennedy Terry E. Townsend, CO

Maureen Grasso, ExO

Claire B. Ramspeck, Manager of Standards

SPECIAL NOTE

This American National Standard (ANS) is a national voluntary consensus standard developed under the auspices of the American
Society of Heating, Refrigerating and Air-Conditioning Engineers (ASHRAE). Consensus is defined by the American National Standards
Institute (ANSI), of which ASHRAE is a member and which has approved this standard as an ANS, as “substantial agreement reached
by directly and materially affected interest categories. This signifies the concurrence of more than a simple majority, but not necessarily
unanimity. Consensus requires that all views and objections be considered, and that an effort be made toward their resolution.”
Compliance with this standard is voluntary until and unless a legal jurisdiction makes compliance mandatory through iegislation.

ASHRAE obtains consensus through participation of its national and international members, associated societies, and public
review.

ASHRAE Standards are prepared by a Project Committee appointed specifically for the purpose of writing the Standard. The
Project Committee Chair and Vice-Chair must be members of ASHRAE; while other committee members may or may not be ASHRAE
members, all must be technically qualified in the subject area of the Standard. Every effort is made to balance the concerned interests
on all Project Committees.

The Manager of Standards of ASHRAE should be contacted for:

a. interpretation of the contents of this Standard,

b. participation in the next review of the Standard,

c. offering constructive criticism for improving the Standard,
d. permission to reprint portions of the Standard.

DISCLAIMER

ASHRAE uses its best efforts to promulgate Standards and Guidelines for the benefit of the public in light of available
information and accepted industry practices. However, ASHRAE does not guarantee, certify, or assure the safety or
performance of any products, components, or systems tested, installed, or operated in accordance with ASHRAE's Standards
or Guidelines or that any tests conducted under its Standards or Guidelines will be nonhazardous or free from risk.

ASHRAE INDUSTRIAL ADVERTISING POLICY ON STANDARDS

ASHRAE Standards and Guidelines are established to assist industry and the public by offering a uniform method of
testing for rating purposes, by suggesting safe practices in designing and installing equipment, by providing proper definitions
of this equipment, and by providing other information that may serve to guide the industry. The creation of ASHRAE Standards
and Guidelines is determined by the need for them, and conformance to them is completely voluntary.

In referring to this Standard or Guideline and in marking of equipment and in advertising, no claim shall be made, either
stated or implied, that the product has been approved by ASHRAE.
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(This foreword is not part of this addendum but is included for information only.)

FOREWORD

This addendum adds a designation of R-4184 to the blend R-290/22/152a (1.5/96.0/2.5) with tolerances of (+0.5/+1.0/0.5)
and a safety classification of A2. Revised Table 2 and Appendix B incorporate editorial changes identified in the February 7,
2002, Errata Sheet and additional changes from Addendum a and Addendum b to ANSI/ASHRAE Standard 34-2001.
ADDENDUM C TO ANSI/ASHRAE STANDARD 34-2001

Add to Table 2 the following entries for R-418A:

TABLE 2
Data and Safety Classifications for Refrigerant Blends
Azeotropic
A Temperature Normal Boiling Point®
Refrigerant Composition Molecular Safety
Number Composition (Mass %) Tolerances 0 (°F) Mass? °O) (°F) Group
418A R-290/22/152a (1.5/96.0/2.5)  (+0.5/+1.0/+0.5) A2
Add to Table B1 the following entries for R-418A:
TABLE B-1
Comparison of Safety Group Classifications to Those Under ASHRAE Standard 34-1989
Safety Group
Refrigerant Number Chemical Formula 1989 2001
418A R-290/22/152a (1.5/96.0/2.5) = A2

Addendum ¢ to ANSI/ASHRAE STANDARD 34-2001
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TABLE 2

Data and Safety Classification for Refrigerant Blends

Azeotropic Molecular Normal
Temperature  Mass®  Boiling Point®  Safety
Refrigerant Group
Number Compeosition (Mass%) Composition Tolerances CC) P CC) P
Zeotropes
400 R-12/114 (must be specified) none none Al
401A R-22/152a/124 (53/13/34) (+2/40.5,-1.5/+1) Al
401B R-22/1522/124 (61/11/28) (#2/40.5,-1.5/41) Al
401C R-22/1522/124 (33/15/52) (*2/40.5,-1.5/+1) Al
402A R-125/290/22 (60.0/2.0/38.0) (£2.0/+0.1,-1.0/+2.0) Al
402B R-125/290/22 (38.0/2.0/60.0) (+2.0/+0.1,-1.0/+2.0) Al
403A R-290/22/218 (5/75/20) (+0.2,-2/£2/%2) Al
403B R-290/22/218 (5/56/39) (+0.2,-2/%2/+2) Al
404A R-125/1432/134a (44/52/4) (F2/£1/£2) Al
405A R-22/152a/142b/C318 (45/7/5.5/42.5) (F2/£1/£1/42)
406A R-22/6002/142b (55/4/41) (F2/£1/£1) A2
407A R-32/125/134a (20/40/40) (F2/£2/%2) Al
407B R-32/125/134a (10/70/20) (F2/42/+2) Al
407C R-32/125/134a (23/25/52) (F2/£2/42) Al
407D R-32/125/134a (15/15/70) (£2/+2/+2) Al
407E R-32/125/134a (25/15/60) (+2/+2/42) Al
408A R-125/143a/22 (7/46/47) (+2/£1/42) Al
409A R-22/124/142b (60/25/15) (+2/42/+1) Al
409B R-22/124/142b (65/25/10) (+2/£2/+1) Al
410A R-32/125 (50/50) (+0.5,-1.5/+1.5,-0.5) Al
410B R-32/125 (45/55) (F1/41) Al
411A R-1270/22/152a (1.5/87.5/11.0) (+0,-1/+2,-0/+0,-1) A2
411B R-1270/22/152a (3/94/3) (+0,-1/+2,-0/+0,-1) A2
412A R-22/218/142b (70/5/25) (F2/42/+1) A2
413A R-218/134a/600a (5/88/3) (£1/£2/+0,-1) A2
414A R-22/124/600a/142b (51.0/28.5/4.0/16.5)  (+2.0/+2.0/£0.5/+0.5,-1.0) Al
414B R-22/124/600a/142b (50.0/39.0/1.5/9.5)  (+2.0/42.0/+0.5/+0.5,-1.0) Al
415A R-22/152a(82.0/18.0) (£1.0/+1.0) A2
416A R-134a/124/600 (59.0/39.5/1.5) (+0.5,-1.0/+1.0,-0.5/+0.1,-0.2) Al
417A R-125/134a/600 (46.6/50.0/3.4) (*+1.0/£1.0/+0.1,-0.4) Al
418A R-290/22/152a (1.5/96.0/2.5) +0.5/+1.0/+ A2
Azeotropes b
500 R-12/152a (73.8/26.2) 0 32 993 Al
501 R-22/12 (75.0/25.0) © -41 42 93.1 Al
502 R-22/115 (48.8/51.2) 19 66 112.0 Al

The molecular mass and normal boiling point are not part of this standard.

o w

depends on the particular azeotrope and hardware system configuration.
¢ The exact composition of this azeotrope is in question, and additiona! experimental studies are needed.

Azeotropic refrigerants exhibit some segregation of components at conditions of temperature and pressure other than those at which they were formulated. The extent of segregation

4 R-507, R-508, and R-509 are allowed altemative designations for R-507A, R-508A, and R-509A due to a change in designations after assignment of R-500 through R-509. Cor-

responding changes were not made for R-500 through R-506.

Addendum ¢ to ANSI/ASHRAE STANDARD 34-2001
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503
504
505
506
507A 4
5084 4
508B
5094 ¢

R-23/13 (40.1/59.9)
R-32/115 (48.2/51.8)
R-12/31 (78.0/22.0) ©
R-31/114 (55.1/44.9)
R-125/1432 (50/50)
R-23/116 (39/61)
R-23/116 (46/54)
R-22/218 (44/56)

TABLE 2

(Continued)
Data and Safety Classification for Refrigerant Blends

88
17

126
63
239
64

-122
-50.1
32

87.5
79.2
103.5
93.7
98.9
100.1
95.4
124.0

-88 -126
-57 <71
-30 -22
-12 10
-46.7 -52.1
-86 -122
-88.3  -126.9
-47 -53

Al
Al
Al
Al

T ow»

The molecular mass and normal boiling point are not part of this standard.
Azeotropic refrigerants exhibit some segregation of components at conditions of temperature and pressure other than those at which they were formulated. The extent of segregation

depends on the particular azeotrope and hardware system configuration.

Qa o

sponding changes were not made for R-500 through R-506.

(This appendix is not part of this standard but is included for information only.)

APPENDIX B

The exact composition of this azeotrope is in question, and additional experimental studies are needed.
R-507, R-508, and R-509 are allowed alternative designations for R-507A, R-508A, and R-509A due to a change in designations after assignment of R-500 through R-509. Corre-

Composition of Previous and Current Safety Classifications

A comparison of the current refrigerant classification system with its predecessor is summarized in Table B1.

TABLE B1
Comparison of Safety Group Classifications to Those Under ASHRAE Standard 34-1989
Safety Group

Refrigerant Number Chemical Formula 1989 2001
10 cCly 2
11 CCl4F 1 Al
2 CCL,F, 1 Al
13 CCIF, 1 Al
13B1 CBrF, 1 Al
14 CF, 1 Al
21 CHCLF 2 Bl
2 CHCIF, 1 Al
23 CHF3 - Al
30 CH,Cl, 2 B2
32 CH,F, - A2
40 CH,Cl 2 B2
50 CH, 3a A3
113 CCLFCCIF, 1 Al
114 CCIF,CCIF, 1 Al
115 CCIF,CF; 1 Al
116 CF;CF, - Al
123 CHCL,CF, - Bl
124 CHCIFCF; - Al
125 CHF,CF; - Al
134a CH,FCF, - Al
142b CH,CCIF, 3b A2

Not listed in standard.

NC Listed, but with no safety classification

Addendum ¢ to ANSVASHRAE STANDARD 34-2001
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TABLE B1 (Continued)
Comparison of Safety Group Classifications to Those Under ASHRAE Standard 34-1989

143a CH;,CF; - A2
152a CH,CHF, 3b A2
170 CH,CH; 3a A3
218 CF3CF,CF; - Al
245fa CHF,CH,CF, - Bl
290 CH,CH,CH; 3a A3
c318 «CFy)g 1 Al
400 R-12/114 1 Al
401A R-22/1520/124 - Al
401B R-22/152a/124 - Al
401C R-22/152a/124 - Al
4024 R-125/290/22 - Al
4028 R-125/290/22 - Al
403A R-290/22/218 - Al
403B R-290/22/218 - Al
404A R-125/143a/1342 - Al
405A R-22/1522/142b/C318 - NC
406A R-22/600a/142b - A2
407A R-32/125/134a . Al
4078 R-32/125/134a - Al
407C R-32/125/134a - Al
407D R-32/125/134a - Al
407E R-32/125/134a - Al
408A R125/143a/22 - Al
409A R-22/124/142b - Al
410A R-32/125 - Al
410B R-32/125 - Al
411A R-1270/22/152a - A2
411B R-1270/22/152a - A2
412A R-22/218/142b - A2
413A R-218/1342/600a - A2
414A R-22/124/6002/142b - Al
414B R-22/124/6002/142b - Al
415A R-22/152a (82.0/18.0) - A2
416A R-1342/124/600 - Al
417A R-125/1342/600 - Al
418A R-290/22/152a = A2
500 R-12/152a 1 Al
501 R-22/12 1 Al
502 R-22/115 1 Al
507A R-125/143a - Al
508A R-23/116 - Al
508B R-23/116 - Al
509A R-22/218 - Al
600 CH,CH,CH,CH; 3a A3
600a CH(CH;,),CHj 3a A3
611 CHOOCH; 2 B2

- Not listed in standard.
NC Listed, but with no safety classification
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Comparison of Safety Group Classifications to Those Under ASHRAE Standard 34-1989

702
704
717
718
720
728
740
744
764
1140
1150
1270

H,
He
NH,
H0

€O,
S0,
CH,=CHCI
CHy=CH,
CH4CH=CH,

TABLE B1

(Continued)

A3
Al
B2
Al
Al
Al
Al
Al
B!
NC
A3
A3

- Not listed in standard.

NC Listed, but with no safety classification
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POLICY STATEMENT DEFINING ASHRAE’S CONCERN
FOR THE ENVIRONMENTAL IMPACT OF ITS ACTIVITIES

ASHRAE is concerned with the impact of its members’ activities on both the indoor and outdoor environment. ASHRAE's
members will strive to minimize any possible deleterious effect on the indoor and outdoor environment of the systems and
components in their responsibility while maximizing the beneficial effects these systems provide, consistent with accepted
standards and the practical state of the art.

ASHRAE's short-range goal is to ensure that the systems and components within its scope do not impact the indoor and
outdoor environment to a greater extent than specified by the standards and guidelines as established by itself and other
responsible bodies.

As an ongoing goal, ASHRAE will, through its Standards Committee and extensive technical committee structure,
continue to generate up-to-date standards and guidelines where appropriate and adopt, recommend, and promote those new
and revised standards developed by other responsible organizations.

Through its Handbook, appropriate chapters will contain up-to-date standards and design considerations as the material is
systematically revised.

ASHRAE will take the lead with respect to dissemination of environmental information of its primary interest and will seek
out and disseminate information from other responsible organizations that is pertinent, as guides to updating standards and
guidelines.

The effects of the design and selection of equipment and systems will be considered within the scope of the system’s
intended use and expected misuse. The disposal of hazardous materials, if any, will also be considered.

ASHRAE’s primary concern for environmental impact will be at the site where equipment within ASHRAE's scope
operates. However, energy source selection and the possible environmental impact due to the energy source and energy
transportation will be considered where possible. Recommendations concerning energy source selection should be made by
its members.

Dynatemp EX1007
Page 148 of 665

R03561



ANSI/ASHRAE Addendum h to
ANSI/ASHRAE Standard 34-2004

Designation and
Safety Classification
of Refrigerants

Approved by the ASHRAE Standards Committee on June 24, 2006; by the ASHRAE Board of Directors on June 29,
2006; and by the American National Standards Institute on June 30, 2006.

This standard is under continuous maintenance by a Standing Standard Project Committee (SSPC) for which the
Standards Committee has established a documented program for reguiar publication of addenda or revisions,
including procedures for timely, documented, consensus action on requests for change to any part of the standard.
The change submittal form, instructions, and deadlines may be obtained in electronic form from the ASHRAE Web
site, http://www.ashrae.org, or in paper form from the Manager of Standards. The latest edition of an ASHRAE
Standard may be purchased from ASHRAE Customer Service, 1791 Tullie Circle, NE, Atlanta, GA 30329-2305. E-
mail: orders@ashrae.org. Fax: 404-321-5478. Telephone: 404-636-8400 (worldwide), or toll free 1-800-527-4723
(for orders in US and Canada).

© Copyright 2006 ASHRAE, Inc.
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