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gives each different blend a distinct designation number, or Refrigerant Number.
In the case of blends having the same components but differing only in the
proportions of the components the differences are identified by designating each
different blend with the same Refrigerant Number to show the blends have the
same components but with a different uppercase letter to recognize the different
blends result in different refrigerants. See Addendum e. Thus, for example,
ASHRAE has granted different refrigerant designation numbers to refrigerant
compositions consisting of difluoromethane (HFC-32), pentafluoroethane (HFC-
125) and tetrafluoroethane (HFC-134a) where these three refrigerant
components are present in different proportions as evidenced by designation
numbers R407A (a 20-40-40 proportion blend), R407B (a 10-70-20 proportion
blend), R407C (a 23-25-52 proportion blend), R407D (a 15-15-70 proportion
blend), and R407E (a 25-15-60 proportion blend). See Addendum c¢ to
ANSI/ASHRAE Standard 34-2001 (2003). One skilled in the refrigerant art would
expect that, for example, refrigerant R407A would have different refrigerant
properties than those of refrigerant R407B.

5) In response to Appellants’ Appeal Brief arguments that the claimed compositions have a
superior property not recognized by Takigawa, the Answer attempts to rephrase the Ponder and
Gbur Declarations and completely misses the point of these Declarations. Appellants dispute
the claim in the Answer that prima facie obviousness is established over the rejected claims.
However, even if a factual foundation for prima facie obviousness is shown, the burden merely
shifts to Appellants to rebut. Prima facie obviousness is a rebuttable presumption. To the
extent that any valid prima facie case of obviousness is presented herein (which Appellants
dispute), such prima facie case has been sufficiently rebutted by the evidence submitted by
Appellants.

Evidence presented by Appellants to negate or rebut prima facie obviousness may be

summarized as including, for example:

(a) Takigawa solves a different problem than the rejected claims.

Specifically, the refrigerant composition recited in the rejected claims was “developed as
a replacement for R-22 refrigerant.” Ponder Declaration, p. 3. In contrast, Takigawa is drawn to
providing a specific refrigerator oil suitable for use with HFC refrigerants. This difference is
substantial. For example, even if Takigawa could be construed as teaching an HFC-134a/HFC-
125 composition, Takigawa offers no guidance to arrive at the ratios of HFC-134a/HFC-125
recited in the rejected claims. Put simply, even if the skilled artisan interprets “to be mixed with”
like the Examiner as meaning “no additional HFC’s need to be mixed with”, the skilled artisan is

left to derive every feature of the specific refrigerant composition recited in the rejected claims
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from a reference which is directed to a specific refrigerator lubricant. There is no clear rationale
presented as to how the skilled artisan would arrive at the claimed refrigerant composition using

only Takigawa, a reference directed toward refrigerator lubricants.

(b) Appellants’ refrigerant mixtures possess unexpectedly advantageous or superior properties.

Appellants submitted a Declaration May 16, 2008 from Andy Gbur (hereinafter, “Gbur
Declaration) who served five years on the American Society of Heating, Refrigerating and Air
Conditioning Engineers (ASHRAE) committee responsible for issuing industry standards for
refrigerant blends. In essence, the Gbur Declaration demonstrates that the industry recognizes
refrigerant blends having the same component gases may possess very different properties.
Specifically, the Gbur Declaration explains,

‘ASHRAE recognizes that blends of refrigerant gases having the same components in
different proportions can produce refrigerant blend compositions having different
refrigerant properties as typically reflected by the differences in temperature/pressure
profiles of the refrigerant blend compositions.” (pp. 1 and 2).

Even if Takigawa is misconstrued as teaching an HFC-134a/HFC-125 composition, by no
means does it teach a composition capable of R-22 replacement. Following the logic of the
Examiner, regardless of the ratios or proportions used, no refrigerant composition is patentable
if all components of the composition are known. This logic ignores the importance of the ratios
described in the rejected claims. Appellants demonstrated that even the standard-creating body
of the refrigerant industry recognizes the properties of the refrigerant composition recited in the
rejected claims as unexpected or unique by labeling the refrigerant composition encompassed
by the rejected claims with its own unique standard designation. The Appellants’ present
claimed composition of a ratio of 58/42 HFC-125/HFC-134a has been given the designation R-
421A by ASHRAE demonstrating its uniqueness (see ANSI/ASHRAE Addendum n to
ANSI/ASHRAE Standard 34-2004, p. 13, Appellants Evidence Appendix, Exhibit C).

(c) Long felt but unresolved need.
At p. 3, the Declaration submitted September 18, 2008 (hereinafter “Ponder

Declaration”) states,

“‘Our R-421A refrigerant was developed as a replacement for R-22 refrigerant that
consists of chlorodifluoromethane. R-22 refrigerant could cover a wide array of
temperatures. The industry has not yet found a single refrigerant composition that could
replace R-22 for use over the entire array of temperatures over which R-22 was used.
As a result, the industry has had to come up with multiple refrigerant compositions
covering different arrays of temperatures.”

10
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Such an admission would seem to negate a conclusion of obviousness. HFC-134a and HFC-
125 are known within the refrigerant industry. The mere fact that the refrigerant industry was
unable to develop an R-22 substitute negates obviousness. Moreover, Appellants solved the
industry's need for an R-22 replacement by blending separately known refrigerants.
Considering the need for an R-22 replacement capable of covering a wide array of
temperatures, were the solution truly obvious, it would have been solved in the ten years

between Takigawa and Appellants’ application.

{d) Two skilled artisans reading Takigawa would not arrive at the composition as claimed.

It is noteworthy that Andy Gbur, with over 15 years in the industry and a position on the
ASHRAE standard-designating committee, upon reviewing Takigawa and the rejected claims,
states,

“While Takigawa makes mention of refrigerants containing HFC-134a (1,1,1,2-
tetrafluoroethane) and/or HFC-125 (pentafluoroethane), Takigawa does not disclose a
single example of a refrigerant gas composition or blend combiningn only
tetrafluoroethane and pentafluoroethane to the exclusion of another refrigerant gas
component.” (pp. 2 and 3, Gbur Declaration).

It is precisely Takigawa's lack of guidance which prompts Mr. Gbur to state, .

“In my opinion, it would not be obvious to one skilled in the art of refrigerant gas
compositions to produce a refrigerant gas composition containing only about 40% to
about 45% by weight tetrafluoroethane and about 55% to about 60" by weight
pentafluoroethane from the teachings in the Takigawa patent.” p. 3, (Gbur Declaration).

Furthermore, Kenneth Ponder, also an expert in the refrigerant industry, states,

‘I have read [Takigawa] and do not find any mention or suggestion in Takigawa of
combining pentafluoroethane with tetrafluoroethane to create a composition including
refrigerant gases consisting of pentafluoroethane and tetrafiuoroethane to the exclusion
of other refrigerant gases except for impurities ordinarily associated with those two
gases having a temperature-pressure profile that provides superior properties for use in
high and medium temperature applications as described above.”

Neither of the two industry experts was able to logically derive the refrigerant composition
recited in the rejected claims from the teachings of Takigawa. While these opinions are not
dispositive, they do tend to negate a finding of obviousness.

In spite of the evidence presented by Appellants’ Declarations demonstrating
unexpected or superior properties of the claimed compositions, the Answer gives the

Declarations no weight. Appellants respectfully point out MPEP §2145(VIl) which states that

11
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Office personnel should avoid giving evidence no weight, except in rare circumstances. /n re
Alfon, 76 F.3d 1168, 1174-75, 37 USPQ2d 1578, 1582-83 (Fed. Cir. 1996). Furthermore,
evidence that a composition possesses superior and unexpected properties in one of a
spectrum of common properties can be sufficient to rebut a prima facie case of obviousness.
In re Chupp, 816 F.2d 643, 646, 2 USPQ2d 1437, 1439 (Fed. Cir. 1987). Appellants submit that
if prima facie obviousness has been established, in spite of the fact that Takigawa never
teaches a refrigerant gas mixture “consisting of* about 40% to about 45% HFC-134a and about
60% to about 55% HFC-125, obviousness has been rebutted by the evidence presented in the
Declarations demonstrating a superior property.

The Answer makes several noteworthy concessions in response to Appellants’ Appeal
Brief. The Answer concedes the veracity of the Ponder Declaration and the expertise of Mr.
Ponder. (p. 6, Examiner's Answer). Despite this concession, the Answer ignores the merits of
the Ponder Declaration and fails to give it any weight in rebutting the obviousness conclusion.
Also, the Answer concedes, “that the behavior profiles of various refrigeration mixtures made
according to [Takigawa] will be vastly different.” (p. 7, Examiner's Answer). This concession,
however, was deliberately marginalized by the Answer since “all such compositions [ ]
successfully generate refrigeration.” (p. 7, Examiner's Answer). Furthermore, the Answer even
concedes that compositions with “different blends of pentafluoroethane and tetrafluoroethane
will have very different properties and that one such composition would not render another such
composition obvious.” This concession appears to be an admission that the claimed refrigerant
composition is nonobvious over Takigawa or at least lays a logical foundation for such a
conclusion. In spite of the aforementioned concessions, however, the Answer maintains its
conclusion that the claims are obvious in light of Takigawa. This single-reference obviousness
rejection necessarily implies that Takigawa fails to teach every limitation of the rejected claims.
Nevertheless, the Office never provides an explanation of where these missing limitations are
taught. Nor does the Answer explain why it dismisses the opinions of both Mr. Gbur and Mr.
Ponder that the Takigawa reference does not teach or render obvious Appellants’ claimed

refrigerant gas composition.

12
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CONCLUSION

Based upon the foregoing discussion and that in Appellants’ Appeal Brief, Appellants
respectfully request that the final rejection of claims 1-10, 21-25, 27, 29-31, 33-35 and 37-40 be
overruled and withdrawn by the Board and that the application be allowed to issue as a patent
with depending claims.

Respectfully Submitted,

THOMAS, KAYDEN, HORSTEMEYER

& RISLEY, kL.P.

By /%L&\ Mtau.

Todd Deveau,'Reg. No. 29,526

600 Galleria Parkway, Suite 1500
Atlanta, Georgia 30339
(770) 933-9500

13
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
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abandonment of the application or expiration of the patent.
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The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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Please find below and/or attached an Office communication concerning this application or

proceeding.
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Commissioner for Patents
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Primary Examiner, Art Unit 1796
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Application/Control Number: 10/937,736 Page 2
Art Unit: 1796

1. The reply brief filed June 1, 2009 has been entered and considered. The
application has been forwarded to the Board of Patent Appeals and Interferences for
decision on the appeal.

2. Any inquiry concerning this communication or earlier communications from the
examiner should be directed to the examiner, Dr. John R. Hardee, whose telephone
number is (671) 272-1318. The examiner can normally be reached on Monday through
Friday from 8:00 until 4:30. In the event that the examiner is not available, his
supervisor, Mr. Harold Pyon, may be reached at (571) 272-1498.

The fax phone number for the organization where this application or proceeding
is assigned is (571) 273-8100.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free).

/John R. Hardee/
Primary Examiner
June 18, 2009
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.
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United Siates Patent and Trademark Office

Under Secretary of Commerce for Intellectual Property and
Director of the United States Patent and Trademark Office
P.O. Box 1450

Alexandria, Yirginia 22313-1450

www. usplo.goyv

THOMAS, KAYDEN, HORSTEMEYER & RISLEY, LLP

600 GALLERIA PARKWAY, SE. Appeal No:  2009-012229
STE 1500 Application: 10/937,736
ATLANTA, GA 30339-5994 Appellant:  Kenneth M. Ponder et al.

Board of Patent Appeals and Interferences
Docketing Notice

Application 10/937,736 was received from the Technology Center at the Board on June 22,
2009 and has been assigned Appeal No: 2009-012229.

A review of the file indicates that the following documents have been filed by appellant:

Appeal Brief filed on: February 19, 2009
Reply Brief filed on: June 01, 2009
Request for Hearing filed on: June 01, 2009

In all future communications regarding this appeal, please include both the application number
and the appeal number.

The mailing address for the Board is:

BOARD OF PATENT APPEALS AND INTERFERENCES
UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. BOX 1450
ALEXANDRIA, VIRGINIA 22313-1450

The facsimile number of the Board is 571-273-0052. Because of the heightened security in the
Washington D.C. area, facsimile communications are recommended. Telephone inquiries can be
made by calling 571-272-9797 and should be directed to a Program and Resource Administrator.

By order of the Board of Patent Appeals and Interferences.
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.
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UNFTED STAYES PATENT AND TRADEMARK {OFFKE

Board of Patent &ppeals and Interferences

Appeal No: 2009-012229
THOMAS, KAYDEN, Appellant: Kenneth M. Ponder, Steffan Thomas ct al.
HORSTEMEYER & RISLEY, LLP Application No: 10/937,736
600 GALLERIA PARKWAY, SE. Hearing Room: B
STE 1500 Hearing Docket: A
ATLANTA, GA 30339-5994 Hearing Date: Wednesday, February 10, 2010
Hearing Time: 09:00 AM
Location: Madison Building - East Wing

600 Dulany Street, 9th FFloor
Alexandria, Virginia 22313-1450

NOTICE OF HEARING
CONFIRMATION REQUIRED WITHIN TWENTY-ONE DAYS

Page 1

Your attention is directed to 37 CFR § 41.47. The above identified appeal will be heard by the Board of Patent

Appeals and Interferences on the date indicated. Hearings will commence at the time set and as soon as the

argument in one appeal is concluded, the succeeding appeal will be taken up. The time allowed for argument is
twenty minutes unless additional time is requested and permitted before the argument is commenced. If there are

any inquires, please contact the Clerk of the Board at 571-272-9797.

The application involved in this appeal has been published. Accordingly, the hearing in this appeal is open

to the public.

CONFIRMATION OR WAIVER OF THE HEARING IS REQUIRED. This form must be completed below and

facsimile transmitted to both: (1) the USPTO Central fax number (official copy), and (2) the Board of Patent

Appeals and Interferences fax number (courtesy copy) within TWENTY-ONE (21) DAYS from the mailing

date of

this notice indicating confirmation or waiver of the hearing. A copy of this notice may be alternately filed by mail if

facsimile is not available.

BPAI HEARINGS FAX No: (571) 273-0299 USPTO Central Fax No: (571) 273-8300
BPAI Mailing Address: Board of Patent Appeals and Interferences

United States Patent and Trademark Office

P.O. BOX 1450

Alexandria, Virginia 22313-1450

In all communications relating to this appeal, please identify the appeal by its number.

CHECK ONE: ( )HEARING ATTENDANCE CONFIRMED ( )HEARING ATTENDANCE WAIVED

Signature of Attorney/Agent/Appellant Date Registration No.

Names of other visitors expected to accompany counsel:

Tor information on visitor access to hearing rootns and security procedures at the USPTO Alexandria Campus, see

Dynatemp EX1007

Page 563 of 665
R03976



3
L 4 .
- A}
. e 3

-, ¢ THOMAS, KAYDEN, H & R Fax 7709510933 Jan 7 2010 03:42om  P002

Page 1
Roucived
CENTRAL FAX CENTER
Boerd of Prtenf Appeals and Interferences
Appeal No: 2009-012229
THOMAS, KAYDEN, Appellant: Kenneth M. Ponder, Steffan Thomas et al.
HORSTEMEYER & RISLEY,LLP Application No: 10/937,736
600 GALLERIA PARKWAY, S.E. Hearing Room: B
STE 1500 ) Hearing Docket: A
- ATLANTA,; GA-30339-5994 Hearing Date: Wednesday, February 10, 2010
Hearing Time: . 09:00 AM
~ Location: : Madison Building - East Wing
600 Dulany Street, 9th Floor

" Alexsndria, Virginia 22313-1450

NOTICE OF HEARING
CONFIRMATION REQUIRED WITHIN TWENTY-ONE DAYS

Your attention is directed t0 37 CFR § 41.47. The above identified appeal will be heard by the Board of Patent
Appeals and Interferences on the date indicated. Hearings will commence at the time set and as soon as the
argument in one appeal is concluded, the succeeding appesl will be taken up. The time allowed for arguwent is
twenty minutes unless additional time is requested snd permitted before the argument is commenced. If there are
eny inquires, please contact the Clerk of the Board at 571-272-9797.

The appliestion involved in this appeal has been publisbed, Accordingly, the hea ring in ¢this appes) is open
to the public. .

CONFIRMATION OR WAIVER OF THE HEARING IS REQUIRED. This form must be completed below and
facsimile transmitted to both: (1) the USPTO Central fax number (official copy), and (2) the Board of Patent
Agppeals and Interferences fax number (courtesy copy) within TWENTY-ONE (21) DAYS from the mailing date of

" this notice indicating confirmation or waiver of the bearing. A copy of this notice may be altemately filed by owil if
facsimile is not svailable.

BPAI HEARINGS FAX No: (571) 273-0299 USPTO Central Fax No: (571) 273-8300
BPAI Mailing Address: Board of Patent Appeals and Interferences

United Sttes Patent and Trademak Office

P.0. BOX 1450

Alexandria, Virginia 22313-1450

d one: 06 ATTENDANCE CONFIRMED  { )HEARING ATTENPANCE WAIVED

Jodd AN Lo "%ﬂz  dsd

Signdture of Arforney/Agent/Appellant Registration No.

In E;zlifmmunical:ions relating to this appeal, please identify the appeal by its number.

Names of other visitors expected to accompany counsel: KLM fh M. }Sﬁdl(/f
Som ob visitor a5ceas D hzafing rooms and sscurity procedures ot the USPTO Alexandria Comges, 52
- L. 25780 poviwebioffices/deomipopums =iicontact i Imsbpai_coptacts

For
hts
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&~ - ) THOMAS, KAYDEN, H & R Fax 7709510933 Jan 7 2010 03:42pn POO1

FEY

FECEIVED
CENTRAL FAX CENTZR

JAN 07 2010

> Thomas | Kayden

THOMAS, KAYDEN, HORSTEMEYER & RISLEY, uip

600 Galleria Parkway, N.W.
Suite 1500
Atlanta, GA 30339
tkhr.com

January 7, 2010
4 [Matter No.821920-1030]

TO: FROM:
United States Patent and Trademark Office Todd Deveau
Central

FAX: 571-273-8300 FAX: 770-951-0933
TEL: 770-933-9500

TEL: , | | EMAIL: todd deveau@tichr.com

RE: U.S. application serial no. 10/937,736

Number of Pages (Including This Cover Sheet): - 2 - Page(s)

PLEASE ACKNOWLEDGE SAFE AND CLEAR RECEIPT OF ALL PAGES.

CONFIDENTIALITY NOTICE
The information in this facsimile massage is legally privileged and confidential information intended only for the use of the individus! or entity
named above. ¥ the reader of this message is not ths intended recipient, you are hereby nofified that any dissemination, distribution or
repraduction of this communication is strictly prohibited. If yow have racsived this facsimile in ervor, please notify ws by telephone and retum the
eriginal message to us at the address above via the United States Postal Service. Thank you.

INTELLECTUAL PROPERTY LAWYERS

...... Hisnteville Alahama
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THOMAS, KAYDEN, A H& R Fax 71709510933 Jan 7 2010 03:45m P02
Page 1 -
RECEIVED
CENTRAL FAX CENTER
JAN 07 2010
LIk STAYES PATENT (T AN FEADEMA 5_! CEEICE
Board of Patenf Agpenls énd Inteserences
Appeal No: 2009-012229 :
THOMAS, KAYDEN, Appellant: Kenneth M. Ponder, Steffan Thomas et al.
HORSTEMEYER & RISLEY, LLP Application No: 10/937,736 .
600 GALLERIA PARKWAY, S.E. Hearing Room: B
STE 1500 . Hearing Docket: A :
. ATLANTA,; GA-30339-5994 Hearing Date: Wednesday, February 19, 2010
Hearing Time: 09:00 AM
Location: Madison Building - East Wing
600 Dulany Street, 9th Floor
Alexandria, Virginia 22313-1450
NOTICE OF HEARING

CONFIRMATION REQUIRED WITHIN TWENTY-ONE DAYS

Your attention is directed to 37 CFR § 41.47. The above identified appeal will be heard by the Board of Patent
Appeals and Interferences on the date indicated. Hearings will commence at the tiree set and as soon as the -
argument in one appesl is concluded, the succeeding appesl will be taken up. The time allowed for argument ]
twenty minutes unless additional time is requested and permitted before the argument is commenced. If there are
any inquires, please contact the Clerk of the Board at 571-272-97%7.

The application invelved in this appeal hay been published. Accordingly, the hearing in this appeal is open
to the public. . .

CO'E’FIRMAT‘ION OR WAIVER OF THE HEARING IS REQUIRED. This form must be complcted below and
facsimile transmitted to both: (1) the USPTO Central fax number (official copy), and (2) the Board of Pateat
Appeals and Interferences fax number (courtesy copy) within TWENTY-ONE (21) DAYS from the mailing date of
this notice indicating confirmation ox waiver ofthe hearing. A copy of this notice may be atternately filed by mail if
facsimile is ot available.

BPAI HEARINGS FAX No: (571) 273-0299 USPTO Cenmal Fax No: (571) 273-8300

Board of Patent Appeats and Interferences
United States Patent apd Trademark Office
P.O. BOX 1450

Alexandria, Virginia 22313-1450

BPAI Mailing Address:

In all communications relating to this appeal, please identify the appeal by its number.

cufé}?& (¢} MEARING ATTERDANCE CONFIRMED
g AL

Signdture of Attorney/Agent/Appellant

( )HEARING ATTENDANCE WATVED

1 %g-Zm ‘ 79 S26
te Registration No.

. Names of other visitors expected to accompany counsel: KLM"nl M. )Svm{ar
For inforoution on visitor aooess t? hﬁ@mwnc‘?wmuwmoﬂmwm

B S

2
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— THOMAS, KAYDEN, H & R Fax 7709510833 Jan 7 2010 03:45pm P00
| o N%CENED
L FAX CE
> Thomas | Kayden NTER
THOMAS, KAYDEN, HORSTEMEYER & RISLEY, Lup JAN 07 2010
600 Galleria Parkway, N.W.
Suite 1500 B BT EE 5
Atlant:, GA 30339 @BME@
tkhr.com
January 7, 2010
[Matter No.821920-1030}
TO: FROM:.
United States Patent and Trademark Office Todd Deveau
Central :
FAX: 571-273-8300 FAX:  770-951-0933
TEL: 770-933-8500

TEL: , EMAIL: todd.deveau@tkhr.com

RE: U.S. application serial no. 10/937,736

Number of Pages (Including This Cover Sheet): - 2 - Page(s)

PLEASE ACKNOWLEDGE SAFE AND CLEAR RECEIPT OF ALL PAGES.

CONFIDENTIALITY NOTICE
The infarmation in this facsimile message is legally privileged and confidential informatien intended only for the use of the individual or entity
named above. If the reader of this message is not the intended reciplent, you are hereby notified that any dissemination, distribution or
reproduction of this communication is striclly prehibited. Hf you have received this facsimile In ermor, please notify us by telephone and retum the
original massage to us at the address above via the United States Postal Servica. Thank you.

INTELLECTUAL PROPERTY LAWYERS

Allamém e Huntevillo Alahamsa
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE COMMISSIONER OF PATENTS AND TRADEMARKS

In re Kenneth M. Ponder et al.
Application: 10/937,736 Appeal No. 2009-012229

Filed: September 8, 2004

HEARING POSTPONED DUE TO INCLEMENT WEATHER

An oral hearing before a merits panel of the Board of Patent Appeals and Interferences (Board)
scheduled for Wednesday, February 10, 2010, was postponed due to inclement weather.

BY ORDER OF THE BOARD OF PATENT
APPEALS AND INTERFERENCES

ROGER L. WILLIAMS
Administrative Officer
571-272-9797

Scanned 0'2// g/ﬂ
/A4
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USP[O.gOV

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKETNO. |  CONFIRMATION NO. I
10/937,736 09/08/2004 Kenneth M. Ponder 821920-1030 1006
24504 7590 02/23/2010 | |
= . e . EXAMINER
THOMAS, KAYDEN, HORSTEMEYER & RISLEY, LLP
600 GALLERIA PARKWAY, S.E. HARDEE, JOHN R
STE 1500 ART UNIT PAPER NUMBER
ATLANTA, GA 30339-5994 l i I . : I
1796
| MAIL DATE I DELIVERY MODE I
02/23/72010 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.
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UNFTED STAYES PATENT AND TRADEMARK {OFFKE

Board of Patent &ppeals and Interferences

Appeal No: 2009-012229
THOMAS, KAYDEN, Appellant: Kenneth M. Ponder et al.
HORSTEMEYER & RISLEY, LLP Application No:  10/937,736
600 GALLERIA PARKWAY, SE. Hearing Room: A
STE 1500 Hearing Docket: A
ATLANTA, GA Hearing Date: Wednesday, April 14, 2010
30339-5994 Hearing Time: 01:00 PM

Location: Madison Building - Fast Wing

600 Dulany Street, 9th Floor
Alexandria, Virginia 22313-1450

NOTICE OF HEARING
CONFIRMATION REQUIRED WITHIN TWENTY-ONE DAYS

Your attention is directed to 37 CFR § 41.47. The above identified appeal will be heard by the Board of Patent
Appeals and Interferences on the date indicated. Hearings will commence at the time set and as soon as the
argument in one appeal is concluded, the succeeding appeal will be taken up. The time allowed for argument is
twenty minutes unless additional time is requested and permitted before the argument is commenced. If there are
any inquires, please contact the Clerk of the Board at 571-272-9797.

The application involved in this appeal has been published. Accordingly, the hearing in this appeal is open
to the public.

CONFIRMATION OR WAIVER OF THE HEARING IS REQUIRED. This form must be completed below and
facsimile transmitted to both: (1) the USPTO Central fax number (official copy), and (2) the Board of Patent
Appeals and Interferences fax number (courtesy copy) within TWENTY-ONE (21) DAYS from the mailing date of
this notice indicating confirmation or waiver of the hearing. A copy of this notice may be alternately filed by mail if
facsimile is not available.

BPAI HEARINGS FAX No: (571) 273-0299 USPTO Central Fax No: (571) 273-8300
BPAI Mailing Address: Board of Patent Appeals and Interferences

United States Patent and Trademark Office

P.O. BOX 1450

Alexandria, Virginia 22313-1450

In all communications relating to this appeal, please identify the appeal by its number.

CHECK ONE: ( )HEARING ATTENDANCE CONFIRMED ( )HEARING ATTENDANCE WAIVED

Signature of Attorney/Agent/Appellant Date Registration No.

Names of other visitors expected to accompany counsel:
For information on visitor access to hearing rooins and security procedures at the USPTO Alexandria Carpus, see
http:/www uspto. goviweh/otfices/deom/poosunselioontact hum#tboai_contacts
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RECEIVED
CENTRAL FAX CENTER

MAR 15 2010

LINVITED STATES PATENT AND TRADEMABK DEFICE
Board of Patent Appeals and Interferences

Appeal No: 2009-01222%
THOMAS, KAYDEN, Appellant: Kenneth M. Ponder et al.
HORSTEMEYER & RISLEY, LLP Application No:  10/937,736
600 GALLERIA PARKWAY, S.E. Hearing Room: A
STE 1500 Hearing Docket: A
ATLANTA, GA Hearing Date: Wednesday, April 14, 2010
30339-5994 . Hearing Time: C1:.00 PM

Location: Madison Building - E.ast Wing

600 Dulany Street, 9th Floor

Alexandria, Virgimia 22313-1450

NOTICE OF HEARING
CONFIRMATION REQUIRED WITHIN TWENTY-ONE DAYS

Your atiention is directed to 37 CFR § 41.47. The above identified appeal will be heard by the Board of Patent
Appeals and Interferences on the date indicared, Hearings will commence at the time set and as soon as the
argument jo one appeal is concluded, the succeeding appeal will be taken up. The time allowed for argument is
twenty minupes unless additional time is requested and permitted before the argument is commenced. If there are
any inquires, please contact the Clerk of the Board at 571-272-9797.

The application involved im this appeal has been published. Accordingly, the hearing in this :ppea.l is open

to the public.

CONFIRMATION OR WAIVER OF THE HEARING 1S REQUIRED. This form must be completed below and
facsimile transmitted to both: (1) the USPTO Central fax number (official copy), and (2) the Board of Patent
Apprals and Interferenoes fax mumber (courtesy copy) within TWENTY-ONE (21) DAYS from the mailing date of
this notice indicating confirrnation or waiver of the hearing. A copy of this notice may be alternately filed by mail if
facsimile is not available.

BPAIHEARINGS'FAX No: (571) 273-0299 USPTO Central Fax No: (571) 273-8300
BPAI Mailing Address: Board of Patent Appeals and Interferences

United States Patent and Trademark Office

P.O. BOX 1450

Alexandria, Virginia 22313-1450

In all compmications relating to this appeal, please identify the appeal by its number,

oy {0 G ATTENDANCE CONFIRMED () HEARING ATTENDANCE WAIVED
[ 0 {pn 1S Marel 2010 4 $26
Signkture of Adddney/Agent/Appelant Date Reglstration No.

Names of other visitors expected to accompany coupsel:
For !nfwmanouonvumm mbmmmmomnand sacumy procedum mmeUSPTOAdemCams, sew
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N THOMAS, KAYDEN, H & R Fax 7709510333 Mar 15 2010 01:21pm P01

7

» Thomas

THOMAS, KAYDEN, HORSTEMEYER & RISLEY, Lie

Kayd en RECEIVED

CENTRAL FAX CENTER
MAR 15 2010

600 Galleria Parkway, N.W.
Suite 1500
Atlanta, GA 30339
tichr.com

March 15, 2010
[Matter No.821920-1030]

TO: FROM:

Board of Patent Appeals and Interferences Todd Deveau
United States Patent and Trademark Office

FAX. §71-273-8300 FAX.  770-951-0933
TEL: 770-933-9500

TEL: 571-272-9797 EMAIL: todd.deveau@tkhr.com

RE: Confirmation of Attendance of Hearing
U.S. Application Serial No. 10/237,736
“Refrigerant with Lubricating Oil for Replacement of R-22 Refrigerant”

- Number of Pages (Including This Cover Sheet): - 2 - Page(s)
PLEASE ACKNOWLEDGE SAFE AND CLEAR RECEIPT OF ALL PAGES.

CONFIDENTIALITY NOTICE
The information in this facsimila messags s legally privileged and confidantial information intended only for the uss of the Individual or entlty
named above. If the reader of this message is not the intended recipient, you are hereby nofifled that any dissemination, distribution cr
reproduction of this communication ls strietly prohibited. If you have received this facsimile in emor, please notify us by telephone and retum the
original message to us at the addregs above via the United States Postal Service. Thank you.

INTELLECTUAL PROPERTY LAWYERS

Atlanta Manrnia ¢ Huntsville. Alabama
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USP[O.gOV

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKETNO. |  CONFIRMATION NO. I
10/937,736 09/08/2004 Kenneth M. Ponder 821920-1030 1006
24504 7590 04/29/2010 | |
= . LA . EXAMINER
THOMAS, KAYDEN, HORSTEMEYER & RISLEY, LLP
600 GALLERIA PARKWAY, S.E. HARDEE, JOHN R
STE 1500 ART UNIT PAPER NUMBER
ATLANTA, GA 30339-5994 l i I . : I
1796
| MAIL DATE I DELIVERY MODE I
04/29/2010 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE BOARD OF PATENT APPEALS
AND INTERFERENCES

Ex parte KENNETH M. PONDER
and STEFFAN THOMAS, JR.

Appeal 2009-012229"
Application 10/937,736
Technology Center 1700

Decided: April 29, 2010

Before MICHAEL P. COLAIANNI, LINDA M. GAUDETTE, and
JEFFREY B. ROBERTSON, Administrative Patent Judges.

COLAIANNI, Administrative Patent Judge.

DECISION ON APPEAL
Appellants appeal under 35 U.S.C. § 134 the final rejection of claims
1-10, 21-25, 27, 29-31, 33-35, and 37-40. We have jurisdiction over the
appeal pursuant to 35 U.S.C. § 6(b).

" Oral arguments were heard in the appeal on April 14, 2010.
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Appeal 2009-012229
Application 10/937,736

We AFFIRM.

Appellants disclose a refrigerant replacement for refrigerant R-22
(chlorodifluoromethane) composed of a blend of refrigerant that is less
damaging to the ozone layer and a method and apparatus for refrigeration
(Spec. 1: 10-22).

Claim 21 is illustrative:

21. A refrigerant composition comprising a combination of
refrigerant gases and non-refrigerant gas components,

(a) the refrigerant gases consisting of:

about 40% to about 45% by weight tetrafluoroethane; and

about 55% to about 60% by weight pentafluoroethane; and

(b) the non-refrigerant gas components including about 0.5% up to
about 20% by weight of the refrigerant gases of a lubricating oil, wherein the
lubricating oil is selected from the group consisting of napthenic based
lubricants, paraffinic based lubricants, and mixtures thereof, mineral oil,
polyol ester, synthetic alkyl aromatic lubricants, synthetic alkyl aromatic
lubricants mixed with mineral oil, and synthetic alkyl aromatic lubricants
mixed with polyol ester.

Appellants appeal the following rejection:

Claims 1-10, 21-25, 27, 29-31, 33-35, and 37-40 are rejected under
35 U.S.C. § 103(a) as being unpatentable over Takigawa (U.S. Patent
6,207,071 B1, March 27, 2001).

Appellants argue the claims as a group (App. Br. 5). Appellants’
mere statement of the subject matter of dependent claims 4, 9, and 25 (App.

Br. 10) do not amount to a separate argument of those claims. 37 C.F.R.
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Appeal 2009-012229
Application 10/937,736

§ 41.37(c)(1)(vii). Therefore, we select claim 21, the broadest independent

claim on appeal, as representative of the group. Id.

ISSUE

Did the Examiner err in concluding that Takigawa would have
suggested the subject matter of claim 21?7 We decide this issue in the
negative.

PRINCIPLES OF LAW

Applicants' reason for making the modification does not control the
obviousness analysis; rather, “any need or problem known in the field of
endeavor at the time of invention and addressed by the patent can provide a
reason for combining the elements in the manner claimed.” KSR Int’l Co. v.
Teleflex Inc., 550 U.S. 398, 420 (2007).

A compound and all of its properties are inseparable. In re Papesch,
315 F.2d 381, 391 (CCPA 1963).

A declarant’s or affiant’s opinion evidence as to an ultimate legal
conclusion is afforded no weight, though the underlying reasons for the

opinion may be considered. In re Lindell, 385 F.2d 453, 456 (CCPA 1967).

FACTUAL FINDINGS (FF)

We adopt the Examiner’s findings in the Answer and Final Office
Action as our own, except as to those findings that we expressly overturn or
set aside in the Analysis that follows. We add the following factual
findings:

1. Takigawa discloses a refrigerant oil and a fluid composition for a

refrigerator containing the oil and an HFC (hydrofluorocarbon)
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Appeal 2009-012229
Application 10/937,736

refrigerant blend containing 1,1,1,2-tetrafluoroethane (HFC-134a)
and/or pentafluoroethane (HFC-125) (col. 1, 11. 13-19).

2. Takigawa discloses that the HFC refrigerant contains HFC-134a
and/or HFC-125 (col. 2, 11. 15-17; 23-24; 40-41).

3. Takigawa discloses that the HFC-134a and/or HFC-125 blend may
include additional HFC refrigerants such as alkane fluorides
having 1 to 3 carbon atoms (col. 8, 11. 20-28). Takigawa places
“no restriction” on the kind of HFC to be mixed with HFC- 134a
and/or HFC-125 and exemplifies various suitable HFC
combinations (col. 8, 11. 29-55).

4. Takigawa claims that the HFC refrigerant used in the fluid
composition contains “at least one of HFC-134a and/or HFC-125”
(claim 1).

5. Takigawa discloses that HFC-134a is present in the refrigerant
composition in an amount of 40 weight percent or greater and that
HFC-125 is present in a most preferable amount of 40 weight
percent or greater (col. 8, 11. 20-28).

Additional findings of fact may appear in the Analysis that follows.

ANALYSIS
Appellants argue that Takigawa fails to teach or suggest a refrigerant
composition “consisting of”” about 40% to about 45% HFC-134a (i.e.,
tetrafluoroethane) and about 55% to about 60% HFC-125 (i.e.,
pentafluoroethane) (App. Br. 8). Appellants contend that the claim phrase

“consisting of” excludes additional HFC refrigerants from the blend, which
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Appeal 2009-012229
Application 10/937,736

Takigawa teaches to mix with the HFC-134a and HFC-125 blend (App. Br.
9). Appellants argue that the Examiner has not provided a reason to select
the claimed narrower range (i.e., 40-45% HFC-134a and 55-60% HFC-125)
from Takigawa’s broader ranges (i.e., 40-100% HFC-134a and 20-100%
HFC-125) (App. Br. 9). Appellants contend that the Examiner’s stated case
lacks articulated reasoning for modifying Takigawa’s teachings to arrive at
the claimed invention (App. Br. 6-7).

Appellants’ argument that “consisting of” excludes additional HFC
refrigerants fails to address the Examiner’s position that Takigawa’s
unrestricted disclosure of HFCs that may be mixed with the refrigerant
means that no additional HFC need be added to the HFC-134a and HFC-125
blend (Ans. 3, 5). In other words, Takigawa’s alkane fluoride that is to be
mixed with the HFC-134a and HFC-125 blend may be an additional amount
of HFC-134a or HFC-125, rather than a different HFC. Though Takigawa
exemplifies different HFCs being mixed with the HFC-134a and HFC-125
blend, Takigawa’s claim 1 recites that that the refrigerant includes “at least
one of HFC-134a and HFC-125", which underscores that the simplest
refrigerant composition mixture claimed by Takigawa includes the binary
mixture of HFC-134a and HFC-125.

Similarly, Appellants’ argument regarding the claimed percentages of
the refrigerant gases is not persuasive because it fails to address the
Examiner’s finding that Takigawa’s simplest binary refrigerant composition
is HFC-134a and HFC-125. As the simplest binary mixture, the Examiner
correctly determines, based on Takigawa’s disclosure (FF 5), that HFC-134a
would have been present in an amount of 40 to 60% by weight and HFC-125
correspondingly would be present in a range of 60 to 40% by weight (Ans.
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3,5). Therefore, Takigawa’s disclosure would have suggested that at least
two of the end points of Appellants’ claimed ranges (i.e., 40% HFC-134a
and 60% HFC-125) and thus further narrowed Takigawa’s range.
Accordingly, we agree with the Examiner that given the guidance provided
by Takigawa, determining acceptable refrigerant gas concentration ranges
would have been a matter of routine experimentation.

We are unpersuaded by Appellants’ argument that there is no rationale
provided that Takigawa would have led one of ordinary skill the art to the
claimed refrigerant composition. In light of the reasons noted above, the
Examiner correctly determined that Takigawa would have suggested
Appellants’ claimed refrigerant composition.

Appellants further argue that Takigawa is directed to solving a
different problem (i.e., finding a suitable lubricant) than Appellants’ claimed
invention such that there would be no reasonable expectation of successfully
solving Appellants’ problems (i.e., high temperature application refrigerant
for replacing R-22 refrigerant) (App. Br. 11).

However, this argument is unpersuasive because the Examiner’s
reason for modifying the prior art to arrive at the claimed invention need not
be the same as Appellants’ reason for making the claimed invention. KSR,
550 U.S. at 420. Instead, any need or problem in the field of endeavor may
provide the reason for modifying the prior art. /d. Accordingly, Takigawa’s
disclosure of solving a different problem than Appellants’ problem is not
determinative.

As noted by the Examiner (Ans. 3, 5-6), Takigawa would have
suggested the claimed refrigerant composition, such that there is a

reasonable expectation of successfully achieving the claimed refrigerant
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composition, which would necessarily have the same properties as
Appellants’ claimed composition. Papesch, 315 F.2d at 391.

Appellants contend that the claimed composition possesses a superior
high temperature property not possessed or taught by Takigawa (App. Br.
12-14).> Appellants rely on the Ponder and Gbur Declarations as evidence
that refrigerant gas compositions with different gas proportions have
different properties (App. Br. 12-14). Declarants Gbur and Ponder opine
that the claimed invention would not have been obvious from Takigawa
(App. Br. 13; Reply Br. 11).

Appellants’ evidence of unexpected results is not persuasive because
it fails to compare the claimed invention to the closest prior art (i.e.,
Takigawa) as noted by the Examiner (Ans. 7). Instead, the Ponder and Gbur
Declarations compare the claimed invention to the refrigerant R421B (85%
pentafluoroethane and 15% tetrafluoroethane), a refrigerant composition not
disclosed by Takigawa. Though the declarations may establish that different
combinations of refrigerant gases produce refrigerant compositions with
different properties, the comparison of R421A to R421B fails to account for
Takigawa’s disclosure of a binary refrigerant composition having 40% or
greater tetrafluoroethane content (i.e., HFC-134a) and preferably 40% or
greater pentafluoroethane content (i.e., HFC-125).

While Declarants Ponder’s and Gbur’s views that the claimed

invention would not have been obvious over Takigawa are not afforded any

> Appellants argue long-felt need for the first time on pages 10-11 of the
Reply Brief. Because this argument is being raised for the first time in the
Reply Brief and there is no reason provided why this argument was not
raised in the Appeal Brief, we shall not consider the argument. Ex parte
Nakashima, 2010 WL 191183 *3-*5 (BPAI 2010).

7

Dynatemp EX1007
Page 580 of 665

R03993



Appeal 2009-012229
Application 10/937,736

consideration as they are directed to the ultimate legal conclusion, the
underlying analyses that led to their conclusions in the declarations have
been considered. Lindell, 385 F.2d at 456. Specifically, the Ponder
Declaration merely states that the declarant found no teaching or suggestion
in Takigawa to make a refrigerant composition consisting of
tetrafluoroethane and pentafluoroethane as claimed (Ponder Dec. §). The
Gbur Declaration filed October 30, 2007 does not address Takigawa but
rather discusses errors and analysis of Appellants’
Specification data. The Gbur Declaration filed May 16, 2008, like the
Ponder Declaration, rests its conclusion of non-obviousness on Takigawa’s
failure to exemplify a blend of only HFC-134a and HFC-125 (Gbur Dec. 2).
However, the Ponder and Gbur Declarations analyses are not
persuasive in view of Takigawa’s disclosures and our analysis of these
disclosures supra which determine that Takigawa would have suggested the
claimed refrigerant composition.

For the above reasons, we affirm the Examiner’s § 103 rejection of

claims 1-10, 21-25, 27, 29-31, 33-35, and 37-40 over Takigawa.

DECISION
The Examiner’s decision is affirmed.
No time period for taking any subsequent action in connection with

this appeal may be extended under 37 C.F.R. § 1.136(a)(1).

AFFIRMED

cam
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THE USHER: Good afternoon. Calendar Number 29, Appeal Number
2009-012229. Mr. Deveau.

JUDGE COLAIANNI: Good afternoon, Mr. Deveau.

MR. DEVEAU: Good afternoon.

JUDGE COLAIANNI: Welcome to the Board.

MR. DEVEAU: Thank you.

JUDGE COLAIANNI: We have a court reporter that will be transcribing
today's proceedings. If you have a business card for her, she would
appreciate it.

MR. DEVEAU: Would you like that now or later?

JUDGE COLAIANNI: You can do that at the end. That is fine. You have
20 minutes. You may begin when you're ready.

MR. DEVEAU: Very good. I have and would like to introduce as well with
me this afternoon Ken Ponder. He is one of the co-inventors on the
application. Mr. Ponder is right there.

The appeal in this case involves a refrigerant composition, and I'll briefly go
over the claim language that I think is at issue so that we can have that in
front of us.

All the independent claims in effect refer to a refrigerant composition
comprising a combination of refrigerant gases and non-refrigerant gas
components. The refrigerant gases consisting of about 40 to 45 percent by
weight tetrafluoroethane and about 55 to about 60 percent by weight
pentafluoroethane. Then we have a claim where refrigerant gases consist of
only two gases to the exclusion of others and very specific weight ranges of

only 5 percent.
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The rejection is based only on one reference, Takigawa, and only on 103
obviousness. There is no 102 anticipation rejection. Thus acknowledging
that Takigawa does not teach every feature of any one of the pending claims.
The Examiner, of course, has the burden of establishing a prima facie case of
obviousness to support the rejection. This requires something more than
conclusory statements referring to routine optimization. Under KSR, this
requires articulated reasoning. This is to prevent application of unpermitted
hindsight.

Thus here the Examiner has the burden of showing how and where
Takigawa teaches under the recited claims refrigerant gases consisting of
tetrafluoroethane and pentafluoroethane to the exclusion of any other
refrigerant gas. And further, the Examiner has the burden of showing where
and how Takigawa teaches the specific weight ranges recited in the claims.
We submit the Examiner has failed to meet this burden and the rejection is
erroneous and should be reversed as to all the pending claims. We submit
there is no teaching in Takigawa of a refrigerant gas composition consisting
of only pentafluoroethane and tetrafluoroethane.

The Examiner in arguing this point relies on the reference and the statement
-- particular statement in the reference that there is no restriction as to the
kind of HFC to be mixed with the disclosed refrigerants at Column 8. This
statement, however, contravenes the ordinary meaning of the phrase "to be
mixed with." "To be mixed with" is an expressed positive statement. Itisa
statement that states to somebody of ordinary skill that something else is to
be mixed in. It cannot be fairly interpreted to mean the opposite, namely

nothing is to be mixed in.
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The reliance on the statement in Takigawa also takes this statement out of
context with the rest of the reference. For example, if you consider the
following two immediately following paragraphs from this citation, we see,
for example, in the first immediately-following paragraph the statement,
Examples of the HFC refrigerant containing tetrafluoroethane and/or
pentafluoroethane that are useful in this invention are HFC-134a, which is
tetrafluoroethane, alone; HFC-125, which is pentafluoroethane, alone; a
mixture of HFC-134a and HFC-32, which is a refrigerant gas that is not
recited in the claims; a mixture of HFC-134a, HFC-32 and HFC-125, and it
continues.

Nowhere do we see in Takigawa a teaching or suggestion of selecting only
pentafluoroethane and tetrafluoroethane as a refrigerant gas composition.
The fact that Takigawa may teach each of the refrigerants alone or in
combination with some other third refrigerant, such as R-32, does not
amount to teaching to select only pentafluoroethane and tetrafluoroethane
together to the exclusion of any other refrigerant gas.

JUDGE COLAIANNI: Let me ask you a question, Mr. Deveau.

MR. DEVEAU: Yes?

JUDGE COLAIANNI: That portion of the reference, Column 8§ that you're
referring to that the Examiner relied on, it has in there starting about Line
20, it talks about the refrigerants used for the refrigerating machine together,
with refrigerating oil of Takigawa's invention, and they include this alkane
fluoride that is mixed in, I guess, with HFC-134a and/or HFC-125.

MR. DEVEAU: Yes.
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JUDGE COLAIANNI: Why can't that alkane fluoride that the refrigerants
have that is one to three carbon atoms, why can't that be HFC-134a or
HFC-1257

MR. DEVEAU: The way the sentence reads is refrigerants used include an
alkane fluoride having one to three carbons and preferably one to two
carbons. And it says, "And containing tetrafluoroethane and/or alkane
fluoride having one to three carbons.” I think a more appropriate
interpretation of that sentence would be to say that HFC-134, the
tetrafluoroethane, is added to the alkane fluoride having one to three
carbons.

JUDGE GAUDETTE: Correct. But why can't that alkane fluoride be
HFC-1257

MR. DEVEAU: Well then, that would render meaningless the and/or
statement following that where it continues to say that it could also contain
tetrafluoroethane in combination with that.

JUDGE GAUDETTE: Well, no because it says or an alkane fluoride
contains -- well, it says, "and/or an alkane fluoride which would contain
HFC-125." So in that instance, why couldn't the alkane fluoride be
HFC-1347

MR. DEVEAU: Well, in that case, you have got a reference to the alkane
fluoride having one to three atoms, a second reference to the
tetrafluoroethane, and a third reference to pentafluoroethane.

So if you interpret the first reference to alkane fluoride as being either the
tetrafluoroethane or the pentafluoroethane, that would render meaningless

the subsequent reference to those, would it not? The sentence would be
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worded differently if it were intended to be interpreted the way that you
described.

And if you look at the following paragraph where it says "examples," I think
that puts it into context what they're talking about.

JUDGE GAUDETTE: Would you say that HFC-125 is an alkane fluoride
having one to three carbon atoms?

MR. DEVEAU: Yes.

JUDGE GAUDETTE: And the same would apply to HFC-134a?

MR. DEVEAU: Correct. The end result, however, is you're talking about
an alkane fluoride having one to three carbon atoms, which is hundreds of
thousands of possible compounds. And so the question then is, where is the
teaching out of all those hundreds of thousands of compounds to select only
pentafluoroethane and tetrafluoroethane to the exclusion of anything else?
So you have to get over that hurdle to meet the consisting of part of the
limitation. And even if you get over that hurdle, you have the problem of,
where is the teaching for the specific ranges?

JUDGE GAUDETTE: Did you make that argument in your Appeal Brief
that you would have to select from numerous --

MR. DEVEAU: Yes, yes. The number of combinations in Takigawa of
HFC's is one to three carbons is enormous. So from that -- and we also
make the argument in our Appeal Brief of the genus species argument. We
have a genus that is that large. The genus does not necessarily teach a
specific species that may be encompassed by that genus.

The effect basically is the Examiner has a two-prong hurdle to overcome.

The Examiner has to overcome the consisting-of feature of the claim that we
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select only pentafluoroethane and tetrafluoroethane to the exclusion of any
other refrigerant gas.

And further, the Examiner must show how Takigawa teaches the specific
ranges. They're only in 5-percent range. And that Takigawa may, just like
any reference, the fact that various elements of a reference may be
individually known does not necessarily render their particular combination
obvious.

The Examiner to support the argument that the specific ranges are taught by
Takigawa makes a conclusory statement that optimizing the ranges amounts
to routine experimentation with no support or explanation for that statement.
This statement is contradicted in a number of ways.

The Examiner himself contradicts a statement by his concession at Page 7 of
the Answer that different blends of pentafluoroethane and tetrafluoroethane
will have very different properties and that one such composition would not
render another such composition obvious.

The Examiner's position about routine experimentation is also contradicted
by this Office's issuance of Applicant's own U.S. Patent 7,320,763, which is
directed to a refrigerant blend consisting of pentafluoroethane and
tetrafluoroethane in a ratio of about 85 percent to 15 percent. And that has
that limitation as consisting of.

If the Examiner's position about routine experimentation were true, then that
patent would not have issued. And in this case, we have the very same
Examiner, Mr. Hardee, who examined the application that issued as a 763
patent as we have here.

The Examiner's position on routine optimization is also contradicted by the

Dynatemp EX1007
Page 590 of 665

R04003



O o0 NN N D Bk W

RN N N N RN N = = e e e e e e e
| N S U S =N TN o« BN I e ) W O, B ANSR OF'S T (O B N

Appeal 2009-012229

Application No. 10/937,736

ASHRAE evidence in several ways. ASHRAE is the industry standards
organization. It is the organization that determines when a refrigerant is
considered new and when a new and different refrigerant is given a specific
refrigerant designation, such as the 125 or 134a.

ASHRAE here has awarded the composition of this application -- for
example, on a 58- to 42-percent blend with a designation R421a. This
shows that ASHRAE considers the composition of this application to be new
and different than other compositions -- refrigerant compositions that had
gone before.

ASHRAE has also awarded the composition of Applicant's '763 patent with
a different designation though. That designation is R421b showing, again,
that ASHRAE considers even the 85/15 blend of pentafluoroethane to
tetrafluoroethane to be something new and different from, for example, a 58-
to 42-percent blend of the same two refrigerants to the exclusion of other
refrigerants.

The designation number 421 simply means that both compositions have the
same two refrigerant gases. It is the a and b that follow the 421a and b that
represent the different designations and shows that ASHRAE considers them
to be different refrigerants.

The Examiner's position on routine optimization is also contradicted by the
evidence in the Ponder Declaration that R421a of the present application and
claims and R421b of the 763 patent are SNAP approved by the EPA for
different uses, which tells us that one cannot necessarily be substituted for
another in refrigerant equipment.

The Examiner's position is also contradicted by the ASHRAE evidence in
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general of Exhibit C in our exhibit appendix and Gabor's declaration
showing there are a large number of refrigerant gases that have been given
ASHRAE designations all showing that ASHRAE considers these all to be
different and cannot necessarily be substituted one for another.

For example, refrigeration equipment is typically designated to use a
particular refrigerant gas, such as R32. This specific designation basically
means that only R32 or accepted substitutes for R32 can be used, not any
and all refrigerants.

The Examiner further attempts to support the rejection based on a
conclusory statement that the determination of a best application within the
field of refrigeration for any refrigerant gas which can be made according to
Takigawa amounts to routine experimentation. Again, he does not explain
this statement, does not provide support for this statement.

If this statement were true, no refrigerant composition involving a
combination of two or more individually known HFC's would be patentable,
which, of course, is contradicted by the number of refrigerant gas
composition patents that have been issued by the Office and also particular
Applicant's "763 patent. Also we would not have so many different
ASHRAE designations as we have.

The reason -- part of the reason why Takigawa does not teach either a
refrigerant gas composition consisting of only tetrafluoroethane and
pentafluoroethane together to the exclusion of other refrigerant gases or the
specific ranges is that Takigawa is only interested in selecting a lubricant for
use with an HFC.

Takigawa has no interest in what HFC should be used other than it is an
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alkane fluoride of one to three carbons. Basically, Takigawa could care less
what HFC is to be selected for the refrigerant gas that is the subject of
Takigawa.

And naturally, then, Takigawa provides no teaching or suggestion how one
would go about selecting what HFC gas to use for what application or what
combination of gases or even of the gases that you select what percentages
should be applied. And the Examiner provides no other basis and no other
reasoning where one would get this teaching other than routine optimization.
The Examiner's reliance on these conclusory statements suggest an improper
use of hindsight. Otherwise, how do you interpret "to be mixed with" as
meaning nothing is mixed? Otherwise, how do you explain that Takigawa
teaches -- the lack of explanation of how Takigawa teaches specific ranges
while the Examiner concedes that different blends will have very different
properties?

And further, while the Examiner concedes that one such composition of
pentafluoroethane and tetrafluoroethane would not render another such
composition obvious.

JUDGE COLAIANNI: Just a question, Mr. Deveau. You have mentioned
about the Examiner's construction of that phrase in Takigawa that there is no
restriction as to the kind of HFC that is to be mixed. Looking at the
Examiner's Answer on Page 5, I see there it says the Examiner construes
this, that particular phrase, to mean that no other alkyl fluoride at all need be
mixed with tetrafluoroethane and/or pentafluoroethane.

I'm understanding that to mean that the Examiner seems to be interpreting

that phrase to mean that the alkane fluoride that Takigawa is referring to
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could be, as Judge Gaudette was referring to, could be HFC-134a or
HFC-125 as also being included as to the kind of HFC's that can be mixed
with the HFC-134a blend with HFC-125.

MR. DEVEAU: Well, if we look at the sentence the Examiner relies on it
reads, "There is no restriction as to the kind of HFC hydrocarbon to be
mixed with HFC-134 and/or HFC-125." So if it is interpreted that way, then
that would make that sentence meaningless because the statement says -- it
expressly states and infers that something is to be mixed with HFC-134
and/or 125. So if that HFC that is to be mixed is one or the other, then the
sentence would not read correctly.

JUDGE COLAIANNI: If you have a blend, let's say you have HFC-134a
and HFC-125, why would that not include mixing additional HFC-134a into
that blend or additional HFC-125 into the HFC-134a/125 blend? Why does
it have to be some additional alkane fluoride, some different alkane fluoride?
MR. DEVEAU: That, I think, would misread the phrase "to be mixed.” "To
be mixed" basically states that something else is to be included. If you're
including more of the same thing, that is not something else.

If you were to interpret that sentence the way you suggest the sentence
should have been written that the HFC can be 134a or 134b -- or 125, I'm
sorry -- or a combination or it can include anything else, it doesn't state that
it is optional to include something in addition to 134a and/or 125. It doesn't
say that nothing can be mixed with. It says -- it infers something is to be
mixed with.

JUDGE COLAIANNI: But it places no restriction, though, on what may be
mixed with that blend.

11
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