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Patent Owner (“PO”) acknowledges that the pending district court case 

against Petitioner Copeland (“Copeland Case”) is stayed pending IPRs (see Ex. 

1048), and therefore focuses its arguments exclusively on an unrelated lawsuit 

pending against an unrelated party, ecobee (“ecobee Case”). But the ecobee Case 

will not resolve most, if any, of this IPR’s issues. Because the Copeland Case is 

stayed, Fintiv does not support exercising discretion—especially because PO 

doesn’t meaningfully dispute the compelling merits of the Petition.  

A. Factors 1-3 Favor Institution: Copeland Case Is Stayed 

The Copeland Case was stayed pending this (and another Copeland-filed 

IPR) early in the case, shortly after the case was transferred to E.D. Missouri, and 

before Markman or any significant non-claim construction discovery took place. 

Factors 1-3 therefore strongly favor not exercising discretion in view of the 

Copeland Case.  PO does not dispute this, and instead argues that the ecobee Case 

favors stay. But Petitioner is not related to ecobee. And PO does not suggest that it 

has invested meaningful resources into litigation involving Petitioner. While the 

ecobee Case and Copeland Case raise an overlapping claim construction dispute 

(See Ex. 2002, 15-17), that dispute is immaterial to this IPR. See Pet., 11-12 & n.3.  

B. Factor 4 Favors Institution: Any ecobee Overlap Is Minimal 

While there is overlap of issues between the Copeland Case and this IPR, 

the Copeland Case is stayed. Moreover, while it should be irrelevant in light of the 
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stay of the Copeland Case pending IPRs and Petitioner’s uninvolvement in the 

ecobee Case, Petitioner stipulates that, if this IPR is instituted, Petitioner will not 

assert invalidity in district court on any ground that Petitioner has raised or 

reasonably could have raised during this IPR. In such circumstances, the USPTO 

has stated it will not discretionarily deny under Fintiv. Ex. 1049, 3.  

In contrast, there are few overlaps with the ecobee Case.  The ecobee Case 

will address only challenged claims 1, 3, and 21. Challenged claims 2, 4-5, 7-11, 

13-16, and 20 are unasserted in that case. See POPR, 8.  Most, if not all, of the 

prior art in this IPR is different from the art in the ecobee Case.  PO identifies 

McFarland (Ex. 1027), Ahmed (Ex. 1036), and Kates-089 (Ex. 1029) as similar to 

ecobee Case references (POPR, 8), but a simple side-by-side comparison of 

McFarland and Kates-089 with the ecobee McFarland and Kates references (Exs. 

1050, 1051) confirms that, while these references each share a common inventor 

with this IPR’s McFarland and Kates-089, the references have nothing else in 

common. The ecobee Kates and McFarland references have completely different 

specifications, and do not include any of the figures or quotes cited in the Petition. 

Indeed, PO tellingly chose to hide this fact by not introducing them as exhibits.  

And Ahmed is cited for only some of the Petition’s grounds, and for only its more 

detailed multi-sensor package teachings.  See Pet., 69-77.  This factor strongly 

favors institution.  
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C. Factor 5 Favors Institution: Petitioner Is Not Related to ecobee  

PO admits Petitioner is unrelated to, and not coordinating with, ecobee. PO 

does not cite any cases in which the Board exercised discretion where, as here, the 

petitioner was uninvolved in the third-party litigation, there was minimal overlap 

in IPR issues, and the litigation against Petitioner was stayed pending IPR. Contra 

POR, 9; IPR2020-00828, Pap. 13, *7-16 (no stay, substantial litigation had 

occurred, substantial overlap of issues, and petitioner was “coordinating”); 

IPR2020-00440, Pap. 17, *13-23 (no stay; same claims and art would be 

addressed); IPR2019-00136 (addressing 325(d)—not Fintiv factors). Indeed, 

Petitioner and ecobee have not coordinated any contentions or other submissions to 

any Court. This factor favors institution. 

D. Factor 6 Favors Institution: PO Doesn’t Meaningfully Dispute the 
Petition’s Compelling Merits 

PO does not meaningfully dispute the Petition’s compelling merits—

favoring discretion. PO’s sole argument that the “grounds are based entirely on 

alleged obviousness” (POPR 10) is false: ground 1 includes anticipation. Pet. 13. 

And, regardless, the obviousness grounds are also compelling—which may explain 

why PO chose not to challenge them.   

The Board should not exercise its discretion. IPR should be instituted.  
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Dated: August 2, 2023  Respectfully submitted, 
 
/James L. Davis, Jr./ 

  James L. Davis, Jr.  
Reg. No. 57,325 
 
Counsel for Petitioner 
COPELAND COMFORT CONTROL LP 
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