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I. Introduction 

PTL Opco LLC (“Patent Owner”) requests Director Review of the Board’s 

Institution Decision (Paper 10) on the following abuse-of-discretion grounds. First, 

the Board imposed a contrived construction of the term “base” that contravenes the 

Federal Circuit case law and is clearly unreasonable, arbitrary, or fanciful. Second, 

the Board’s finding that “[u]nder each ground for unpatentability, Petitioner has 

included a designated section addressing … combining multiple tools and steps into 

a single tool” is false and has no evidentiary support. Inst. Dec. 59. The Board’s 

decision to institute trial on the Petition’s legally deficient obviousness grounds 

contravenes the governing principles the Supreme Court set forth in KSR Int’l Co. v. 

Teleflex Inc., 550 U.S. 398, 401 (2007) and constitutes abuse of discretion. 

II. Standard of Review 

“An abuse of discretion occurs if the decision (1) is clearly unreasonable, 

arbitrary, or fanciful; (2) is based on an erroneous conclusion of law; (3) rests on 

clearly erroneous fact findings; or (4) involves a record that contains no evidence on 

which the Board could rationally base its decision.” Redline Detection, LLC v. Star 

Envirotech, Inc., 811 F.3d 435, 442 (Fed. Cir. 2015). 

III. The Board’s contrived construction of the term “base” constitutes 

abuse of discretion, and but for the Board’s improper construction of 

this term, all grounds set forth in the Petition indisputably fail  

Independent claim 1 of the ‘129 Patent recites the following means-plus-

function limitation: “a releasing means for transitioning the slide hammer assembly 
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between the locked position and the released position.” Ex. 1001 at 13:15-17. In the 

Preliminary Response, Patent Owner explained that in addition to listing structures 

for accomplishing the claimed function, the ‘129 Patent provides the following 

express construction of this claim term: “[t]he releasing means is any means for 

releasably connecting the hammer sleeve 31 to the base 51, thereby transitioning the 

slide hammer assembly between its released position and its locked position.” 

Prelim. Resp. 12 (quoting Ex. 1001 at 7:5-12). The structural configuration in which 

the hammer sleeve is releasably connected to the base is depicted in Figures 16-18 

and 21 of the ‘129 Patent, all of which have been reproduced and annotated in the 

Preliminary Response. Prelim. Resp. 14-15. 

In the Institution Decision, the Board agreed that the structural configuration 

requiring “releasably connecting a hammer sleeve to a base” must be included in the 

construction of the limitation “a releasing means.” Inst. Dec. 23. The Board then 

correctly construed this means-plus-function limitation as “a mating threaded 

connection, a quick disconnect attachment, a depressible tab, a latch, a clasp, a clip, 

or a clamp, releasably connecting a hammer sleeve to a base, and equivalent 

structures.” Id. at 24 (emphasis added). Had the Board simply applied this claim 

construction to the prior art, the only reasonable conclusion would be the one 

reached by Dr. Bovinet and explained in the Preliminary Response: Sharma, which 

is the sole reference the Petition cites for this limitation, does not teach or suggest “a 
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releasing means” where the hammer sleeve is configured to releasably connect to 

the base of the slide hammer assembly—instead, Sharma expressly discloses that 

the hammer sleeve locks to the “proximal tip of central shaft.” Prelim. Resp. 22-24 

(citing Ex. 2001 at ¶38-40) (quoting Ex. 1009 at p. 4, ll. 24-26) (emphasis added). 

Indeed, as clear from Dr. Bovinet’s analysis cited in the Preliminary 

Response, a person of ordinary skill in the art would have no difficulty applying the 

construction of the term “releasing means” quoted above to Sharma because 

Sharma’s slide hammer assembly has unmistakable “base,” “hammer sleeve,” and 

“shaft” structures that directly correspond to their counterparts disclosed in the ‘129 

Patent, as readily apparent in the annotated side-by-side comparison provided below. 

Id. at 23-24 (citing Ex. 2001 at ¶38-40). 

 

 Nevertheless, instead of directly applying its construction of the limitation “a 

releasing means” to Sharma—as a person of skill in the art would—the Board sua 

sponte undertook an extra claim construction step, in which the Board imposed a 

contrived construction of the term “base.” Inst. Dec. 23. This construction eliminated 

the requirement that the hammer sleeve must be releasably connected to the actual 
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base of the slide hammer assembly because it diminished the meaning of the term 

“base” to merely “a structure to which the sliding hammer sleeve is engaged when 

locked to prevent its movement.” Id. (emphasis added). The Board’s construction of 

the term “base” constitutes abuse of discretion at least for the following two reasons.  

 First, the Board’s construction disassociates the “base,” which is the structural 

component of the means-plus-function limitation “a releasing means,” from its sole 

location disclosed in the ‘129 Patent, thereby contravening the Federal Circuit case 

law discussed at length in the Preliminary Response. Prelim. Resp. 16-19. Second, 

the Board’s construction of the term “base” renders meaningless the structural 

configuration “releasably connecting a hammer sleeve to a base” and therefore is 

clearly unreasonable, arbitrary, or fanciful in light of the Board’s own finding that 

this structural configuration must be included in the construction of the term 

“releasing means.” See Inst. Dec. 22-23. These abuse-of-discretion grounds are 

explained in more detail below.  

a. The Board abused its discretion by imposing a construction of the 

term “base” that disassociates this structure from its sole location 

disclosed in the ‘129 Patent 

 In the Institution Decision, the Board correctly recognized that “[t]he ‘129 

Patent does illustrate an embodiment (at Figures 16, 17, and 21) where the base 

(reference 51) is part of or directly connected to the proximal end of the abrading 

device (reference 30).” Inst. Dec. 24. The Board did not identify any other locations 
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for the base contemplated in the ‘129 Patent—because there are none. Id. 

Nevertheless, the Board “discern[ed] no reason to limit the structure to one preferred 

embodiment, such as this embodiment.” Id. The Board’s sole rationale for this 

refusal is that the “the written description does not express that this is a required 

structural configuration, but rather calls it ‘one embodiment.’” Id. (emphasis added). 

This rationale contravenes the governing legal principles set forth in the Federal 

Circuit decisions in Nomos Corp. v. Brainlab USA, Inc., 357 F.3d 1364 (Fed. Cir. 

2004) and Grace Instrument Indus., LLC v. Chandler Instruments Co., LLC., 57 

F.4th 1001 (Fed. Cir. 2023).  

 The Preliminary Response set forth an entire section dedicated to discussion 

of Nomos and its implications to the present case. Prelim. Resp. 17-18. As explained 

in that section, in Nomos, the Federal Circuit addressed the issue of whether the 

means-plus-function limitation “a means for generating at least one ultrasound 

image” should be construed to require only “an ultrasound probe” or should also 

require “a fixation device that secures the probe to the treatment table.” Id. at 17 

(quoting Nomos Corp., 357 F.3d at 1367-68). Notably, the patent at issue did not 

require “a fixation device that secures the probe to the treatment table.” Nomos 

Corp., 357 F.3d at 1368. Rather, this structural component and its designated 

location were described using permissive terminology “may be” and “including”: 

“the means for generating the ultrasound image may be an ultrasound probe, 
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including a means for mounting the ultrasound probe to a radiation therapy device.” 

Id. (quoting U.S. Pat. No. 5,411,026) (emphasis in original). Nevertheless, because 

this was “the only embodiment of the invention described in the … patent,” the 

Federal Circuit held that “[t]his language indicates that the invention envisioned and 

claimed by the applicant included a fixation device that secures the probe to the 

treatment table.” Id. (emphasis added). For that reason, the Federal Circuit held that 

the construction of corresponding means-plus-function limitation must be such that 

“the corresponding structure is limited to that embodiment” and therefore must 

include the “fixation device that secures the probe to the treatment table.” Id. 

(emphasis added). 

 Another Federal Circuit decision to which the Preliminary Response 

dedicated an entire section is Grace Instrument. Prelim. Resp. 18-19. In that 

decision, the Federal Circuit held that when a patent discloses a single location for a 

means-plus-function structure, it is improper to “dissociate the disclosed structure 

from the location of the disclosed structure.” Id. (quoting Grace Instrument, 57 F.4th 

at 1015).  Notably, the patent at issue in Grace Instrument also used permissive 

language “could be,” “such as,” “etc.” to describe the location of the relevant 

structure: “the rotor ‘could be driven to rotate with any means such as directly driven 

at the bottom of the cell body with dynamic seal, etc.’” Id. (quoting U.S. Pat. No. 

7,412,877) (emphasis added). Nevertheless, the Federal Circuit held that because 
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“the bottom of the cell body” is the only location of the means-plus-function 

structure disclosed in the patent, the construction of the means-plus-function 

structure must be limited to that location. Id. 

 In the present case, the Board correctly recognized that Figures 16-18 and 21 

of the ‘129 depict that the base of the slide hammer assembly is located at the 

proximal end of the abrading device. Inst. Dec. 24. The ‘129 Patent does not 

contemplate any other locations for the base. Prelim. Resp. 16, 19. Thus, the Board’s 

construction of the term “base”—which dissociates this structure from its sole 

disclosed location—is based on an erroneous interpretation of the Federal Circuit 

case law set forth in Nomos and Grace Instrument, is unsupported by the disclosure 

of the ‘129 Patent, and constitutes abuse of discretion. 

b. The Board’s construction of the term “base” renders meaningless the 

structural configuration “releasably connecting a hammer sleeve to 

a base” and therefore is clearly unreasonable, arbitrary, or fanciful 

 The means-plus-function limitation “the slide hammer assembly having … a 

releasing means for transitioning the slide hammer assembly between the locked 

position and the released position” inherently requires that the hammer sleeve must 

be engaged to some structure when in the locked position—otherwise, it would not 

be locked. Ex. 1001 at 13:10-17. In the Institution Decision, the Board agreed that 

in addition to requiring the enumerated locking mechanisms—i.e., “a mating 

threaded connection, a quick disconnect attachment, a depressible tab, a latch, a 
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clasp, a clip, or a clamp”—the construction of the limitation the “releasing means” 

must include the “structural configuration” requiring a releasable connection 

between a hammer sleeve and a base. Id. at 22-23. Yet, the Board’s construction of 

the term “base”—i.e., “a structure to which the sliding hammer sleeve is engaged 

when locked to prevent its movement”—is merely redundant of the inherent 

requirement that the hammer sleeve must be engaged to some structure when in the 

locked position. Id. at 23. Thus, the Board’s construction of the term “base” renders 

meaningless the language “releasably connecting a hammer sleeve to a base,” which 

the Board itself agreed must be included in the construction of the limitation “a 

releasing means.” Id. at 22-23. Accordingly, the Board’s effective nullification of 

the structural configuration represented by the phrase “releasably connecting a 

hammer sleeve to a base,” under the pretext of answering a self-directed question 

“what is the base …?,” is clearly unreasonable, arbitrary, or fanciful and therefore 

constitutes abuse of discretion. Id. at 23 

c. Under the correct claim construction, every obviousness ground set 

forth in the Petition fails 

 All obviousness grounds set forth in the Petition hinge on Petitioner’s 

argument that Sharma teaches the “releasing means” limitation. Prelim. Resp. 23. 

Had the Board applied correct construction of this limitation to Sharma, every 

ground would indisputably fail. Id. at 22-23 (citing Ex. 2001 at ¶38-40). As 

explained at length in the Preliminary Response and the supporting declaration of 
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Dr. Bovinet, in contrast to the “releasing means” claimed in the ‘129 Patent, Sharma 

teaches a different structural configuration in which a hammer sleeve is locked to 

“the proximal tip of the central shaft”—rather than to the base of the slide hammer 

assembly. Id. (quoting Ex. 1009 at p. 20, ll. 4-16) (emphasis added).  

 In both the ‘129 Patent and Sharma, the base of the slide hammer assembly 

and the proximal tip of the central shaft are unmistakable and distinct structural 

components disposed in a diametrically opposed relation with respect to one another. 

See Ex. 1001 at Fig. 21; see also Ex. 1009 at Fig. 1. Thus, the Board’s finding that 

the claimed structural configuration in which the hammer sleeve is releasably 

connected to the “base” of the slide hammer assembly is patentably indistinct from 

Sharma’s disclosure of a hammer sleeve that locks to the “proximal tip of the central 

shaft” is unsupported by the evidence and is clearly unreasonable, arbitrary, or 

fanciful. Absent the Board’s abuse of discretion in its construction of the term 

“base,” all grounds set forth in the Petition indisputably fail because Sharma does 

not teach or suggest the structural configuration of “releasably connecting a hammer 

sleeve to a base.” Prelim. Resp. 23-24 (citing Ex. 2001 at ¶38-40) (emphasis added). 

IV. The Board’s decision to institute IPR is based on a finding that 

Petitioner established obviousness of combining multiple separate 

tools into a single abrading device—this finding is unsupported by the 

evidence in the record and constitutes abuse of discretion 

 As stated in the Preliminary Response, the governing case law constraints the 

Board to rendering its decisions based on the arguments advanced by the parties. 
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Prelim. Resp. 49 (quoting In re Magnum Oil Tools Int’l, Ltd., 829 F.3d 1364, 1381 

(Fed. Cir. 2016). In the Institution Decision, the Board found that “[u]nder each 

ground for unpatentability, Petitioner has included a designated section addressing 

… combining multiple tools and steps into a single tool.” Inst. Dec. 59 (citing Pet. 

51-53, 60-63, 69-70, 73-74, 81-82). This finding is factually false and unsupported 

by the evidence in the record.  

 Contrary to the Board’s finding quoted above, Petitioner did not set forth 

combinations of multiple separate tools into “a single tool for SI joint preparation.” 

Instead, as explained in the Preliminary Response, Petitioner attempted to prove 

obviousness of the claimed “abrading device” having “abrading surfaces” and “an 

open tip” by reciting “a disjointed assortment of separate surgical tools, without 

presenting any rationale for combining or modifying them.” Id. at 32 (emphasis 

added). Specifically, 

[i]n each invalidity ground, the Petition cites a first surgical instrument 

to allege obviousness of the “abrading surfaces” and then cites a 

second, different surgical instrument to allege obviousness of the “open 

tip.” The Petition cites these surgical instruments independently, 

without contemplating their combination or modification—let alone 

providing a reasoned rationale as to why or how these separate surgical 

instruments could be combined or modified. 

Id. 33. The Preliminary Response explained that all grounds set forth in the Petition 

fail as a matter of law because “it is axiomatic that ‘[a] patent composed of several 
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elements is not proved obvious merely by demonstrating that each element was, 

independently, known in the prior art.’” Id. at 32-33 (quoting KSR, 550 U.S. at 401). 

a. Ground 1 

 The Board’s summary of Petitioner’s Ground 1 demonstrates the Board’s 

abuse of discretion. In its analysis, the Board correctly stated that Ground 1 relies on 

Compton’s “broach 148 as the recited ‘abrading device.’” Inst. Dec. 46-47 (citing 

Pet. 54-59). The Board continued its summary of Ground 1 with the following 

findings:  

[r]egarding the ‘open tip’ and ‘cutting edge’ … , Petitioner points to 

Donner’s teaching of tooling head … and also to Otte’s box chisel … . 

Petitioner asserts either reference’s tool would be a predictable addition 

to use with Compton’s methods and structures.  

Id. at 47 (citing Pet. 52-53) (emphasis added). The emphasized words in the last 

sentence quoted above are significant for two reasons.  

 First, the part of the Board’s statement pertaining to Compton’s “structures” 

is factually incorrect because the Petition only contemplates combining Donner’s 

and Otte’s tools with Compton’s method—not structures. Pet. 52 (“It would be 

obvious to a POSITA that the joint preparation tool of Donner would be beneficially 

used in the method of Compton …. [I]t would be obvious to a POSITA to combine 

the teachings of Otte, including the disclosed instruments and techniques, with the 

SI Joint fusion methods of Compton and Donner.”) (emphasis added). This 
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conflation of the tools and methods demonstrates that the Board’s finding regarding 

Petitioner’s alleged argument with respect to “combining what were formerly 

multiple separate tools into a single tool for SI joint preparation” is untethered from 

the arguments actually set forth in the Petition and therefore is unsupported by the 

evidence in record. Inst. Dec. 46. 

 Second, as the Board recognized, Ground 1 recites Donner’s and Otte’s tools 

in “addition” to Compton’s method. Id. at 47. This finding reinforces the Preliminary 

Response argument that Petition simply adds Donner’s “joint preparation tool 50” 

or Otte’s “box chisel” to Compton’s method but “does not contemplate any 

modifications to any of these surgical devices.” Prelim. Resp. 34. In other words, as 

explained in the Preliminary Response, Ground 1 maps the limitation “abrading 

surfaces” “exclusively [to] Compton’s ‘broach 148’” and then maps the limitation 

“open tip” to “Donner’s ‘joint preparation tool 50’ and Otte’s ‘box chisel’” but fails 

to set forth a cohesive combination of these discrete structural features of separate 

surgical instruments to arrive at a single abrading device that meets every element 

of claim 1. Id. In KSR, the Supreme Court unequivocally rejected this type of 

reasoning as legally insufficient to prove obviousness. Id. at 32 (quoting KSR, 550 

U.S. at 401) (“A patent composed of several elements is not proved obvious merely 

by demonstrating that each element was, independently, known in the prior art.”). 

Therefore, the Board’s decision to institute trial on Ground 1 contravenes the 
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fundamental governing principles the Supreme Court set forth in KSR and 

constitutes abuse of discretion. 

b. Ground 2 

 In its summary of Ground 2, the Board recognized that the Petition asserts 

that “Schifano teaches the claimed ‘abrading device’ in disclosing a rasp” and then 

for the “open tip” and “cutting edge” limitations, the Petition asserts that “Schifano’s 

box chisel has an ‘open tip’ and ‘cutting edge’” and “additionally points to Martz’s 

disclosure.” Inst. Dec. 49-50 (citing Pet. 64-68). Because Schifano’s rasp is the sole 

tool cited for the abrading device having “abrading surfaces,” Petitioner cannot 

prevail on Ground 2 without proving obviousness of combining Schifano’s rasp with 

the cited structural features of Schifano’s box chisel or Martz’s chisel tool into a 

single abrading device. Prelim. Resp. 34-35. The Petition does not set forth such 

combination. See Pet. 64-68.1 Accordingly, Ground 2 fails as a matter of law for the 

same reason as Ground 1: Petitioner cannot prove obviousness of the claimed 

abrading device by merely mapping its various features to multiple separate surgical 

                                                           
1 Instead, the Petition argues that “[t]he box chisel tool of Martz can be easily 

substituted for the box chisel and rasp of Schifano”—and then reverts back to 

Schifano’s separate box chisel and rasp for combining with Sharma’s slide hammer: 

“[i]t would be obvious to a POSITA that the universal impactor with a slap hammer 

device would be beneficially used with the instruments (e.g., the box chisel and rasp) 

used in the method of Schifano.” Pet. 62-63 (emphasis added). 
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tools, without setting forth a cohesive combination of the cited features into a single 

abrading device. The Board’s finding to the contrary is abuse of discretion. 

c. Ground 3 

 As the Board correctly recognized, Ground 3 is analogous to Ground 2 and 

merely “swaps Compton … in place of Schifano.” Inst. Dec. 50. Thus, Ground 3 

fails as a matter of law for the same reasons as Grounds 1 and 2, and the Board’s 

finding to the contrary constitutes abuse of discretion. Prelim. Resp. 35. 

d. Ground 4 

 The Board correctly summarized Petitioner’s argument in Ground 4 with 

respect to the abrading device as follows: “Petitioner asserts that … Black discloses 

rasp 1000 that teaches the claimed ‘abrading device,’ and Black’s box chisel 900 

teaches an ‘open tip’ and ‘cutting edge’ …. In addition to this, Petitioner again 

asserts that Martz teaches an open-tipped chisel tool with a cutting edge.” Inst. Dec. 

51-52 (citing Pet. 51-52). Thus, as with Grounds 1-3, Ground 4 maps the abrading 

device having “abrading surfaces” to a first surgical instrument—Black’s rasp 

1000—and then for the “open tip” limitation, “Petitioner switches to two other 

surgical tools: Black’s ‘box chisel 900’ and Martz’s chisel tool.” Prelim. Resp. 35 

(citing Pet. 78-79). As the Preliminary Response explained: because “the Petition 

lacks any discussion pertaining to combining Black’s ‘rasp 1000’ with either Black’s 

‘box chisel 900’ or Martz’s chisel tool,” Ground 4 fails as a matter of law under KSR 
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for the same reasons as Grounds 1-3. Prelim. Resp. 35. The Board abused its 

discretion by finding that Ground 4 has a reasonable likelihood of success. 

e. Ground 5  

 The Board summarized Ground 5 as “the same case as for Ground 4, but 

swaps Donner … in place of Martz.” Inst. Dec. 52 (citing Pet. 81-85). This finding 

is factually erroneous because for the limitations directed to the “abrading device,” 

Ground 5 continues to rely on the same assortment of Black’s and Martz’s tools as 

Ground 4. Pet. 83. In any case, Ground 5 inherits the fatal defects of Ground 4 and 

therefore fails as a matter of law for the same reasons as Ground 4.  

 The Board abused its discretion by finding a reasonable likelihood of success 

on Ground 5, despite Petitioner’s failure to set forth a cohesive combination of 

Black’s rasp with the cited structural features of Black’s box chisel or Martz’s chisel 

tool to arrive at a single abrading device. 

V.   Relief Requested 

The Director should reverse the Board’s institution decision because under 

the legally required claim construction, the cited prior art indisputably does not teach 

or suggest the “releasing means” limitation. Alternatively, the Director should 

reverse the Board’s institution decision because the Petition clearly failed to 

establish a prima facie case of obviousness under the fundamental governing 

principles the Supreme Court set forth in KSR. 
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