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CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before
responding, clicking on links, or opening attachments.

To the Director of the USPTO

Petitioner, Orthocision Inc., respectfully requests rehearing under 37 C.F.R. § 42.71(d)(2) of certain
findings in the Board’s Final Written Decision issued on September 18, 2024 (the “Decision”), in
IPR2023-00625. Specifically, Petitioner requests that the Director review the attached Petitioner's
Request for Director Review, filed today, October 18, 2024, in accordance with the Board’s interim
Director review guidance and in line with United States v. Arthrex, Inc., 141 S. Ct. 1970 (2021).

Counsel for Patent Owner are copied on this email, and a courtesy copy has also been sent to
Director_PTABDecision_Review@uspto.gov.

Statement of Counsel:

The Decision includes certain erroneous findings, as follows:

1. The Board erred in finding that Grounds 2-5 failed to establish that U.S. Patent No. 11020129
was obvious based solely on its interpretation of the Martz reference (Ex. 1008) without
further consideration or analysis.

2. The Board applied an overly narrow interpretation of Martz, contrary to the flexible and
expansive approach mandated by KSR Int'l Co. v. Teleflex Inc., 550 U.S. 398 (2006).

To correct these errors and ensure consistent treatment of patents under inter partes review,
Petitioner respectfully requests Director review the Board’s decision and requests that the Director
vacate the Decision and grant a rehearing.

Best regards,

William K. Nelson
Patent Attorney
Shareholder

Sierra IP Law, PC
P.O. Box 5637
Fresno, CA 93755-5637
Office: (559) 436-3800

IPR2023-00625
Ex. 3102
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I.  INTRODUCTION AND STATEMENT OF RELIEF REQUESTED 


Petitioner, Orthocision, Inc. requests rehearing under 37 C.F.R. § 


42.71(d)(2) of certain holdings in the Board’s Final Written Decision in the 


Inter Partes Review of U.S. Patent No. 11,020,129 (the “‘129 Patent”) filed 


on September 18, 2024 (Paper 34, the “Decision”). Specifically, Petitioner 


requests review by the Director under the Board’s interim Director review 


guidance1 and in accordance with United States v. Arthrex, Inc., 141 S. Ct. 


1970 (2021). 


The Decision includes certain findings that are erroneous as 


demonstrated by errors in the Decision, Petitioner’s arguments, and other 


matters in the established record of the case.  To address the Board’s errors 


and to promote consistent, clear treatment of patents subject to inter partes 


review, Petitioner also requests review by the Director on the following 


issues presented: 


1. The Board erred in finding that grounds 2-5 fail to establish 


that the ‘129 patent obvious based solely on its interpretation 


of Martz (Ex. 1008).  


 
1https://www.federalregister.gov/documents/2022/07/20/2022-15475/request 


-for-comments-on-director-review-precedential-opinion-panel-review-and-


internal-circulation. Pursuant to the Board’s interim review process, the 


Director is being notified of this Request via email to 


Director_PTABDecision_Review@uspto.gov. 
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Petitioner respectfully requests that the Director vacate the Decision 


and grant a rehearing in view of the issues presented here.  


II. ARGUMENT  


  


A. THE BOARD ERRED IN FINDING THAT GROUNDS 2-5 


FAIL TO ESTABLISH THAT THE ‘129 PATENT OBVIOUS 


BASED SOLELY ON ITS INTERPRETATION OF MARTZ 


(Ex. 1008). 


 The Board bases its findings that Grounds 2-5 of the Petition fail 


based solely on its interpretation of the Martz reference, as explained on 


pages 65-70 of the Board’s decision. (Paper 34).  The Board found that 


Petitioner failed to properly explain how the leading edge of Martz is able to 


cut bone tissue in the sacroiliac (SI) joint.  (Paper 34, p. 68).  The Board 


states that Martz does not expressly teach that the leading cutting edge of 


chisel of Martz described as being configured to cut bone and that the “tool 


is not described as used in a way where it might function this way”. (Paper 


34, p. 68).  The Board errs in its application of obviousness under 35 U.S.C. 


§ 103.  Under a proper obviousness analysis, Martz meets the limitation that 


of “a cutting edge disposed at a leading edge of the open tip, the cutting edge 


configured to cut bone tissue in the sacroiliac joint” as recited in Claim 1. 
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 The Petition states that the rasping surfaces 372 and 374 of the leading 


cutting edges 369 and 369’ are used to “scrape disc material and bone from 


adjacent vertebrae to prepare the disc space for insertion of a spinal 


implant,” which is fully supported by Martz at ¶[0306]. (Paper 1, p. 47; 


emphasis added).  As shown in Figures 76a-76c, the rasping surfaces 372 


and 374 run all the way up to the leading edge of the guide members 369 


and 369’ as shown in annotated Figures 76a-76c in the Petition, which are 


reproduced below. (Paper 1, p. 47).  Thus, Martz inherently discloses that 


the leading edge is able to remove bone tissue by scraping and does not say 


anywhere that it is incapable of cutting bone, which was addressed at the 


hearing.  (Paper 33, p. 47, 7-10).  The distinction between scraping and 


cutting is too tenuous to find that Martz does not sufficiently teach one of 


ordinary skill in the art that the design of Martz can be adapted and used to 


cut bone tissue, particularly in view of the high level of skill of the skilled 


artisan in this case:  “A POSITA is a person possessing at least (1) a 


Bachelor of Science in Mechanical, Biomechanical or Biomedical 


engineering, or a related field of science, as well as at least three years of 


experience in the field of orthopedic implants or would be a practicing spinal 


orthopedic surgeon with at least 3 years of experience and at least some 
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experience in the design and/or use of spinal orthopedic implants.” (Paper 


34, p. 12). 


 


 


 Furthermore, the teaching of prior art is not limited to particular 


examples, but rather extends to all that is disclosed, and is good for all that it 


would have fairly “suggested to one of ordinary skill in the art at the time 


[of] the invention.” Merck & Co. v. Biocraft Labs., Inc., 874 F.2d 804, 807 


(Fed. Cir. 1989) (internal citation omitted); see also In re Fracalossi, 681 


F.2d 792, 794 n.1 (CCPA 1982) (holding that a prior art’s disclosure is not 


limited to its examples); see also In re Boe, 355 F.2d 961, 965 (CCPA 1966) 







IPR2023-00625  Paper No. 35 


U.S. Patent No. 11,020,129 


 


 5 


(explaining that all of the disclosures in a prior art reference “must be 


evaluated for what they fairly teach one of ordinary skill in the art”). 


 Structures 369 and 369’ are characterized as “cutting edges”, meant to 


cut tissue.  (Ex. 1008, ¶[0025]). The Board’s strict requirement that there be 


an express disclosure that the leading cutting edges are operable to cut bone 


in order to render the limitation of “a cutting edge disposed at a leading edge 


of the open tip, the cutting edge configured to cut bone tissue in the 


sacroiliac joint” demands literal disclosure to a degree that is not required to 


show obviousness. 


 The Board’s finding that Grounds 2-5 fail is based solely on an overly 


constricted interpretation of Martz and directly contradicts the “expansive 


and flexible approach to the obviousness question” mandated in KSR. KSR 


Int'l Co. v. Teleflex Inc., 550 U.S. 398, 401 (2006). The Board’s finding 


hinges on an absence of an express statement in Martz that leading cutting 


edges 369 and 369’ are capable of cutting bone.  In view of the Board’s 


focus on the ability to cut bone, the apparent jump from Martz’s disclosed 


use of the chisel to form in intervertebral joints to forming a void in a 


sacroiliac (SI) joint appears to be limited to the necessary sharpness and 


strength of the cutting edges of the chisel of Martz.  However, a skilled 


artisan is not an automaton. KSR, 550 U.S. at 401.  An appropriate 
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obviousness analysis takes “account of the inferences and creative steps that 


a person of ordinary skill in the art would employ,” which here would have 


involved (1) recognizing that Martz discloses a combination tool that 


includes box chisel and rasp elements that cut through joint tissue with a 


leading cutting edge, while rasping the tissue adjacent to the cut, and (2) 


making needed adjustments to the leading edge of the chisel-rasp tool that 


would adapt those functionalities to prepare a sacroiliac joint in the same 


way (which is also part of vertebral column). See In re Translogic 


Technology, Inc., 504 F.3d 1249, 1262 (Fed. Cir. 2007) (quoting KSR, 550 


U.S. at 418). 


 The Petition also sufficiently explains that the chisel-rasp tool is 


sufficiently applicable to the SI joint:  


“The bone surfaces of intervertebral discs are analogous in their 


structure to the articular surfaces of the sacrum and ilium in the 


sacroiliac joint.  ([Ex.1017, ¶135]).  It would be obvious to a POSITA 


that the drill-less method of preparing the bony surfaces of adjacent 


vertebral bodies would be applicable to the articular surfaces of the 


sacrum and ilium with a reasonable expectation of success.  (Ibid.).  


Therefore, it would be obvious to a POSITA to modify the method of 


Schifano to utilize the box chisel, rasp combination tool of Martz to 
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prepare an implant void in the articular surfaces of the sacrum and 


ilium in the SI Joint without the need for a drill.  (Ibid.).”  (Paper 1, 


pp. 62-63). 


 Contrary to the Board’s logic, a skilled artisan would have the 


necessary creativity to apply the combined tool of Martz to a procedure of 


cutting and rasping the sacroiliac joint with the appropriate sharpness and 


blade strength. In re Sovish, 769 F.2d 738, 743 (Fed. Cir. 1985) (rejecting 


non-obviousness argument that “presumes stupidity rather than skill” from 


the skilled artisan). It would be a routine matter for the skilled artisan to take 


the chisel-rasp combination of Martz and shown above and ensure that the 


leading cutting edges have sufficient strength and sharpness to cut through 


the sacrum and ilium of the SI joint, particularly in view of the high level of 


skill of the skilled artisan in this case.  (Paper 34, p. 12).   


  Additionally, the Petition points out that Martz suggests the 


combination of a box chisel and a rasp in multiple points, e.g., in Ground 2: 


“The box chisel of Martz performs the functions of two of the tools 


utilized in the method of Schifano:  the box chisel and rasp.  (Ex.1017, 


¶134; Ex.1008, ¶[0305]).  The box chisel tool of Martz can be easily 


substituted for the box chisel and rasp of Schifano and predictably 


improve the efficiency of the method of Schifano.  (Ex.1017, ¶134).  
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The combined box chisel and rasp accomplishes the function of the 


box chisel (shaping an implant void allowing for the insertion of a 


fusion implant in the intervertebral space) and function of the rasp 


(decorticating the articular bone and filing the bone surface to provide 


a regular surface and induce bone repair) in one operation, eliminating 


the time and effort needed to insert and extract a second tool and 


apply the tools separately in the SI Joint.  (Ibid.). Therefore, it would 


be obvious to a POSITA to utilize the box chisel, rasp combination 


tool of Martz in the method of Schifano in substitution for the separate 


box chisel and rasp.  (Ibid.).” (Paper 1, p. 62).  


The statements are sufficient guidance and articulation to support a case of 


obviousness based on (1) the chisel-rasp of Martz being substituted for 


separate box chisel and rasp of Schifano, or (2) the box chisel and rasp of 


Schifano being combined into a single tool similar to the chisel-rasp of 


Martz.  The Board’s decision does not address the second basis of 


combining box chisel and rasp of Schifano.   


 The Board treats the Petition as though it provides no rationale for 


combining teachings of the multiple prior art references and simply “maps 


the limitations” in the clams of the ‘129 Patent to the teachings of the prior 


art.  The foregoing example from the petition clearly show that there is 
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“articulated reasoning with some rational underpinning to support the legal 


conclusion of obviousness.”   


 The Board errs in its finding that Grounds 2-5 in the Petition fail 


based solely on its overly narrow interpretation of Martz.  (Paper 34, pp. 66, 


70).  Petitioner respectfully requests that the Decision be vacated on this 


basis and that a rehearing be granted. 


VII.  CONCLUSION 


  Petitioner requests that the Director grant review and review de novo 


the issues presented herein, vacate the Decision, and grant a re-hearing. 


 
Dated:  October 18, 2024 
 
      SIERRA IP LAW, PC 
      A Professional Corporation 
 
 
      By  /William K. Nelson/  
        


WILLIAM K. NELSON 
       Attorney for Petitioner, 
       Orthocision Inc. 
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CERTIFICATE OF TYPE VOLUME LIMITATIONS 


 


Pursuant to 37 C.F.R. §42.24(d), the undersigned certifies that the 


foregoing Request for Director Review exclusive of the parts exempted as 


provided in 37 C.F.R. §42.24(a), contains 15 or fewer pages and therefore 


complies with the type-volume limitations of 37 C.F.R. 42.24(a)(1)(v). 


  


Dated:  October 18, 2024 


 
      SIERRA IP LAW, PC 
      A Professional Corporation 
 
 
      By  /William K. Nelson/  
        


WILLIAM K. NELSON 
       Attorney for Petitioner, 
       Orthocision Inc. 
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CERTIFICATE OF SERVICE 


 


 Pursuant to the Interim Process for Director Review, I certify that on 


this 18th day of October 2024, I caused to have served a copy of the 


foregoing REQUEST FOR DIRECTOR REVIEW to the Director of the 


USPTO, and to lead and back up counsel of record for Patent Owner at the 


following email addresses: 


  Director_PTABDecision_Review@uspto.gov; 


  Stephen E. Kelly <stephen.kelly@hwhlaw.com>;  


Thomas Banks <thomas.Banks@hwhlaw.com>; 


  Andriy Lytvyn  <andriy.lytvyn@hwhlaw.com>. 


The Request for Director Review will also be filed with the PTAB via the P-


TACTS system. 


      SIERRA IP LAW, PC 
      A Professional Corporation 
 
 
      By  /William K. Nelson/  
        


WILLIAM K. NELSON 
       Attorney for Petitioner, 
       Orthocision Inc. 
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