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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

COPELAND COMFORT CONTROL LP, ECOBEE TECHNOLOGIES ULC
Petitioners,
V.
OLLNOVA TECHNOLOGIES LTD.,

Patent Owner.

Case IPR2023-00626
Patent 7,746,887

PATENT OWNER’S REQUEST FOR DIRECTOR REVIEW!

Mail Stop “PATENT BOARD”
Patent Trial and Appeal Board
U.S. Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

' Copeland Comfort Control LP is the legal successor to the original petitioner
Emerson Electric Co. gPaper 6, 1) and ecobee Technologies ULC is a joined
petitioner. Paper 21,19.
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I. INTRODUCTION

Patent Owner Ollnova Technologies Ltd. (“Patent Owner”) requests Director
review pursuant to 37 C.F.R. § 42.71(d) regarding the finding in the Final Written
Decision (“FWD”) that claims 1, 3-8, 14, 15, and 18 of U.S. Patent No. 7,746,887
(“the 887 patent”) are unpatentable. The Board’s unpatentability decision rests on
legal error and an erroneous conclusion of law stemming from the Board’s
construction of the term “suspended.” Patent Owner’s request is particularly worthy
of Director review because the Board issued a claim construction position regarding
the term “suspended” that is inconsistent with the claim construction of the same
term in the same patent by the United States District Court in Ollnova Technologies
Limited v. ecobee Technologies ULC, No. 2:22-cv-00072-JRG.

II. LEGAL STANDARDS

Under the USPTO’s interim procedures, Director review of a Board decision
may be warranted to determine if it includes, among other things, “(a) an abuse of
discretion, (b) important issues of law or policy, (c) erroneous findings of material
fact, or (d) erroneous conclusions of law. USPTO Website, Revised Interim Director
Review Process.? Requests for Director Review must be filed within thirty days of

the entry of a final written decision. 37 C.F.R. § 42.71(d).

2 https://www.uspto.gov/patents/ptab/decisions/revised-interim-director-review-
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III. SUMMARY OF ARGUMENT

In the Petition, Petitioner sought review of independent claim 1 and dependent
claims 3-8, 14, 15 and 18. Pet., Paper 2, 1. Claim 1 recites “wherein transmission
of the most recent reading of the indicator stored in memory during the period of the

transmission interval is suspended in response to detecting a change in the sensed

condition with the predetermined range.” FWD, 6-7. Patent Owner contends that
the term “is suspended” should be construed as ‘“that would otherwise occur is
stopped” consistent with the District Court’s construction of the same term in the
same claim of the same patent in in Ollnova Technologies Limited v. ecobee
Technologies, ULC, No. 2:22-cv-00072-JRG (E.D. Tex. Apr. 10, 2023).

Notably, this is the same construction that was urged by Joined Petitioner
ecobee Technologies, ULC (“ecobee”) in the District Court. Ex. 1023, 17. As
discussed below, the Board erred when it construed “suspended” overbroadly and
inconsistently with the District Court’s construction of the same term in the same
claim of the same patent in litigation involving a petitioner. Moreover, the Board
did not address collateral estoppel, which is now relevant as the District Court has
ruled on all of the post-trial motions and there is a valid and final judgment. “It is

well established that collateral estoppel, also known as issue preclusion, applies in

process.
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the administrative context.” SynQor, Inc. v. Vicor Corporation, 988 F.3d 1341, 1347

(Fed. Cir. 2021) (quoting MaxLinear, Inc. v. CF Crespe LLC, 880 F.3d 1373 (Fed.
Cir. 2018)).

The Board’s construction was erroneous for several reasons. First, the
Board’s analysis of the claim language improperly imposes requirements for
construction. FWD, 12-13. Second, the Board, while recognizing that three cited
portions of the ’887 patent specification “appear to align with Patent Owner’s
proposed construction,” FWD, 14, misconstrues two other portions of the ’887
patent specification that do not contradict Patent Owner’s proposed construction.
FWD, 14-15. Third, the Board’s rationale for disregarding the District Court’s claim
construction does not withstand scrutiny. FWD, 11 n.8. Lastly, the Board’s
compound construction (“and where a transmission is not made because there is no
change in an indicator a change does not exceed a limit”) cannot be reconciled with
the ecobee District Court’s construction as the Board’s construction is essentially
“not transmitted” and encompasses situations where the transmission would not have

otherwise occurred. FWD, 15.

IV. THE BOARD’S CONSTRUCTION OF “IS SUSPENDED” IS
ERRONEOUS.

The Board erroneously construed “suspended” as encompassing situations

where an action would not have occurred and situations where an action would have
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occurred but for the suspension. The Board held that “the plain and ordinary

meaning of ‘suspended’, as used in the challenged claims, encompasses both where

a transmission that would otherwise occur is suspended by an action such as

overriding a flag and where a transmission is not made because there is no change

in an indicator or a change does not exceed a limit.” FWD, 15. This was not

harmless error because the prior art does not teach, disclose or suggest “suspension”

of “transmission” “during the period of the transmission interval”—i.e., stopping a

transmission that would otherwise occur during the period of the “transmission

interval.” Instead, the prior art simply describes making a decision to transmit or
not transmit.

The term “suspended” appears in clause l.e of the only challenged

independent claim as shown below.

[1.pre] A wireless automation device, comprising:

[1.a] a transceiver operable to wirelessly communicate packets of
information over a wireless network;

[1.b] a sensor operable to generate a indicator for a sensed condition;

[1.c] a controller configured to poll the sensor at a polling interval to
read the indicator during a current period of the polling interval
and to selectively operate the transceiver to communicate
information associated reading of the indicator; and
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[1.d] a memory, the controller storing a reading of the indicator
during the current period in the memory, where the memory
stores at least one prior reading of the indicator, the prior
reading of the indicator made during a prior period of the
polling interval,

[1.e] wherein the transceiver is configured to transmit a most recent
reading of the indicator stored in the memory during a period of
a transmission interval in response to detecting a change in the
sensed condition outside a predetermined range and wherein
transmission of the most recent reading of the indicator stored in
the memory during the period of the transmission interval is
suspended in response to detecting a change in the sensed
condition within the predetermined range.

The clause “wherein transmission of the most recent reading of the indicator
stored in the memory during the period of the transmission interval is suspended in
response to detecting a chance in the sensed condition within the predetermined
range” of limitation [1.e] is properly construed as “wherein the transmission of the

most recent reading of the indicator that would otherwise occur is stopped in

response to detecting a change in the sensed condition within the predetermined
range.”

The first wherein clause in [1.e], “wherein the transceiver is configured to
transmit a most recent reading of the indicator stored in the memory during a period
of a transmission interval in response to detecting a change in the sensed condition

outside a predetermined range,” simply recites one possible transceiver
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configuration, (i.e., transmitting in response to detecting a change in the sensed

condition outside a predetermined range), but is silent with respect to what is claimed

in response to detecting a change in the sensed condition within the predetermined

range. The configuration of the claimed transceiver in response to changes within

and outside a predetermined range are independent and the second clause is not

rendered superfluous by a proper construction of “is suspended.” The Board’s

rationale based upon the language of claim 1 is premised upon a non sequitur and is
erroneous.

The word “suspend” is used consistently in the 887 Patent to describe the
prevention of a transmission that would otherwise have occurred during a
transmission interval. See *887 Patent, 11:3-15 (“the processor 214 may control the
transceiver 216 to suspend the transmission of information, notwithstanding a flag
being set identifying a transmission may be pending”); 11:50-12:3 (*“The transceiver
may be controlled to suspend the transmission of information transmission period,
until the counter reaches a send limit.”).

The suspensions disclosed in the 887 Patent are within the context of
preventing a transmission which would otherwise occur during a transmission
interval from being transmitted and are unrelated to periods during which no

transmission is scheduled to occur. See *887 Patent, 11:8-14 (explaining that “the
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processor 214 may control the transceiver 216 to suspend the transmission of
information” in the context of preventing transmissions during transmission
intervals from occurring unless a “a number of successive transmission periods in
which information was not transmitted” have elapsed); 11:37-41 (“transceiver 216
may transmit information only during a transmission period in which a current
difference Di exceeds the difference limit D1, and may not transmit during intervals
in which the current difference Di does not exceed the difference limit DI”); 11:56-
57 (“[t]he transceiver may be controlled to suspend the transmission of information

2.

The fourth example from the *887 Patent specification cited by the Board is,
respectfully, fully consistent with the language of [ 1.e] and Patent Owner’s proposed
construction. The first cited sentence corresponds to the first wherein clause.
Compare “information may be communicated in response to a comparison that
identifies a change in the sensed condition outside a band limit, or a reading of the
indicator beyond a limit” (FWD, 14 (quoting 887 Patent specification, 3:32-36))
with “wherein the transceiver is configured to transmit a most recent reading of the
indicator stored in the memory during a period of a transmission interval in response

to detecting a change in the sensed condition outside a predetermined range” [1.e].

The second cited sentence corresponds to the second wherein clause. Compare “a
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transmission of information may be suspended for periods of a transmission for

which no change in the indicator has been identified” FWD, 14 (quoting 887 Patent

specification, 3:36-37)) with ‘“transmission of the most recent reading of the

indicator stored in the memory during the period of the transmission interval is

suspended in response to detecting a change in the sensed condition within the
predetermined range. [1.e].

The fifth example from the *887 Patent specification cited by the Board does
not, as the Board concedes, use the term “suspended.” FWD, 14. Respectfully, this
cited portion of the 887 Patent specification, which does not use the term
“suspended,” simply describes various aspects of transceiver communication that
may (or may not) occur and is not dispositive of the term “suspended” in the claims
of the *887 Patent.

A. The District Court in_the Eastern District of Texas correctly

construed suspended and the Board erred by disregarding the
District Court’s construction.

As the District Court noted, the plain and ordinary meaning of “suspend” is
“[t]o cause to stop for a period; interrupt” or “[t]o halt a process temporarily” as
urged by Petitioner ecobee. See Ex. 1023, P.R. 4-3 Joint Claim Construction and
Prehearing Statement at 17; Ex. 2002, Claim Construction Order at 7. The District

Court also found that this ordinary meaning was consistent with the specification of
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the *887 patent which describes that “the processor 216 may control the transceiver
216 to suspend the transmission of information, notwithstanding a flag being set
identifying a transmission may be pending.” Ex. 2002, Claim Construction Order,
7 (citing 887 Patent, 11:8-11). In evaluating the clause further, the District Court
also determined that, “[b]ased on the ordinary meaning of the term and the intrinsic
record, ‘suspended’ is clearly something more than ‘not transmitted.”” Id., 8.
Accordingly, the “wherein transmission ... is suspended” clause in claim limitation
[1.e] of the 887 patent should be construed as “wherein the transmission of the most
recent reading of the indicator that would otherwise occur is stopped in response to
detecting a change in the sensed condition within the predetermined range,” as did
the District Court.

The Board’s rationale for disregarding the District Court’s claim construction
does not withstand scrutiny. The Board reasoned that “[t]he district court construed
this clause as ‘wherein the transmission of the most recent reading of the indicator
that would otherwise occur is stopped for the remainder of the transmission interval
in response to detecting a change in the sensed condition within the predetermined
range’ and asserted that the Patent Owner’s proposed construction is different than

the district court construction. FWD, 11 n.8. However, as Petitioners admitted, “the

differences in these constructions is immaterial to P[atent] O[wner]’s arguments.
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Paper 17, Reply, 6 n.6. Moreover, the District Court explicitly adopted Petitioner
ecobee’s construction while noting that, as ecobee asserted during the claim
construction hearing, ecobee was “not suggesting it’s a permanent stop.” Ex. 2002,
Claim Construction Order, 8 (quoting H’rg Tr., Dkt. No. 102 at 6). As the District
Court explicitly stated, “the Court adopts ecobee’s construction, but notes any
stoppage 1s only for the remainder of the transmission interval.” Ex. 2002, Claim
Construction Order, 8. Respectfully, neither of the parties nor the Board have
suggested that the claimed suspension would be a permanent stop or for longer than
the transmission interval and the Board’s rationale for disregarding the District

Court’s claim construction 1S erroneous.

B. The Board erred with a contrary construction of “suspended” that
cannot be reconciled with the District Court’s construction.

The Board’s determination that “the plain and ordinary meaning of

‘suspended’, as used in the challenged claims, encompasses both where a

transmission that would otherwise occur is suspended by an action such as
overriding a flag and where a transmission is not made because there is no change
in an indicator or a change does not exceed a limit” is overly broad because it
encompasses both a “suspended” transmission and a transmission that would not
be made. FWD, 14 (emphasis added). As such, it cannot be reconciled with the

District Court’s ruling that “[b]ased on the ordinary meaning of the term and the

10
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intrinsic record, ‘suspended’ is clearly something more than ‘not transmitted.”” Ex.
2002, Claim Construction Order, 8.

As discussed above, the Board’s overly broad construction is an erroneous
conclusion of law based on an erroneous analysis of the claim language and the
intrinsic evidence of the 887 Patent specification. It cannot be reconciled with the
District Court’s claim construction which adopted Petitioner ecobee’s construction
and accordingly should be subjected to Director review to either determine the
correct claim construction or remand to the Board for full consideration with respect
to the District Court’s claim construction.

C. Issue Preclusion (collateral estoppel) should preclude the Board

from adopting a claim construction that cannot be reconciled with

the claim construction urged by Petitioner ecobee and adopted by
the District Court.

“It 1s well established that collateral estoppel, also known as issue preclusion,
applies in the administrative context.” SynQor, Inc. v. Vicor Corporation, 988 F.3d
1341, 1347 (Fed. Cir. 2021) (quoting MaxLinear, Inc. v. CF Crespe LLC, 880 F.3d
1373, (Fed. Cir. 2018)).

There are four requirements for collateral estoppel to apply:

(1) the issue sought to be precluded must be the same as the one involved in

the prior action;

(2) the issue must have been actually litigated;

11
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(3) the issue must have been determined by a valid and final judgment; and
(4) the determination must have been essential to the prior judgment.
Uniloc USA, Inc. v. Motorola Mobility LLC, 52 F.4th 1340, 1346 (Fed. Cir. 2022).
Moreover, the party against whom preclusion is asserted must also have been a party
to the prior adjudication. Id., 1347 (citing Lee by Lee v. United States, 124 F.3d
1291, 1296 (Fed. Cir. 1997), amended by 129 F.3d 182 (Fed. Cir. 1997).
The issue here is the construction of the term “is suspended” in claim1 of the
’887 Patent. There can be no question that this issue was involved in the prior action,
Ollnova Technologies Limited v. ecobee Technologies ULC, No. 2:22-cv-00072-
JRG (United States District Court, Eastern District of Texas). See Ex. 2002, Claim
Construction Order, 7-8. There is also no question that this issue was actually
litigated. Id. There is also no question that this issue was determined by a valid and
final judgment. See Final Judgment, Dkt. No. 237, Ollnova Technologies Limited v.
ecobee Technologies ULC, No. 2:22-cv-00072-JRG (March 1, 2024) and Orders on
post-trial motions, Dkt. Nos. 288, 289, 290, and 291, Ollnova Technologies Limited
v. ecobee Technologies ULC, No. 2:22-cv-00072-JRG. Furthermore, there is no
question construction of a claim that was found to be infringed was essential to the
prior judgment. Lastly, there is no question that the party against whom preclusion

is asserted, Petitioner ecobee Technologies ULC, was a party to the prior
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adjudication, Ollnova Technologies Limited v. ecobee Technologies ULC, No. 2:22-

cv-00072-JRG (E.D. Tex.). In fact, as discussed above, the District Court adopted
the claim construction urged by Petitioner ecobee in that proceeding.

Accordingly, Petitioner ecobee Technologies ULC is collaterally estopped
from asserting a claim construction of “suspended” that is inconsistent with, and
cannot be reconciled with, the claim construction from the prior adjudication and
Director review is appropriate for this reason as well.

V. CONCLUSION

Patent Owner respectfully requests that the Director grant review of the final
written decision because the Board’s construction of “suspended” is erroneous for
the reasons stated above and because it cannot be reconciled with the District Court’s

construction of the same term in the same claim in the same patent and because of

collateral estoppel or issue preclusion.

Date: October 30, 2024 Respectfully submitted,

/Brett Cooper/
Brett Cooper, Reg. No. 55,085
Lead counsel for Patent Owner
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CERTIFICATE OF SERVICE (37 C.F.R. § 42.6(e))

The undersigned hereby certifies that the above document was served on
October 30, 2024, by filing this document through the Patent Trial and Appeal Case
Tracking System as well as delivering a copy via electronic mail upon the following
attorneys of record for the Petitioner:

James L. Davis, Jr. (Reg. No. 57,325)
james.l.davis@ropesgray.com

Daniel W. Richards (Reg. No. 69,652)
daniel.richards@ropesgray.com

ROPES & GRAY LLP
Copeland-Ollnova-Ropes-IPR-Service@ropesgray.com
1900 University Avenue, 6th Floor

East Palo Alto, CA 94303-2284

Phone: 650-617-4794

Fax: 617-235-9492

Justin J. Oliver (Reg. No. 44,986)
JOliver@Venable.com

Alvin Lee (Reg. No. 79,728)
ALee@Venable.com

VENABLE LLP

600 Massachusetts Avenue, NW
Washington, D.C. 20001
Telephone: 202-721-5423
Facsimile: 202-344-8300

Date: October 30, 2024 /Brett Cooper/

BC Law Group, P.C. Brett Cooper

200 Madison Avenue, 24th Floor Reg. No. 55,085

New York, NY 10016 Attorney for Patent Owner

(212) 951-0100








