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Instituted Grounds

Ground Challenged Claims Basis References

1 1-4, 8-11 §102 Mehta

2 1-14 §103(a) Mehta, Schlapfer

Pet. at 22

2Pet. at 22; ID at 8, 33.
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Disputed Issues

3

“a plurality of different implementations of at least one of the items of 

digital content”

“the product catalog including, in association with each item of content, a

reference to each implementation of said item of content”

“the selected portion, as presented to the subscriber, provides only a single

description of each item of digital content in said portion, regardless of the 

number of implementations of each said item”

“selecting an implementation of the requested item of digital content, based 

on device capabilities of the wireless device used by the subscriber”

“provisioning models corresponding to a different set of device capabilities”

“a corresponding set of provisioning attributes and descriptors”

A POSITA would have been motivated to combine Mehta and Schlapfer

1

2

3

4

5

6

7



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Ex. 1031

U.S. Patent No. 7,233,790

POR at 9

Title: 

Device Capability Based Discovery, Packaging and Provisioning 

of Content for Wireless Mobile Devices

Priority Date: 

June 19, 2003

’790

Ex1001 (’790 Patent)

4EX1001 at Title, (22); POR at 9.
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’790 Patent | Alleged Problem | No Central Content Store

5

Ex1001 (’790 Patent) at 1:45-56

’790

Pet. at 5-7; POR at 3-5; Reply at 2-3; EX1001 at 1:45-59; EX1002 ¶ 36.
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’790 Patent | Alleged Problem | 
Subscriber Devices Need Different Provisioning

6

Ex1001 (’790 Patent) at 1:60 – 2:10

’790

*  *  *

Pet. at 5-7; POR at 3-5; Reply at 2-3; EX1001 at 1:60-2:16; EX1002 ¶ 36.
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’790 Patent | Disclosed Solution | Download Manager

Ex1001 (’790 Patent) at 3:45-48

Ex1001 (’790 Patent) at Fig. 1

Ex1001 (’790 Patent) at 3:66 – 4:6

7
Pet. at 6-8; ID at 3-5; POR at 4-5; Reply at 2-3; EX1001 at Abstract, 3:45-48, 3:66-4:6, 

4:11-20, 6:46-52, 7:31-45, 12:9-13, 12:65-13:3, 13:39-44, Figs. 1-3; EX1002 ¶¶ 50-54.



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Ex. 1031

’790 Patent | “items of content” and “implementations”

8

Ex1001 (’790 Patent) at 9:37-42

Ex1001 (’790 Patent) at 4:9-18

Ex1001 (’790 Patent) at Fig. 1

Pet. at 28-29; ID at 5; Reply at 5-6, 10; EX1001 at 4:9-18, 9:18-51, Fig. 1; EX1002 ¶ 65.
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’790 Patent | Representative Claim 2

Ex1001 (’790 Patent) at Claim 2

9
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Ex1003 (Mehta) at [0005]

Ex1003 (Mehta) at [0085]

Ex1003 (Mehta) at Fig. 1

EX1002 (Expert Declaration of Anthony Wechselberger) at ¶ 40

MehtaMehta

10

“a plurality of different implementations of at least one of the items of digital content”
1

Mehta Teaches:

Pet. at 28-29; ID at 14; Reply at 2-11; EX1001 at 9:38-48, cl. 2, Fig. 5; EX1002 ¶¶ 40, 65-

66; EX1004 at [0004]-[0005], [0059]-[0061], [0064], [0068], [0085], [0098]-[0099], Figs. 1, 

2, 5, 9B-9D; EX1029 at 21:25-22:2, 43:14-24; 47:15-22; 48:1-16; EX2020 ¶ 39.
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“a plurality of different implementations of at least one of the items of digital content”
1

Mehta Teaches:

11

Ex1003 (Mehta) at Fig. 9B

Ex1003 (Mehta) at [0098]

“item of digital content”

“implementation”

Pet. at 28-29; ID at 14; Reply at 2-11; EX1001 at 9:38-48, cl. 2, Fig. 5; EX1002 ¶¶ 40, 65-

66; EX1004 at [0004]-[0005], [0059]-[0061], [0064], [0068], [0085], [0098]-[0099], Figs. 1, 

2, 5, 9B-9D; EX1029 at 21:25-22:2, 43:14-24; 47:15-22; 48:1-16; EX2020 ¶ 39.
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EX1003 (Mehta) at Fig. 9D

“item of digital content” “implementation”

12

“a plurality of different implementations of at least one of the items of digital content”
1

Mehta Teaches:

EX1003 (Mehta) at [0099]

Mehta, Fig. 9D

Pet. at 28-29; ID at 14; Reply at 2-11; EX1001 at 9:38-48, cl. 2, Fig. 5; EX1002 ¶¶ 40, 65-

66; EX1004 at [0004]-[0005], [0059]-[0061], [0064], [0068], [0085], [0098]-[0099], Figs. 1, 

2, 5, 9B-9D; EX1029 at 21:25-22:2, 43:14-24; 47:15-22; 48:1-16; EX2020 ¶ 39.
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“a plurality of different implementations of at least one of the items of digital content”
1

Mehta Teaches:

Ex1003 (Mehta) at [0098]; EX1002 at ¶ 66

13

Mehta’s MAS

▪ Functionally equivalent 

programs

▪ Same names

▪ Capable of running on 

multiple types of devices

Microsoft Word

Microsoft Word

Pet. at 28-29; ID at 14; Reply at 2-11; EX1001 at 9:38-48, cl. 2, Fig. 5; EX1002 ¶¶ 40, 65-

66; EX1004 at [0004]-[0005], [0059]-[0061], [0064], [0068], [0085], [0098]-[0099], Figs. 1, 

2, 5, 9B-9D; EX1029 at 21:25-22:2, 43:14-24; 47:15-22; 48:1-16; EX2020 ¶ 39.
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“a plurality of different implementations of at least one of the items of digital content”
1

Mehta Teaches:

14

Microsoft Word

Microsoft WordEX2020 (Goodrich Declaration) at ¶ 39

Dr. Michael Goodrich  | Patent Owner’s Expert

Pet. at 28-29; ID at 14; Reply at 2-11; EX1001 at 9:38-48, cl. 2, Fig. 5; EX1002 ¶¶ 40, 65-

66; EX1004 at [0004]-[0005], [0059]-[0061], [0064], [0068], [0085], [0098]-[0099], Figs. 1, 

2, 5, 9B-9D; EX1029 at 21:25-22:2, 43:14-24; 47:15-22; 48:1-16; EX2020 ¶ 39.
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“a plurality of different implementations of at least one of the items of digital content”
1

Mehta Teaches:

Q. So one of ordinary skill in the art at the time of the '790 patent would 

also understand that Microsoft Word for Windows and Microsoft Word 

for Mac are also functionally equivalent, correct?

*  *  *

A. Yes. I'm not disputing that. But they would be even stronger than simply 

functionally equivalent. They would be different implementations of the 

same product.

EX1029 (Goodrich Deposition Transcript) at 43:14-24 (omitting objections)

PO’s Expert agrees Microsoft Word for Windows and Mac would 

be “functionally equivalent programs” in the context of Mehta

15

Goodrich 
Patent Owner’s Expert

Pet. at 28-29; ID at 14; Reply at 2-11; EX1001 at 9:38-48, cl. 2, Fig. 5; EX1002 ¶¶ 40, 65-

66; EX1004 at [0004]-[0005], [0059]-[0061], [0064], [0068], [0085], [0098]-[0099], Figs. 1, 

2, 5, 9B-9D; EX1029 at 21:25-22:2, 43:14-24; 47:15-22; 48:1-16; EX2020 ¶ 39.
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“a plurality of different implementations of at least one of the items of digital content”
1

Mehta Teaches:

Q. So if a content provider like Microsoft wanted to submit Microsoft Word 

for Windows to the MAS system in Mehta and also wanted to submit 

Microsoft Word for Mac, MAS would be able to disambiguate between 

the two different versions of software, correct?

A. Yes.

*  *  *

Q. But the MAS would allow those two different versions of Microsoft Word 

to be submitted into the MAS and its repository, correct?

A. I would not dispute that.

EX1029 (Goodrich Deposition Transcript) at 47:15-22; 48:5-11 (omitting objections)

PO’s Expert agrees Mehta’s MAS would support and 

store both Microsoft Word for Windows and Mac 

16

Goodrich 
Patent Owner’s Expert

Pet. at 28-29; ID at 14; Reply at 2-11; EX1001 at 9:38-48, cl. 2, Fig. 5; EX1002 ¶¶ 40, 65-

66; EX1004 at [0004]-[0005], [0059]-[0061], [0064], [0068], [0085], [0098]-[0099], Figs. 1, 

2, 5, 9B-9D; EX1029 at 21:25-22:2, 43:14-24; 47:15-22; 48:1-16; EX2020 ¶ 39.
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“a plurality of different implementations of at least one of the items of digital content”
1

Mehta Teaches:

Mehta

Ex1003 (Mehta) at Fig. 1

Ex1003 (Mehta) at [0098]; EX1002 at ¶ 66

“plurality of different 

implementations”

Pet. at 28-29; ID at 14; Reply at 2-11; EX1001 at 9:38-48, cl. 2, Fig. 5; EX1002 ¶¶ 40, 65-

66; EX1004 at [0004]-[0005], [0059]-[0061], [0064], [0068], [0085], [0098]-[0099], Figs. 1, 

2, 5, 9B-9D; EX1029 at 21:25-22:2, 43:14-24; 47:15-22; 48:1-16; EX2020 ¶ 39.

Ex1001 (’790 Patent) at Claim 2

*  *  *

“item of digital content”

“implementation”

Ex1003 (Mehta) at Fig. 9B

’790 Patent, Claim 2
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Patent Owner Disputes Mehta’s “different implementations”

18

Ex1001 (’790 Patent) at Fig. 5Ex1001 (’790 Patent) at 9:37-51

Patent Owner: 

Mehta’s MAS would list Microsoft Word for Windows and Mac as different products, not different 

implementations of the same application

1

POR at 10-11, 21-23; Pet. at 28-29; ID at 14; Reply at 2-11; EX1001 at 9:37-51, cl. 2, Fig. 

5; EX1002 ¶¶ 40, 65-66; EX1004 at [0004]-[0005], [0059]-[0061], [0064], [0068], [0085], 

[0098]-[0099], Figs. 1, 2, 5, 9B-9D; EX1029 at 21:25-22:2, 43:14-24; 47:15-22; 48:1-16, 

54:21-55:10; EX2020 ¶ 39.
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Patent Owner Agrees:

“No express construction for any term is required at this stage” (POR at 10-11)

Patent Owner Improperly Seeks to Import Preferred Embodiment into Claims1

Ex1001 (’790 Patent) at Fig. 5

Ex1001 (’790 Patent) at Claim 2

*  *  *

POR at 10-11, 21-23; Pet. at 28-29; ID at 14; Reply at 2-11; EX1001 at 9:37-51, cl. 2, Fig. 

5; EX1002 ¶¶ 40, 65-66; EX1004 at [0004]-[0005], [0059]-[0061], [0064], [0068], [0085], 

[0098]-[0099], Figs. 1, 2, 5, 9B-9D; EX1029 at 21:25-22:2, 43:14-24; 47:15-22; 48:1-16, 

54:21-55:10; EX2020 ¶ 39.
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EX1003 (Mehta) at [0004]

Ex1003 (Mehta) at [0098]

1 Patent Owner Disputes Mehta’s “different implementations”

Patent Owner: 

Mehta discloses multiple “items of content” each with only one application

POR at 10-11, 21-23; Pet. at 28-29; ID at 14; Reply at 2-11; EX1001 at 9:37-51, cl. 2, Fig. 

5; EX1002 ¶¶ 40, 65-66; EX1004 at [0004]-[0005], [0059]-[0061], [0064], [0068], [0085], 

[0098]-[0099], Figs. 1, 2, 5, 9B-9D; EX1029 at 21:25-22:2, 43:14-24; 47:15-22; 48:1-16, 

54:21-55:10; EX2020 ¶ 39.
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’790 Patent, Claim 2

operating the server system to 

maintain a product catalog containing 

a description of the items of digital 

content, wherein the product catalog 

includes, in association with each 

item of digital content, a reference to 

each implementation of said item of 

digital content; 

Ex1003 (Mehta) at [0098]

*  *  *

21

“the product catalog including, in association with each item of content, 

a reference to each implementation of said item of content”

2
Mehta Teaches:

Pet. at 29-31; ID at 14; Reply at 11-13; EX1001 at 9:49-51, cl. 2; EX1002 ¶¶ 67-68; 

EX1003 at [0064], [0067], [0097]-[0099], Figs. 5, 9B-9D, 11E-11F.
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Ex1003 (Mehta) at Fig. 9B

22

“the product catalog including, in association with each item of content, 

a reference to each implementation of said item of content”

2
Mehta Teaches:

Mehta, Fig. 9B

“reference”

“item of digital content”

“description”

’790 Patent, Claim 2

operating the server system to 

maintain a product catalog containing

a description of the items of digital 

content, wherein the product catalog 

includes, in association with each 

item of digital content, a reference to 

each implementation of said item of 

digital content; 

Pet. at 29-31; ID at 14; Reply at 11-13; EX1001 at 9:49-51, cl. 2; EX1002 ¶¶ 67-68; 

EX1003 at [0064], [0067], [0097]-[0099], Figs. 5, 9B-9D, 11E-11H.
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Ex1003 (Mehta) at [0099]

*  *  *

Mehta’s application profiles are stored in the MAS 

data repository, which is the claimed “product catalog”

23

“the product catalog including, in association with each item of content, 

a reference to each implementation of said item of content”

2
Mehta Teaches:

Pet. at 29-31; ID at 14; Reply at 11-13; EX1001 at 9:49-51, cl. 2; EX1002 ¶¶ 67-68; 

EX1003 at [0064], [0067], [0097]-[0099], Figs. 5, 9B-9D.

’790 Patent, Claim 2

operating the server system to 

maintain a product catalog containing

a description of the items of digital 

content, wherein the product catalog 

includes, in association with each 

item of digital content, a reference to 

each implementation of said item of 

digital content; 
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EX1002 (Expert Declaration of Anthony Wechselberger) at ¶ 67

Wechselberger  |  Petitioner Expert

24

“the product catalog including, in association with each item of content, 

a reference to each implementation of said item of content”

2
Mehta Teaches:

Application profiles are stored in its data 

repository, which is the claimed “product catalog”

Pet. at 29-31; ID at 14; Reply at 11-13; EX1001 at 9:49-51, cl. 2; EX1002 ¶¶ 67-68; 

EX1003 at [0064], [0067], [0097]-[0099], Figs. 5, 9B-9D.

’790 Patent, Claim 2

operating the server system to 

maintain a product catalog containing

a description of the items of digital 

content, wherein the product catalog 

includes, in association with each 

item of digital content, a reference to 

each implementation of said item of 

digital content; 
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Patent Owner Disputes Mehta’s Data Repository 
Includes a “reference” to “items of content”

25

2

Ex1003 (Mehta) at [0099]

*  *  *

Patent Owner: Mehta does not store the URL in the application profile or data repository

Mehta: Expressly discloses application profiles are stored in its data repository

POR at 25-28; Pet. at 29-31; ID at 14; Reply at 11-13; EX1001 at 9:49-51, cl. 2; 

EX1002 ¶¶ 67-68; EX1003 at [0064], [0067], [0097]-[0099], Figs. 5, 9B-9D.
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’790 Patent, Claim 2

in response to the request, selecting 

a portion of the product catalog to be 

presented to the subscriber, based 

on device capabilities of the wireless 

device used by the subscriber; and

presenting the selected portion of 

the product catalog to the subscriber 

via a wireless network, such that 

the selected portion, as presented to 

the subscriber, provides only a single 

description of each item of digital 

content in said portion, regardless of 

the number of implementations of 

each said item.
Ex1003 (Mehta) at [0067]

26

“the selected portion, as presented to the subscriber, provides only a single description of each item of 

digital content in said portion, regardless of the number of implementations of each said item”

3
Mehta Teaches:

Pet. at 35-37; ID at 15; Reply at 13-16; EX1002 ¶¶ 75-77; EX1003 at [0006], [0018], 

[0063], [0067], [0116]-[0117], Figs. 2, 11F; EX1029 at 50:8-13
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’790 Patent, Claim 2

in response to the request, selecting 

a portion of the product catalog to be 

presented to the subscriber, based 

on device capabilities of the wireless 

device used by the subscriber; and

presenting the selected portion of 

the product catalog to the subscriber 

via a wireless network, such that 

the selected portion, as presented to 

the subscriber, provides only a single 

description of each item of digital 

content in said portion, regardless of 

the number of implementations of 

each said item.

27

“the selected portion, as presented to the subscriber, provides only a single description of each item of 

digital content in said portion, regardless of the number of implementations of each said item”

3
Mehta Teaches:

EX1003 (Mehta) at Fig. 11FEX1003 (Mehta) at Fig. 2 (excerpted)

EX1003 (Mehta) at [0117]

“single description of each 

item of digital content”

“single 

description of 

each item of 

digital content”

Pet. at 35-37; ID at 15; Reply at 13-16; EX1002 ¶¶ 75-77; EX1003 at [0006], [0018], [0063], 

[0067], [0116]-[0117], Figs. 2, 11F; EX1029 at 50:8-13.
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POR at 30-32; Pet. at 35-37; ID at 15; Reply at 13-16; EX1002 ¶¶ 75-77; EX1003 at 

[0006], [0018], [0063], [0067], [0116]-[0117], Figs. 2, 11F; EX1029 at 50:8-13

EX1003 (Mehta) at [0117]

Wechselberger
Petitioner Expert

EX1002 (Expert Declaration of Anthony Wechselberger) at ¶ 77

Mehta

“the selected portion, as presented to the subscriber, provides only a single description of each item of 

digital content in said portion, regardless of the number of implementations of each said item”

3
Mehta Teaches:
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Patent Owner Disputes Mehta 
Disclosing a “single description” of an “item of content”

29

3

POR at 30-32; Pet. at 35-37; ID at 15; Reply at 13-16; EX1002 ¶¶ 75-77; EX1003 at 

[0006], [0018], [0063], [0067], [0116]-[0117], Figs. 2, 11F; EX1029 at 50:8-13

EX1003 (Mehta) at [0063]

EX1003 (Mehta) at [0018]

“single description of each 

item of digital content”

EX1003 (Mehta) at Fig. 2 

(excerpted)

’790 Patent, Claim 2

in response to the request, selecting 

a portion of the product catalog to be 

presented to the subscriber, based 

on device capabilities of the wireless 

device used by the subscriber; and

presenting the selected portion of 

the product catalog to the subscriber 

via a wireless network, such that 

the selected portion, as presented to 

the subscriber, provides only a single 

description of each item of digital 

content in said portion, regardless of 

the number of implementations of 

each said item.

Patent Owner: Mehta is “silent” on a single description for multiple implementations
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Mehta and Schlapfer would render obvious “providing only 

a single description of each item of digital content”

30

“the selected portion, as presented to the subscriber, provides only a single description of each item of 

digital content in said portion, regardless of the number of implementations of each said item”

3
Mehta and Schlapfer Teach:

Mehta

Schlapfer
EX1002 (Expert Declaration of Anthony Wechselberger) at ¶ 108

EX1002 (Expert Declaration of Anthony Wechselberger) at ¶ 106

Pet. at 50-52; ID at 27-28; Reply at 21-23; EX1002 ¶¶ 105-08, EX1003 at [0063], [0067], [0117], 

Figs. 9B, 9D, 10C; EX1009 at 4, 5, 7; EX1010 at 1:59-63; EX1029 at 50:8-13; EX1030 ¶¶ 7, 9.
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“the selected portion, as presented to the subscriber, provides only a single description of each item of 

digital content in said portion, regardless of the number of implementations of each said item”

3
Mehta and Schlapfer Teach:

Pet. at 50-52; ID at 27-28; Reply at 21-23; EX1002 ¶¶ 105-08, EX1003 at [0063], [0067], [0117], 

Figs. 9B, 9D, 10C; EX1009 at 4, 5, 7; EX1010 at 1:59-63; EX1029 at 50:8-13; EX1030 ¶¶ 7, 9.

EX1002 (Expert Declaration of Anthony Wechselberger) at ¶ 108

Wechselberger  |  Petitioner Expert
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Schlapfer Was Publicly Available Prior to the ’790 Patent

32

• Schlapfer is dated July 2001

• Schlapfer was distributed to the public 

on the Internet

• June Munford, an expert in the field of 

library and information science, found 

that the URL cited in EP1303153B1, 

which was filed on August 10, 2002, 

was referenced on Ericsson’s public 

website by no later than August 3, 

2002, before the ’790 priority date 

of June 19, 2003

Pet. at 50-52; ID at 27-28; Reply at 21-23; EX1002 ¶¶ 105-08, EX1003 at [0063], [0067], [0117], 

Figs. 9B, 9D, 10C; EX1009 at 4, 5, 7; EX1010 at 1:59-63; EX1029 at 50:8-13; EX1030 ¶¶ 7, 9.

3

EX1030 (Declaration of June Munford) at ¶ 9
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Patent Owner Disputes Public Availability of Schlapfer

33

EX1030 (Declaration of June Munford) at ¶ 7

EX1030 (Declaration of June Munford) at ¶ 9

[A]rticle posted on a website “open to any 

internet user” is a printed publication.

Voter Verified, Inc. v. Premier Election Sols., Inc., 

698 F.3d 1374, 1379–81 (Fed. Cir. 2012)

3

POR at 37-39; Pet. at 19-20 & n. 3; Reply at 19-21 & nn.3-4; EX1009 at 26; EX1017 

at fields (56), (73); EX1030 ¶¶ 7-9.

Declaration of June Munford

Patent Owner:

A different document besides Schlapfer could have been located at that URL in August 3, 2002
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’790 Patent, Claim 4

A method as recited in claim 2, 

further comprising: 

receiving from the subscriber a request 

for one of the items of digital content in 

said portion of the product catalog; 

selecting an implementation of the 

requested item of digital content, 

based on device capabilities of the 

wireless device used by the subscriber;

EX1003 (Mehta) at Fig. 2 (excerpted)

EX1003 (Mehta) at [0070]

34

“selecting an implementation of the requested item of digital content, 

based on device capabilities of the wireless device used by the subscriber”

4
Mehta Teaches:

Pet. at 41; ID at 15; Reply at 16-18; EX1002 ¶¶ 82-83; EX1003 at [0064], [0067], 

[0070], [0139], Figs. 2, 5.
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EX1003 (Mehta) at [0070]

EX1003 (Mehta) at [0064]

35

“selecting an implementation of the requested item of digital content, 

based on device capabilities of the wireless device used by the subscriber”

4
Mehta Teaches:

’790 Patent, Claim 4

A method as recited in claim 2, 

further comprising: 

receiving from the subscriber a request 

for one of the items of digital content in 

said portion of the product catalog; 

selecting an implementation of the 

requested item of digital content, 

based on device capabilities of the 

wireless device used by the subscriber;

Pet. at 41; ID at 15; Reply at 16-18; EX1002 ¶¶ 82-83; EX1003 at [0064], [0067], 

[0070], [0139], Figs. 2, 5.
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EX1003 (Mehta) at [0139]

*  *  *

36

“selecting an implementation of the requested item of digital content, 

based on device capabilities of the wireless device used by the subscriber”

4
Mehta Teaches:

’790 Patent, Claim 4

A method as recited in claim 2, 

further comprising: 

receiving from the subscriber a request 

for one of the items of digital content in 

said portion of the product catalog; 

selecting an implementation of the 

requested item of digital content, 

based on device capabilities of the 

wireless device used by the subscriber;

Pet. at 41; ID at 15; Reply at 16-18; EX1002 ¶¶ 82-83; EX1003 at [0064], [0067], 

[0070], [0139], Figs. 2, 5.
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POR at 32-35; Pet. at 41; ID at 15; Reply at 16-18; EX1002 ¶¶ 82-83; EX1003 at 

[0064], [0067], [0070], [0139], Figs. 2, 5.

4

Patent Owner:

Application discovery and application request are not steps MAS takes one after the other

EX1003 (Mehta) at [0070] EX1003 (Mehta) at Fig. 5

Patent Owner Disputes Mehta “selecting an implementation of the 
requested items of digital content based on device capabilities”
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A POSITA would have understood that Mehta discloses 

“provisioning models corresponding to a different set of device capabilities”
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“provisioning models corresponding to a different set of device capabilities”
5

Mehta Teaches or Suggests:

EX1003 (Mehta) at [0064]

EX1003 (Mehta) at [0059] Pet. at 54

Pet. at 54; ID at 29-30; Reply at 23-25; EX1002 ¶¶ 59, 115-16; EX1003 at [0008]-

[0009], [0011]-[0015], [0059], [0061], [0064], [0071], [0080]-[0081], [0085], [0131], 

[0135]-[0144], Fig. 6; EX2021, 16:9-13.



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Ex. 1031

A POSITA would have understood that Mehta discloses 

“provisioning models corresponding to a different set of device capabilities”

EX1003 (Mehta) at [0012]

EX1003 (Mehta) at [0015] EX1002 (Expert Declaration of Anthony Wechselberger) at ¶ 116

Wechselberger  | Petitioner Expert
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“provisioning models corresponding to a different set of device capabilities”
5

Mehta Teaches or Suggests:

Pet. at 54; ID at 29-30; Reply at 23-25; EX1002 ¶¶ 59, 115-16; EX1003 at [0008]-

[0009], [0011]-[0015], [0059], [0061], [0064], [0071], [0080]-[0081], [0085], [0131], 

[0135]-[0144], Fig. 6; EX2021, 16:9-13.
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Patent Owner Disputes Mehta Disclosing 
Provisioning Models Corresponding to Device Capabilities
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Patent Owner:

Mehta’s 4 provisioning models “do not correspond to a different set of device capabilities”

EX1003 (Mehta) at [0064]

Pet. at 54

EX1003 (Mehta) at [0012]

Mehta

POR 44-50; Pet. at 54; ID at 29-30; Reply at 23-25; EX1002 ¶¶ 59, 115-16; EX1003 

at [0008]-[0009], [0011]-[0015], [0059], [0061], [0064], [0071], [0080]-[0081], [0085], 

[0131], [0135]-[0144], Fig. 6; EX2021, 16:9-13.

5
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“a corresponding set of provisioning attributes and descriptors”
6

Mehta and Schlapfer Teach or Suggest:

Pet. at 55-56; ID at 26, 29-30; Reply at 25-26; EX1001 at 13:22-37; EX1002 ¶ 117-

18; EX1003 at [0010], [0064], [0071]; EX1009 at 7, 8, 11, 12, Fig. 2.

’790 Patent

“attributes”

EX1001 (’790 Patent) at 13:22-37

“descriptor”

’790 Patent, Claim 5

A method as recited in claim 4, further 

comprising associating each of the items 

of digital content in the server system with 

a plurality of different provisioning models, 

each of the provisioning models 

corresponding to a different set of device 

capabilities, each provisioning model 

including a provisioning protocol and 

a corresponding set of provisioning

attributes and descriptors for provisioning 

digital content in wireless devices
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EX1003 (Mehta) at [0010]

Mehta
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“a corresponding set of provisioning attributes and descriptors”
6

Mehta and Schlapfer Teach or Suggest:

Pet. at 55-56; ID at 26, 29-30; Reply at 25-26; EX1001 at 13:22-37; EX1002 ¶ 117-

18; EX1003 at [0010], [0064], [0071]; EX1009 at 7, 8, 11, 12, Fig. 2.

’790 Patent, Claim 5

A method as recited in claim 4, further 

comprising associating each of the items 

of digital content in the server system with 

a plurality of different provisioning models, 

each of the provisioning models 

corresponding to a different set of device 

capabilities, each provisioning model 

including a provisioning protocol and 

a corresponding set of provisioning

attributes and descriptors for provisioning 

digital content in wireless devices
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“a corresponding set of provisioning attributes and descriptors”
6

Mehta and Schlapfer Teach or Suggest:

Pet. at 55-56; ID at 26, 29-30; Reply at 25-26; EX1001 at 13:22-37; EX1002 ¶ 117-

18; EX1003 at [0010], [0064], [0071]; EX1009 at 7, 8, 11, 12, Fig. 2.

EX1009 (Schlapfer) at 7, 8

*  *  *

Schlapfer

EX1009 (Schlapfer) at 11

’790 Patent, Claim 5

A method as recited in claim 4, further 

comprising associating each of the items 

of digital content in the server system with 

a plurality of different provisioning models, 

each of the provisioning models 

corresponding to a different set of device 

capabilities, each provisioning model 

including a provisioning protocol and 

a corresponding set of provisioning

attributes and descriptors for provisioning 

digital content in wireless devices
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EX1009 (Schlapfer) at Fig. 2
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“a corresponding set of provisioning attributes and descriptors”
6

Mehta and Schlapfer Teach or Suggest:

Pet. at 55-56; ID at 26, 29-30; Reply at 25-26; EX1001 at 13:22-37; EX1002 ¶ 117-

18; EX1003 at [0010], [0064], [0071]; EX1009 at 7, 8, 11, 12, Fig. 2.

’790 Patent, Claim 5

A method as recited in claim 4, further 

comprising associating each of the items 

of digital content in the server system with 

a plurality of different provisioning models, 

each of the provisioning models 

corresponding to a different set of device 

capabilities, each provisioning model 

including a provisioning protocol and 

a corresponding set of provisioning

attributes and descriptors for provisioning 

digital content in wireless devices
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Patent Owner Attacks Schlapfer Provisioning Attributes and Descriptors
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6

EX1009 (Schlapfer) at Fig. 2

POR at 51-52; ID at 26, 29-30; Reply at 25-26; EX1001 at 13:22-37; EX1002 ¶ 117-

18; EX1003 at [0010], [0064], [0071]; EX1009 at 7, 8, 11, 12, Fig. 2.

Patent Owner:

Schalpfer’s “application” attributes have nothing to do with Mehta’s 4 provisioning models



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Ex. 1031

A POSITA Would Have Been Motivated to Combine Mehta and Schlapfer

46

▪ Both references are directed to distributing digital content to 

mobile devices over a wireless network

▪ Both recognize resource constraints on mobile devices

▪ Schlapfer explains new developments in Java and Mehta 

describes using Java + J2ME

▪ Mehta discloses various provisioning models, and a POSITA 

would look to Schlapfer for additional ways to provision, 

including the use of “provisioning attributes and descriptors”

7

Pet. at 66-70; ID at 27; Reply at 26-29; EX1001 at 13:22-37; EX1002 ¶¶ 26, 137-41; 

EX1003 at [0002], [0005], [0010], [0012], [0015], [0064], [0070], [0076], [0080], [0092], 

[0095], [0097], [0098], [0105], [0106], [0113], [0130], [0133], [0145], [0148], cls. 21, 42, 58, 

72, Fig. 2; EX1009 at 3–14; EX1010 at 1:59-63; EX1013 at 6:33-39; EX1014 at [0039].
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Patent Owner: Schalpfer is directed to creating applications while Mehta distributes applications

EX1002 (Expert Declaration of 

Anthony Wechselberger) at ¶ 137

Wechselberger 
Petitioner Expert

“Both Mehta and Schlapfer are 

directed to distributing digital 

content to mobile devices over 

a wireless network.”

EX1003 (Mehta) at [0015]

Mehta

Schlapfer

EX1009 (Schlapfer) at 11

Patent Owner Attacks Combination of Mehta and Schlapfer7

POR at 41-43, 52; Pet. at 66-70; ID at 27; Reply at 26-29; EX1001 at 13:22-37; EX1002 ¶¶ 26, 

137-41; EX1003 at [0002], [0005], [0010], [0012], [0015], [0064], [0070], [0076], [0080], [0092], 

[0095], [0097], [0098], [0105], [0106], [0113], [0130], [0133], [0145], [0148], cls. 21, 42, 58, 72, 

Fig. 2; EX1009 at 3–14; EX1010 at 1:59-63; EX1013 at 6:33-39; EX1014 at [0039].
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’790 Patent, Claim 1
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’790 Patent, Claim 2
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’790 Patent, Claim 3
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’790 Patent, Claim 4

52
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’790 Patent, Claim 5

53
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’790 Patent, Claim 6
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’790 Patent, Claim 7
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’790 Patent, Claim 8
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’790 Patent, Claim 9
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’790 Patent, Claim 10
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’790 Patent, Claim 11
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’790 Patent, Claim 12
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’790 Patent, Claim 13
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’790 Patent, Claim 14
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