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Patent Owner submits this sur-reply in support of its request that the Board

exercise its discretion to deny institution under 35 U.S.C. § 325(d). (Ex. 1014.)

A.  The Same Prior Art Was Previously Presented to the USPTO

Petitioner’s sole, conclusory argument regarding step 1 of the Advanced
Bionics framework is that the European Examiner “did not perform any analysis,
advance any arguments, or consider Halperin 490 in any combinations.” (Paper 15
2.) The Board should reject this argument as both wrong and irrelevant.

Petitioner’s argument is wrong because the European Examiner plainly did
analyze Halperin ’490. The search report identifies specific features of Halperin
’490—along with pinpoint citations—considered to be “very relevant for the
claimed subject-matter.” (EX-2018 225). Regardless, Petitioner’s argument is
irrelevant because Advanced Bionics does not require a particular level of detail in
the examiner’s analysis. When the “same or substantially the same prior art”
previously was presented to the Office, the Board “need not reach whether the ‘same
or substantially the same arguments’ previously were presented to the Office.”
Advanced Bionics LLC v. MED-EL Elektromedizinische Gerate GMBH, IPR2019-
01469, Paper 6 at 20 (PTAB Feb. 13, 2020) (precedential) (emphasis added),
Nespresso USA, Inc. v. K-Fee Sys. GMHB, IPR2021-01222, Paper 9 at 11-12 (PTAB
Jan. 18, 2022) (denying institution where the petitioned prior art was presented in

examiner-initialed IDS). Petitioner does not dispute that Halperin and Halperin *490
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are identical in relevant disclosure. (Paper 13 (“POPR”) 33-34.) Petitioner also does
not dispute that the U.S. Examiner initialed Halperin 490 and the search report
analysis in an IDS (POPR 32-33 (citing EX-2018 259)), indicating his consideration.
Petitioner’s reply does not advance any argument that the Examiner erred in
issuing the ’389 patent over Halperin 490, and he did not. (POPR 36-38.) “[I]t is
Petitioner’s burden to show error....” See BMW of N. Am., LLC v. Stragent, LLC,
IPR2021-00418, Paper 20 at 6-7 (PTAB Mar. 21, 2022). Therefore, denial is

warranted.

B.  Petitioner Omitted the Complete File History

Petitioner argues that it had “no intent to omit” portions of the prosecution
history in its petition. (Paper 15 1.) However, Petitioner does not dispute that it was
in possession of the certified file history that included the search report and
examiner-initialed IDS (POPR 32), but instead submitted an uncertified version that
omitted those key documents. (See EX-2021; EX-2022 (distinguishing between a
“certified file wrapper” and “electronic uncertified copies’).) Notably, the omitted
documents contradict Petitioner’s factually incorrect assertion that the Examiner did
not consider Halperin ’490 during prosecution. (Petition 74, n.5; POPR 32-33.)
Regardless of Petitioner’s intent, the omitted documents strongly support denial of

institution under Advanced Bionics.
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