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I. INTRODUCTION

Apple used its entire POPR to request IPR dismissal under 35 U.S.C. §
325(d), but dismissal is not warranted. Nothing close to the petition’s art and
arguments was considered by the examiner, causing material examination error.

II. LEGAL BACKGROUND

Institution may be denied because “the same or substantially the same prior
art or arguments previously were presented to the Office.” 35 U.S.C. § 325(d).
Becton, Dickinson & Co. v. B. Braun Melsungen AG, IPR2017-01586, Paper 8
(Dec. 15, 2017) provided six 325(d) factors (“BD Factors™). These are grouped
into a two-part test in Advanced Bionics, LLC v. Med-EIl Electromedizinische
Gerdte GmbH, IPR2019-01469, Paper 6 (Feb. 13, 2020).

III. ARGUMENT
A.  The Prior Art and Arguments in the File History and Petition Differ
1. Masimo’s prior art is stronger than Apple’s selected references.

Apple extracts a few references from over 600 cited in the file history and
compares them individually to the uncited references Masimo asserts in its §103
obviousness combinations. Apple concedes the uncited petition references are all
new, but argues they are cumulative. The analysis below refutes this, showing the
new references are materially stronger, so BD Factors (a) and (b) favor Masimo.

The petition relies on Kotanagi for many claimed features, noting that it
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teaches charging in a “contactless state.” EX1005 §(0053); Pet. at 31. Apple
argues that Yuen, from the file history is analogous to Kotanagi. POPR at 29.
Apple juxtaposes figures from Kotanagi and Yuen (id.), but this just highlights how
features such as rear biosensors are common in the prior art. Indeed, Apple admits
that the file history narrowly limits claim scope to: “the specific arrangement and
configuration of the claimed cover, opening in the housing, and wireless charging
coil.” Id. at 2, 3, 11, 39; EX1002 at 387. In this context, Kotanagi is superior to
Yuen, which lacks wireless charging disclosure. Apple points to Shim (from an
IDS, EX1002 at 1549) as combining biosensing and wireless charging. POPR at
29. But Shim’s earliest priority (in Korea) is October 8, 2014, so it is not prior art
when compared to the *783 application’s earliest priority of September 2, 2014.
Apple removed the Shim reference from its subsequent POPR in [PR2023-00734.
The petition then cites Honda, which, reciprocally, suggests combination
with Kotanagi, teaching both wireless watch charging and pulse/heart rate sensing.
EX1006, 6:17-19; see Pet. at 25-32. Apple argues Mooring (from an IDS,
EX1002 at 1430) is substantially the same as Honda and points to a description of
“[o]ther watches” in Mooring’s background section. POPR at 30-31. There, an
induction coil “comes in contact with a charging plate on the watch stand.”
EX2004, 1:38-53. Elsewhere, Mooring teaches recharging with physical contacts

(510) for “both power and ground” terminals. EX2004, 8:12—15. In contrast,

-
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Honda’s cover glass spans a bottom watch opening; within its housing and behind
its cover glass, Honda’s “wireless charging receive coil” is “aligned with the
opening,” as claimed. Pet. at 23-25. Honda’s Figure 15 shows inductive charging
through glass is ten times more efficient than through a metal watch housing.
EX1006 at 14; see Pet. at 34-35. Thus, Honda is far superior to Mooring to show
the “specific arrangement and configuration of the claimed cover, opening in the
housing, and wireless charging coil” (EX1002 at 387).

Apple points to Mistry, arguing it “can facilitate wireless charging and
biometric sensing.” POPR at 32. For wireless charging, Honda is superior
because Mistry only refers to putting a coil “in or on” the device body or band.
EX2005 q[0127]-[0128]. Apple points to Mensinger (POPR at 31), which
teaches an in-vivo sensor powered “transcutaneously” via “inductive coupling”
(EX2006, 26:14—15) and a battery “charged via an inductive and/or wireless
charging pad,” (EX2006, 26:22-24). But Apple cites nothing in Mensinger
teaching where or how to place a coil. Thus, Apple points to nothing in Mooring,
Mistry, and Mensinger that is comparable or superior to Honda.

The petition also features Kateraas (Pet. at 60—61), which teaches a sapphire
material covering bionsensors on the rear surface of a watch. EX1014 q[0059].
Apple points to Burton’s sapphire cover as analogous (POPR at 34), but this cover

was for Burton’s watch face, not a biosensor module. EX1002 at 1493. Thus,

3-
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Burton was applied to later-canceled claim 20 (a cover for the “top portion,”
EX1002 at 2100). EX2007, 3:52-57. Apple also points to Yuen’s glass cover.
POPR at 33-34. Authorities provided with the petition show glass is a subset of
ceramics or “usually” considered a ceramic. EX1003 9945—49. These authorities
were absent from the file history, which failed to consider Yuen’s glass cover a
ceramic. Instituting would correct this error, as the petition explains how Kateraas
(including its sapphire teachings), with other new art, renders the claims obvious.

The petition cites Jabori in Grounds 4 and 6 (pp. 91-93, 97-99, 105-107)
and Fraser in Ground 5 (pp. 100-104). Apple’s POPR never asserts these are
cumulative, so the POPR should fail for this reason alone. See Oticon Medical AB
et al. v. Cochlear Ltd., IPR2019-00975, Paper 15 (Oct. 16, 2019), p. 10.

Accordingly, Apple’s hand-picked file history references are materially
different from those cited in the petition for “the specific arrangement and
configuration of the claimed cover, opening in the housing, and wireless charging
coil.” EX1002 at 387. BD Factors (a) and (b) thus strongly favor Masimo.

2. No file history arguments are substantially the same as the
petition’s arguments.

Just as its prior art references were all new, Masimo’s arguments (how the
petition relies on that art) do not “overlap” any arguments from examination.

Thus, BD Factor (d) strongly favors Masimo. Apple does not point to any specific
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combinations or motivations in the file history, only claiming to show the examiner
“possess[ed]” individual references that themselves “contemplated” substantially
the same functionality as Masimo’s references. POPR at 3.

Masimo’s petition presents §103 combinations, including motivations to
combine (e.g., Pet. at 24, 30, 31-33, 35, 49-50, 55-56, 68-69, 80, 88, 92-93,
102-103, 107; see supporting citations to EX1003). One example:

Kotanagi teaches a pulse rate biosensor watch that may be charged in

a ‘“contactless state,” motivating a POSITA to look to Honda.

EX1005 9(0053). Honda teaches wireless watch charging, but also

refers to watch sensors for pulse/heart rate or heart rate of the body,

motivating a POSITA to look to Kotanagi. EX1006 6:14-20; 8:40—

42. EX1003 9q130.

Pet. at 31. Apple was aware of Masimo’s extensive motivation analyses, spending
nine pages (POPR at 42-51) addressing their substance. Importantly, however,
Apple never argues that these motivations are cumulative to anything in the file
history. Instead, Apple’s POPR only argues references individually, failing to

assert any combinations that are collectively as strong as, for example, Kotanagi

and Honda together. The

Honda’s watch, with Honda’s station | Kotanagi’s watch, with Honda’s station
(see EX1006 at 3): (see EX1006 at 3, EX1005 at 27):

petition (at 94) shows how

well these references would

nest for charging:

Apple has not shown how any set of file history references fits together so well.
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In Advanced Bionics, the Board explains a policy of deferral: “At bottom,
this framework reflects a commitment to defer to previous Office evaluations of
the evidence of record unless material error is shown.” Advanced Bionics at 9.
Apple shows no previous “evaluations” to which the Board can now defer.

Moreover, under Advanced Bionics (see footnote 9), 325(d) denials only
pertain where the Office evaluated the art or arguments with respect to the
“challenged claims.” Here, art was only applied to claims that were then canceled.

When fresh claims were entered (and promptly issued), they had been transformed:

Example limitations found ornly in initial independent claims:

1 “a curved side portion that extends from the bottom portion to
the top portion”

12 | “an edge protruding outwardly from the bottom portion of the
housing”

17 | “a mask positioned relative to an internal surface of the
transparent cover”

EX1002 at 2097-2100. The examiner focused searching to address the above
limitations, which appear nowhere in the issued claims. EX1002 at 1478-1493.
Instead, issued claims 1, 9, and 15 include, for the first time, a “wireless charging
receive coil” that is positioned or aligned in a specific way. Compare EX1002 at
2097-2100 to 1275-1278. Prompt allowance failed to develop the file history with

citation of relevant art and arguments to which the Board could now defer.
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B. The Deficiencies Described Above Also Constitute Error

Failure to evaluate the petition’s asserted references shows complete error,
so BD Factors (c) and (e) favor Masimo. It is not reconsideration warranted here,
but consideration in the first instance. Thus, BD Factor (f) also favors Masimo.
“Material error” can be omission of a reference. Oticon at 19; Advanced Bionics at
10 (omission can be error where file history not well developed). Even one new
secondary reference can be sufficient to institute. Otficon at 10. Here, all the
references are new, and Apple has not even argued cumulativeness with respect to
Jabori or Fraser. As noted above, it was error to fail to consider Yuen’s glass
cover a ceramic. As in Oticon, the different structures and motivations to combine
presented in the petition show the art and arguments are not cumulative, so
examination was flawed. Id. at 15-16. Finally, even if references such as Mooring
are deemed relevant, initialing a long IDS does not indicate the examiner
“sufficiently evaluated or appreciated the relevance” of each reference for purposes
of § 325(d). Hum v. Amsted, IPR2023-00539, Paper 10 (July 26, 2023), p. 51.

IV. CONCLUSION

Petitioner respectfully requests that the Board institute an IPR and cancel
claims 1-20 of the *783 patent.

KNOBBE, MARTENS, OLSON & BEAR, LLP

Dated: August 7, 2023 /Philip M. Nelson/

-
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