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Issue 1

’783/’491 Patents’ Independent Claims:
Kotanagi-Honda Does Not Render Obvious 

the Rear Cover/Opening’s Transmission of Optical and Wireless 
Power Signals to a Biosensor Module and a Charging Coil

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Representative Independent Claims

4DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX-1001 (’491 Pat), 58:50–58:67.  

EX-1001 (’783 Pat), 58:62–59:7.  

’783 Patent ’491 Patent



Petitioner’s Proposed Kotanagi-Honda Configuration

5DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

* For brevity, excerpts are provided from the papers in 
IPR2023-00634 relating to the ’783 Patent, followed by 
parallel cites to respective papers in each of the 
IPR2023-00634 and IPR2023-00734 proceedings

’783 Petition 31–32; ’491 Petition 24–25.   

’783 Petition*





Positioning the Coil Behind Optical Elements is Counter to Honda’s Goal 
of Quick and Efficient Charging   

7DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 POR, 39; ’491 POR, 43. 

EX-1006 (Honda), 13:14–16. 

EX-1006 (Honda), 13:25–32. ’783 POR, 40; ’491 POR, 44.  

Honda ’783 POR





None of Petition’s Cited References Teach or Suggest Positioning a Coil in a 
Confined Opening Behind or Around Optical Elements

9DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Charging coil around optical elements, but expanded to 
cover largely the entire surface 

’783 POR, 43; ’491 POR, 47 (annotated versions of FIGS. 1 
and 3 in Fraser).  

Kotanagi

No coil provided
’783 POR, 21; ’491 POR, 19 (annotated 

version of FIG. 7 in Kotanagi).  

Honda

No optical elements
’783 POR, 39; ’491 POR, 43 

(annotated version of FIG. 2 in Honda).

Fraser



Fraser Confirms that a POSITA Would Not Have Positioned the Coil in 
Confined Opening Around/Behind Optical Elements

10DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 POR, 44, 48; ’491 POR, 48, 51.  

’783 POR



Wireless Power Modeling Confirms Why a POSITA Would Have Considered 
a Fraser Configuration—And Not Petitioner’s Kotanagi-Honda Concoction

11DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 POR, 45, 54–55; ’491 POR, 49, 59–60; 
EX-2019 (Anthony Decl.), 74.  

’783 POR



Implementing a Fraser-like Coil in Kotanagi Would Result in a 
Device Falling Outside the Scope of the Independent Claims 

12DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 POR, 42-50; ’491 POR, 50-
54.  

’783 POR



Petitioner’s Rebuttals—Including its Newly-Advanced 
Theories—are Flawed and Lack Merit

13DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Smaller coil would provide sufficient current/charge (’783 Pet. Reply, 2–3; 
’491 Pet. Reply, 2–3).

• Kotanagi’s cover and opening could be expanded to fit bigger coil therein 
(’783 Pet. Reply, 15–20; ’491 Pet. Reply, 12–17).

• Honda’s teachings indicate noise and interference of proposed configuration 
are acceptable (’783 Pet. Reply, 14–15; ’491 Pet. Reply, 11–12).

• Honda’s teachings of core-less coils only applies to non-electronic watches 
(’783 Pet. Reply, 17; ’491 Pet. Reply, 14–15).

• Fraser supports positioning coils around optical elements as per the 
proposed configuration (’783 Pet. Reply, 17–20; ’491 Pet. Reply, 15–18).

• Wireless power transmission equates to passing of magnetic field (’783 Pet. 
Reply, 20–26; ’491 Pet. Reply, 18–23).



No Record Support for Petitioner’s Assertion that a Smaller Coil Would be 
Sufficient Under the Specific Constraints of the Proposed Combination

14DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Mohamad – Non-
prior art reference

EX-2028 (published 
2018);

’783 Sur-Reply, 5;
’491 Sur-Reply, 6.

’783 Sur-Reply

’783 Sur-Reply, 5;
 ’491 Sur-Reply, 6.

Rebuttal to:  Coils less than 10 mm in diameter are “suitable to charge wearable and medical devices” and 
“provide sufficient current.”  ’783 Pet. Reply, 9, 18; ’491 Pet. Reply, 7, 24.





Petitioner Mischaracterizes Honda to Allege that the Noise and 
Interference of its Proposed Configuration is Acceptable

16DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 Sur-Reply, 8; 
’491 Sur-Reply, 9.   

EX-1006, 6:17–20, 
FIG. 2. 

Rebuttal to:  “A POSITA would have … accepted some noise or interference” given that “Honda expressly 
discloses both wireless charging and heart rate sensors in the same device, without undue noise or interference.”  
’783 Pet. Reply, 14–15; ’491 Pet. Reply, 12.

’783 Sur-Reply

Honda







19DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Fraser Does Not Support Masimo’s Desired Positioning of a Coil in 
Kotanagi’s Confined Opening Behind its Cover

’783 POR

’783 POR, 42; ’491 POR, 46;
’783 Sur-Reply, 9; ’491 Sur-Reply, 10–11. 
.



Petitioner Incorrectly Equates Wireless Power Transmission with 
Passing of Magnetic Field 

20DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 Sur-Reply

’783 Sur-Reply, 12; 
’491 Sur-Reply, 14.

’783 POR

’783 POR, 47–49; 
’491 POR, 52–54. 







Issue 2

’783 Patent:  Claim 6 is Not Rendered Obvious by 
Kotanagi-Honda-Kateraas

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



’783 Patent: Dependent Claim 6

24DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX-1001 (’783 Patent), 58:44–49.  

EX-1001 (’783 Patent), FIG. 7 
(annotated); ’783 Sur-Reply, 22.  



Petitioner Contends that Kotanagi’s Protruding Part 4 is the 
Claimed “Ceramic Cover [that] is a Disk”

25DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 Petition, 77–78 (citing EX-1005 
(Kotanagi)), FIG. 8 (annotated by 
Petitioner).  

’783 Petition



The Petition’s Inconsistent Mappings for the Claimed 
“Ceramic Cover”

26DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 Petition, 60, 64 (citing EX-
1005 (Kotanagi), FIG. 5, 7).

’783 Petition: Claim 1 Analysis

783 Petition: 
Claim 6 Analysis

’783 Petition, 77–78.



Petitioner Failed To Reconcile its Mappings to the Allegedly Different 
FIG. 5 and FIG. 8 Embodiments in Kotanagi

27DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 Sur-Reply
’783 Sur-Reply, 22–23.



Kotanagi’s Rectangular Cover is Not a Disk

28DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX-2019 (Anthony Dec.), ¶219; 
’783 POR, 71–72; 
EX-1005 (Kotanagi), FIG. 5 (annotated).

Declaration of 
Dr. Anthony 



Kotanagi’s Protruding Part 4 is Not a Cover or a Disk – It is 
Part of the Device Housing 

29DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX-2020 (Duckworth Dep. 
Tr.), 62:11–22. 

’783 POR, 69–70; ’783 Sur-Reply, 22.

EX-1005 
(Kotanagi), ¶¶45, 

55.

Kotanagi

1st Duckworth 
Deposition



Kotanagi’s FIGS. 8–10 Illustrate a Different Shape for the Protruding Part 
Relative to its “Keyhole-like Shape” Shown in FIG. 5

30DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Kotanagi

EX-1005, FIGS. 5, 8–10 (annotated); ’783 POR, 70; ’783 Sur-Reply, 24.

EX-1005 
(Kotanagi), ¶¶ 

74–76.



Electrodes Disposed on Kotanagi’s Protruding Part Preclude 
a Cover Forming Over Its Entire Surface

31DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX-1005 (Kotanagi), ¶ 58.

Kotanagi

’783 POR, 73 (citing EX-
1005 (Kotanagi), ¶ 58).     

’783 POR



Petitioner’s New Reply Theory Seeks to Relocate Electrodes 
to Kotanagi’s Ridges

32DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 Pet. Reply, 34.

’783 Petitioner Reply





Record Confirms that Kotanagi’s Protruding Part 4 in FIG. 8 Would Include Same 
Components Shown Disposed On or Within This Component

34DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 Pet. Reply, 33.    

’783 Sur-Reply, 24.    

’783 Pet. Reply

EX-1005 (Kotanagi), ¶ 
77; ’783 Sur-Reply, 
23–24.

’783 Sur-Reply

’783 Sur-Reply



The Reply Mischaracterizes the Petition to Support its New Theory that 
Honda Teaches the “Cover is a Disk” Feature

35DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 Petition, 77–80.

’783 Petition

Rebuttal to:  “Apple completely ignores Honda’s teaching of a round ceramic cover having the claimed diameter 
and forming a water-tight seal. As the Petition explains, a POSITA would have modified Kotanagi and included 
Honda’s teachings of a waterproof round glass window for electromagnetic coupling.”  ’783 Pet. Reply, 35.



Petitioner’s New Reliance on Honda Fails – The Cited Portions of Honda 
Do Not Teach a Cover that is a Disk

36DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Cited Disclosures In Honda

EX-1006 (Honda), 1:24-31, 15:36–38, 13:22–25, 
FIG. 2 (annotated by Petitioner; red annotation 

depicts cover)

’783 Sur-Reply, 26.    

’783 Sur-Reply



Issue 3

’783 Patent:  Claim 12 is Not Rendered Obvious by 
Kotanagi-Honda(-Park-Jabori)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



’783 Patent: Dependent Claim 12

38DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX-1001 (’783 Pat.), 59:16–19.  

EX-1001 (’783 Pat.), FIG. 7 
(annotated); ’783 Sur-Reply, 22.  





Kotanagi’s Protruding Part 4 is Not a Cover or a Disk

40DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 Sur-Reply

’783 Sur-
Reply, 27; 
’783 POR, 
69–70, 74.

EX-1005 
(Kotanagi), 
¶ 45.

Kotanagi



Petitioner’s Assertion that “Entire Protruding Part Can Form” a Convex 
Cover Glass Lacks Record Support and is Refuted by Kotanagi

41DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 POR, 74;
See ’783 Petition, 87.

’783 POR 



No Basis or Explanation for Why or How Kotanagi’s Rectangular Cover 
Would be Modified or Replaced with a Cover that is a Disk

42DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 POR, 72 
(annotated FIG. 
10 in Kotanagi).

’783 Sur-Reply, 28.

’783 Sur-Reply

’783 POR



The Reply’s New Reliance on Secondary References for the 
Cover is a Disk Limitation

43DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 Petitioner Reply

’783 Pet. Reply, 36.





The Petition’s Reliance on Secondary References Fails to 
Show Why or How Cover Would be Modified to be a Disk

45DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 Sur-Reply

’783 Sur-Reply, 28–29;
POR, 73-74. 



Issue 4

’783 Patent:  Claim 11 is Not Rendered Obvious by 
Kotanagi-Honda

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



’783 Patent: Dependent Claim 11

47DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX-1001 (’783 Pat), 59:11–14.  



The Petition’s Claim 11 Analysis Hinges on “Biosensor Module” Including 
the “Cover”

48DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 Petition, 36–39.  

’783 Petition:  Claim 11 Analysis



Claims 9 and 11 Preclude the “Cover” From Being Included 
in the “Biosensor Module”

49DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX-1001 (’783 Pat.), 58:62–59:14. 

’783 Patent:  Claims 9 and 11

’783 POR
’783 POR, 58.



Petitioner Improperly Seeks to Import Limitations into Claims 
from Example Embodiments in the Specification

50DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 POR, 58-59
’783 Sur-Reply, 16.   

’783 Sur-Reply

’783 Petition

’783 Patent, 28:9–18, 2:50–54, 6:9–25.



The Reply’s ‘Lid-Container’ Analogy Confirms Plain Meaning 
of the Claims

51DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 Reply, 4.   

’783 Sur-Reply, 15–16.   

’783 Reply

Honda’783 Sur-Reply

EX-1006, 6:22–25.



Google v. EcoFactor Does Not Support Petitioner’s Desired Importation 
of Limitations into the Claim

52DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Google LLC v. 
EcoFactor, Inc., 
92 F.4th 1049, 
1053-54, 1058 
(Fed. Cir. 2024)   

’783 Sur-Reply, 16.   

’783 Sur-Reply



Issue 5

’783 Patent:  Claim 16 is Not Rendered Obvious by 
Kotanagi-Honda(-Park)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



’783 Patent: Dependent Claim 16

54DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX-1001 (’783 Pat.), 60:8–11.  



Wireless Power Transfer Requires Magnetic Coupling 
between Transmit and Receive Coils

55DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 Patent
EX-1001 (’783 
Pat.), 60:8–11.  

’783 POR 2nd Duckworth Deposition

’783 POR, 61–62;
’783 Sur-Reply, 17;
EX-2043 (Duckworth Dep.), 30:12–32:16.



The “Magnetically Couple” Limitation Requires Magnetic 
Coupling Beyond that Required for Wireless Power Transfer

56DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 Patent
EX-1001 (’783 Pat.), 60:8–11.  

’783 POR

’783 POR, 62;
’783 Sur-Reply, 17.





The Petition Failed to Demonstrate Why or How Park’s 
Teachings Would be Combined with Kotanagi-Honda

58DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 POR

’783 POR, 62–63. 



The Petition Failed to Demonstrate Why or How Park’s 
Teachings Would be Combined with Kotanagi-Honda

59DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 POR

’783 POR, 64.



60DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 POR

’783 POR, 65–66.

Honda 

EX-1006 (Honda), 6:41–47.  

The Petition Failed to Demonstrate Why or How Park’s 
Teachings Would be Combined with Kotanagi-Honda



The Reply Advances a New “Deficiency” Theory Under the 
Guise of Refuting Arguments in the POR

61DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 Petitioner 
Reply

’783 Pet. Reply, 29.

’783 POR

’783 POR, 62–63.



The Reply Newly Identifies “Wiggle Room” In Honda’s Device 
as Motivation to Implement Park’s Teachings

62DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 
Petitioner 

Reply

’783 Pet. Reply, 30.



Rules and Precedent Confirm that the Reply’s Newly-
Presented Motivations Are Improper and Should be Rejected 

63DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Consolidated Trial Practice Guide (Nov. 2019), 73
• “Petitioner may not submit new evidence or argument in reply that it could have 

presented earlier, e.g. to make out a prima facie case of unpatentability.”

• Intelligent Bio-Sys., Inc. v. Illumina Cambridge Ltd., 821 F.3d 1359, 
1369–70 (Fed. Cir. 2016)

• “[W]e find that the Board did not err in refusing the reply brief as improper under 
37 C.F.R. § 42.23(b) because IBS relied on an entirely new rationale to explain why 
one of skill in the art would have been motivated to combine Tsien or Ju with a 
modification of Zavgorodny.”

• Google LLC v. Nobots LLC, IPR2022-00940, Paper 38, at 24–26 (PTAB 
Nov. 29, 2023)

• “In response to Patent Owner’s arguments … Petitioner has changed theories mid-
stream to focus on the ‘background knowledge’ of a skilled artisan ... [to 
demonstrate the limitation] required by claim 18… [I]t is not appropriate in a reply to 
introduce entirely new argument and evidence … to address evidentiary gaps 
successfully identified by a patent owner, and which could have been previously 
presented by a petitioner […. We conclude that Petitioner’s new argument and 
evidence … are improper and untimely.”



Petitioner Omits that the Alleged Deficiency Relates to Prior 
Charging Stations Recited in Honda’s Background

64DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Honda 

EX-1006 (Honda), 1:53–59.  

’783 Sur-Reply 

’783 Sur-Reply, 18–19.   



Petitioner Mischaracterizes FIG. 2 in Honda to Advance its 
Flawed ‘Wiggle Room’ Theory

65DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’783 Sur-Reply 

’783 Sur-Reply, 19.

EX-2043 (Duckworth Dep. Tr.), 36:5–17.    

2nd Duckworth Deposition 





The Reply’s New Shielding Theory Also Fails to Demonstrate Where or 
How Magnets Would be Provided in The Proposed Combination

67DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Rebuttal to:  “A POSITA would have known to position the magnets to address any such effect, or include 
shielding, if needed, as taught by Park.”  Pet. Reply, 32 (citing EX-1015 (Park), 37 (relating to shielding)).

Park

’783 Sur-Reply

’783 Sur-Reply, 21. 

EX-1015 (Park Provisional), 37.

’783 Pet. Reply, 30
(annotated version of FIG. 14 in EX-

1015 (Park Provisional)). 



Issue 6

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’491 Patent:  “Electrode” Claims (Claims 1, 13, 17) 
Are Not Rendered Obvious by Kotanagi-Honda-Choi



’491 Patent:  Claims 1, 13, and 17 

69DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX-1001 (’491 Pat.), 57:65–58:21.

EX-1001 (’491 Pat.), 59:37–42.

EX-1001 (’491 Pat.), 60:32–39.



Petitioner Alleges Kotanagi’s Electrodes Would Be Used to 
Measure ECG in View of Choi

70DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’491 Petition, 51–52. 

’491 Petition



The Petition’s Cited References Do Not Teach Using the Same Electrodes to 
Measure Potential Difference (as in Kotanagi) and Calculate ECG 

71DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Choi (EX-1011, FIGS. 1, 3)
Separate wearing detection 
and ECG electrodes 

Schmid (EX-1029, 5:3–10)
No skin contact detection 
and watch not configured to 
measure ECG

Kotanagi (EX-1005, ¶59)
No ECG Measurements

’491 POR, 70–72; ’491 Sur-Reply, 17–20.   



The Petition Failed to Proffer Evidence Showing that Electrodes, Which Are 
Used to Measure Potential Difference, Can Also Measure ECG

72DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’491 POR, 70.   

’491 POR, 72.   

’491 POR



Petitioner Has Failed to Make a Prima Facie Showing of Obviousness

73DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’491 POR, 71–72; ’491 Sur-
Reply, 19.  

’491 Sur-Reply

Choi 

EX-1011, FIGS. 1, 3; ’491 
POR, 70–72; ’491 Sur-Reply, 
17–20.   



The Reply’s New Theories and New Supporting Evidence Are Improper and 
Should Be Rejected

74DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX-1055

EX-1056

EX-1057

EX-1061



The Reply’s New Theories and New Supporting Evidence Are 
Improper and Should Be Rejected

75DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Consolidated Trial Practice Guide (Nov. 2019), 73
• “Petitioner may not submit new evidence or argument in reply that it could have 

presented earlier, e.g. to make out a prima facie case of unpatentability.”

• Intelligent Bio-Sys., Inc. v. Illumina Cambridge Ltd., 821 F.3d 1359, 
1369–70 (Fed. Cir. 2016)

• “[W]e find that the Board did not err in refusing the reply brief as improper under 
37 C.F.R. § 42.23(b) because IBS relied on an entirely new rationale to explain why 
one of skill in the art would have been motivated to combine Tsien or Ju with a 
modification of Zavgorodny.”

• Google LLC v. Nobots LLC, IPR2022-00940, Paper 38, at 24–26 (PTAB 
Nov. 29, 2023)

• “In response to Patent Owner’s arguments … Petitioner has changed theories mid-
stream to focus on the ‘background knowledge’ of a skilled artisan ... [to 
demonstrate the limitation] required by claim 18… [I]t is not appropriate in a reply to 
introduce entirely new argument and evidence … to address evidentiary gaps 
successfully identified by a patent owner, and which could have been previously 
presented by a petitioner […. We conclude that Petitioner’s new argument and 
evidence … are improper and untimely.”













The New Theory of Adding Electrodes to Kotanagi’s Device and Measuring 
ECG Using Only the Added Electrodes is Flawed

81DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

        

’491 Sur-Reply, 26.      

’491 Sur-Reply

’491 Petition

’491 Petition, 50.

’491 Petition, 52.






