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1DEMONSTRATIVE EXHIBIT-NOT EVIDENCE



Ground 1: Willner + Park Combination 

2

Ex. 1003, Figs. 3A, 4

Ex. 1004, Fig. 1

+ =

Paper 1, 17, 19-41

Ex. 1001, Fig. 16

DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

(Willner)

(Park)



Ground 2: Schoenith + Park Combination

3

Ex. 1004, Fig. 1

+ =
Ex. 1005, Fig. 3

Paper 1, 17, 41-54

Ex. 1001, Fig. 16

DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

(Schoenith)
(Park)



Ground 3: Schoenith + Kessler Combination
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+ =
Ex. 1005, Fig. 3 Ex. 1006, Fig. 10

Ex. 1001, Fig. 16

Paper 1, 18, 54-66

DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

(Schoenith) (Kessler)



Gamevice Addresses Only Two Limitations
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1(b)(1)
1(d)(4)Paper 21, 1, 8

DEMONSTRATIVE EXHIBIT-NOT EVIDENCE



Only Two Findings = All Claims Unpatentable

• Willner or Schoenith teach confinement structures [limitation 1(b)(2)]

• Motivation to combine Willner or Schoenith with Park

6

Paper 21, 1-2, 8-25
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Board Has Already Made the Necessary Findings

IPR2018-01521 – Schoenith teaches confinement structures:

Ex. 1010, 13

7DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 1, 19-20; Paper 21, 7-8



Board Has Already Made the Necessary Findings

IPR2018-01522 – Willner teaches confinement structures:

8

Ex 1011, 14

DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 6



Board Has Already Made the Necessary Findings

Motivation to combine Willner + Park and Schoenith + Park

Ex 1011, 13
Ex 1010, 14
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Paper 1, 20; Paper 21, 11, 24



Collateral Estoppel Applies When…

• There is a prior final determination

• The prior determination was necessary to the judgment

• The issue in the prior case is the same as in the current case

Paper 27, 11

10DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 1, 19; Paper 21, 3



Identity of Issues; Not “Inquiries” 

11DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Ohio Willow Wood Co. v. Alps South, LLC, 

735 F.3d 1333, 1342 (Fed. Cir. 2013)
Paper 21, 3-5



No Difference in “Treatment” for Willner + Park

12

Ex. 1011, 16

Ex. 1034, ¶¶ 485-486; Ex. 1003, Fig. 4

DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 6-7



No Difference in “Treatment” for Willner + Park

Ex. 1034, ¶¶ 485, 505

Ex. 1002, ¶¶ 146, 154

13DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 1, 21, 23; Paper 21, 6-7



No Difference in “Treatment” for Schoenith + Park

Ex. 1043, 29-30 Paper 1, 43

14DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 7



Gamevice Had the Burden of Proof … and Failed

Ohio Willow Wood Co. v. Alps South, LLC, 

735 F.3d 1333, 1343 (Fed. Cir. 2013)
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Paper 21, 2-5



Differences Not Material to Patentability

’119 Patent ’393 Patent

a pair of confinement structures, the 

pair of confinement structures 

adjacent to and confining the 

computing device on at least two 

opposing sides of the plurality of 

sides of the computing device

a pair of confinement structures, the 

pair of confinement structures 

interacting with the computing 

device and adjacent at least two 

opposing sides of the computing 

device, but not more than three sides 

of the sides of the computing device

“confining” vs “interacting”

“but not more than three sides of 

the sides of the computing device”

Differences:

16DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 1, 22-23



Willner Adaptor Adjacent Not More Than Three 
Sides

Side 1

Side 2

Side 3

Front is not

a side

Back is not

a side

Ex. 2004, ¶ 48 

17DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 1, 23 & n.9



Front and Back Don’t Count as Sides

Ex. 1001, Fig. 1

Ex. 1001, 4:32-45 

18DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 1, 23 n.9



’393 Patent Not Patentably Distinct from 
Unpatentable ’119 Patent

’393 TD 

to ’498

’498 TD 

to ’119
’119

Paper 1, 12, 82 (citing Ex. 1009, 20-30, 44-46, 58-59)
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Gamevice Is Wrong That Willner + Park Won’t Hold

• Bodily incorporation: Gamevice ignores background understanding of a 
POSITA

• Meta-construction of “hold”: “hold” requires holding under most 
extreme circumstances

• No probative evidence

20DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 8-15



Gamevice Is Wrong That Willner + Park Won’t Hold

• Bodily incorporation: Gamevice ignores background understanding of a 
POSITA

21DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 11-12



Gamevice’s Bodily Incorporation Argument

22

Ex. 2004, ¶ 63

Ex. 2004, ¶ 93

Ex. 2004, ¶ 123

DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 11-12



Bodily Incorporation Not the Test

Allied Erecting & Dismantling Co., Inc. v. Genesis Attachments, LLC, 

825 F.3d 1373, 1381 (Fed. Cir. 2016)

23DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 12



Bodily Incorporation Not the Test

24DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 12
Allied Erecting & Dismantling Co., Inc. v. Genesis Attachments, LLC, 

825 F.3d 1373, 1381 (Fed. Cir. 2016)



Petition Examples Were Illustrative

25DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 1, 21, 42-43, 55; Paper 21, 12-13, 15-16; Ex. 1002, ¶¶ 154, 240, 326

“annotated example”

“possible modification”

“potential combination”



Retention “Lips” Were Well Known

Retention Lips
Retention Lips

26DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 17-18

Ex. 1003, Fig. 4 



Retention “Lips” Were Well Known

Retention Lips Retention Lips

27DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 16-17

Ex. 1005, Fig. 10 



Retention “Lips” Were Well Known

Retention Lips

Retention Lips

28DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 18

Ex. 1006, Fig. 11 



Prior Art Replete with Known Ways to Avoid Pop-Out

Ex. 1006, ¶ 18
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Paper 21, 19

Ex. 1006, Fig. 10



Gamevice Is Wrong That Willner + Park Won’t Hold

• Bodily incorporation: Gamevice ignores background understanding of a 
POSITA

• Meta-construction of “hold”: “hold” requires holding under most 
extreme circumstances

30DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 8-10, 13-15



Gamevice’s Extreme Understanding of “Hold”

Ex. 2004, ¶ 50

31DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 8-10, 13-15

Ex. 1003, Fig. 4

Dr. Slocum: This 

Won’t “Hold”



Gamevice Is Wrong That Willner + Park Won’t Hold

• Bodily incorporation: Gamevice ignores background understanding of a 
POSITA

• Meta-construction of “hold”: “hold” requires holding under most 
extreme circumstances

• No probative evidence

32DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 13-15



Dr. Slocum’s Anecdotal Observations
vs Mr. Kitchen’s Decades of Real-World Experience

Can’t say what 

games he saw

Can’t say what 

controllers he 

saw

Can say the 

controllers

were the wrong

kind

Ex. 1041, 74:1-76:16

Ex. 1033, ¶ 7

33DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 12, 14



Willner + Park Would Have Held a Computing Device

Ex. 1033, ¶ 34

34

Ex. 1033, ¶ 36

DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 10, 14-15



Willner + Park Would Have Held a Computing Device

Ex. 1033, ¶ 45

35DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 10, 14-15



Park Was Designed to Hold a Phone

36DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Ex. 1004, Fig. 3
Paper 21, 15



Park Was Designed to Hold a Phone

Ex. 1004,  ¶ 41

37DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 15



Park Has Multiple Embodiments—Park Thought He 
Invented Something

Game Pad 

Game Pad Plus

Game Pad Plus

Ex. 1004, claim 3

Ex. 1004, claim 1

Ex. 1004, claim 4

38DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 19



Kessler Was Designed to Hold a Phone

39

Ex. 1006, Fig. 11

Ex. 1006, ¶ 101

DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 25



Grounds 2 & 3: Gamevice’s Arguments Fail for the 
Same Reasons

• Bodily incorporation and ignoring known prior art solutions

• Incorrect meta-construction of “hold”

• No probative evidence that computing devices would “pop out”

40DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 8-15



Motivation to Combine

• Collateral estoppel precludes re-argument

• No evidence that a computing device would “pop out”

• Prior art replete with strategies to avoid “pop out”—Reasonable 
expectation of success

41DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 11-25



Park Disclosed Mechanisms to Increase Stability

42DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 19

Ex. 1004, Fig. 1

Ex. 1004, ¶¶ 42-43



A Lock Switch Was Another Known Way to Stabilize a 
Computing Device 

43DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 19

Ex. 1033, ¶ 94

Ex. 1033, ¶ 93



A POSITA Would Have Had a Reasonable Expectation 
of Success

44DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 21

Ex. 1041, 224:3-7



Motivation to Combine

• Collateral estoppel precludes re-argument

• No evidence that a computing device would “pop out”

• Prior art replete with strategies to avoid “pop out”—Reasonable 
expectation of success

• Skilled artisans knew how to use screws and snap fits

45DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 11-25



A POSITA Would Have Known How to Connect 
Controller Components

Ex. 1041, 200:7-10, 200:16-18

46DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 20-22

Ex. 1005, 7:18-23

Ex. 1002, ¶ 209



Motivation to Combine

• Collateral estoppel precludes re-argument

• No evidence that a computing device would “pop out”

• Prior art replete with strategies to avoid “pop out”—Reasonable 
expectation of success

• Skilled artisans knew how to use screws and snap fits

• Significant advantages

47DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 11-25



The Combinations Offered Significant Advantages

48DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 1, 21, 42-43, 55; Paper 21, 22-23

Ex. 1006, ¶¶ 17-18

Ex. 1002, ¶ 138



Park’s Bridge Disclosures Contradict Dr. Slocum’s 
Unsupported Opinion

49DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 24-25

Dr. Slocum’s opinion

Park’s teachings

Ex. 2004, ¶ 73

Ex. 1004, ¶ 41



A POSITA Would Have Compensated for Any Issues 
with Park’s Bridge

Ex. 1041, 208:21-209:4

50DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 24-25

Ex. 1004, Fig. 1

Ex. 1006, ¶ 101



Unlike Gamevice, Nintendo Relies on Objective 
Evidence

51DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Gamevice argument Alleged supporting evidence Nintendo’s contrary evidence

A computing device would pop out 

of Nintendo’s combinations

Park (misinterpreted), Dr. Slocum 

Paper 18, 20-21, 33-34, 44-45; Paper 27, 19

Willner, Schoenith, Park, Kessler, Mr. 

Kitchen

Paper 21, 8, 10, 13-20, 25

A POSITA would have had to engage 

in undue experimentation to 

connect the sidewalls and bridges in 

Nintendo’s combinations

Dr. Slocum 

Paper 18, 22-23, 36-37, 47-48

Apple iPhone 4, Schoenith, Dr. Slocum, 

Mr. Kitchen

Paper 21, 20-22

Nintendo’s combinations would 

have provided only disadvantages

Dr. Slocum 

Paper 18, 24-25

Willner, Schoenith, Park, Kessler, Mr. 

Kitchen

Paper 21, 22-24 

Park’s bridge is fundamentally 

flawed

Dr. Slocum 

Paper 18, 22, 35-36

Park, Kessler, Dr. Slocum, Mr. Kitchen

Paper 21, 24-25



Technology Background Relevant to How Skilled 
Artisans Combine Prior Art

Pride Mobility Prods. Corp. v. Permobil, Inc., 

818 F.3d 1307, 1315 (Fed. Cir. 2016)

52DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 15



No Material Difference Between Prior and Current 
Constructions

’119 IPR construction of “confinement 

structures”

’393 IPR construction of “confinement 

structures”

“Confinement structures” “encompasses 

a ‘three-sided structure’ in which the 

computing device ‘is fully nested’ … as 

well as structures that serve as a ‘cradle’ 

to ‘securely hold’ the computing device”

Physical component(s) that hold(s) a 

computing device

53

Ex. 1011, 11 Paper 1, 15

DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 1, 14-15



Gamevice’s Collateral Estoppel Cases Miss the Point

Thus, the inquiry should be whether the nonlitigated

claims present new issues as to the art pertinent to the 

nonlitigated claims; as to the scope and content of that art; 

as to the differences between the prior art and the 

nonlitigated claims; and as to the level of ordinary skill in 

that art. If none of these inquiries raises any new triable 

issues, then the obviousness determination in the prior 

proceeding should be equally applicable to the nonlitigated

claims.

Interconnect Plan. Corp. v. Feil, 

774 F.2d 1132, 1136 (Fed. Cir. 1985)
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Paper 27, 5



1(d)(4)—Separate and Distinct—Does Not Change 
the Result

1(d)(4): “wherein each electronic game control 

module is a separate and distinct structure from each 

of their corresponding confinement structures, 

forming no structural portion of their corresponding 

confinement structures”

55DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 3-5



1(d)(4)—Separate and Distinct—Does Not Change 
the Result

• Gamevice says other components can’t help 
“hold”

1(d)(4): “wherein each electronic game control 

module is a separate and distinct structure from each 

of their corresponding confinement structures, 

forming no structural portion of their corresponding 

confinement structures”
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Paper 18, 30-31



1(d)(4)—Separate and Distinct—Does Not Change 
the Result

• Gamevice says other components can’t help 
“hold” but can’t identify such a negative limitation

• 1(d)(4) simply requires the modules to be 
structurally separate

• Panels are still “separate and distinct”—they are 
fully removable

1(d)(4): “wherein each electronic game control 

module is a separate and distinct structure from each 

of their corresponding confinement structures, 

forming no structural portion of their corresponding 

confinement structures”

57DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 4-5

Ex. 1005, Fig. 3



Only Disputes for Hirschman: “Confinement 
Structures” and “Passageway”

Ex. 1041, 174:6-13

58DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 25



Sidewalls 282 and Retention Structures 260

59

Ex. 1007, Fig. 3

DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 26-28



“Passageway” (1(c)(2)(b))

“the passageway promotes electrical communication between 

the communication link of a first confinement structure of the 

pair of confinement structures and the computing device, the 

passageway further promotes electrical communication 

between the communication link of a second confinement 

structure of the pair of confinement structures and the 

computing device”

District Court construction: “a space that accommodates a communication 

wire”

60

Paper 1, 15

DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 21, 25-26



Retention Structures 260 May Include Signaling

Ex. 1007, ¶ 59

61DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Paper 1, 72, 75

Ex. 1007, Fig. 3



’393 Patent, Claim 1

62DEMONSTRATIVE EXHIBIT-NOT EVIDENCE

Ex. 1001
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