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I. Introduction

SafeCast’s Patent Owner Response (“POR”) does not rebut Petitioner’s
showing that Claims 1-4, 6-9, and 12—15 of U.S. Patent No. 9,392,302 should be
canceled. Instead, the POR alleges deficiencies in Petitioner’s Grounds by
ignoring disclosures in the prior art, improperly considering each reference in
isolation as opposed to combined as Petitioner proposed, and ignoring Petitioner’s
unrebutted expert testimony regarding motivation to combine. In short, there are
no distinctions between Petitioner’s Grounds and the challenged claims, and the
claims should be canceled.

II.  No Disputes Regarding Claim Construction Or Level Of Skill

Patent Owner does not dispute Petitioner’s proposed constructions or level
of skill in the art definition in this proceeding.! Paper 9 at 3—4 (no objections to
Petitioner’s proposed constructions).

III. Ground 1: Plotnick And Parekh Render The Challenged Claims
Obvious

Patent Owner only contests elements 1[c.1], 1[c.2], and 1[e.1] as missing
from Ground 1. In making its argument, Patent Owner raises only two substantive

disputes. Paper 9 at 9-19. First, Patent Owner argues that Ground 1 does not

! Petitioner does not intend to, and does not, waive any argument that the structure
for performing the claimed function of each term is not sufficiently disclosed in the
’302 Patent.



render obvious the claimed “first field” of the header associated with each
advertisement in 1[c.1] and thus also does not render obvious 1[e.1], which also
recites reading the “first field.” Paper 9 at 8—14, 18—19. Second, the Patent Owner
argues that Ground 1 does not render obvious the claimed “second field” of the
header in 1[c.2]. Id. at 14—-17. Both arguments fail for the reasons stated below.

A. Plotnick And Parekh Teaches The “First Field” Of Element 1[c.1]

The Patent Owner attacks Ground 1°s mapping to 1[c.1] based on three
arguments: (1) Plotnick’s control data does not include “a local broadcasting time
[sic]” and Parekh’s local broadcasting time regulation data is not in a “first field”
of metadata (Paper 9 at 9-10, 11, 13); (2) Parekh checks for “airability” and rejects
illegal and profane content before adding it to a media database for selection to be
broadcast (Paper 9 at 12); and (3) Parekh does not teach time-shifted
viewing/listening (Paper 9 at 13—14).

Each of Patent Owner’s three arguments fail to identify a meaningful
distinction between Ground 1 and the challenged claims.

1. The Combination Of Plotnick And Parekh Renders

Obvious A Header With A “First Field Related To A
Local Broadcasting Time Regulation”

As explained in the Petition, Plotnick in combination with Parekh teaches a
“first field related to a local broadcasting time regulation” (element 1[c.1]).

Plotnick teaches that advertisements have “ad metadata” in “control data 1006,”



which has multiple fields regarding a variety of characteristics relating to the
advertisement including, e.g., information relating to the “time of day” when the
advertisement should be shown. Paper 1 at 42-43 (citing Ex-1005 9154, 155,
169, 194 and Ex-1006 9950-51). Plotnick’s ad metadata also includes information
regarding the content of the advertisement, e.g., the product brand, which could
indicate whether the content is child-friendly. Id. at 44—45 (citing Ex-1005 at Figs.
6C, 6B and Ex-1002 9998, 125-127). And as Petitioner’s expert explained in
unrebutted testimony, a POSITA would have known that Plotnick’s ad metadata is
stored in fields of a “header” associated with the advertisement because
contemporaneous publications describe the then-routine and still-routine practice
of storing information related to media in headers. Id. (citing Ex-1002 §997-98,
121-129).

The Petition further explained that a POSITA would have been motivated to
look to similar references for additional implementation details regarding
controlling when and how advertisements are shown, including time-based
restrictions, by using advertisement metadata, headers, and rules. Id. (citing Ex-
1002 99127—-128). Parekh is one such reference. It teaches that before playing a
media item, including advertisements, in a dynamic media system, the system
should apply guidelines and rules, including rules based on FCC broadcasting time

regulations, based on metadata associated with each advertisement. /d. (citing Ex-



1007 at 11:14-20, 11:26-36).

The Petition further explained that a POSITA would have been motivated to
implement Plotnick’s system, which controls the “time of day” that an
advertisement is played by using a metadata field in Plotnick’s advertisement
header, by combining the Parekh teaching to apply rules based on local
broadcasting time regulations. Id. at 4547 (citing Ex-1002 §9128—-129). The
system of Parekh shares multiple similarities with Plotnick, including that both
describe controlling what media items are played based on “time of day” (compare
Ex-1005 99169, 194 and Ex-1006 95051 with Ex-1007 at 11:26-36) and both
describe doing so by using metadata associated with each advertisement (compare
Ex-1005 99154, 155 with Ex-1007 at 10:32-57, 11:11-13, 9:66—-10:4). Paper 1 at
4547 (citing Ex-1002 q9124-128); id. at 27-29. Thus, applying Parekh’s time of
day rules, which include consideration of local broadcasting regulations, would
have been a straightforward combination requiring only minor adjustment to the
Plotnick system. Paper 1 at 47 (citing Ex-1002 9129). And the combination would
have yielded the expected result that when Plotnick’s system considers the “time of
day” to play an advertisement, such consideration would include applying the time
restrictions of local broadcasting regulations. Id. (citing Ex-1002 9129).

The Petition further explained the motivation to seek implementation details

regarding FCC broadcasting time regulations, as taught in Parekh, and apply them



to Plotnick. Id. at 29-31. Specifically, the rationale behind the FCC regulation
restricting profane and obscene content at certain times of day—to prevent children
from being exposed to harmful content—was a frequent topic of news articles and
publications. Id. (citing Ex-1002 94100, 110 (citing Exs-1028-1034); Ex-1028 at 1
(quoting D.C. Circuit decision regarding government interest in “the well-being of
minors”); Ex-1030 at 1 (“serves the goal of confining this material to hours minors
are less likely to be exposed to it”)). As the Petition and Petitioner’s expert
explain, a POSITA would have been motivated to ensure that advertisements were
time-appropriate based on the timing restriction set forth in those laws because
violation of the laws would incur legal and financial consequences and because the
rationale behind the law—to protect children from being exposed to inappropriate
content—was a public concern at the time of the invention. /d. (citing Ex-1002
100); Ex-1002 9110 (citing, e.g., Ex-1028, Ex-1030); Ex-1040 9225.

The Petition thus showed that Plotnick in combination with Parekh renders
obvious a “first field related to a local broadcasting time regulation” (1[c.1]).

a. Patent Owner Attacks Plotnick By Misquoting The
Language Of 1[c.1]

Patent Owner argues that Plotnick does not teach a first field with “a local
broadcasting time.” Paper 9 at 10. But the claims do not require the “first field” to
have “a local broadcasting time.” Instead, the claims recite a “first field related to

a local broadcasting time regulation.” Ex-1001 at CI. 1 (element 1[c.1]) (emphasis



added). Accordingly, Patent Owner fails to distinguish the prior art based on the
words of the claims. As explained in the Petition and above, Plotnick in view of
Parekh teaches headers (from Plotnick) that would have included information
related to local broadcast time regulations (from Parekh), which is what the
challenged claims recite.

b. Patent Owner Attacks Plotnick And Parekh
Individually Rather Than In Combination

Patent Owner admits that Plotnick teaches metadata in fields of a header
associated with an advertisement, but attacks Plotnick for not including in those
headers information related to “a local broadcasting time regulation.” Paper 9 at
9-10. Patent Owner next admits that Parekh teaches “a local broadcasting time
regulation,” but attacks Parekh for not expressly stating that information related to
this regulation is included in a metadata field or header. /d. at 11, 13. In essence,
Patent Owner admits that the combined teachings of both references teach all
aspects of the claims, but argues that the claims are not rendered obvious because
no single reference expressly includes all of these claimed aspects together. This
argument misses the mark because it is fundamentally an argument that neither
reference anticipates the claims. But Petitioner’s Ground 1 argues that the
combined teachings of Plotnick and Parekh render obvious the challenged claims.

Patent Owner’s argument fails because “obviousness, [] cannot be overcome

‘by attacking references individually where the rejection is based upon the



teachings of a combination of references.”” Bradium Techs. LLC v. lancu, 923
F.3d 1032, 1050 (Fed. Cir. 2019) (quoting In re Merck & Co., 800 F.2d 1091, 1097
(Fed. Cir. 1986)). Instead, the relevant question is whether “a person of ordinary
skill in the art would have been motivated to combine the prior art in a way such
that the combination discloses the claim limitations.” Fleming v. Cirrus Design
Corp., 28 F.4th 1214, 1222 (Fed. Cir. 2022).

c. Patent Owner Fails To Rebut The Petition’s Evidence

Of Motivation To Apply Parekh’s Teaching Via The
“First Field” In Plotnick

Patent Owner, in attacking Plotnick and Parekh individually, fails to rebut
the Petition’s evidence that a POSITA would have been motivated to combine the
teachings of Plotnick and Parekh as recited in element 1[c.1]—specifically, via the
“first field” of metadata in the advertisement header taught in Plotnick. Paper 9 at
9-11 (no discussion of motivation to combine Plotnick and Parekh teachings via
the “first field”). The Petition cites multiple sources of evidence that a POSITA
would have been motivated to implement local broadcasting authority time
regulation rules as taught in Parekh in a first metadata field of an advertisement
header as taught in Plotnick. See supra Section III.A.1.b; see also Paper 1 at 27—
31, 34-35, 45-47. Patent Owner addressed none of this evidence or Petitioner’s
expert testimony on this point. E.g., Ex-1005 9125, 169, 194; Ex-1006 9950, 51;

Ex-1002 q9121-129.



Patent Owner did not depose Petitioner’s expert, nor did it provide its own
expert testimony in response. Instead, Patent Owner’s Response consists entirely
of attorney argument, which cannot take the place of actual evidence. See
Keynetik, Inc. v. Samsung Elecs. Co., Ltd., No. 2022-1127, 2023 WL 2003932, at
*2 (Fed. Cir. Feb. 15, 2023) (Patent Owner’s “attorney argument is no substitute
for evidence” and Petitioner’s unrebutted expert testimony on motivation to
combine “constitutes substantial evidence to support the Board's finding” of
obviousness); see also Nike Inc. v. Jezign Licensing, LLC, IPR2017-00246, Paper
33 at 27 (PTAB May 29, 2018) (“We are not swayed by Patent Owner’s
conclusory attorney arguments ... [r]ather ... we agree with Petitioner’s position as
supported by the declaration testimony [].”).

As the Petition explained, Plotnick receives and delivers broadcast
programming and has the additional capability to store and play such programming
later. Paper 1 at 37 (citing Ex-1005 490-92, 150 (“An ad insertion module 812
handles the processes necessary to incorporate targeted ads into television
programs, including programs received in real-time or being played from the set-
top box’s hard disk.”)). Petitioner’s expert explained that a POSITA would have
understood that broadcasted content played by the Plotnick system would be
subject to FCC regulations, which prohibit certain types of content at certain times

of day. Ex-1002 9126. Thus, as the Petition explained, Plotnick’s use of metadata



in a header (“control data 1006”) to control the “time of day” that advertisements
were played in a system that is subject to FCC regulations would have suggested to
a POSITA that “control data 1006 has a field relating to a local broadcasting time
regulation. Paper 1 at 4445 (citing Ex-1002 4125-127).

The Petition then explained that a POSITA would have been motivated to
look to Parekh as a similar reference that teaches additional implementation details
regarding how to control the time of day that advertisements are played to users by
using advertisement metadata to implement rules. Paper 1 at 45-47 (citing Ex-
1002 9q9127-129). Parekh teaches that FCC broadcasting time regulations should
be considered when implementing rules about the time of day that content should
be played. Id. (citing Ex-1007 at 11:14-20, 11:26-36).

The Petition explains that because the Plotnick system controls when, what,
and how advertisements are played by using information in metadata fields of
advertisement headers, a POSITA would have found it obvious to apply Parekh’s
timing rules, which are based on local broadcasting regulations, in the same
manner—yvia a field of an advertisement header. Paper 1 at 4647 (citing Ex-1002
128-129; Ex-1007, 10:47-51, 16:17-20, 20:9-21). Specifically, as Petitioner’s
expert explained, a POSITA would have found that Parekh’s teaching could be
easily incorporated using routine practices because Parekh also uses metadata to

check its tracks against FCC time regulations. Ex-1002 128; see also id. 9101,



111. And a POSITA would have a reasonable expectation of success of applying
Parekh’s time regulation via the header fields of Plotnick because Plotnick uses
such fields to control “time of day” and “other criteria” for selecting media. /d.
9129. Indeed, because the techniques of using metadata, databases, and rules, were
so well-known and programmable, Petitioner’s expert explained that “a POSITA
would have found it obvious to simply program the Plotnick system to include
additional metadata or rules as needed to implement the teachings of Parekh to
consider FCC time regulations.” /d. The combination would simply lead to the
expected result that the “time of day” control of the Plotnick system is
programmed to have timing consistent with the FCC regulations as taught in
Parekh. Id.

Patent Owner has cited no evidence to rebut the motivation to apply the
teaching of Parekh via the first field of the header taught in Plotnick. Paper 9 at 9—
11. Thus, as the Petition and unrebutted evidence show, a POSITA would have
been motivated to implement a first field of the header, as taught in Plotnick, to
include information “related to a local broadcasting time regulation,” as taught in
Parekh, just as recited in 1[c.1]. See supra Section III.A.1.b.

2. Patent Owner’s Citation To The “Airability”

Teaching Of Parekh Does Not Impact Ground 1,
Which Relies On The “Rule Engine” Of Parekh

Patent Owner cites an “airability” filter process taught in Parekh as allegedly

10



undermining Parekh’s teaching of applying local broadcasting time regulations at
the time an advertisement is played. Paper 9 at 12 (citing Ex-1007 at 11:2—13).
But Patent Owner’s argument is a red herring—the “airability” teaching in Parekh
is unrelated to Parekh’s teaching that a “rules engine” applies local broadcasting
time regulations. Contrast Ex-1007 at 10:59-11:13 with id. at 11:14-31.

(13

Specifically, Parekh’s “airability” filter reviews user-uploaded content to
determine whether that content cannot be aired at any time and thus must be
excluded from the media database entirely. Ex-1007 at 10:59-13, 11:11-13. The
“airability” teaching in Parekh is implemented by the “moderation server” 316,
which is shown as a distinct server from the “playlist generator and rules engine”
308 that manages the rules related to the local broadcasting time regulation. See
Ex-1007 at Fig. 3A, 11:4-6, 11:15-31. The “airability” filter is performed to
ensure that certain user-uploaded content can be aired. Id. at 10:59—13. If the
content passes the filter (e.g., it is not illegal), then it will be added to the media
database. Id. at 11:11-13. In contrast, Parekh’s “rule engine” applies to manage
when, not whether, content is played from the media database. Ex-1007 at 11:29—
31 (describing allowing indecent and/or profane content within the FCC Safe
Harbor time period). This means that the content is in the database and has already

passed the “airability” filter. Id. at 11:11-11:31 (describing first the airability filter

and then the rules engine as a following step). In other words, Parekh’s

11



“airability” filter is an initial filter to ensure that the pool of media does not include

(13

illegal content that can never be aired, while Parekh’s “rules engine,” which is
relied on in Ground 1, selects from the pool of advertisements by applying criteria,
including time-based rules based on local broadcasting time regulations.

Thus, Patent Owner’s citation to the “airability” teaching in Parekh is not
responsive to the Petition’s reliance on the local broadcasting time regulations

applied by the “rules engine” of Parekh, leaving that reliance unrebutted.

3. A POSITA Would Have Been Motivated To
Implement Parekh’s Time Regulation Rules In
Plotnick’s Time-Shifted Viewing System

Patent Owner next argues that Parekh does not teach time-shifted
viewing/listening. Again, Patent Owner attacks Parekh individually, rather than in
the proposed combination. Bradium, 923 F.3d at 1050.

The petition explains that the “time-shifted viewing” aspect is taught by
Plotnick. Specifically, Plotnick teaches a PVR system that is capable of recording
programming and playing it back later. Ex-1005 4993, 97. Instead of addressing
this time-shifted viewing/listening teaching of Plotnick, Patent Owner argues that
Parekh does not teach time-shifted viewing. But the relevant question is whether a
POSITA would have been motivated to combine Parekh’s local broadcasting time
regulation rules in the PVR system of Plotnick, which is undisputedly capable of

time-shifted viewing/listening.

12



As the Petition and Petitioner’s unrebutted evidence show, a POSITA would
have been motivated to implement Parekh’s teaching of using rules based on local
broadcasting time regulations in the system of Plotnick, which is capable of time-
shifted viewing. Paper 1 at 27-31, 34-35, 46-47; Ex-1002 §9100-102, 109-111.
Specifically as to the time-shifted functionality of Plotnick, Petitioner’s expert
testified that “[a] POSITA would have known the problems related to playing
PVR-recorded programs at a later time, including the fact that advertisements may
be inappropriate for the time of day at playback.” Ex-1002 4100.

Plotnick and Parekh both teach the importance of considering what time of
day a viewer is being exposed to the media. Plotnick teaches applying rules based
on “time of day,” and, because Plotnick’s system is a PVR-enabled set top box,
Plotnick’s “time of day” rules apply definitionally to time-shifted viewing. Id. at
31-33, 42-45. Plotnick thus teaches a system that considers whether an
advertisement is appropriate for the “time of day” during the time-shifted viewing.
Ex-1040 9227 (citing Ex-1006 §51). Parekh likewise teaches that it is important to
apply rules to control the time of day when the advertisements are to be played,
including rules based on local broadcasting time regulations. Petition at 3334,
45—47. And while Parekh discloses a live broadcast system, a POSITA would
have been motivated to apply the FCC time regulation teachings of Parekh in the

Plotnick system for the very reasons taught in both Plotnick and Parekh—to ensure

13



that advertisements are appropriate for the time of day that they are played to users.
Petition at 4647, 53-55. This is further supported by contemporaneous articles
explaining that the motivating factor behind the FCC regulation is to prevent
children from being exposed to profane and indecent content, which would apply
equally to a PVR system like Plotnick. See Ex-1002 9962, 110 (citing Exs-1028—
1034); Ex-1028 at 1 (quoting D.C. Circuit decision regarding government interest
in “the well-being of minors™); Ex-1030 at 1 (“serves the goal of confining this
material to hours minors are less likely to be exposed to it”).

Indeed, the discussion about how to prevent children from being exposed to
profane and indecent TV and radio content and technology for implementing such
restrictions started long before 2010. See Exs-1041-1046; Ex-1040 9227. By the
2000s, the V-chip was known by POSITAs, and even in mainstream media, as a
technology that would enable parents to program restrictions in their TVs to block
offensive content from being played to their children. Id. §226. Thus, the
motivation to reduce the risk of minors being exposed to inappropriate content was
well-known by POSITAs at the time of the invention. Ex-1040 9227. This
motivation applied equally, if not even more so, when PVR technology made it
possible to record content for time-shifted viewing and thus made it possible to
record late night content and for playback during the day. Ex-1040 9227. Plotnick

itself describes that “the relative appropriateness of the prepared ad schedule may

14



change as circumstances change” and that “[s]Juch circumstances may include, but
are not limited to, the time of day, program or type of program being watched,
channel selection, identity of the current viewer, and timing/duration of the
upcoming avail.” Ex-1006 451 (incorporated by reference into Ex-1005 9214,
36, 194); Ex-1040 9227. Plotnick thus teaches and provides a motivation to ensure
that time-shifted advertisements are appropriate for the time of day that they are
played, including considerations based on the identity of the viewer. /d. And a
POSITA would have looked to common standards, including local broadcasting
regulations, to determine what timing and types of content were generally accepted
or adopted by the general public as appropriate. Ex-1040 9228. For all of the
reasons stated above, a POSITA would have been motivated to implement
Parekh’s teaching to apply timing rules to advertising content that are based on
FCC broadcasting regulations into the PVR system of Plotnick. /d. §229.

Thus, in the Ground 1 system, the Plotnick PVR applies Parekh’s local
broadcasting time regulation-based time restriction rules to time-shifted viewing.

B. Plotnick And Parekh Teaches The “Second Field” Of Element
1]c.2]

The Patent Owner attacks Ground 1’s mapping to 1[c.2] (“a second field
related to the number of times said advertisement has previously been shown
during time-shifted viewing”) based on two arguments: (1) Plotnick allegedly does

not disclose updating “the number of times” the advertisement was previously

15



shown; and (2) updating metadata after “ad delivery” in Plotnick allegedly means
updating the metadata after the ad was delivered from the advertiser to the PVR
rather than delivered to the user. Paper 9 at 15-17. Both arguments are wrong.

1. Plotnick Teaches Updating Ad Metadata And
Sending An Insertion Report After Playback

As explained in the Petition, Plotnick teaches that after an advertisement is
played to a user, “the system updates the ad metadata and transmits an insertion
report to the head-end.” Petition at 47—48 (citing Ex-1005 9163); see also id.
(citing Ex-1005 9156 (“update[] the ad metadata 1006 based on ad delivery and
user interaction”)). Patent Owner argues that Plotnick does not explicitly state that
such updated metadata includes “the number of times” the advertisement was
shown. Paper 9 at 16. This argument is wrong, as Plotnick’s disclosures make
clear that the updated metadata includes such count. See, e.g., Ex-1005 154 (“The
set-top box can supplement this control data by adding presentation history and
user interaction data.”).

Plotnick teaches that “the system updates the ad metadata and transmits an
insertion report to the head-end” and that the “traffic and billing system [] tracks
the insertion results and bills the advertiser based on the insertions.” Petition at
4748 (citing Ex-1005 99163, 170). Petitioner’s unrebutted expert testimony
explains that based on these disclosures, a POSITA would have understood the

updated metrics in Plotnick’s metadata would include the number of times that the
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advertisement was shown during playback. Petition at 48 (citing Ex-1002 130).
Specifically, as Petitioner’s expert explained, Plotnick teaches that the
advertisement insertion results are tracked so the advertiser can be billed based on
the number of times the advertisement was played, e.g., “based on the insertions.”
Ex-1002 9130 (citing Ex-1005 99156, 163, 170). In other words, to be able to bill
the advertiser “based on the insertions,” the Plotnick system must track the number
of times that the advertisement was inserted/played. Id. And a POSITA would
have been motivated to implement the metadata regarding the number of times that
the advertisement was played in a second field of the header taught in Plotnick
because Plotnick explains that the advertisement insertion reports are sent
“upstream” and a POSITA would have known that a second field is necessary so as
not to overwrite existing fields. Ex-1002 q130-131 (citing Ex-1005 99141, 168).

2. “Ad Delivery” In Plotnick Refers To Playback, Not
Delivery To The PVR

Patent Owner’s next attempts to distinguish Plotnick’s disclosure that the
system “updates the ad metadata 1006 based on ad delivery” by arguing, based on
no evidence, that “ad delivery” in Plotnick relates to delivering ads to the PVR,
rather than playing those ads to a user. Paper 9 at 16. Patent Owner’s
interpretation is wrong.

Contrary to Patent Owner’s unsupported attorney argument, Plotnick’s

disclosure that the system will “update[] the ad metadata 1006 based on ad delivery
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and user interaction” makes clear that the updates are based on delivery to the user
(and not to the PVR). Ex-1005 9156 (emphasis added). This is because, as Patent
Owner admits, “user interaction” refers to the user taking certain actions to interact
with the advertisement via a user interface (Paper 9 at 16 (citing Ex-1005 9140)),
such as “channel changes, volume changes, and VCR-like controls of the PVR”
(Ex-1005 9160).

Plotnick’s two other uses of the phrase “ad delivery” likewise refer to
delivering ads to the user. Both mentions of “ad delivery” refer to “ad delivery
instructions” that are saved on a VoD Server alongside the content. Ex-1005 at
170. The “ad delivery instructions” are used to schedule when the ads are played
with respect to the content. /d. The “ad delivery instructions” thus refer to
instructions for delivering/playing ads fo the user rather than when the ads are sent
to be stored in a PVR. Ex-1005 4170. Thus, Plotnick’s disclosure that “the
processing component [] updates the ad metadata 1006 based on ad delivery and
user interaction” teaches updating ad metadata based on delivery to the user and
the user’s interaction upon delivery.

C. The POR Raises No Independent Arguments Regarding Claims
2-4, 6-9, 12-15

For challenged Claims 2—4, 6-9, and 12-15, the POR does not raise any
independent arguments to rebut that Ground 1 invalidates the claims. Instead, the

POR only cites to its arguments regarding 1[c.1], 1[c.2], and 1[e.1] as
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corresponding to elements 12[c], 12[d], and 12[g]. For the same reasons that
Ground 1 renders challenged Claim 1, including elements 1[c.1], 1[c.2], and 1[e.1],
invalid, Ground 1 renders Claims 24, 6-9, and 1215 invalid. See Sections III.A,
I11.B.

IV. Ground 2: Plotnick Matches Patent Owner’s Interpretation Of Every
Limitation Of The Challenged Claims

As shown in Section XII.B of the Petition, Ground 2 maps to Patent
Owner’s interpretation of the challenged claims in the civil action. Petition at 73—
81. Patent Owner does not deny that Ground 2 corresponds to Patent Owner’s
interpretation of the claims, nor does it deny that these are the claim construction
positions advanced by Patent Owner in district court. Instead, Patent Owner
argues that: (1) Patent Owner’s own claim constructions from the civil action are
“not in compliance with the regulations of 37 C.F.R. §42.100(b)” and (2) the Board
must apply the claim interpretations used in Ground 1 and find Plotnick deficient
for the reasons the POR argued as to Ground 1.

First, 37 C.F.R. § 42.100(b) states that claims shall be construed using the
same claim construction standard as that used in a civil action under 35 U.S.C. §
282(b). Petitioner’s Ground 2 applies Patent Owner’s constructions from the civil
action. To the extent that Patent Owner asserts that these constructions reflect the
proper scope of the challenged claims, then the claims are invalid for the reasons

explained in Ground 2. Patent Owner has not presented any patentability argument
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under its own view of the claims, or provided any further explanation for why its
district court view of the claims is, or is not, correct. Petitioner, on the other hand,
has explained how these claims should be understood in Ground 1, and has further
explained why the claims are unpatentable under this understanding. Patent Owner
does not dispute that Ground 2 meets every element of the challenged claims under
Patent Owner’s interpretation. See Paper 9 at 22 (admitting that “Petitioner
construes the claims based on how Patent Owner appears to apply the claims”).
Thus, if the Board interprets the challenged claims as Patent Owner did in the civil
action, then there is no dispute that Ground 2 renders the challenged claims invalid.

Second, if the Board interprets the claims according to the interpretations
applied by the Parties as to Ground 1, then for the reasons stated in Section III,
Ground 1 renders the challenged claims invalid.

V. Conclusion

For the reasons given in the Petition and this Reply, Petitioner requests

cancellation of Claims 1-4, 6-9, and 12—15 of the 302 Patent.

Respectfully Submitted,

/s Amy Liang

Amy Liang (Reg. No. 74,194)
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