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Proposed Amended Claim – Proposed Fig. 1 Amendments

Original Figure Amended Figure

*Highlight Added For EmphasisMTA at 8
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Proposed Amended Claim – Proposed Fig. 1 Amendments

• Removal of disclaimer of a total of four holes by amending the 
outline of the four holes from broken lines to solid lines. 

• Two of the holes are located closest to the right side edge of the 
table top and two of the holes are located closest to the left side 
outer edge of the table top. 

MTA at 6



Hangzhou Taihe Trading Co., Ltd. et al. v EP Family Corp
IPR2023 – 0658 - Patent D934,012

DEMOSTRATIVE EXHIBIT – NOT EVIDENCE

Exhibit 2015
Page 4 of 25

Proposed Amended Claim – Proposed Fig. 6 Amendments

Original Figure Amended Figure

*Highlight Added For EmphasisMTA at 9
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Proposed Amended Claim – Proposed Fig. 6 Amendments

• Removal of disclaimer of a total of four holes by amending the 
outline of the four holes from broken lines to solid lines. 

• Two of the holes are located closest to the right side edge of the 
table top and two of the holes are located closest to the left side 
outer edge of the tabletop.

MTA at 6
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Proposed Amended Claim – Proposed Fig. 8 Amendments

Original Figure Amended Figure

*Highlight Added For EmphasisMTA at 10
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Proposed Amended Claim – Proposed Fig. 8 Amendments

• Removal of disclaimer of a total of four tenons by amending the 
outline of the four tenons from broken lines to solid lines. 

• Two of the tenons are located closest to the right side outer 
edge of the table top and two of the tenons are located closest 
to the left side outer edge of the table top.

MTA at 6
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Proposed Amended Claim – Proposed Fig. 9 Amendments

Original Figure Amended Figure

*Highlight Added For EmphasisMTA at 11
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Proposed Amended Claim – Proposed Fig. 9 Amendments

• Removal of disclaimer of a total of four holes by amending the 
outline of the four holes from broken lines to solid lines. 

• Two of the holes are located closest to the right side outer edge 
of the table top and two of the holes are located closest to the 
left side outer edge of the table top.

MTA at 7
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Proposed Amended Claim – Proposed Fig. 14 Amendments

Original Figure Amended Figure

*Highlight Added For EmphasisMTA at 12
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Proposed Amended Claim – Proposed Fig. 14 Amendments

• Removal of disclaimer of a total of four holes by amending the 
outline of the four holes from broken lines to solid lines. 

• Two of the holes are located closest to the right side outer edge 
of the tabletop and two of the holes are located closest to the 
left side outer edge of the table top.

MTA at 7
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Proposed Amended Claim – Unchanged Figures

• No changes are proposed to:
• Figs. 2 – 5;
• Fig. 7;
• Figs. 10 – 13; and
• Figs. 15 – 23. 

MTA at 7
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Disputed Issues

• Petitioners Grounds of Unpatentability
• Ornamentality of the amended claim
• Indefiniteness of the amended claim
• Claim compliance with 37 C.F.R. §42.121 

MTA at 7
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Grounds of Unpatentability – Amended Claim

Petitioner’s Opposition to MTA at 7
Reply to Petitioner’s Opposition to MTA at 8 

Ground Type Primary Reference Secondary Reference(s)

1 §103 Morgan Carter
2 §103 Morgan Carter and Galant
3 §103 Bordonabe Furniture Carter
4 §103 Bordonabe Furniture Carter and Galant
5 §103 Iannaccone Carter
6 §103 Iannaccone Carter and Galant
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US476,400 - Morgan

Morgan, Ex. 1004, pg. 1 – 2. 



Hangzhou Taihe Trading Co., Ltd. et al. v EP Family Corp
IPR2023 – 0658 - Patent D934,012

DEMOSTRATIVE EXHIBIT – NOT EVIDENCE

Exhibit 2015
Page 16 of 25

Morgan is deficient as a Primary Reference

Reply at 9, Williams Declaration, Ex. 2006, ¶61 - 63.  

• Visual differences between Morgan and the amended claim of the 
‘012 Patent:

• Morgan discloses a folding table with two leaves, the leaves having a variety 
of potential positions;

• Morgan discloses two crossed legs which pivot about a rod attached between 
the two legs at their crossing point;

• Morgan discloses legs and other mechanical features that differ from those 
shown in the ‘012 Patent. 

• The ‘012 Patent discloses a separable table top for a standing desk, not a 
folding table. 

• The ‘012 Patent does not show any suggested mechanization of the two 
portions of the table top disclosed in Morgan.
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Folding Tables Provide a Different Visual Impression from the ‘012 Patent

Reply at 9 10, Williams Declaration, Ex. 2006, ¶80 - 84.  

• The table top of the ‘012 Patent includes two distinct states: 
1) Before assembly: two separate table top portions, including the now claimed tenons and holes; and
2) After assembly: comprising a complete table top.

•  A folding table, as shown in Morgan and Iannaccone, have at least two states impacting 
the visual impression:

1) folded: comprising two table top portions are still attached to each other, by hinges, three in 
Iannaccone and two in Morgan; and
2) unfolded. 

• The two distinct states, before and after assembly, of the ‘012 Patent provide a very 
different visual impression from the folded and unfolded states of Morgan and 
Iannaccone. 
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Bordonabe Furniture

Bordonabe Furniture, Ex. 1005, pg. 20 - 21. 
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Bordonabe Furniture is deficient as a Primary Reference

Reply at 12, Williams Declaration, Ex. 2006, ¶64 - 73.  

• Visual differences between Bordonabe Furniture and the 
amended claim of the ‘012 Patent:

1) a beveled front edge; 
2) a recessed and beveled cut line between the lower and upper pieces;
3) an arched edge around the front;
4) drawer under the workspace with an angled drawer; 
5) various different leg designs; and
6) the top piece having a cut line that does not reach the edge 
(Bordonabe Furniture Design E). 
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D424,325 - Iannaccone

Iannaccone, Ex. 1006, pgs. 2, 6, 7. 
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Iannaccone is deficient as a Primary Reference

Reply at 13 - 14, Williams Declaration, Ex. 2006, ¶74 – 84.  

• Visual differences between Iannaccone and the amended claim of 
the ‘012 Patent:

1) three short raised sections at the rear of the non-folding panel; 
2) two of the raised sections having a curved design along the top; 
3) a folding section of the table top that folds parallel with the legs; 
4) three legs on each side, for a total of six legs; 
5) two cross members along the rear side of the table; 
6) a grid material that is shown at the bottom of the table when unfolded and 
displayed vertically when folded. 

• The folding table of Iannaccone provides a different visual 
impression than the standing desk of the ‘012 Patent as outlined 
prior. 
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US543,609 - Carter

Carter, Ex. 1012, pg. 1, Fig 3. 
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US543,609 - Carter

Carter, Ex. 1012, pg. 2, Col 1: 46 – 49, Col 2: 65 – 67, Reply at 11

“dowel-pins b being used to 
form a close joint when 
contacting edges of the 
sections A B come together”

“allows the inner edges of the 
sections A B to swing out a 
sufficient distance to release 
the dowel pins.”
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Carter is deficient as a Secondary Reference

Reply at 11, Williams Declaration, Ex. 2006, ¶89.  

• Carter discloses only a single dowel pin. 
• Carter does not discuss, suggest or disclose a complementary 

hole with which a dowel pin may couple. 
• Carter does not discuss, suggest or disclose the possibility of 

adding more than one dowel pin.
• It would not be obvious to one of ordinary skill in the art to 

extend Carter to include the four holes and tenons in the 
configuration of the amended claim. 
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Relevant Federal Circuit Precedent Regarding Functionality 

Reply at 4 – 5. 

“[W]hen there are several ways to achieve the function of an article of 
manufacture, the design of the article is more likely to serve a primarily 
ornamental purpose.” See Avia Group International, Inc. v. L.A. Gear 
California, Inc., 853 F.2d 1557, 1563, 7 USPQ2d 1548, 1553 
(Fed.Cir.1988).”

“We have often emphasized the presence or absence of alternative 
designs, noting that the existence of ‘several ways to achieve the 
function of an article of manufacture,’ though not dispositive, increases 
the likelihood that a design serves a primarily ornamental purpose. [I]f 
other designs could produce the same or similar functional capabilities, 
the design of the article in question is likely ornamental, not functional.” 
Automotive Body Parts Assn. v. Ford Global Technologies LLC, 930 F.3d 
1314, 1319 (Fed.Cir. 2019). 
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Choice of Four Tenons and Holes is Ornamental

Reply at 5, Williams Decl., Ex. 2006, ¶¶25 - 44.  

• Patent Owner, through Expert Witness Williams, identifies at 
least seven other possible methods to join or connect two table 
top portions:

• 1) the blind mortise and tenon joint;
• 2) the biscuit joint;
• 3) the pocket hole joint;
• 4) the tongue and groove joint;
• 5) the beadlock joint;
• 6) a Clamex P-14 Detachable Furniture Connector;
• 7) the Tenso P-14 Detachable Furniture Connector.
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Choice of Four Tenons and Holes is Ornamental

Reply at 5, Williams Decl., Ex. 2006, ¶¶47 – 48.  

• Given the many potential construction methods, the choice of 
method is ornamental, not functional. 

• A furniture designer of ordinary skill in the art may choose tenons 
and holes for ornamental or aesthetic reasons including:

• historical or traditional design, 
• visual balance and harmony, 
• material construction considerations, 
• brand identity or design language, and 
• customer preferences/market trends.

• A furniture designer of ordinary skill in the art states that the choice 
of four tenons and holes is made for ornamental reasons such as to 
establish a visual effect of repetition, for design symmetry, or for 
visual balance.
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Legal Standard for Indefiniteness

Reply at 6

A design patent claim may be considered “indefinite 
under § 112 if one skilled in the art, viewing the 
design as would an ordinary observer, would not 
understand the scope of the design with 
reasonable certainty based on the claim and visual 
disclosure.” In re Maatita, 900 F.3d 1369, 1377 
(Fed. Cir. 2018).
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The Figures of the ‘012 Patent

Reply at 6  

Table Top Portion Figures
Top Portion Figures 1 - 8
Bottom Portion Figures 9 - 15
Complete Table Top Figures 16 - 23
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The Amended Claim is Clear to One of Ordinary Skill

Reply at 7, Williams Decl., Ex. 2006, ¶¶50 – 56.  

• The now claimed tenons are shown in Fig. 8. 
• Fig. 8 clearly relates to the top table top portion. 
• The lack of tenons shown in Figs. 1, 2, and 3 does not impact the 

understanding that the tenons are related to the top table top portion. 
• The now claimed holes are shown in Figs. 9 and 14. 
• Figs. 9 and 14 relate to the bottom table top portion. 
• No tenons are shown in relation to the bottom table top portion. 
• It is clear that the tenons are related only to the top table top portion 

and the holes are related only to the bottom table top portion. 
• The amended claim is clear to one of ordinary skill in the art. 
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The Amended Claim Complies with 37 C.F.R. §42.121

The Amended Claim responds to each of the grounds of unpatentability in the Institution:

Instituted 
Grounds

Type Reference(s) Amended Claim Citation

1 §102 Morgan Adds claimed features not present in Morgan MTA at 13 - 16

2 §103 Morgan Adds claimed features not present in Morgan MTA at 13 - 16

3 §103 Morgan, Galant Adds claimed features not present in Morgan or Galant MTA at 13 - 16

4 §102 Bordonabe Furniture Adds claimed features not present in Bordonabe Furniture MTA at 16 - 19

5 §103 Bordonabe Furniture Adds claimed features not present in Bordonabe Furniture MTA at 16 - 19

6 §103 Bordonabe Furniture, 
Galant

Adds claimed features not present in Bordonabe Furniture and 
Galant

MTA at 16 - 19

7 §102 Iannaccone Adds claimed features not present in Iannaccone MTA at 19 - 23

8 §103 Iannaccone Adds claimed features not present in Iannaccone MTA at 19 - 23

9 §103 Iannaccone, Galant Adds claimed features not present in Iannaccone and Galant MTA at 19 - 23
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The Amended Claim Complies with 37 C.F.R. §42.121

• The Amended Claim does not:
• enlarge the scope of the claim of the patent; or
• introduce new subject matter. 

• Petitioner does not dispute:
• that the amended claim responds to the instituted grounds;
• does not enlarge the scope of the claim; or 
• introduce new subject matter. 

• Patent Owner has met their burden of persuasion under 37 C.F.R. §42.121(d)(1) by 
showing:

• that the amended claim responds to the instituted grounds;
• does not enlarge the scope of the claim; and
• introduce new subject matter. 

MTA at 3, 13 -  23.  


