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As explained in the Petition, the Fintiv factors do not justify discretionary
denial. Petition at 71-74. While Samsung stipulated not to pursue the grounds raised
in this IPR in the district court litigation if the IPR is instituted, id. at 73, it now
further stipulates that, should the Board institute trial, it will not pursue an invalidity
defense in the parallel district court action based on the same grounds as in this
petition or any ground that could have reasonably been raised before the Board.!
That is, Petitioner submits a stipulation consistent with Sotera Wireless, Inc. v.
Masimo Corp., IPR2020-01019, Paper 12 (PTAB Dec. 1, 2020) (precedential as to
§ II.A).> This moots any argument for discretionary denial under § 314(a). Ex. 1053
at 3 (“[t]he PTAB will not discretionarily deny institution in view of parallel district
court litigation where a petitioner presents a stipulation not to pursue in a parallel
proceeding the same grounds or any grounds that could have been reasonably raised

before the PTAB.”).

1

The Board authorized the filing of this paper during a September 19, 2023,
conference call. Patent Owner indicated on the call that it does not oppose.

2 Petitioner’s Sofera stipulation is not late as it being submitted “prior to the Board’s
decision of whether to institute review.” NXP USA, Inc. v. Impinj, Inc, IPR2021-

01156, Paper 13 (PTAB Sep. 2022) (precedential).
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Respectfully submitted,
By:/Naveen Modi/

Naveen Modi (Reg. No. 46,224)
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