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Dear Director Vidal,

Petitioner Nokia of America Corporation respectfully notifies the parties and the USPTO of its filing
of the attached Request for Rehearing by the Director (“Request”), Paper 29, filed pursuant to 37
C.F.R. § 42.71(d) and the Revised Interim Director Review Process adopted on July 24, 2023, of the
decision by the Board denying institution on remand under section 325(d) (Paper 26) in IPR2023-
00680.

The Request presents the following issues, listed in order of priority, for which Petitioner seeks
review:

1. Whether the Board abused its discretion by erroneously rejecting the enumerated
differences in the references along with their impact on the motivation to combine (or lack
thereof) as not material when the applicant, to obtain allowance, distinguished the then
cited art based on the lack of “integrated optoelectronics” and this allegedly missing feature
was specifically identified in the Petition as being present in the newly identified
references.

2. Despite neither Party asserting a primary reference cited in the IPR “was involved during
examination,” whether the Board can deny Institution under 35 USC 325(d) without
individually evaluating and explaining its basis for denying institution with respect to each
asserted ground.

The Board again denied institution despite the fact that the cited references were not previously
considered by the Office. The first issue is at odds with the Director Review Decision (Paper 18) and
violates what was laid out in the Director’s recent order in Wolfspeed where the Director explained
that the Board must address and sufficiently consider material differences, especially when the
material differences were not in the combination before the Examiner and are “highly relevant when
assessing the obviousness grounds” in the Petition. Wolfspeed Inc. f/k/a Cree, Inc. v. Trs. of Purdue
Univ., IPR2022-00761, Paper 13 at 7-8 (PTAB Mar. 30, 2023). The requirement to sufficiently
consider material differences is of particular importance in this case given that the enumerated
material difference is what Applicant argued distinguished its claims during prosecution. The second
issue is important because the Director Review Decision in this matter required the Board to
“sufficiently explain its findings.” But the Board declined the Director’s guidance with regard to at
least one ground as it decided to lump both primary references Agazzi ’640 and Agazzi ’341 together,
despite the references themselves being unrelated and materially different. Denial without the
requisite analysis of each of the grounds is inappropriate under section 325(d).

Respectfully submitted,
IPR2023-00680
Ex. 3103
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Petitioner respectfully requests Director review of the Board’s second denial 


of institution of inter partes review under 35 U.S.C. § 325(d) (Paper 26) (the “ID”). 


I. INTRODUCTION 


There is no dispute that the references relied upon were not previously before 


the Office. Despite this undisputed fact and the Director’s prior remand, the Board 


again denied Institution without providing the requisite analysis—the Board 


confirmed that the principal criticism of the art during prosecution was its lack of 


integrated optoelectronics, yet the art cited in the Petition undisputedly does provide 


integrated optoelectronics, completely changing both the analysis of the primary 


reference and, more importantly, the motivation to combine.  


The Director previously vacated the Board’s denial under § 325(d) because 


“the Board’s analysis relied on its discussion of high-level similarities but lacked 


detailed reasoning.” Paper 18, 7. Ignoring the Director’s guidance, the Board 


doubled down, attempting to fill in “gaps” in its original faulty analysis without 


addressing the Director’s enumerated shortcomings. In addition, and as part of its 


gap filling, the Board erroneously relies on an anticipation rejection that is plainly 


different from the obviousness inquiry in the Petition. In so doing, the Board 


overlooks a key argument in the Petition—the fact the Applicant admitted the 


distinguishing feature over the prior art was that the primary reference before the 


Examiner did not have integrated optoelectronics. It logically follows that if a 
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material feature to prosecution, integrated optoelectronics, is presented for the first 


time in an IPR, the IPR presents new art and a new argument. 


In addition, the Decision flouts Wolfspeed, which mandates a finding that 


prior art references are not “substantially the same” where differences between them 


are material to the Office’s prior consideration of the art. See Wolfspeed, Inc. v. Trs. 


of Purdue Univ., IPR2022-00761, Paper 13 at 7–8 (Vidal Mar. 30, 2023). Here, at 


least the presence of integrated optoelectronics, demonstrate materiality. Indeed, the 


Board fails to provide any detailed reasoning with regard to the Agazzi ’640 ground. 


II. FACTUAL BACKGROUND 


A. Overview of prosecution  


In a first rejection, claims 1 and 3-5 were rejected as anticipated over Brede, 


and claim 2 was rejected as obvious over Brede in view of Aronson. Ex. 1002, 174-


78. Petitioner focuses on the obviousness rejections herein.  


In response, Applicants added claims 6-21 and amended claims 1-5 to include 


the “pluggable” limitation. Applicants also attempted to distinguish Brede (the 


primary reference), which is a rack-mounted OLT (or HDT) with separate and 


distinct rack-mounted optical elements, from a pluggable device or an optical 


transceiver module with integrated optoelectronics. Id., 174-78, 148-52. 


[T]he Brede optical elements (14, 16 of Fig. 3) are described as 


distinct elements that transmit and receive separately and NOT as 


a transceiver as in Applicants’ claims.  Additionally, these optical 
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elements (14, 16) are connected to the OLT 12 via a coaxial cable 


interface (22, 28), again distinguished as distinct from the OLT 12 and 


again NOT as a pluggable optical transceiver module as in the 


Applicants’ claims. 


Id., 153 (emphasis added). In the second rejection, claims 1, 3-7, and 10-21 were 


rejected over Brede, and claims 2 and 8-9 were rejected as obvious over Brede in 


view of Sheth. Id., 121-28. Applicants then further distinguished the OLT in Brede: 


[T]he HDT is a rack mounted unit that is securely mounted using eight 


screws to the metal frame of a shelf of a rack … Brede’s optical 


transmitters 14 and optical receivers 16 are yet more rack mounted 


units that connect to the HDT 12 via coaxial cables 22, 28 respectively, 


and importantly that none of these references refer to [sic] this 


entirety of rack mounted units as a pluggable optical transceiver, 


nor even just an optical transceiver as in the Examiner’s 


interpretation, on the contrary these references teach away from this 


interpretation.  


Id., 70 (emphasis added). Applicant distinguished Brede based on the fact it did not 


have integrated optoelectronics because it was contained multiple rack mounted 


units. Applicants also argued that the motivation to combine Brede (a rack-mounted 


OLT with separate and distinct optical elements) with Sheth (a pluggable form 


factor) was insufficient because the particular network interface supported by 


Brede was not supported by Sheth. Id., 72-73. This specific argument, directed to 


why Brede and Sheth would not have been combined in view of the 2-28 DSX-1 







Case: IPR2023-00680 
U.S. Patent No. 9,887,795 


-4- 


network, appears to have persuaded the Examiner. Id., 56. 


B. Overview of the art used in the current IPR 


Petitioner asserts two main obviousness combinations in the Petition: 


(1) Agazzi ’640 and Wei and (2) Agazzi ’341 and Wei. There is no dispute that none 


of the references from the Petition were cited or used by the Examiner during 


prosecution of the ’795 Patent (nor used in the prior IPR) and there is no dispute that 


the principal references from the Petition have integrated optoelectronics—unlike 


the distinguishing feature of the art of record during prosecution. Paper 1, 66. 


Petitioner made it clear how the references in the Petition differed substantively from 


the Office’s prior consideration of the art. Id., 65-70.  


[T]he primary prior art references used in this Petition disclose an 


optical transceiver module with integrated optoelectronics, as claimed 


by the ’795 Patent, rather than an OLT device, as disclosed in the 


primary prior art reference used by the Examiner . . . . Unlike the OLT 


disclosed in Brede, with optical elements separate and outside the OLT 


device, the primary references in this Petition (Agazzi ’640 and Agazzi 


’341) each discloses an optical transceiver module where the 


transmitter and receiver optoelectronics are integrated within the 


transceiver module [], which the Applicants explained was what was 


meant by the claimed “optical transceiver module” limitation. 


Paper 1, 66-68; see also id. at 11 (explaining that “the system cost may be reduced 


[by] placing as much of the processing as possible within the integrated circuit.”). 
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Not only does this demonstrate a material difference between the references cited in 


prosecution (e.g., Brede) and the references in the IPR (an optical transceiver 


module with integrated optoelectronics versus rack mounted units), but Petitioner 


argued that the integrated optoelectronics “would have changed the motivation-to-


combine analysis as the Applicants successfully traversed the rejections by arguing 


that the OLT of Brede was not akin to an optical transceiver module with integrated 


optoelectronics—an argument that cannot be used to overcome Agazzi ’341 and 


Agazzi ’640.” Id. at 68 (emphasis added). That is, in its prior consideration of this 


case, the Applicant argued that it was relevant that the primary reference did not 


disclose an optical transceiver module with integrated optoelectronics, thus leaving 


the POSITA without a rationale for the combination.  


Additionally, Petitioner explained how Wei differed from the secondary 


references used by the Examiner and argued that this difference further changed the 


motivation to combine analysis—making the motivation to combine Agazzi ’640 or 


Agazzi ’341 with Wei different than what was identified during prosecution. 


Moreover, the Examiner never had a reference that disclosed how to 


efficiently package the optoelectronics, such as the optoelectronics in 


Agazzi ’341 and Agazzi ’640, to fit within a pluggable form factor. The 


Examiner used Aronson and Sheth to cover the pluggable limitation in 


rejections, but neither teach how to efficiently package the transceiver 


components within a pluggable form factor as disclosed in Wei. For 


example, Wei discloses “separate vertically stacked printed circuit 
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boards allows packaging the functions of [larger modules] within an LC 


or other small form factor package” like the SFP … This would have 


changed the motivation to combine calculus as a POSITA would have 


better understood how to package the functionality of modules like 


Agazzi ’640 and Agazzi ’341 into an SFP package. 


Paper 1, 68-69.  


III. LEGAL STANDARD 


Director review of an institution decision is limited to decisions presenting 


(a) an abuse of discretion or (b) important issues of law or policy. 37 C.F.R. 


§ 42.71(c),(d); see Ericsson Inc. v. Intell. Ventures I LLC, 901 F.3d 1374, 1379 (Fed. 


Cir. 2018) (stating that the Board abuses its discretion when its decision “is based 


on an erroneous conclusion of law” or “rests on clearly erroneous fact finding”). 


IV. THE BOARD ABUSED ITS DISCRETION AGAIN IN DENYING 
INSTITUTION UNDER § 325(D) 


A. The Board conflated an anticipation rejection during prosecution 
with obviousness grounds in the Petition. 


There is no dispute that the primary references teach an optical transceiver 


module with integrated optoelectronic components combined with a secondary 


reference that teaches how to package the optoelectronic components to fit within 


a pluggable form factor. Paper 1, 9-15, 39-43, 65-70. Petitioner explains that the 


combination reduces system and manufacturing costs by “placing as much of the 


processing as possible within the integrated circuit” (Agazzi ’341) and producing 


such a circuit in “pluggable SFP package by vertically stacking the transmitter and 
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receiver printed circuit boards” (Wei). Paper 1, 11-12. Petitioner outlines that its 


combination solved a problem that Applicant identified with the prior examination—


the lack of integrated optoelectronics. Id. at 68 (“Applicants successfully traversed 


the rejections by arguing that the OLT of Brede was not akin to an optical 


transceiver module with integrated optoelectronics.”) (emphasis added). 


In vacating the Board’s first decision denying institution, the Director 


explicitly said the Board erred because the “Board did not, for example, find that 


Petitioner and the examiner relied upon the same rationale to combine references.” 


Paper 18, 8. To overcome its prior faulty analysis, the Board first admits the 


Examiner never considered the impact of a primary reference with integrated 


optoelectronics. Paper 26, 27 (“[W]hether the transmitter and receiver 


optoelectronics are integrated was not the basis for the Office’s consideration of the 


art and arguments.”). But the Board argues, for the first time, that the difference is 


immaterial because “such [a] difference was already presented to the Examiner and 


was immaterial to the Examiner’s prior consideration of whether Brede’s OLT 


functions as a pluggable optical transceiver module as claimed.” Id. But the Board 


confuses the record and the relevant Office Action response. Ex. 1002, 69-73. 


Specifically, the Board’s Decision conflates an anticipation rejection with the 


obviousness grounds in the Petition. For example, when the Board is considering 


whether Brede’s OLT functions as a pluggable optical transceiver module, it is 
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considering Applicant’s traversal of Brede alone in an anticipation rejection and not 


whether Brede would be combined with a secondary reference that teaches a 


“pluggable.” Compare Paper 26, 27 (“Applicant’s arguments that ultimately 


overcame the rejection were focused on whether Brede’s Figure 3 was pluggable.”), 


with Ex. 1002, 69-71 (“[T]he Office Action rejects claims 1 and 3-5 as being 


anticipated by Brede . . . The Applicants have shown that the entirety of Brede’s Fig. 


3 . . . is a collection of rack mounted units that collectively as a whole do not function 


to plug into an aperture or gap and therefore are not pluggable.”). Despite relying on 


the wrong rejection, notably an anticipation rejection that is facially different from 


what is in the Petition, the Board asserts only that Petitioner “overstates” the record 


when it brushes away Applicant’s key admission—the lack of integrated 


optoelectronics is what doomed the combination during examination. Paper 26, 28. 


Applicant’s key admission is material and must be considered by the Board.  


Regardless, the Board never addressed the entirety of Petitioner’s 


combination, which included a secondary reference (Wei) that disclosed how to 


actually package the optoelectronics to fit inside a pluggable. Tellingly, the Board 


never explains how any reference before the Examiner taught how to package the 


optoelectronics to fit within the pluggable. Nor did Patent Owner refute this. Paper 


6, 38-52. Finally, the motivation to combine cannot be brushed aside with a 
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paragraph and a reference to a failure to make a prima facie case.1  


B. The Board failed to substantively address whether Agazzi ’640 is 
cumulative of art before the Examiner. 


The ID is devoid of substantive analysis of Agazzi ’640. Instead, the Board’s 


discussion of Agazzi ’640 is that it “parallels [Petitioner’s] analysis over Agazzi ’341 


and Wei, this time with Agazzi ’640 substituting for Agazzi ’341.” Paper 26, 33-35. 


But Agazzi ’640 and Agazzi ’341 are not related and have separate disclosures. 


Moreover, Agazzi ’640 discusses multiple m-ary modulation techniques (a key 


element of the alleged invention) that are not disclosed in Agazzi ’341, including, 


for example, at least quadrature amplitude modulation and quadrature phase shift 


keying. Paper 1, 18, 29-30. The Board’s failure to substantively address Agazzi ’640 


is a clear violation of the Director’s decision vacating the Board’s prior denial under 


§ 325(d) and the decision in Wolfspeed. Paper 18, 6, 7 (“[T]he Board’s analysis relied 


on its discussion of high-level similarities but lacked detailed reasoning.”).  


C. The Board’s conclusion that Wei is cumulative of art before the 
Examiner is clearly erroneous. 


The Board summarily dismissed Wei in two paragraphs, contending (1) that 


Petitioner used Wei to teach a pluggable form factor just like secondary references 


 
 
1 The Director previously rejected the Board’s similar conclusory reliance on prima 


facie obvious. Compare Paper 26, 23, with Paper 10, 22; see also Paper 18, 8. 
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during prosecution and (2) that there is no difference between Wei and the 


prosecution prior art. Paper 26, 30-31. Both contentions are clearly wrong.  


First, Petitioner did not use Wei only to disclose a pluggable form factor. As 


Petitioner explained, “Wei is materially different because it does more than just 


disclose a pluggable form factor—it discloses how to package the optoelectronic 


components within the pluggable form factor.” Paper 11, 14 (citing Paper 1, 68-


69). Petitioner further explained that Wei teaches “vertically stacked receiver and 


transmitter printed circuit boards” (Ex. 1006, 2:28-35), which allows packaging the 


functions of larger transceivers into smaller pluggable form factors. Ex. 1003, ¶85; 


Paper 11, 14. This is also shown in Wei’s figures. Ex. 1006, Figs. 1-5. 


Second, the prior art before the Examiner failed to show how to package 


optoelectronic components to fit in a pluggable. In its denial, the Board relied on 


Brede, Aronson, Sheth, and Gilliland to argue that Wei is cumulative of art before 


the Examiner. For example, the Board argued that “Brede’s Figure 3 also depicts a 


‘collection of rack mounted units.’” Paper 26, 31. But Brede discloses a large rack 


mounted configuration and not a pluggable, let alone how to package optoelectronic 


components to fit in a pluggable. Moreover, the Examiner’s secondary “pluggable” 


references (Aronson, Sheth, and Gilliland), do not show how to package internal 


optoelectronic components to fit in a pluggable. Instead, the references show 


functional block diagrams, as depicted below. 
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Aronson (Ex. 2003) Sheth (U.S. 7,729,617) Gilliland (Ex. 2004) 


 
  


 
This is in stark contrast to Wei, which includes engineering diagrams showing 


how to package the optoelectronic components in the pluggable.  


Wei (Ex. 1006) 


 


“The electrical element is implemented with vertically 
stacked receiver and transmitter printed circuit boards. 
The use of separate vertically stacked printed circuit 
boards allows packaging the functions of [larger 
modules] within an LC or other small form factor 
package.” See 2:27-32. 


 
Wei cannot be cumulative of art before the Examiner because of these differences. 


And the difference in Wei was crucial to Petitioner’s motivation to combine because 


Petitioner also relied on Wei’s disclosure of how to package the optoelectronic 


components as a primary factor for why a POSITA would be motivated to combine 


the optical transceiver module in Agazzi ’640 and Agazzi ’341 within the pluggable 


form factor taught by Wei. Paper 1, 11-15, 39-43. Petitioner’s motivation to combine 


argument, thus, cannot be cumulative. The ID never addresses this. 
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Third, the Board’s denial contradicts the Director’s guidance in Wolfspeed. In 


vacating a denial under § 325(d), the Director explained that the Board must address 


and sufficiently consider material differences, especially when the material 


differences were not in the combination before the Examiner and are “highly 


relevant when assessing the obviousness grounds” in the Petition. Wolfspeed, Paper 


13 at 7-8. This is the case here as the Examiner did not have a reference that disclosed 


how to package the optoelectronic components to fit within a pluggable.  


D. The Board’s conclusion that Agazzi ’341 is cumulative of art before 
the Examiner is clearly erroneous. 


Agazzi ’341 is materially different, and not cumulative of, art previously 


before the Examiner because the Examiner never relied on a primary reference that 


disclosed an optical transceiver module with optoelectronics on an integrated circuit. 


Paper 1, 66-68. And the Board’s attempt to argue otherwise is ripe with factual and 


legal errors. Petitioner addresses the most egregious errors below. 


First, the Board argues that Petitioner failed to support its contention that an 


OLT with integrated optoelectronics on a single chip (as taught in Agazzi ’341 and 


Agazzi ’640) is “different from Brede’s teaching of an OLT with transmitter and 


receiver sections connected thereto.” Paper 26, 24-25. This is plainly wrong. 


Petitioner explained that its primary references:  


disclose an optical transceiver module where the transmitter and 


receiver are on an integrated circuit within the module. This is 
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materially different from the primary reference used by the Examiner 


that discloses a large rack-mounted OLT with separate and distinct 


optoelectronic components (transmitter and receiver) connected via 


coaxial cable that are not on an integrated circuit. 


Paper 11, 1-2; Paper 1, 68. Instead of providing its reasoning, like Petitioner 


provided, the Board simply concludes, without analysis of the claim limitations, that 


Brede and Agazzi ’341 are substantially similar, regardless of the material 


differences highlighted by Petitioner. Even if the Board truly believes this, it must 


at least explain how a large rack mounted OLT with a separate and distinct rack 


mounted transmitter and receiver (Brede) is equivalent to a smaller OLT with a 


transmitter and receiver on the same integrated circuit (Agazzi ’341 and ’640). 


Second, the Board argues that U.S. Pat. Pub. No. 2001/0035997 (“Agazzi 


’997”), which was cited during prosecution of a distant relative of the ’795 Patent, 


is cumulative of Agazzi ’341. But Agazzi ’341 is materially different from Agazzi 


’997. While a few figures overlap, the specification, most figures, and the claims are 


quite different. And Agazzi ’997 does not disclose an “optical transceiver module.” 


Compare Ex. 1009, 3:34-36; with Ex. 2005. But Agazzi ’341 does disclose this as 


shown in Figure 22. Compare Ex. 1009, Fig. 22; with Ex. 2005, Figs. 1-14. Tellingly, 


Petitioner cited to this very figure—which is not present in Agazzi ’997—in its claim 


analysis and in its motivation to combine. See Paper 1, 44.  


Moreover, any argument that Agazzi ’997 was before the Examiner is of no 
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moment. Agazzi ’997 was never cited or relied upon by the Examiner, Agustin Bello, 


during prosecution of the ’795 Patent. Ex. 1001. While Agazzi ’997 was cited by a 


different Examiner, Hanh Phan, during prosecution of a distant relative (U.S. Patent 


Appl. No. 11/772,187) to the ’795 Patent, the claims in the distant relative, which 


were eventually abandoned, were very different. Ex. 2001, 33. For example, the 


distant relative never claimed a “pluggable” transceiver. Ex. 2001, 13-17. Moreover, 


under the PTO’s newly proposed rule, Agazzi ’997 and Agazzi ’341 cannot be 


substantially similar art because the claims of the distant relative and the ’795 Patent 


are not substantially the same. 89 Fed. Reg. 28,705 (Apr. 19, 2024) (“Prior art is 


‘substantially the same prior art’ if . . . the Office has evaluated the art or arguments 


and articulated its consideration of the art or arguments in . . . a related application 


or patent with claims that are substantially the same.”) (emphasis added). 


Third, the Board argues that Gilliland and Aronson—secondary references 


used by the Examiner to disclose a pluggable form factor—disclose integrated 


optoelectronics. Paper 26, 26. But this misses the point. Petitioner argues that “the 


Examiner never had a primary reference with integrated optoelectronics” (Paper 1, 


68), not that the secondary pluggable reference disclosed integrated optoelectronics. 


Gilliland and Aronson, therefore, are irrelevant Petitioner’s proposed combination—


a combination that includes a primary reference with integrated optoelectronics. 


Fourth, the Board admits that the key difference (integrated optoelectronics) 
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between Brede and those in this Petition (Agazzi ’341 and ’640) was not previously 


considered by the office. Paper 26, 27 (“[H]ere, whether the transmitter and receiver 


optoelectronics are integrated was not the basis for the Office’s consideration of the 


art and arguments.”). This is the seminal issue, which the Board admits is true—the 


Examiner never had a primary reference with integrated optoelectronics, nor did the 


Examiner ever consider combining it with a pluggable reference disclosing 


packaging the optoelectronics to fit in the pluggable. The Board, therefore, cannot 


also argue that Petitioner’s art and arguments are substantially the same. 


Fifth, the Board committed legal error by relying on a prior IPR that was 


denied under § 325(d) to deny institution here. The Board has previously declined 


to apply § 325(d) when there was no final written decision in the prior IPR. Sling TV 


LLC v. Uniloc 2017 LLC, IPR2019-01270, Paper 11 at 17-20 (PTAB Jan. 9, 2020) 


(earlier preliminary consideration “is not a sufficient demonstration that the 


reference was previously considered so as to satisfy Becton, Dickinson or the 


statute.”). But here, the Board spends nearly 2.5 pages relying on a non-final 


institution denial under § 325(d) in a different IPR. Paper 26, 28-30. 


V. CONCLUSION 


Petitioner respectfully requests that the Director overturn the Board’s 


decision, find that § 325(d) does not warrant denial, and remand for consideration 


on the actual (and compelling) merits of the Petition.  
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