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The Board authorized a Fintiv “update with arguments and supporting
exhibits”—not reopened substantive briefing. Ex. 1056. Patent Owners violated the
Board’s authorization (Ex. 1056) and the Parties’ agreement (Ex. 1057) by
expanding the scope of their update beyond Fintiv in Sections I and III, which the
Board should strike or ignore entirely. Regardless, Patent Owners’ arguments fail.

Section I: Dr. Prucnal’s report—and Patent Owners’ falsehood about its
contents—is irrelevant to Fintiv. Whether claims are fully enabled is a different legal
inquiry than whether the claims are obvious. Amgen v. Hoechst Marion Roussel, 457
F.3d 1293, 1308 (Fed. Cir. 2006) (“[N]on-enablement does not preclude a finding
of obviousness.”). Moreover, Dr. Prucnal never states that the claimed invention is
“impossible-to-build,” per Patent Owners’ repeated lie to the Board. Compare Paper
21, 2, with Ex. 1058; see also Paper 16, 4-5 (“Patent Owners again misrepresent
Petitioner’s argument: Petitioner does not assert that any combination was
impossible, but instead that the inventors of the 181 Patent failed to properly enable
the small-form pluggable described in the claims.”). Despite Patent Owners’ ever-
changing desire to submit or expunge this report (Ex. 1059; Paper 21, 1-2), Petitioner
resubmits it with the (allegedly) confidential inventor testimony redacted. Ex. 1058.

Section II: Patent Owner is simply wrong that the “litigation remains
effectively on the eve of trial for the patent-at-issue.” Paper 21, 3. No trial is even

set, and trial will not occur until at least a year after the latest possible institution



Case: IPR2023-00682
U.S. Patent No. 10,771,181

decision. And significant work remains once expert discovery resumes in mid-to-
late 2025. As noted in Petitioner’s update, the Board assesses the original statutory
institution deadline when analyzing the Fintiv factors. CommScope v. Dali Wireless,
IPR2022-01242, Paper 24 at 52 (PTAB Feb. 27, 2023). Also, when a patent will
expire has no bearing on Fintiv. And Patent Owners’ unsupported assertion that
Petitioner is circumventing its “if instituted” stipulation is without merit—there is
no institution yet. Petitioner fully stands by the stipulation it made in its Petition.

Section III: This section is irrelevant to Fintiv. And Patent Owners’ attack on
the motivation to combine ignores the Petition, which explains how the stacking
technique in Wei teaches a POSITA “how to package larger transceiver modules
into a pluggable SFP package.” Paper 1, 11, 41; Paper 11, 1-3, 14-15; Ex. 1006,
2:28-35, Figs. 1-5. Moreover, Petitioner never argued, nor do the claims require, that
the entire line card in Agazzi *640 or Agazzi 341 must be packaged in a pluggable
form factor. Instead, Petitioner stated that a “POSITA would have been motivated
to combine the transceiver module of Agazzi [’640/°321] with the pluggable form
factor of Wei . .. .” Paper 1, 11-12, 42. Patent Owners’ line card size, number of
parallel paths, power, and pin arguments, therefore, are red herrings because they
are only relevant to the entire Agazzi line card—a concept not relevant to (and not
required by) the obviousness count advanced here by Petitioner.

Date: May 15, 2024 By: / M. Scott Stevens /
M. Scott Stevens, Reg. No. 54,762
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