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The Board should not exercise its discretion to deny institution under 35
U.S.C. § 325(d) because the two-part framework set forth in Advanced Bionics.
LLC v. MED-EI Elektromedizinische Gerdte GmbH 1s not satisfied, for the reasons
explained in the Petition. See Petition, 50-60. Patent Owner’s arguments to the
contrary are based on a flawed representation of the ’951 patent’s prosecution
history.

Patent Owner makes four mischaracterizations Petitioners wish to bring to
the Board’s attention.

First, Patent Owner tries to manifest evidence showing the Examiner
thoroughly considered Sosnin IEEE! by improperly equating Sosnin IEEE with
Ressler, a reference the Examiner examined at Patent Owner’s specific request.
Patent Owner points out that after a (second) Notice of Allowance issued, “[o]ut of
an abundance of caution,” Mr. Neister provided “detailed invalidity charts for
Sosnin IEEE,” among others from a pending district court litigation, including
“more than 100 pages of invalidity contentions plus 20 claim charts against the
‘642 Patent, relying upon more than 200 obviousness combinations” to the
Examiner. POPR, 23. Patent Owner alleges that the fact that the Examiner
“credited Ressler but not Sosnin IEEE indicates that the Examiner considered [the

unrelated challenger’s]

'Sosnin IEEE relates to Petitioners’ Sosnin, but has different disclosures.

1
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detailed analysis and rejected it.” POPR, 23 (citing EX1002, 103, 105, 188-1912).

What Patent Owner omits is that the Applicant expressly brought Ressler to
the Examiner’s attention, both in an IDS and in a narrative description in response
to a Non-Final Rejection over other prior art. EX1002, 245, 334. In a section
titled “Comments on the Ressler Reference,” Applicant explained that Ressler had
been cited in a “parent patent case” and Applicant had antedated it with a 37
C.F.R. 131 affidavit:

Applicant wishes to address the Ressler reference (US
2005/0173652), which was cited as prior art in a parent patent case.
However, with respect to claims directed to the 222nm wavelength,
Applicant has previously submitted an affidavit under 37 C.F.R. 1.31
successfully antedating this reference in parent case 11/831,667. To
the extent the Examiner may seek to use Ressler as a prior art
reference with respect to the amended claims, her attention is directed
to the parent case 11/831,667. Specifically, Examiner is directed to
the 4 April 2011 affidavit and evidence antedating Ressler with
respect to 222nm technology, and the 6 May 2011 Advisory Action
confirming the successful antedating affidavit and evidence with
respect to 222 nm. In summary, Ressler is not prior art to independent
claims 1 and 14 and the claims depending therefrom.

1d., 245.

Applicant did not call attention to Sosnin IEEE. Thus, Sosnin IEEE and
Ressler were not similarly situated before the Examiner, as Patent Owner contends.
Ressler was already the subject of prosecution. The same is not true of any Sosnin

reference. Therefore, the Examiner’s focus on Ressler is not evidence that the

2 Petitioners believe this citation should be Exhibit 1002 at 88-91.
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Examiner thoroughly considered and rejected either Sosnin IEEE or the underlying
claim charts of Sosnin IEEE provided (among the other numerous litigation claim
charts). No such evidence exists. The fact that Sosnin IEEE was “of record, but
not applied in any rejection by the Examiner... provides little impetus... to
exercise...discretion to deny institution under Section 325(d).” Navistar, Inc. v.
Fatigue Fracture Tech., LLC, IPR2018-00853, Paper 13 at 17 (PTAB Sept. 12,
2018).

Second, Patent Owner misrepresents Eckhardt’s relevance to the issued
independent claim. Patent Owner contends that “Petitioners ignore the fact that
Mr. Neister overcame this combination [of Eckhardt and Coogan] by citing
deficiencies as to the limitations of independent claim, not the dependent claims:
‘Eckhardt does not teach the claim limitations of claim 1 that are missing from
Coogan.” The Examiner apparently credited this argument because Eckhardt was
thereafter removed as a ground for rejection.” POPR, 21 (citing EX1002, 261; id.,
188-196). What Patent Owner leaves out is that at the time Applicant made this
statement, Applicant simultaneously amended claim 1 to remove the limitation
“wherein the substance or surface to be disinfected is human or animal tissue”—
one of the very limitations that the Examiner expressly found that Eckhardt

disclosed. EX1002, 256, 295. Thus, Patent Owner’s implication that Eckhardt
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somehow does not apply to issued claim 1—that now includes the limitation
“wherein the substance or surface to be disinfected is human or animal tissue”—is
unfounded.® The Petition relies upon Eckhardt for its teaching of disinfecting
tissue with UV wavelengths including those in claim 1. See, e.g., Petition, 30-34.
Third, Patent Owner confuses the § 325(d) analysis by focusing on a
comparison of petitions. On page 22, Patent Owner compares Petitioners’
arguments in [PR2022-00381 regarding Sosnin IEEE to Petitioners’ arguments
here regarding Sosnin*, to argue for discretionary denial. But the Board declined
to exercise its discretion to deny institution in IPR2022-00381, where Sosnin IEEE

was squarely at issue, indicating it found Patent Owner’s arguments re Sosnin

3 For the same reason, Patent Owner’s contention that “Mr. Neister overcame
Examiner’s objection in view of Coogan and Eckhardt by arguing that neither
disclosed a 222 nm lamp,” (POPR, 21), is similarly misleading.

4 Patent Owner’s assertion that “Petitioners appear to have switched horses in an
attempt to avoid” the arguments Patent Owner made in [PR2022-00381, (POPR,
22), ignores the differences in disclosures between Sosnin IEEE and Sosnin,
including the express disclosure of a 222 nm lamp that the parties had previously
disputed. See, e.g., Petition, [IPR2022-00381, Paper No. 5, 20-21 (Feb. 4, 2022);

Patent Owner Response, IPR2022-00381, Paper No. 25, 24-28 (Nov. 7, 2022).
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IEEE at least somewhat lacking. Here, where the claims are highly similar to the
Ground 1 claims in the IPR2022-00381, and where Sosnin contains additional
disclosures not found in Sosnin IEEE, it would be nonsensical to exercise
discretion to deny institution on this basis.

Fourth, Patent Owner’s argument that “Petitioners do nothing to show that a
POSITA would have been motivated to combine Sizer and Eckhardt,” (POPR, 27),
ignores that Eckhardt, unlike Wilkinson and Cumbie, discloses “line spectra”
sources to disinfect skin—expressly including a preferred range of monochromatic
wavelengths—inviting a POSITA to combine excimer lamps like those in Sosnin
with the disinfection method of Eckhardt. See Petition, 21 (citing EX1003, 99 90—
93).

For at least these reasons, discretionary denial under § 325(d) is not

warranted.
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