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I. Introduction 

Petitioner has not shown that the challenged claims of the ’184 patent are 

invalid as obvious in view of Kondo/Chu.  

Petitioner proposes an improper description of the POSA, suggesting that no 

detailed understanding of touch-screen technology is required (because its expert 

has no such experience). Petitioner proposes an improper POSA definition based 

on the general “field of invention” rather than the claims of the ’184 patent. A 

POSA must understand the claimed inventions, which are directed to an input 

mechanism for inducing a touch event on a touchscreen of a mobile device 

enclosed in a housing.  

Petitioner’s disregard for touchscreen experience explains why the Petition 

and Reply are replete with technological misunderstandings that fail to rebut the 

testimony of PO’s expert explaining why a POSA wouldn’t have been motivated to 

combine Kondo/Chu. For example, it is critical that a POSA understand how 

differently projected-capacitive touchscreens (used in smartphones) and surface-

capacitive touchscreens (used in, e.g., ATMs) function. Claiming that a surface-

capacitive touchscreen could be used in a mobile device is akin to claiming that 

apples could be used to make banana-cream pie. Bananas and apples are both 

fruits, but a pie artisan of ordinary skill knows they aren’t interchangeable. 
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II. PO Properly Defines the POSA and Keller is Not a POSA 

Petitioner’s definition of a POSA emphasizes mechanical and optical 

experience and minimizes experience with mobile-device touchscreens. 

Petitioner’s expert has no substantive experience with touchscreens. Rather, 

Petitioner’s expert has experience with optics associated with head-mounted 

displays. The ’184 patent makes clear that the optics of the device (lenses) were 

well-known; thus, expertise in optics is superfluous. PO’s definition is correct 

because a POSA would need to understand the touchscreens suitable for use in 

mobile phones and how to induce a touch event on them.  

III. Kondo/Chu Does Not Render the Challenged Claims Obvious 

A. Claim 12  

A POSA would not have been motivated to combine Kondo with Chu as 

Petitioner proposes. EX2050, ¶44. Claim 12(a) recites “[a] virtual reality viewer 

for use with a mobile electronic device having a touchscreen.” Petitioner’s 

combination relies on Kondo’s touch panel 1506 as satisfying the “mobile 

electronic device having a touchscreen” language:  
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Petition, 75; id. at 74 (“Figures 1 and 2 of Kondo below show a VR viewer 2 that 

encloses a smartphone 1500 with a touch-screen display 1506.”).  

PO’s expert provided detailed testimony explaining why a POSA (1) would 

have understood that Kondo’s touch panel 1506 operates as a surface-capacitive 

touchscreen (and, thus, would not have been a smartphone in 2014). EX2050, 

¶¶33-42 (citing EX1003, ¶0012, ¶0024, ¶0033, ¶0036, ¶0038-0039, ¶0042, Fig. 

10). He based this testimony on Kondo’s (1) current-based method of touch-

location detection; (2) emphasis on static-electricity protection; and (3) attempt to 

provide a reference ground for a user of the device. Id. As PO’s expert testified, 

projected-capacitive and surface-capacitive touchscreens operate very differently 
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and are therefore used in different applications (e.g., projected-capacitive 

touchscreens are used in smartphones, while surface-capacitive touchscreens are 

used in, e.g., ATMs). EX2050, ¶¶46-50. Thus, he testified that a POSA wouldn’t 

have been motivated to combine Kondo/Chu as proposed. EX2050, ¶¶44-53.  

PO’s expert possesses the requisite understanding of touchscreen 

technology. EX2050, ¶5. He holds twenty-seven patents for innovations in 

capacitive-touch sensing. Id. Based on that expertise, he is well-qualified to 

recognize Kondo’s description of touch panel 1506 as a surface-capacitive 

touchscreen. Id., ¶6.  

On the other hand, Petitioner’s expert was unfamiliar with surface-capacitive 

touchscreens. EX2053, 44:24-50:1, 32:19-33:6. He understood enough to concede 

that Kondo did not accurately describe a projected-capacitive touchscreen, but not 

enough to recognize that Kondo describes a surface-capacitive touchscreen 

(confirming why PO’s proposed definition of a POSA is correct). EX2053, 58:22-

62:17, 144:4-147:1. Petitioner’s expert testified that he “didn’t make any 

distinguished differences between a capacitive touchscreen and what you call here 

a surface capacitive touchscreen.” Id., 146:24-147:1. But this is like someone 

saying they don’t make distinctions between a car and an airplane since both are 

vehicles. There are profound differences between a surface-capacitive touchscreen 

and a projected-capacitive touchscreen. As PO’s expert testified, surface-capacitive 
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touchscreens use a current-based method of touch-location detection. EX2050, 

¶36. This is suitable for use in large devices like ATMs, arcade games, and factory-

automation appliances, but it wasn’t possible or desirable to integrate a surface-

capacitive touchscreen into a smartphone. EX2050, ¶¶43, 46. On the other hand, 

projected-capacitive devices detect a change in mutual capacitance between 

multiple drive and sense electrodes, allowing them to process multitouch gestures 

and rendering them so well-suited to smartphones that they became ubiquitous. Id., 

¶¶36, 52-53.   

Petitioner’s Reply fails to meaningfully rebut the testimony of PO’s expert, 

whom they tellingly opted not to depose. Nor did Petitioner offer rebuttal 

declarations or other reply evidence, relying instead on attorney argument 

throughout its Reply. 

1. PO’s Expert Provided a Detailed Analysis of How a POSA 
Would Understand Kondo 

PO’s expert did not “rewrite” Kondo. While Petitioner notes that Kondo 

uses the term “projected capacitive” in one instance (¶0024), even Petitioner’s 

expert admitted that this paragraph did not accurately describe the operation of a 

projected-capacitive device. He testified that “[i]t’s not fully accurate,” that its 

reference to an impedance-imparting body was “strange,” and that its reference to 

alternating currents was “weird.” EX2053, 145:6-23. 
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PO’s expert explained that a POSA would understand based on Kondo’s 

disclosure that touch panel 1506 is a surface-capacitive touchscreen (and not 

projected-capacitive). For example, he testified that Kondo’s ¶0024 goes on to 

describe the operation of touch panel 1506 in a manner exclusive to a surface-

capacitive touchscreen (and inconsistent with a projected-capacitive touchscreen). 

EX2050, ¶¶34-35. He also provided detailed testimony explaining several other 

passages in Kondo describing a surface-capacitive system. EX2050, ¶¶33-42.  

2. PO Addressed the Combination Proposed by Petitioner 

The Petition relies on Kondo to satisfy claim 12(a)’s language reciting “[a] 

virtual reality viewer for use with a mobile electronic device having a 

touchscreen.” The Petition makes no argument that it would have been obvious to 

incorporate Chu’s touchscreen into Kondo and, therefore, relies solely on Kondo to 

satisfy this limitation. Petition, 74-76. The Board should disregard any effort by 

Petitioner to belatedly revise its proposed combination to swap out Kondo’s touch 

panel 1506 for something else. See Consolidated Trial Practice Guide, 73 

(Petitioner is prohibited from “submit[ting] new evidence or argument in reply that 

it could have presented earlier, e.g., to make out a prima facie case of 

unpatentability.”); see also Ariosa Diagnostics v. Verinata Health, 805 F.3d 1359, 

1368 (Fed. Cir. 2015); Resideo Technologies v. Ubiquitous Connectivity, IPR2019-

01335, Paper 38, 34.  
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3. Petitioner’s Argument that Claim 12 is Agnostic to 
Touchscreen Technology is a Non Sequitur 

Petitioner’s argument that claim 12 isn’t limited to touchscreen technology 

is a non sequitur. Kondo discloses a surface-capacitive touchscreen, and a POSA 

wouldn’t have been motivated to use that touchscreen to create Petitioner’s 

proposed combination. EX2050, ¶¶44-53. Even if claim 12 was agnostic to 

touchscreen type, that wouldn’t supply the lacking motivation.1  

4. PO’s Argument Doesn’t Rely on a “Few Scant Details” 

Petitioner’s fourth argument is misplaced. PO’s expert quoted a specific 

section of ¶0024 to explain that Kondo’s current-based method of touch detection 

describes a surface-capacitive system (and not a projected-capacitive system). 

EX2050, ¶33-35. PO’s expert then testified that Kondo’s ¶0048 similarly refers to 

a current-based method of touch-location detection, confirming that touchscreen 

1506 is a surface-capacitive device. EX2050, ¶36. Petitioner provided no response.  

Kondo’s statement in EX1003, ¶0024 that “the method for calculating such 

contact position can be a known technique as appropriate” is not inconsistent with 

the testimony of PO’s expert that Kondo describes a surface-capacitive 

 
1 Petitioner’s argument also overlooks that claim 12 recites a touchscreen of a 

mobile electronic device. A POSA would have known that it would have been 

effectively impossible to implement a surface-capacitive touchscreen in a mobile-

electronic device. EX2050, ¶43. 



IPR2023-00708 
U.S. Patent 9,811,184 

 

8  

touchscreen. In fact, PO’s expert cited a textbook where a POSA could look up 

resources to calculate the contact position in a surface-capacitive touchscreen. 

EX2050, ¶35.  

5. Kondo’s Emphasis on Protection Against Static-Electricity 
Reflects a Surface-Capacitive Device 

Petitioner’s fifth argument is technically flawed. PO’s expert cited several 

passages supporting his testimony that Kondo’s emphasis on static-electricity 

protection confirms that touchscreen 1506 is surface-capacitive because static 

electricity is a concern unique to such devices. EX2050, ¶37 (citing EX1003, 

¶0012, ¶0033, ¶0036, ¶0039, ¶0042).  

Petitioner’s unsupported attorney argument – that Kondo is concerned about 

preventing a malfunction in the touch circuit leading from a user’s finger to the 

touchscreen rather than a malfunction in the touchscreen itself – is incorrect and 

does not make technical sense. The “touch circuit” (element 70, Fig. 7) is a wire, 

which is a passive conductor. Petitioner offers no evidence that a simple wire 

would be prone to any sort of “malfunction” (or what malfunction a simple wire 

could experience). As PO’s expert testified, a POSA would understand that 

Kondo’s concern is a malfunction of the operation of the touchscreen. See 

EX2050, ¶37 (citing EX1003, ¶0033). This is supported by Kondo’s statement that 

“the holding side ground circuit part 48 … removes static electricity from the main 
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body of the smartphone 1500 via the device holding plate 44.” EX1003, ¶0036; 

EX2050, ¶37.  

Petitioner’s argument that Kondo’s ¶0039 “merely describes the type of 

material that electrical wire 72 is made of, not the function it performs” conflicts 

with Kondo’s express statement that the wire “dissipates static electricity.” As 

PO’s expert testified, this use of wire 72 to dissipate static electricity describes a 

surface-capacitive touchscreen. EX2050, ¶37. 

 Finally, Petitioner incorrectly argues that Kondo’s ¶0057 conflicts with the 

testimony of PO’s expert that “a stable reference ground is critically important” in 

a surface-capacitive touchscreen. EX2050, ¶41. Kondo’s ¶0057, a single paragraph 

describing “Other Modified Examples,” indicates that the circuit for grounding 

could be omitted. EX1003, ¶0057. This does not conflict with PO’s expert 

testimony regarding the importance of a stable reference ground, as his preceding 

sentence expressly states that the signal reference “need not be a truly low-

resistance connection to the earth,” consistent with Kondo’s ¶0057. Moreover, 

Kondo’s primary embodiment, covering ¶¶0021-0056 does use a grounding circuit 

for precisely the purpose a POSA would expect in a surface-capacitive 

touchscreen. This disclosure reflects a hallmark of surface-capacitive devices. 

EX2050, ¶39-41. On the other hand, it would be unnecessary in a projected-

capacitive touchscreen. Id., ¶41. 
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6. Petitioner’s Arguments for Combining Kondo/Chu Don’t 
Cure the Unsuitability Problem 

Despite the foregoing, Petitioner argues that a POSA would nonetheless 

have been motivated to combine Kondo/Chu to (1) enable varying inputs (e.g., 

recognizing different inputs by pressure); (2) allow swipe input; and (3) waterproof 

the device/allow the device to be cleansed more easily. None of these arguments 

address the unsuitability of Kondo’s surface-capacitive touchscreen (and therefore 

the proposed combination) to the invention recited in claim 12.  

Chu’s ability to apply different amounts of pressure or allow swipe input 

(features not claimed in the ’184 patent) does not change the fact that Kondo’s 

surface-capacitive touchscreen 1506 is unsuitable for use in the proposed 

combination due to technical problems in implementing a surface-capacitive 

touchscreen in a mobile device. EX2050, ¶¶44-46. Moreover, PO’s expert 

provided unrebutted testimony that surface-capacitive touchscreens like Kondo’s 

were unable to “identify and report two touch events,” which “makes them 

unsuitable for use in multi-touch user interfaces.” EX2050, ¶46.  

The same is true of Petitioner’s assertions about waterproofing a device for 

use underwater or to facilitate cleaning (features not claimed in the ’184 patent). A 

waterproof housing wouldn’t somehow render Kondo’s touchscreen suitable for 

use in a VR viewer for use with a mobile device (waterproof or not)—indeed, PO’s 

expert testified it would be impossible. EX2050, ¶43. Likewise, Petitioner’s 
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assertion that Chu’s input mechanism would work with resistive touchscreens does 

not render Kondo’s surface-capacitive touchscreen suitable for the proposed 

combination. This argument is irrelevant.2 Equally misplaced is Petitioner’s 

reliance on the teachings of the Compton reference and PO’s specification 

regarding input mechanisms that could work with resistive touchscreens.3 Since 

Kondo’s touchscreen—which Petitioner’s obviousness combination relies upon—

is not a resistive touchscreen, Compton’s teachings would not somehow motivate a 

POSA to make the proposed combination. As PO’s expert testified, a POSA would 

have known with certainty that it was impossible to do so using Kondo’s surface-

capacitive touchscreen. EX2050, ¶43. 

IV. Conclusion 

All grounds of the petition should be denied.  

  

 
2 Petitioner provides no evidence rebutting PO’s evidence that resistive 

touchscreens had effectively no market share in 2014. EX2050, ¶48; EX2046. Nor 

do they provide meaningful evidence that any resistive touchscreens still in use 

would have had sufficient processing power to run VR applications. EX2050, ¶49. 

Petitioner’s expert wasn’t aware of any publicly available apps that functioned on a 

smartphone with a resistive touchscreen. EX2053, 140:3-142:6. 
3 The Examiner allowed the ’184 patent after considering Compton (EX1001, 2 

(listing the Compton reference by its issued patent number as a referenced )). 

Petitioner did not assert Compton as a ground of unpatentability in the Petition. 
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