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As authorized by the Board via email on September 19, 2023, Petitioner
respectfully submits this sur-sur-reply.

l. PATENT OWNER’S CLAIM CONSTRUCTION IS FLAWED
A. PO Has Taken Multiple Inconsistent Claim Construction Positions

PO’s statements regarding its proposed construction of the “program stored”
limitation (18[e]) in the district court are incorrect. See Sur-Reply at 1-2. First,
PO did not, as it now suggests, propose to construe that limitation as a means-plus-
function limitation. Both of PO’s claim construction briefs argued for plain and
ordinary meaning. EX1053 at 17-18; EX1054 at 24-25. PO then merely asserted
that “even if it were a means-plus function term[,] which it is not[,] . . . Figures 1
and 7 and the discussion at column 5, lines 38-56 [of the 555 Patent] provides more
than sufficient information for a POSITA to ascertain the scope of the invention and
the steps necessary to accomplish that function.” EX1054 at 24-25. PO’s
alternative argument—which failed to even identify any algorithm as corresponding
structure—falls far short of an affirmative proposal to construe the limitation as a
means-plus-function limitation. Petitioner was entitled to rely on PO’s proposed
plain meaning construction for purposes of its invalidity grounds in this IPR. 10X
Genomics, Inc. v. Bio-Rad Labs, IPR2020-00086, Paper 8 at 21-22 (P.T.A.B. Apr.
27, 2020) (permissible to base invalidity grounds on PO’s claim constructions).

Second, PO’s Sur-Reply arguments are not only inconsistent with its district



court position; they are also inconsistent with PO’s position in its preliminary
response (Paper 6 (“POPR”)). In proposing to construe “program stored” as a
means-plus-function limitation, the POPR argued that the corresponding structure is
disclosed in Figure 5 and column 4, lines 16-31 and lines 40-59 and that the element
requires parsing and matching terms. POPR at 6-7. PO’s Sur-Reply suggests that
the POPR relied on “equivalent language” to the district court’s construction. The
district court’s construction, however, identifies Figure 7 or its column 5, lines 41-
56 description as the corresponding structure, neither of which involve parsing or
matching terms. The Board should reject PO’s attempt to read in the parsing and
matching requirements of Figure 5 into a term whose corresponding function is
limited to “displaying messages received from said remote correspondent.”

For at least these reasons, the Board should reject PO’s shifting and
contradictory means-plus-function constructions of the “program stored” term and
adopt the ordinary meaning construction PO urged in the district court litigation.

B. The District Court’s Reliance on the Entirety of Figure 7 as
Supplying the Corresponding Structure is Misplaced

The district court’s construction is flawed in part and should not be used as a
basis for denying institution. In construing the “program stored” limitation as a
means-plus-function limitation, the district court identified the function as
“displaying messages received from said remote correspondent” and identified the

structure as “’555 Patent at Fig. 7” or “5:41-56,” and “equivalents thereof.”



EX1056 at 27-34. The Court’s identified structure, however, is partially incorrect.
The first two steps of Figure 7 recite “establish[ing] communication between the
local thermostat system and a predetermined remote correspondent” and “read[ing]
current information from the remote correspondent.” EX1001 at Fig. 7, 5:41-56.
In contrast, the claimed function is “displaying messages received from said remote
correspondent,” meaning that the program is displaying messages that have already
been received. As such, the only portion of Figure 7 that corresponds to the
claimed function is the last flowchart step, which recites “display[ing] current
information.” Id. The first two steps of Figure 7—*"establish[ing]” and
“read[ing]”—are separate steps that are not properly considered part of the algorithm
for performing the claimed “displaying” function. That “establish[ing]” and
“read[ing]” are not part of the claimed function of “displaying” is further confirmed
by Claim 1 of the ’555 Patent, which includes separate limitations for the program
to “establish” and “read” and then to “display.”

If the Board is inclined to construe “program stored” as a means-plus-function
limitation, then the Board should limit the corresponding structure to the displaying
step of Figure 7. Petitioner submits that the function and corresponding structure is
taught by the prior art in Grounds 1-3 for the reasons set forth in the Petition.

Respectfully Submitted,

September 26, 2023 /David G. Wille/
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