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l. INTRODUCTION
Pursuant to the Board’s email authorization on August 23, 2023 (EX1042),

Petitioner respectfully submits this reply to the arguments in Patent Owner’s
Preliminary Response (Paper 6 (“POPR”)) concerning discretionary denial.

II. THEFINTIVFACTORS FAVOR INSTITUTION

Patent Owner’s argument that the Board should exercise its discretion and
deny institution under 35 U.S.C. 8 314(a) and Fintiv lacks merit. A “holistic view”
of the relevant factors favors institution.  Apple Inc. v. Fintiv, Inc., IPR2020-00019,
Paper 11 at 6 (P.T.A.B. Mar. 20, 2020) (precedential) (“Fintiv”).

A.  Factor 1: The parties’ joint motion to stay will likely be granted.

Patent Owner’s argument that this proceeding will not promote efficient
resolution of the litigation conflicts with its position in the district court. POPR at
5. The POPR acknowledges that “the Parties jointly filed a Motion to Stay[.]” Id.
at 6. Patent Owner conceded in the motion to stay “that judicial economy would
best be served by” a stay pending resolution of the IPR and that a stay “would
prevent duplication of effort[.]” EX1038 at 1. In a recent joint filing on August
24, 2023, both parties again requested that the Court grant the joint motion to stay.
EX1041 at 1. Thus, both parties agree that the validity of the challenged patent
should be adjudicated before the Board, not the district court.

While Patent Owner is correct that the district court has not yet granted the

joint motion to stay, it is likely that the stay will be granted and thus this factor favors



institution.  See Samsung Elecs. Co., Ltd. v. Scramoge Tech. Ltd., IPR2022-00284,
Paper 12 at 17-18 (P.T.A.B. Jun. 22, 2022) (this factor weighs against denying
Institution where “it appears that a stay may be granted” based on parties’ joint
request for a stay). Indeed, according to Docket Navigator, all eighteen joint
motions to stay pending inter partes review filed in the Northern District of Texas,
where the related litigation is pending, have been granted. See EX1039at1. A
stay “allays concerns about inefficiency and duplication of efforts.” Fintiv at 6 (a
stay “has strongly weighed against exercising the authority to deny institution™).

B.  Factor 3: Patent Owner overstates investment in the litigation.

Patent Owner alleges that the parties and the district court have significantly
invested in the litigation but identifies only submission of infringement and
invalidity contentions and claim construction briefing in support. POPR at 7.
These activities are “typical of the early stages of litigation” and thus this factor
“does not favor exercising discretion to deny institution.” Apple Inc. v. Smart
Mobile Techs. LLC, IPR2022-00808, Paper 24 at 52 (P.T.A.B. Sept. 29, 2022).
Further, the district court has not yet issued a claim construction order.

Patent Owner overlooks the work that will still need to be completed at the
time a decision on institution is made. An institution decision is expected by
November 17, 2023. The Scheduling Order (EX1011) in the litigation has been

modified since the Petition was filed. EX1040. Currently, discovery (including



discovery concerning expert witnesses) will not be completed until January 15, 2024.
EX1040 at 1. Dispositive and Daubert motions are currently due February 15,
2024. 1d. at 2. Moreover, the parties recently filed a joint motion to modify the
Scheduling Order further such that, if granted, opening expert reports would be due
January 11, 2024, discovery would close April 25, 2024, dispositive and Daubert
motions would be due May 30, 2024, and the trial date would be pushed back four
months to October 8, 2024—all well after the expected date for the institution
decision. EX1041 at 1-2. To date, only the parties’ claim construction experts
and two fact witnesses have been deposed. Plainly, there will be “much work
remain[ing] in the district court case as it relates to invalidity” when this proceeding
Is ready for institution. Sand Revolution I, LLC v. Cont’l Intermodal Group-
Trucking LLC, IPR2019-01393, Paper 24 at 11 (P.T.A.B. June 16, 2020).

Patent Owner confusingly argues that “[t]his expenditure of resources was
avoidable,” despite having opposed Petitioner’s original motion to stay filed the
same day as the Petition. POPR at 7. While Patent Owner notes that Petitioner
waited to file until close to the statutory deadline (1d.), Patent Owner does not dispute
the Petition’s explanation for the timing of filing the Petition or the policy reasons
behind it. Paper 2 (“Pet.”) at 72-73. The Board should not discourage reasonable
efforts to avoid multiplying the proceedings by penalizing a petitioner who tried to

avoid the need for inter partes reviews. In any event, it is improper for the Board



to consider the time it took to file a timely petition because such consideration
effectively amounts to injecting laches issues into the Fintiv analysis. The
Supreme Court has determined that laches may not be considered when Congress
has established a hard and fast rule for timeliness. See SCA Hygiene Prods.
Aktiebolag v. First Quality Baby Prods., LLC, 137 S. Ct. 954, 960 (2017).

The cases Patent Owner cites in support of its arguments are distinguishable.
Patent Owner cites Immersion Sys. LLC v. Midas Green Techs., LLC, PGR2021-
00104, Paper 15 at 10 (P.T.A.B. Jan. 31, 2022) for the proposition that Petitioner’s
delay weighs in favor of discretionary denial. POPR at 7. In that case, however,
the petitioner did “not argue or contend that the Petition for post-grant review was
filed in a reasonably diligent manner to avoid unnecessary duplication of efforts in
the parallel litigation.” Immersion Sys., PGR2021-00104, Paper 15 at 12. Patent
Owner’s reliance on Verizon Bus. Network Servs. LLC v. Huawei Techs. Co. Ltd.,
IPR2020-01278, Paper 12 at 11 (P.TA.B. Jan. 26, 2021) is also misplaced. In that
case, fact discovery and the exchange of expert reports was set to be completed
before the institution decision, which is not the case here. 1d. at 10. Moreover,
in Verizon the district court trial was scheduled to begin approximately eight months
before the Board’s deadline to reach a final decision, another fact not present here.
Id. at 9-10. NXP USA, Inc. v. Impinj, Inc., IPR2021-01556, Paper 10 at 8-9

(P.T.A.B. Apr. 21, 2022) is similarly inapposite. In NXP, the petitioner did “not



address the issue of the parties’ investment in the parallel proceeding, nor the issue
of Petitioner’s timeliness in filing the petition.” Id. at 8. Here, in contrast,
Petitioner has explained why it filed the Petition when it did, and Patent Owner does
not meaningfully dispute Petitioner’s diligence in doing so.

Given that the work completed to date in the litigation is typical of the early
stages of a case, Petitioner was diligent in filing the Petition, and much work will
remain when an institution decision is made, this factor favors institution.

C.  Factor 4: Any overlap does not warrant denying institution.

Patent Owner is correct that references relied upon in Grounds 1-4 are
identified in Petitioner’s invalidity contentions in the litigation. POPR at8-9. As
noted in the Petition, however, Petitioner did not chart Rainer or Kikinis with respect
to the *739 Patent, so Ground 3 has no overlap with the litigation. Pet. at 73-74.
Also, Patent Owner does not dispute that the Petition challenges claims that are not
at issue in the litigation (Claims 2 and 6). Id. at 73. Moreover, the parties have
jointly requested a stay of the related litigation pending the outcome of this
proceeding. Accordingly, it would require speculation to determine the degree of
overlap present at the time of institution. If the district court grants the parties’
joint motion to stay, which is likely, then there would be no overlap between this
proceeding and the related litigation. Furthermore, a stay would mitigate Patent

Owner’s concern about “conflicting and inefficient rulings regarding validity.”



POPR at9. As reflected in the parties’ joint motion to stay, both parties agree that
the validity of the challenged patent should be adjudicated before the Board rather
than the district court. Hence, institution should not be denied based on speculation
regarding overlap between this proceeding and the related litigation.

D.  Factor 6: Patent Owner’s merits arguments are unavailing.

Patent Owner’s attack on “the merits of the proposed grounds” is based on
claim elements that do not appear in the 739 Patent. POPR at 10-11.
Specifically, Patent Owner’s argument for Factor 6 contends that the grounds “fail
to disclose at least ‘program stored in said memory for displaying messages received
from said remote correspondent.”” Id. at 10. Challenged Claims 1-3 and 6-9,
however, do not recite this element. EX1001 at 8:51-9:10, 9:22-10:4. Thus,
Patent Owner’s Fintiv argument fails to rebut the Petition’s argument that the merits
of the Petition are compelling. See Pet. at 74-75; EX1031 at 4 (“compelling,
meritorious challenges will be allowed to proceed” despite parallel litigation).

The POPR’s substantive arguments do not support Patent Owner’s challenge
to the merits of the Petition.  With respect to all four grounds, Patent Owner asserts
that limitation 1[a] (which Patent Owner refers to as Element A) is somehow missing.
POPR at 12-14, 17, 20-21. Patent Owner’s attorney argument, however, cannot
rebut the undisputed testimony of Petitioner’s expert, Dr. Baker, that limitation 1[a]

IS met or obvious in light of the combination of prior art for each of the four grounds.



Pet. at 20-23, 45-48, 59-62 (citing EX1002, 11101-108, 122-28, 186-92, 241-248).

Also, with respect to all four grounds, Patent Owner asserts that limitation
1[c] (which Patent Owner refers to as Element C) is somehow missing. POPR at
13-15, 17-19, 21-23. In a hard to follow argument, Patent Owner compares the
description in the specification to the prior art and simply asserts that the prior art
combination “is not the same as the ‘739.” Id. at 15, 19, and 23. Patent Owner
does not explain how limitation 1[c] is not met and its attorney argument cannot
rebut the undisputed testimony of Dr. Baker that limitation 1[c] is met or obvious in
light of the combination of prior art for each of the grounds. Pet. at 27-30, 49-51,
65-67 (citing EX1002, 11101-108, 118-21, 136-40, 141, 196-211). Accordingly,
this factor favors institution given the compelling merits of the Petition.

I11. CONCLUSION

As shown above and in the Petition, Factors 1, 3, 4, and 6 favor institution.
Patent Owner acknowledges that Factor 2 is neutral under the current Scheduling
Order, and the parties have jointly requested that the trial date be pushed back by
four months to October 8, 2024. POPR at 6-7; EX1041 at 2. Institution should
not be denied based solely on Factor 5 and Petitioner’s status as a party to the
litigation. Thus, a holistic view of the Fintiv factors favors institution.

Respectfully Submitted,

September 7, 2023 /David G. Wille/
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