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I. INTRODUCTION 

Patent Owner Togail Technologies Ltd. (“Patent Owner”) submits this 

preliminary response to Petitioner Apple Inc.’s (“Petitioner”) Petition for inter 

partes review of U.S. Patent No. 10,791,502 (“the ’502 Patent”). 

First, the Board should exercise its discretion to deny the Petition under § 

314(a) because this is the type of proceeding that the Board’s precedential 

decisions—Valve I, Valve II, and General Plastic—were developed to prevent.  

Here, the vast majority of General Plastic factors weigh against institution in light 

of co-pending IPR2023-00338 challenging the substantially all of the same claims 

of the ’502 Patent with closely-related art. 

Second, the Board should deny institution because Petitioner fails to 

establish a reasonable likelihood of unpatentability for the independent claims 

under any Ground, let alone present compelling evidence of unpatentability.  For 

Grounds 1-3, the Petition fails to establish that Oppo teaches “transmitting a 

second SI request message to the BS only when the at least one requested SIB is 

not received and the prohibit timer expires” as required by all challenged claims 

of the ’502 Patent.  For Grounds 4-7, the Petition fails to establish that Deenoo 

teaches “transmitting a first SI request message to a base station (BS) after 

determining that the UE is in a connected state” as required by all challenged 

claims of the ’502 Patent. 
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Even if the Board concludes that a discretionary denial is not appropriate, 

Petitioner has not established a reasonable likelihood of unpatentability under any 

ground or challenged claim. Accordingly, the Board should deny institution. 

A. INSTITUTION SHOULD BE DENIED UNDER § 314(a) 

35 U.S.C. § 314(a) gives the Board discretion to deny instituting “follow 

on” petitions.  General Plastic Indus. Co. v. Canon Kabushiki Kaisha, IPR2016-

01357, Paper 19 (Sept. 6, 2017) (precedential).  The Board has often exercised this 

discretion to deny institution of a subsequent petition against a previously 

challenged patent where the subsequent petition is filed by a new petitioner.  See, 

e.g., NetApp v. Realtime Data, IPR2017-01195, Paper 9 (Oct. 12, 2017) 

(“NetApp”) at 10; NetApp v. Realtime Data, IPR2017-01196, Paper 10 (Oct. 12, 

2017); NetApp v. Realtime Data, IPR2017-01354, Paper 16 (Nov. 14, 2017); 

EchoStar v. Realtime Data, IPR2018-00614, Paper 10 (Sept. 5, 2018); Shenzhen 

Silver Star Intelligent Tech. v. iRobot, IPR2018-00761, Paper 15 (Sept. 5, 2018); 

United Fire Protection v. Engineered Corrosion Sols., IPR2018-00991, Paper 10 

(Nov. 15, 2015). 

The Board has set forth seven factors for determining whether discretionary 

denial is appropriate (the “General Plastic factors”): 

1. whether the same petitioner previously filed a petition directed to the 
same claims of the same patent; 
 

2. whether at the time of filing of the first petition the petitioner knew 
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of the prior art asserted in the second petition or should have known 
of it; 
 

3. whether at the time of filing of the second petition the petitioner 
already received the patent owner’s preliminary response to the first 
petition or received the Board’s decision on whether to institute 
review in the first petition; 
 

4. the length of time that elapsed between the time the petitioner learned 
of the prior art asserted in the second petition and the filing of the 
second petition; 
 

5. whether the petitioner provides adequate explanation for the time 
elapsed between the filings of multiple petitions directed to the same 
claims of the same patent; 
 

6. the finite resources of the Board; and 
 

7. the requirement under 35 U.S.C. § 316(a)(11) to issue a final 
determination not later than 1 year after the date on which the 
Director notices institution of review. 
 

General Plastic Indus. Co. v. Canon Kabushiki Kaisha, IPR2016-01357, Paper 19 

at 16 (Sept. 6, 2017) (precedential). 

Indeed, the Board has emphasized that the seven General Plastic factors 

“provide a useful framework for analyzing the facts and circumstances present in 

this case in which a different petitioner filed a petition challenging a patent that 

had been challenged already by previous petitions.” NetApp at 10 (emphasis 

added). Here, the vast majority of the General Plastic factors weigh against 

institution. 
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1. Factors 1–3 do not compel institution. 

Factors 1 and 2 relate to successive petitions filed by the same petitioner, 

which even if not precisely at issue here are highly implicated because both 

Petitioner and Unified Patents, LLC (“Unified Patents”), of which Petitioner is a 

member, have filed overlapping Petitions with respect to the ’502 Patent.  In the 

instant Petition, Petitioner challenges all claims of the ’502 Patent based on the 

Oppo (Grounds 1-3) and Deenoo (Grounds 4-7) references.  Paper 2 at 19.  In 

IPR2023-00338, Unified Patents challenges claims 1, 4-7, 11, and 14-17 of the 

’502 patent. 

When different petitioners challenge the same patent, the Board considers 

the relationship between those petitioners when weighing the General Pacific 

factors.  Factors 1 and 2 weigh against institution, and Factor 3 is neutral.  See 

NetApp at 10.  Indeed, in the latest Trial Practice Guide, the Office reiterated that 

a petition may be denied under § 314(a) and General Plastic where, as here, the 

subsequent petition is filed by a different petitioner.  Trial Practice Guide Update 

(November 2019) at 57 n.1 (“Since General Plastic, the Board has held that the 

application of the first General Plastic factor is not limited to instances where 

multiple petitions are filed by the same petitioner.  See Valve Corp. v. Elec. 

Scripting Prods., Inc., Case IPR2019-00062, -00063, -00084 (PTAB Apr. 2, 2019) 

(Paper 11) (precedential) (denying institution when a party filed follow-on-petitions 
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for inter partes review after the denial of an inter partes review request of the same 

claims filed by the party’s co-defendant). When different petitioners challenge the 

same patent, the Board considers the relationship, if any, between those petitioners 

when weighing the General Plastic factors. Id.”). 

The relationship between the petitioners here is particularly on point.  As 

admitted by Petitioner in a Supreme Court pleading, Apple is a member of Unified 

Patents.  See, e.g., Brief of Unified Patents, LLC as Amicus Curiae in Support of 

Petitioner at 2, Apple Inc. v. Qualcomm Inc., No. 21-746 (U.S. Dec. 20, 2021) 

(identifying Apple as a Unified member).  Unified Patents is a for-profit company 

that facilitates challenges to patent validity on behalf of its members, including 

Apple.  As the Director has noted, the “Board can and should make a determination 

of the real parties in interest or privity in any proceeding in which that determination 

may impact the underlying proceeding.”  See Unified Patents, LLC v. Memoryweb, 

LLC, IPR2021-01413, Paper 76 (Decision Granting Director Review) at 5 (May 

22, 2023) (“Memoryweb”).   

Petitioner argues that “Apple and Unified’s relationship is not the type of 

‘significant relationship’ necessary for denial under Valve,” Petition at 79, but this 

assertion does not pass muster.  Unified acts as a proxy for its members in the 

same way as RPX does for its member.  Indeed, the Federal Circuit, in 

Applications in Internet Time, LLC v. RPX Corp., relied on RPX’s proxy 



 
Case IPR2023-00720 

Patent No. 10,791,502 
 

6  

relationship with its members to conclude that RPX was a real-party-in-interest 

(“RPI”) with its members.  Applications in Internet Time, LLC v. RPX Corp., 897 

F.3d 1336, 1349 (Fed. Cir. 2018) (“AIT”).  In doing so, the court took an expansive 

view of the common law meaning of RPI, concluding that it would include 

anybody “who, from a ‘practical and equitable standpoint, will benefit from the 

redress that the chosen tribunal might provide.” AIT, 897 F.3d at 1349.  In 

determining whether a party is an RPI, the inquiry revolves around “a flexible 

approach that takes into account both equitable and practical considerations, with 

an eye toward determining whether the non-party is a clear beneficiary that has a 

preexisting, established relationship with the petitioner.”  Id. at 1351. 

While the Board need not reach the conclusion that Unified Patents is a real-

party-in-interest in the present instance, the Federal Circuit’s analysis is 

nonetheless germane to highlighting the inextricably close relationship between 

Unified Patents and its members.  See Memoryweb, IPR2021-01413, Paper 76 at 

5.  In short, it is clear that Unified Patent’s membership-based business model is 

analogous to that of RPX, the petitioner in AIT, and that the parties in district court 

litigation involving the ’502 Patent, including Petitioner Apple, benefit from their 

membership in Unified Patents. 

As part of its analysis, the Federal Circuit found, inter alia, that: (1) “RPX, 

unlike a traditional trade association, is a for-profit company whose clients pay 
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for its portfolio of ‘patent risk solutions’”; (2) one of RPX’s strategies “for 

transforming the patent market is ‘the facilitation of challenges to patent 

validity’”; and (3) the fact that RPX opts not to discuss specific IPRs with clients 

may be for the purpose of circumventing the RPI requirement.  Id. at 1351-52 and 

n.4.  The court emphasized that RPX had advertised that its “interests are 100% 

aligned with those of [its] clients.”  Id. at 1340, 43, 57; see also id. at 62, 64 

(Reyna, J., concurring).  The Federal Circuit concluded that these facts 

collectively “imply that RPX can and does file IPRs to serve its clients’ financial 

interests, and that a key reason clients pay RPX is to benefit from this practice in 

the event they are sued by an NPE.”  Id. at 1352.  The same is true for Unified 

Patents in the present action.   

Unified Patents’ business model is substantially similar to that of RPX.  

Unified Patents is a for-profit company that collects fees from its for-profit 

members in order to provide “protection” from patent litigation risks.  Unified’s 

business relies on collecting annual subscription fees from its members to fund its 

prior art searches, invalidity analyses, and the filing of post-grant review requests, 

including IPRs.  See Unified Patents, LLC v. Togail Technologies Ltd., IPR2023-

00338, Ex. 1042, ¶¶ 2-3.  These fees are used to fund petitions in particular 

technology sectors (“Zones”) to which members are subscribed.  Id.  Unified 

Patent’s individual members subscribe with the anticipation that their own 
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organization will be protected within their defined “Zones.”  In other words, 

Unified’s members can control or direct what “Zones” their fees are used to fund, 

thereby controlling Unified’s activities in those technology sectors, i.e., 

technologies relevant to their businesses.  The protection provided by Unified is 

done with the stated goal of performing activities to “deter[] the assertion of 

invalid or low-quality patents.”  Id.  The members therefore have an established 

relationship with Unified Patents and receive a benefit in exchange for the 

subscription fees they pay.  See AIT, 897 F.3d at 1351.  Put simply, Unified Patents 

acts as a proxy for its members, protecting those members from statutory bars and 

allowing the possibility of multiple “bites at the apple.”  See id. at 1351-52.  

Because of the close relationship between Apple and Unified Patents, Factor 1 

weighs heavily against institution. 

Factor 2 also weighs against institution because, as discussed below with 

respect to factor 6, a primary reference relied upon in the present petition (Oppo) 

is also one of the primary references relied upon by Unified Patents.  See IPR2023-

00338, Unified Patents, LLC v. Togail Technologies Ltd., Paper 2 at 1. 

Factor 3 relates to whether the petitioner already received the Board’s 

decision on whether to institute review in the first petition. Since this is not at issue 

here, Factor 3 is neutral.   But as the Board has made clear, Factor 3 is not 
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dispositive, and the Board has often denied institution under § 314(a) and General 

Plastic under these circumstances.  See id. at 10 and decisions cited above. 

2. Factor 4 weighs against institution, as Petitioner delayed 
filing. 

Factor 4 addresses Petitioner’s delay between learning of the art and filing 

the Petition.  See Valve I, at 13; Valve II, at 13; General Plastic, at 16. This factor 

weighs against institution.  Apple was served with a complaint on the ’502 Patent 

on April 1, 2022.  See Ex. 2001 (Complaint), Ex. 2002 (Proof of Service).  Apple 

presumably conducted prior art searches shortly thereafter, so there is no reason 

why they could not have identified the Oppo and Deenoo references, a publicly 

available submission to the 3rd Generation Partnership Project and a publicly 

available patent with a publicly available published application preceding it, 

respectively, or brought the Petition earlier.  Indeed, Petitioner identified the Oppo 

and Deenoo references in its invalidity contentions in the district court litigation 

served on December 8, 2022, more than four months prior to filing the present 

Petition.  In similar circumstances, the Board has found that Factor 4 weighs 

against institution.  See NetApp v. Realtime, IPR2017-01354, Paper 16 at 12 

(noting that the “record contains no evidence that NetApp could not have located 

the fourth reference, Chu (a U.S. patent)” earlier); see also NetApp, Paper 9 at 12 

(Oct. 12, 2017) (“The record also contains no evidence that NetApp could not 

have located Kitagawa (a U.S. patent) at an earlier date.”).  Consequently, the 
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substantial delay weighs in favor of denying institution.  See NetApp, Paper 16 at 

11–12. 

3. Factor 5 also weighs against institution, as Petitioner has no 
valid excuse for its delay. 

Factor 5, which relates to Petitioner’s explanation for any delay, also weighs 

against institution.  See Valve I, at 15; Valve II, at 13–14; General Plastic, at 16.  

Petitioner has not provided a valid explanation for waiting more than eleven 

months after being served with the complaint to file the Petition, and more than a 

month-and-a-half after Unified Patents filed its petition.  Indeed, Petitioner had 

many opportunities to file an IPR since it was sued in March of 2022.  See NetApp, 

at 12 (finding this factor weighed against institution where petitioner “provided 

no explanation regarding why it waited” to file its petition).  Petitioner argues that 

it “worked independently and diligently to prepare its petition since receiving 

Togail’s infringement contentions on October 2, 2022.”  Paper 2 at 80.  This is a 

red-herring.  First, it cannot serve as an excuse for the delay in filing of the Petition 

-- Petitioner was aware of the ’502 Patent many months before October 2nd and 

could not have conceivably waited for the infringement contentions to begin its 

prior art search and validity analysis.  Second, another five-and-a-half months 

transpired between service of the infringement contentions and the filing of the 

Petition.  Petitioner offers no explanation, let alone a plausible one, for this delay. 
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4. Factors 6 weighs against institution. 

Factor 6 relates to efficiency and the finite resources of the Board.  See 

Valve I, at 15; Valve II, at 15; General Plastic, at 16.  This factor weighs against 

institution.  “In general, having multiple petitions challenging the same patent, 

especially when not filed at or around the same time as in this case, is inefficient 

and tends to waste resources.”  Valve I, at 15; Valve II, at 16.   

The present Petition challenges all of the claims that been challenged in the 

IPR filed by Unified Patents, see IPR2023-00338, even if it also addresses several 

additional dependent claims.  Addressing yet another Petition on the same claims 

of the same patent would waste the Board’s resources.  See NetApp v. Realtime, 

IPR2017-01354, Paper 16 at 13 (Nov. 14, 2017); Shanghai Lunion Info. Tech. v. 

Ericsson, IPR2018-00995, Paper 12 at 20 (Nov. 13, 2018) (finding Factor 6 

weighs against institution where “the claims overlap substantially with the 

claims challenged in two of the prior petitions”).     

The Board’s finite resources are further implicated because both the present 

petition and the co-pending Unified Patents petition rely on the Oppo reference.  

Because the same reference is presented in these petitions, Petitioner and Unified 

Patents truly get two bites at the proverbial apple.  Petitioner could have moved to 

join the copending IPR, see 37 C.F.R. § 42.122, and provides no justification for 



 
Case IPR2023-00720 

Patent No. 10,791,502 
 

12  

why it did not do so when it filed the Petition.  For these reasons, Factor 6 weighs 

against institution.   

5. Factor 7 also weighs against institution. 

Factor 7 considers the Board’s ability to resolve the proceeding within a 

year.  See Valve I, at 15; Valve II, at 15; General Plastic, at 16.  This factor also 

weighs against institution.  The Board has consistently found that Factor 7 weighs 

against institution where (1) the filer of a follow-on petition fails to seek 

coordination or consolidation with a co-pending petition; and (2) coordination or 

consolidation would be impractical. 

For example, in NetApp v. Realtime Data, IPR2017-01354, the Board found 

that petitioner’s failure to seek coordination or consolidation with pending IPRs 

which “are not so advanced that coordination would be impractical” prevented the 

Board from disposing of the petitions efficiently.  Paper 16 at 13.  It concluded 

that conducting “an entirely separate proceeding” would be “a significant waste 

of the Board’s resources.”  Id; see also NetApp at 12–13 (finding Factors 6 and 7 

weigh against institution because “the Board is unable to join, consolidate, or 

coordinate this proceeding with the three earlier-filed proceedings” resulting in a 

“significant waste of the Board’s resources”); NetApp v. Realtime Data, IPR2017-

01196, Paper 10 at 12 (same); EchoStar v. Realtime Data, IPR2018-00614, Paper 

10 at 17 (finding Factors 6 and 7 weigh against institution “due to Petitioner’s 



 
Case IPR2023-00720 

Patent No. 10,791,502 
 

13  

delay in filing its Petition and the time limit of 35 U.S.C. § 316(a)(11), the Board 

is unable to join, consolidate, or coordinate this proceeding with the earlier filed 

proceedings.  The result would be a significant waste of the Board’s resources.”). 

Here, Petitioner filed the instant Petition on March 16, 2023, more than ten 

months after the complaint in district court litigation was filed against it.  

Petitioner waited until March 16, 2023, close to the one-year statutory bar, to file 

its petition, including on the same Oppo prior art reference relied on in the Unified 

Patents’ petition.  With the staggered petitions, Patent Owner would have to 

simultaneously defend the same claims of the same patent in two staggered and 

separate proceedings. 

6. Summary of Factors 

Factor 1 Weighs against institution 

Factor 2 Weighs against institution 

Factor 3 Neutral 

Factor 4 Weighs against institution 

Factor 5 Weighs against institution 

Factor 6 Weighs against institution 

Factor 7 Weighs against institution 

In summary, six of the General Plastic factors weigh against institution; and 

one factor is neutral.  Under § 314(a) and the totality of General Plastic factors, 

institution should be denied. 
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II. THE PETITION FAILS WITH RESPECT TO GROUNDS 1–3. 

The claims of the ’502 Patent require “activating a prohibit timer” and 

“transmitting a second SI request message to the BS only when the at least one 

requested SIB is not received and the prohibit timer expires.”  Ex. 1001, 17:31-34, 

18:26-29.  For Grounds 1-3, Petitioner relies solely on Oppo for satisfaction of these 

limitations.  See Paper 2 at 24-27, 43-44.  While Oppo teaches the use of a prohibit 

timer to determine when sending of the second SI request should be allowed, that 

prohibit timer mechanism works in a fundamentally different fashion.  The claims 

of the ’502 Patent require that sending of the second SI request is done “only when 

the at least one requested SIB is not received and the prohibit timer expires.”  Id., 

17:32-34, 18:27-29.  Oppo does not teach the required determination of this 

limitation.  Because Oppo discloses that the prohibit timer stops upon the UE’s 

receipt of the SI request acknowledgment from the network, Oppo will allow the 

sending of a second SI request even though it has not determined whether the UE 

has received the SI of the first request.  Ex. 1005, at 2 (Timer stops on “[r]eception 

of SI request acknowledgement”).  In other words, Oppo describes that the second 

request may be transmitted when an SI request acknowledgement has not been 

received and the timer has expired.  Because the second request may be transmitted 

under circumstances where the UE has not determined that the requested SI has not 

been received, Oppo fails to disclose the claimed requirement that the second request 
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be transmitted “only when the at least one requested SIB is not received and the 

prohibit timer expires.”  Ex. 1001, 17:31-34, 18:26-29 (emphasis added).   

For the foregoing reasons, the Petitioner has not demonstrated that there is a 

reasonable likelihood that it would prevail with respect to at least one of the claims 

challenged based on the Oppo reference. 

III. THE PETITION FAILS WITH RESPECT TO GROUNDS 4–7. 

The claims of the ’502 Patent require “transmitting a first SI request message 

to a base station (BS) after determining that the UE is in a connected state.”  Ex. 

1001, 17:27-29, 18:22-24.  For Grounds 4-7, Petitioner relies solely on Deenoo for 

satisfaction of this limitation.  See Paper 2 at 45-47, 53.  More specifically, the 

Petition addresses the capability of User Equipment (UE) in Deenoo to trigger a 

System Information (SI) requests to a Base Station (BS) while in any state, including 

the idle, inactive or connected states.  See id. at 45-46 (citing Deenoo at 39:38-39).  

But the Petition merely addresses that Deenoo discloses a UE that can send SI 

requests in the connected state, in addition to the idle and inactive states.  This fails 

to address the complete requirement of the claims of “transmitting … after 

determining that the UE is in a connected state.”   

For the actual limitation, the Petition does not show that Deenoo discloses the 

step of “determining that the UE is in a connected state” before transmitting the first 

SI request message.  Instead, Petitioner merely cites to Deenoo’s recital that a UE 



 
Case IPR2023-00720 

Patent No. 10,791,502 
 

16  

“may perform a system information request by for example using a dedicated 

resource.”  Id. at 46 (citing Deenoo at 39:39-43).  This recitation is, at best, 

conclusory and fails to explain how Deenoo meets the express requirement of an 

active step of “determining” whether the UE is in the connected state before sending 

the first message, as opposed to UE “determining” whether it is in the idle or inactive 

states before sending a different message.  Compare Ex. 1001, Cl. 1 (“transmitting 

a first SI request message to a base station (BS) after determining that the UE is in a 

connected state”) with Cl. 6 (“transmitting a fourth SI request message to the BS 

after determining that the UE is not in the connected state, the fourth SI request 

message including at least one requested SI message”).  Petitioner has not shown 

that Deenoo discloses the required distinct determination. 

For the foregoing reasons, the Petitioner has not demonstrated that there is a 

reasonable likelihood that it would prevail with respect to at least one of the claims 

challenged based on the Deenoo reference. 

IV. CONCLUSION 

The Board should exercise its discretion to deny the Petition under § 314(a) 

because all but one of the General Plastic factors weigh against institution and this 

is the type of proceeding that the Board’s precedential decisions—Valve I, Valve II, 

and General Plastic—were developed to prevent.  In addition, the Board should 

deny institution because Petitioner fails to establish a reasonable likelihood of 
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unpatentability for the independent claims under any Ground, let alone present 

compelling evidence of unpatentability.  For Grounds 1-3, the Petition fails to 

establish that Oppo teaches “transmitting a second SI request message to the BS only 

when the at least one requested SIB is not received and the prohibit timer expires” 

as required by all challenged claims of the ’502 Patent.  For Grounds 4-7, the Petition 

fails to establish that Deenoo teaches “transmitting a first SI request message to a 

base station (BS) after determining that the UE is in a connected state” as required 

by all challenged claims of the ’502 Patent.   

V. MANDATORY NOTICES – Related Matters – 37 C.F.R. §42.8(b)(2) 

The ’502 Patent is the subject of a second IPR Petition filed by Unified 

Patents, LLC in IPR 2023-00338. 

The ’502 Patent is the subject of a civil action captioned: Togail Technologies 

Ltd. v. Apple Inc., Case No. 3:23-cv-00610-JO-DEB (S.D. Cal.) which was 

transferred from Case No. 6:22-cv-00326-ADA (W.D. Tex.). 
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/Brett Cooper/ 
Brett Cooper, Reg. No. 55,085 
Lead counsel for Patent Owner 
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